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Patent Owner (“PO”) filed nearly identical POPR briefs for IPR2025-00274
and [PR2025-00278. Section II is identical between Petitioners’ briefs.

I. INTRODUCTION

The Board previously instituted two petitions filed against the 114 Patent,
one of which challenged PO’s asserted priority date with intervening prior art. NRG
Energy, Inc. v. Midwest Energy Emissions Corp, 1PR2020-00832, Paper 17
(P.T.A.B. Oct. 26, 2020). The IPRs did not proceed to final written decisions only
because PO requested termination as part of settlement. However, in its Institution
Decision, the Board found that Sjostrom, Eckberg, and Olson-646 qualify as prior
art, because PO could not demonstrate that the *114 Patent had priority before May
2018. Id. at 31. The Board also found that there was motivation to combine and
that the combinations disclosed all the claim limitations. See generally id. Here,
PO does not dispute the merits of the combinations of Sjostrom/Eckberg and
Sjostrom/Olson-646, or that Olson-235 anticipates the claims, but instead argues that
the 114 Patent has a priority date before the asserted prior art. PO also argues the
Petition is time-barred. Each of these arguments is without merit.

II. THE PETITION IS NOT TIME-BARRED

Patent Owner’s RPI/privity arguments should be rejected because they are
entirely speculative and unsupported by evidence—precisely the kind of

“[t]heoretical, hypothetical, or speculative” assertions that the Board has repeatedly
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found insufficient. See ASSA ABLOY ABv. CPC Patent Techs. Pty, IPR2022-01094,
Paper 19 at 13—-14 (P.T.A.B. Feb. 2, 2023). Petitioners have already confirmed that
no unnamed party—including Talen, Chem-Mod, or any Chem-Mod affiliate—is
funding the petition, advising on strategy, or exercising any control over the decision
to file or the arguments presented. See IPR2025-00274, Paper 1 at 2; IPR2025-
00278, Paper 1 at 2. Under the applicable standard—whether an “unnamed party is
controlling, funding, or directing an IPR proceeding”—no additional party qualifies
as an RPL. Luminex Int’l Co. v. Signify Holdings B.V., IPR2024-00101, Paper 20 at
9,23 (P.T.A.B. Nov. 21, 2024). Moreover, neither Talen nor Chem-Mod is a party
in the MDL Court, and neither is defending or indemnifying Petitioners in any
forum. PO’s effort to manufacture a connection fails on both the facts and the law.

A. Patent Owner Misrepresents the 2020 IPR Proceedings

PO misrepresents the 2020 proceedings, because neither Talen nor NRG
identified the parties the way PO claims, and the Board certainly did not agree. PO
argues that “Talen specifically identified PacifiCorp as a real party in interest in its
2020 IPR ....” POPR at 32. PO also states that “NRG identified Chem-Mod as a
real party in interest, and the Board agreed with NRG.” Id. at 35 n.7 (emphasis

added).! PO is wrong on both.

! Chem-Mod supplying refined coal to both NRG and some of Petitioners is entirely
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Talen did not name PacifiCorp “as a real party in interest.” Rather, Talen and
the 2020 petitioners named two groups of companies: (i) “real-parties-in-interest”
that were parties to the Delaware Lawsuit; and (i1) “potential real parties-in-interest”
that included over 100 entities, named “out of an abundance of caution,” that
included co-owners of plants (e.g., PacifiCorp), vendors, and suppliers. IPR2020-
00832, Paper 3 at 1-3. None of the 100+ companies in the second group “agreed to
be listed as a real party-in-interest for this Petition” and “[nJone of these companies
or any unnamed entity is funding, controlling, or directing, or otherwise has an
opportunity to control or direct this Petition or proceeding.” Id. at 2.

The Board found that the over-inclusive identification of “potential” RPIs
“does not appear problematic,” and there were “reasons for not committing those
parties to the real party-in-interest category.” IPR2020-00832, Paper 17 at 9;
IPR2020-00834, Paper 18 at 11. Notably, the PTAB had not yet made precedential
SharkNinja, which held that failing to name an RPI was “not jurisdictional” and that
an unnamed RPI can be added later. See SharkNinja Operating LLC v. iRobot Corp.,

IPR2020-00734, Paper 11, at 18-20 (P.T.A.B., designated precedential Dec. 4,

irrelevant. See Semiconductor Component Indus., LLC v. Greenthread, IPR2024-
00266, Paper 23 at 30 (P.T.A.B. Aug. 4, 2024) (do not apply “Section 315(b) to a

party that may be a real party in interest to a conjectured privy of a petitioner”).
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2020). Atno point did the Board find PacifiCorp or Chem-Mod to be “actual” RPIs.

B. Patent Owner’s RPI Analysis is Backwards

PO focuses its RPI arguments on the 2020 petitioners and Delaware
defendants, but that is the wrong perspective. For purposes of determining time bar,
the focus should be on the current petitions. Section 315(b) asks whether “the
petition requesting the proceeding” (e.g., [IPR2025-00274 and -00275) is filed “more

than 1 year after the date on which the petitioner, real party in interest, or privy of

the petitioner” was served with a complaint. The “petitioner” is not Talen, Chem-
Mod, or any Chem-Mod affiliate. Rather, the petitioners are BHE, WEC, IPL, etc.
Thus, the only relevant inquiry is whether Talen, Chem-Mod, or any unnamed party
is an RPI to the current petition. As discussed below, Talen, Chem-Mod, and Chem-
Mod’s affiliates, have no interest in the current proceedings and are not RPIs. PO
does not even argue that these entities are RPIs to the current petitions.

C. There Is No Privity with the Delaware Defendants

None of the Petitioners were defendants in the Delaware Litigation, EX2003,
and they are not privies to the 2020 petitioners or Delaware defendants. “A person
who was not a party to a suit generally has not had a ‘full and fair opportunity to
litigate’ the claims and issues in that suit,” and “there is a general rule against
nonparty preclusion.” WesternGeco LLC v. lon Geophysical Corp., 889 F.3d 1308,

1319 (Fed. Cir. 2018) (quoting Taylor v. Sturgell, 553 U.S. 880, 892 (2008)).
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Petitioners did not have any opportunity to litigate the claims in the prior
Delaware case or participate in the 2020 IPRs, and PO does not contend
otherwise.? Moreover, PO quotes the six privity factors in Taylor v. Sturgell,
but does not demonstrate how even a single factor applies. POPR at 31-32.

PO falsely asserts that “Petitioners have argued that Chem-Mod and its
affiliates defended [PO]’s infringement claims and negotiated a license on their
behalf.” POPR at 35 (citing Exhibit 2009 at 91, which does not mention Chem-
Mod or its ‘“affiliates”). Rather, Petitioners argued that PO cannot pursue
infringement claims against refined coal that PO licensed. To be clear: none of
Petitioners defended the Delaware Litigation or negotiated the previous licenses.

D. Each of the Unnamed Parties Is Licensed Under Patent Owner’s
Patents and Thus Have No Interest in These Proceedings

An additional reason that Talen, Chem-Mod, and Chem-Mod’s affiliates are
not named as an RPI or privy to the current Petitions is because each is licensed to
the *114 Patent, and thus have no interest in the IPR proceedings. PO admits, “Talen

defended that claim [of infringement from ME2C] and obtained a license.”

IPR2025-00274, Paper 15 at 8; IPR2025-00278, Paper 15 at 8. PO also concedes

2 Also of note, the Delaware defendants did not even present evidence of
invalidity at trial, and instead chose to present a pure non-infringement case.

EX2004 at 117:2-4,921:12-17, 1194:11-1120:8, 1135:13-16, 1139:11-1141:5.
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Chem-Mod and its affiliates have a license. EX2004 at 26:5-25, 391:19-392:13.

The point is not to probe [Petitioner’s] interest (it does not need any);
rather, it is to probe the extent to which [the unnamed party] has an
interest in and will benefit from [Petitioner’s] actions, and inquire
whether Petitioner can be said to be representing that interest after
examining its relationship with [an unnamed party].

Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1353 (Fed. Cir.
2018). A third party with no interest is not an RP1/privy:

There 1s no evidence that Mattel exercised any control over Petitioner’s
decision to file the Petition (or over the arguments included therein),
and there is no indication that Mattel had any authority to do so. The
record does not suggest that Mattel provided any funding for this inter
partes review. Nothing in the record suggests that Petitioner is an agent
of Mattel or acting as its proxy to challenge the 184 patent. There is
also no evidence that Mattel desires review of the patent, or that the
Petition was filed at Mattel’s behest. In fact, the record is to the
contrary—it appears that Mattel has no interest in obtaining a
judgement of unpatentability.

See Google LLC v. DDC Tech., LLC, IPR2023-00708, Paper 41 (public version of
Paper 29) at 27 (P.T.A.B. Oct. 25, 2023). So too with Talen, Chem-Mod, and its
affiliates; the Petitions cannot be said to have been filed at their behest. See Luminex,
IPR2024-00101, Paper 20 at 8-9, 20 (“behest” standard is central to RPI and privity);
JP Morgan Chase & Co. v. Maxim Integrated Prods., Inc., CBM2014-00179, 2015
WL 780869, at *7 (P.T.A.B. Feb. 20, 2015) (entity whose claims had been settled
was not RPI, as that entity “no longer ‘desires review’” of the patent).

This is not a case in which any Petitioner is seeking a second bite at the apple.

Rather, PO sued Talen and Chem-Mod in 2019, fully licensed its patents to them,
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and then (over four years later) sued several of the current Petitioners. PO is
responsible for “choosing to stagger the filing of its infringement suits.” Arista
Networks, Inc. v. Orckit Corp., IPR2024-01239, Paper 7 at 3-4 (P.T.A.B. Mar. 12,
2025); see ASSA ABLOY, IPR2022-01094, Paper 19 at 33 (“Patent Owner ignores
the practical consequences of its own actions that precipitated the current
situation.”).

E. A Generic Business Relationship Is Insufficient for RPI or Privity

The fact that Talen and PacifiCorp co-own a single power plant (among many
other co-owners, EX1113) is not sufficient to create RPI or privity. Nor is it
sufficient that Chem-Mod and its affiliates supplied refined coal to some of
Petitioners through agreements that expired in 2021. This is nothing “other than a
traditional business relationship between [third party] and Petitioner,” which “does
not establish a relationship sufficient to make [the third party] a real party-in-interest
or a privy of Petitioner in this inter partes review.” Assa Abloy, IPR2022-01094,
Paper 19 at 35. Unlike in Ventex, there is no evidence that any unnamed third parties
are “funding this IPR proceeding.” See id. at 25-26 (distinguishing Ventex Co. v.
Columbia Sportswear N. Am., IPR2017-00651, Paper 148 (P.T.A.B. Jan. 24, 2019)).
“The mere existence of some relationship between a petitioner and another entity is
not sufficient—that relationship must be related to the lawsuit and be sufficiently

close that it can be fairly said the petitioner had a full and fair opportunity to litigate
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the validity of the patent in that lawsuit.” See Google, [IPR2023-00708, Paper 41 at
23; see WesternGeco, 889 F.3d at 1319 (“general rule against nonparty preclusion™).

F. Generic Indemnity Provisions Do Not Create RPI or Privity

The crux of PO’s argument is that agreements with Chem-Mod and certain
Chem-Mod affiliates that made Refined Coal (Louisa, Portage, and Arbor Fuels)
“contain indemnity provisions.” POPR at 34. For example, Louisa Refined Coal
has a general indemnity provision with Petitioner MidAmerican. /Id. (citing
EX2038-2041). But an “indemnity provision does not amount to a sufficiently-close
relationship to warrant finding [of] privity.” WesternGeco, 889 F.3d at 1321-22.

PO cites an agreement between WPL and Portage Fuels that expired in
2021 with generic indemnification language regarding patent infringement.
POPR at 33-34 (citing EX2037). The Director has already explained, however,
that the question of whether “a standard, non-exclusive, manufacturer-customer
indemnification agreement relating to patent infringement can be sufficient to
support a finding of real party in interest and trigger the one-year time bar” has
already been answered: “without more, it cannot.” Luminex, IPR2024-00101,
Paper 20 at 11. PO has not identified that “something more.” PO also did not
disclose that these agreements all expired in 2021; or that the Chem-Mod entities
have no current relationship with Petitioners. See ASS4 ABLOY, IPR2022-01094,

Paper 19 at 34 (no privity where option to indemnify was not exercised).



IPR2025-00278
USP 10,343,114

The relationship between Arbor Fuels and a subsidiary of Petitioner WEC is
even more tenuous (PO incorrectly names WPSC as the parent of WEC). POPR at
34. There is “no authority” to apply “Section 315(b) to a party that may be a real
party in interest to a conjectured privy of a petitioner.” Semiconductor Component
Indus. v. Greenthread, IPR2024-00266, Paper 23 at 30 (P.T.A.B. Aug. 4, 2024).

PO cites to Ventex and suggests that because the petitioner in that case “was
obligated to indemnify” an accused infringer (that was not a petitioner), the Board
found the accused infringer “was a real party in interest with respect to [petitioner].”
POPR at 31. But “Patent Owner mischaracterizes the holding in Ventex. The
existence of an indemnification agreement was not the determining factor in finding
the existence of an RPI relationship,” because “the Board has held repeatedly that
an indemnification agreement, without something more, is insufficient to establish
an RPI relationship.” See ASS4 ABLOY, IPR2022-01094, Paper 19 at 33.

PO cites to Greenthread and argues that “sales agreements that included
indemnity provisions ... can create privity.” POPR at 59. In Greenthread, the
Director did not rule on the ultimate issue of privity, but instead faulted the Board
for “denying the discovery motions.” Semiconductor Components Indus. v.
Greenthread, LLC,IPR2023-01242, Paper 94 at 2-3 (P.T.A.B. Apr. 24,2025). Here,
Petitioners agreed to PO’s discovery requests before PO filed its POPR.

III. THE ’114 PATENT IS NOT ENTITLED TO EARLIER PRIORITY
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PO’s only response to Sjostrom, Eckberg, Olson-646, and Olson-235 is that
they do not qualify as prior art because the *114 Patent can purportedly trace priority
to a provisional application (“Provisional”) filed in 2004. The Board already
rejected this argument, holding that “one or more of the applications in the priority
chain for the 114 patent lacks written description support for the challenged
claims.” TPR2020-00832, Paper 17 at 25. The Board was correct.

A. The Board Determined the Incorporation Statement Was Unclear

The Board held that the Provisional could not be incorporated by reference
into parents of the *114 Patent because the incorporation statement was not clear.
IPR2020-00832, Paper 17 at 30 (stating it “is unclear to us what the term ‘to the
extent appropriate’ means in this context.””). The parent applications do not identify
what specific material is incorporated. Rather, they state the Provisional is only
“incorporated by reference to the extent appropriate.” IPR2025-00278, Paper 1. The
Board relied on Zenon, which held that the “plain language expressly limits the
incorporation to only relevant disclosures of the patents, indicating that the
disclosures are not being incorporated in their entirety.” Zenon Env'’t., Inc. v. U.S.
Filter Corp., 506 F.3d 1370, 1379 (Fed. Cir. 2007). PO ignores the Zenon case.

B. The Board Determined that the Provisional Was “Essential”
Material that Could Not Be Incorporated by Reference

The Board correctly held that the 114 Patent could not achieve priority to

2004, because the Provisional was “essential” material to claims of the ’114 Patent,

10
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and essential material may not be incorporated by reference from an unpublished
patent application under 37 C.F.R. § 1.57(d). IPR2020-00832, Paper 17 at 29. PO
argues the Board got it wrong by citing to M.P.E.P. 608.01(p) and Maquet
Cardiovascular LLC v. Abiomed, Inc., 627 F. Supp. 3d 72, 78-84 (D. Mass Sept. 12,
2022). POPR at 1-2. Petitioners addressed these sources in the Petition, and each
bolsters the Board’s previous analysis. See IPR2025-00278, Paper 1 at 33-36.

1. The Board’s Decision Is Consistent with Maqguet

PO argues that the Board should change its mind because of a subsequent
district court case, Maquet. POPR at 6-7. Magquet analyzed whether material from
an unpublished application is “essential” to support claim limitations in the
challenged patent, and also whether the unpublished application supports claims of
any intervening applications. See Magquet, 627 F. Supp. 3d at 81-82; IPR2025-
00278, Paper 1 at 33-34 (discussing Maquet). The ’114 Patent claims priority to
U.S. Patent 9,468,886. Claims 5, 11, and 18 of the 886 Patent require that a

“halogen or halide promoter is introduced into at least one of before a combustion

chamber.” EX1019 (emphasis added). The *886 Patent specification, however, does
not disclose providing a promoter “before” the combustion chamber. See Tronzo v.
Biomet, Inc., 156 F.3d 1154, 1158-60 (Fed. Cir. 1998) (denying priority where
earlier application did not support full scope of alternatives encompassed by the

claims). Such support (if any) would come from Figure 2 of the Provisional, which

11
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was not included in the 886 Patent or any intervening applications. Thus, there is a
break in priority, because the Provisional is essential to provide written-description
support for claims of the *114 Patent and the intervening *886 Patent.

2. The Board’s Decision Is Consistent with MPEP 608.01(p)

PO faults the Board’s prior decision for not citing M.P.E.P. 608.01, but the
Petition explained this provision in depth. IPR2025-00278, Paper 1 at 34-36.
Because a provisional is unpublished and cannot be incorporated by reference under
37 C.F.R. §1.57(d), an applicant can add omitted material from a provisional—but
the “application must be amended to include the inadvertently omitted portion of the

specification or drawing(s) ... in no case later than the close of prosecution” of the

child application. M.P.E.P. 608.01(p)(I) (quoting 37 C.F.R. §1.57(b)); see M.P.E.P.
217 (analyzing 37 C.F.R. §1.57(b)). The physical incorporation of the Provisional
in May 2018 in the 760 Application was too late: the *760 Application is the sixth
non-provisional from the Provisional (EX1004); the prior five applications were
abandoned or issued, but were never “amended to include the inadvertently omitted
portion of the [Provisional before] the close of prosecution.” 37 C.F.R. §1.57(b);
see M.P.E.P. 217(1ll) (Example 3) (when application #2 and application #3 in
priority chain omit material from application #1, the omitted material cannot be
added in application #3 after close of prosecution of application #2). The priority

chain was broken, and the Board was correct in finding so in [IPR2020-00832.

12



IPR2025-00278
USP 10,343,114

C. The Board Determined that Parent Applications Do Not Support
the 114 Patent Claims

In searching for disclosure in the parent applications, PO improperly applies
an obviousness-type analysis, rather than a written-description analysis. For
example, PO argues that Sjostrom uses an arrow to teach “adding bromine to the
pulverized coal entering the boiler” (while also mentioning “coal additives”), and
then states that “Petitioners cannot meaningfully contend that a POSITA would
understand Sjostrom’s arrow to disclose adding bromine to pulverized coal, but
reach a different conclusion with respect to the provisional application.” POPR at
27-28 & n.4; see also id. at 24. PO conflates two standards.

For priority, “[t]he question is not whether a claimed invention is an obvious

variant of that which is disclosed in the specification. Rather, a prior application
itself must describe an invention . . ..” Lockwood v. Am. Airlines, Inc., 107 F.3d
1565, 1571-72 (Fed. Cir. 1997); see PowerQasis, Inc. v. T-Mobile USA, Inc., 522
F.3d 1299, 1306 (Fed. Cir. 2008) (“Entitlement to a filing date does not extend to
subject matter which is not disclosed, but would be obvious over what is expressly
disclosed.”). The parent applications fail to expressly or inherently disclose several
claim limitations, so the ’114 Patent cannot claim priority before 2018.

1. No Support for Adding Bromine-Containing Materials to
Coal, Upstream of Combustion Chamber

The only support PO identified for adding bromine-containing ingredients to

13
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the coal upstream of the combustion chamber is reaction of certain materials with
activated-carbon sorbent, and that “the inventive sorbent can be injected where
desired (e.g., before, after, or within the boiler).” POPR at 14-15 (citing to
application § 107). The Board expressly rejected this argument:
Although this describes other injection points (“e.g., before, after, or
within the boiler”), this disclosure regards the promoted sorbent
material. As a result, it describes the addition of both the promoter and
the sorbent material at a single point, not (1) the addition of the
promoter with the coal or the combustion chamber and (2) the injection
of the sorbent material into mercury-containing gas downstream of the
combustion chamber, as claims 1 and 23-25 of the *114 patent recite.

As a result, we do not agree with Patent Owner’s arguments regarding
paragraph 107 of the *595 application.

IPR2020-00832, Paper 17 at 24. PO presents no reason for a different result.

PO’s arguments for the 896, *594, and ’058 Applications and Provisional
fare no better. PO cites to Figure 2 of the Provisional and a different figure, Figure
5A from the *594 Application. POPR at 12, 18-19. Yet Figure 5A was first added
to the specification in April 2009, which is years after Sjostrom, Eckberg, and Olson-
646. TPR2025-00278, Paper 1 at 28. Both these figures fail to expressly disclose
any bromine-containing ingredients added “to the coal.” Even if added upstream of
the combustion chamber, they could be added through auxiliary systems that do not
contact coal. IPR2025-00278, Paper 1 at 28, 38-40; EX1002 99179-183.

2. No Support for Adding Br,, HBr, or Bromide Compounds
to Coal, Upstream of the Combustion Chamber

Even if the Provisional could be incorporated, there is still no written-

14
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description support for adding to the coal each of Br,, Br- and “bromide
compounds.” IPR2025-00278, Paper 1 at 36-37. PO’s only response is that the
specification discloses a chemical model in which Br; reacts with activated carbon
downstream of the combustion chamber, but that says nothing about whether Br; is
added to coal rather than formed in situ or added downstream. POPR at 19-20.
PO’s reliance on HBr in Example 1E from the Provisional—which was not
carried forward into the non-provisional applications until 2018—does not support
the ’114 Patent claims. A disclosure of one species (HBr) does not disclose other
species (e.g., Br- or Bry), and it does not disclose the broad class of “bromide
compound.” IPR2025-00278, Paper 1 at 36-37. PO’s reliance on “common attributes
or features possessed by the members of the genus in view of the species discloses”
(POPR at 23) does not apply, as PO has offered no evidence of that commonality
either in the specification or in the POPR. See EX1002 4354 (discussing how HBr
i1s a gas at room temperature, but Br; is a liquid). PO does not explain how a
disclosure of one species discloses other species or the entire genus; i.e., how HBr
is necessarily a disclosure of all bromine-containing compounds, specifically Br;.

IV. CONCLUSION

Petitioners respectfully request that IPR of the 114 Patent be instituted, as it

was in 2020, and that the Challenged Claims be cancelled as unpatentable.
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