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Pursuant to the Board’s January 20 email (EX3003), Petitioners request that
the Board deny Patent Owner’s Motion to Terminate. Paper 63 (“Motion”).!

I. INTRODUCTION

Patent Owner has not identified any authority supporting the Panel
terminating a petition on discretionary grounds, let alone four months after
institution and one month after Patent Owner Responses. “[D]iscretionary
considerations” are the purview of the Director; the Panel addresses “merits and
other non-discretionary statutory considerations.” See Interim Processes Memo
(Mar. 26, 2025).? The only rationale offered by Patent Owner is a Director Review
order for other patents (what Patent Owner labels the “Round Two Proceedings”).
Paper 63 at 1; PacifiCorp v. Birchtech Corp., IPR2025-00687, Paper 40 (Jan. 12,
2026) (precedential) (“January 12 Order”). But, the January 12 Order does not apply
to the ’114 Patent, because the *114 Patent proceedings are more advanced, involve
less grounds, and will not unduly burden the Board.

II. PROCEDURAL HISTORY

Over one year ago, on January 17, 2025, Petitioners filed two petitions for

! Other than updating cites to the relevant papers, Petitioners are filing
substantively identical response briefs in IPR2025-00274 and IPR2025-00278.

2 Interim Processes for PTAB Workload Management (Mar. 26, 2025), available at:
https://www.uspto.gov/sites/default/files/documents/InterimProcesses-
PTABWorkloadMemt-20250326.pdf.



https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf
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[PR against the *114 Patent. IPR2025-00274 uses prior art dated before Patent
Owner’s asserted priority date, and [IPR2025-00278 expressly challenges the priority
date with intervening prior art, with no overlap in the prior art. See Paper 2 (rankings
of petitions); see also IPR2020-00832 & IPR2020-00834 (instituting two petitions
against the ’114 Patent).

Both petitions were referred to the Panel during the bifurcated Discretionary
Denial process. Paper 23. The Panel then instituted both petitions. Paper 33.

Both petitions then underwent Director Review. The Director remanded to
the Panel solely to address privity and RPI issues. The Director did not apply
discretionary considerations or instruct the Panel to limit to one petition per patent.
The Director filed the same order in both proceedings on the *114 Patent. Paper 55.

III. THE MOTION IS PROCEDURALLY IMPROPER

There are only two mechanisms to ask for review of an institution decision:
“A party is limited to requesting Director Review or rehearing by the Board, but
shall not request both.” Director Review Process § 2.A (analyzing 37 C.F.R. §
42.75(c)).> Neither procedure is available for the 114 Patent.

A. Panel Rehearing and Director Review Are Unavailable

Patent Owner cannot request a panel rehearing or Director Review of the

3 https://www.uspto.gov/patents/ptab/decisions/director-review-process (Dec. 15,
2025) (“Director Review Process”).
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institution decisions for the 114 Patent for multiple reasons.

First, the deadline for requesting panel rehearing or Director Review is 14
days from institution. 37 C.F.R. §§ 42.71(d)(1), 42.75(c)(1). The institution
decisions on the ’114 Patent were filed September 8, 2025, over four months ago.

Second, Patent Owner already filed one request for Director Review of the
114 Patent. Paper 39. Patent Owner chose this route, “instead of filing a request
for rehearing of that decision.” See 37 C.F.R. § 42.75(c); Director Review Process
§ 2.A (“A party is limited to requesting Director Review or rehearing by the Board,
but shall not request both.”). Further, a patent owner may file only “one request for
Director Review of a decision.” 37 C.F.R. § 42.75(c) (emphasis added).*

Third, any review or rehearing request must identify “the place where each
matter was previously addressed.” 37 C.F.R. § 42.71(d); see Director Review
Process § 3.E (“The Director will not consider new evidence or new arguments not
part of the official record”). As the Board noted, “Patent Owner does not challenge
that multiple Petitions are necessary.” IPR2025-00274, Paper 33 at 10-11; see

[PR2025-00278, Paper 33 at 9-11 (“Patent Owner does not contest Petitioners’

4 Patent Owner flouts these requirements by arguing that the “Office may still
consider decisions in other proceedings.” Paper 63 at 6 n.3. In the case Patent
Owner cites, the parties did not request a second Director Review. Rather, the

Director (not the Panel) sua sponte initiated the Director Review. See Sinclair
Pharma Ltd. v. Hydrafacial LLC, IPR2025-00145, Paper 40 (Dec. 22, 2025).
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arguments that the simultaneous filing of two petitions does not unduly burden the
Board ... Nor does Patent Owner argue that two petitions prejudice Patent Owner.”).

Patent Owner ignores the requirements for panel rehearing or Director
Review, instead asserting that the “Board already rejected this argument by

2

authorizing the present motion.” Paper 63 at 4. Just because the Board provides
prior “authorization” to file a motion, that does not mean that the requested relief is
meritorious. See 37 C.F.R. § 42.20(b)-(c); Sony Corp. v. Optimum Imaging Techs.,
LLC, 1PR2024-00923, Paper 27 (P.T.A.B. Apr. 7, 2025) (authorizing motion to

terminate but then denying the motion itself).

B. The Panel Should Not Apply Discretionary Considerations

Now that both petitions for the 114 Patent have been instituted and the
periods for panel rehearing and Director Review have passed, discretionary
considerations are not within the purview of the Panel. The Acting Director already
determined to not exercise discretion to deny the petitions in [PR2025-00274 and
[PR2025-00278. Paper 23. Patent Owner does not identify any legal basis for the
Panel to apply discretionary considerations, particularly to an already instituted
proceeding. See Interim Director Discretionary Process § 1.C. (“The petitioner and
the patent owner should not present discretionary considerations in the petition or

the Patent Owner Preliminary Response” because the Panel will only consider
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arguments “on the merits and non-discretionary considerations”).’

C. A Renewed Director Review Is for RPI/Privity Issues

Patent Owner suggests that because the Director remanded 1PR2025-00274
and IPR2025-00278 to the Board (Paper 55), the “time for Director Review has not
passed,” and Patent Owner gets a redo. Paper 63 at 6. Not so. As Patent Owner
states, “the Director’s decision [for the 114 Patent] was limited to the RPI/privity
issue.” Paper 63 at 4. Patent Owner did not seek Director Review of the fact that
the Board instituted two petitions per patent. See Paper 63 at 2 n.1 (Patent Owner
raised RPl/privity for the 114 Patent, because the “patents at issue in the Round
Two Proceedings were not asserted in the earlier Delaware district court litigation”
and therefore “could not result in a time bar”).

After the Panel issues a decision to address Patent Owner’s RPI/privity
evidence that the Panel previously found “ambiguous and speculative” (Paper 55 at
3), any “renewed request for Director Review” (id. at 4) does not give Patent Owner
carte blanche to address any issue it wishes in piecemeal fashion. Rather, that
“renewed” request is limited to the RPI/privity issues from the original Director
Review request. See Director Review Process § 2.B (“a party may file one request

for Director Review”), § 3.E (waiver for arguments “not made within the request”).

> https://www.uspto.gov/patents/ptab/interim-director-discretionary-process (last
updated Oct. 3, 2025).
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And even if the Director were to reconsider the two petitions per patent, the
January 12 Order does not have retroactive effect against the ’114 Patent
proceedings. In determining “whether to exercise discretion to deny institution, the
Director will consider existing precedent.” [Interim Director Discretionary Process
§ ILA. The January 12 Order was not “existing” precedent when the IPR2025-00274
and -00278 petitions were referred to the Board after the Discretionary Denial
process (July 2, 2025), then instituted (September 8, 2025), and then remanded in
the previous Director Review order (November 25, 2025).

IV. THE ’114 PATENT IS DIFFERENT FROM THE ’370/°218 PATENTS

The Director commented that “multiple petitions may be necessary in ‘rare’
cases, such as a ‘priority dispute requiring arguments under multiple prior art
references.”” January 12 Order at 3 (citing TPG § I1.D.2). The Director then
explained that because “Petitioners present ten total grounds challenging the claims
of the ’370 patent and thirteen total grounds challenging the claims of the *218
patent,” this was not one of those “rare” circumstances that justified multiple
petitions. Id. at 3. The ’114 Patent is different—in terms of the number of grounds
asserted and the number of grounds Patent Owner has not disputed.

A. The °114 Patent Petitions Have Far Fewer Grounds

The Director was concerned that, because of the number of grounds in the

’370 and ’218 Patent petitions, that would place “a substantial and unnecessary
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burden on the Board and the patent owner” for the Board to handle two proceedings
per patent. See January 12 Order at 3. The ’114 Patent is different, as the Board
already determined ‘“that the second petition in this proceeding does not unduly
burden the Board, due to its grounds based on four references. ... Nor does Patent
Owner argue that two petitions prejudice Patent Owner.” [PR2025-00278, Paper 33
at 10. The few grounds in the second petition for the 114 Patent contrasts markedly

with the number of grounds in the second petition for the 218 and *370 Patents:

Ground IPR2025-00278 IPR2025-00718 IPR2025-00688
(’114 Patent) (’218 Patent) (’370 Patent)
1 Sjostrom + Eckberg Baldrey Baldrey (anticipation)
(anticipation)
2 Sjostrom + Olson-646  Baldrey + Olson-235Baldrey + Olson-646
3 Olson-235 (anticipation) [Baldrey + Olson-646Sjostrom + Olson-646
4 Sjostrom + Olson-  [Sjostrom + Olson-646 +
235 Eckberg
S Sjostrom + Olson-
646
6 Sjostrom + Olson-
235 + Olson-279
7 Sjostrom + Olson-
646 + Olson-279

B. Patent Owner Does Not Substantively Dispute the Grounds

The Director did not have the benefit of the Patent Owner Responses for the
’370 and 218 Patents (as they had not been filed), but the Panel does for the 114
Patent. The first-ranked petition (IPR2025-00274) and the second-ranked petition
(IPR2025-00278) will not unduly burden the Board because the same priority-date

analysis can dispose of all the *114 Patent claims across both proceedings.



IPR2025-00278
USP 10,343,114

In Petition 1, Downs-Boiler is charted as an invalidating anticipatory and
obviousness reference against every claim of the 114 Patent. IPR2025-00274,
Paper 1 at 10 (Grounds 3-5). Patent Owner does not challenge the substance of the
Downs-Boiler grounds, but instead seeks a swear-behind with an earlier actual
reduction to practice. IPR2025-00274, Paper 60 at 25. Absent an earlier priority
date, the 114 Patent is a post-AIA patent, and “it is no longer possible to antedate
or ‘swear behind’” prior art. See M.P.E.P. § 2152.01. Patent Owner has nothing left
to dispute about the invalidity of its claims under the Downs-Boiler grounds.

In Petition 2, “Patent Owner does not substantively address Petitioners’
arguments regarding the combined teachings of Sjostrom and Eckberg or Sjostrom
and Olson-646.” I1PR2025-00278, Paper 33 at 57. Rather, Patent Owner’s sole
arguments were that Sjostrom/Eckberg were not publicly accessible, and Olson-646
did not qualify as prior art in view of the priority date issues. Id. That remains true
in the Patent Owner Response. See generally IPR2025-00278, Paper 58.

If the Panel is already analyzing priority date for the higher-ranked petition
(IPR2025-00274), that same analysis can be used in the lower-ranked petition
(IPR2025-00278). See EX3002 (Patent Owner includes the same “priority date
arguments and evidence” in its patent owner responses for both proceedings).

C. Petitioners Did Not Expand the Word Count for the 114 Patent
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One concern expressed in the January 12 Order was whether Petitioner was

“effectively expand[ing] the word count.” That is not the case for the 114 Patent.

Word counts for individual sections of the petitions are shown below in brackets.

Section | IPR2025-00274 IPR2025-00278

I Intro {34} Intre {54}

Il Mandatory Notices MandatoryNetees

111 Fees Fees

1Y% 42.104 Requirements {164} 22404 Requirements | 1504

\Y Overview of ’114 Patent {862} Overvievw-of - HA4Patent | O8RY
VI Qualification of Prior Art {156} | Priority Date {3,530}

VII Grounds 1-2 {7,135} Qualification of Prior Art {473}
VIII Ground3 {1,102} Grounds 1-2 {6,742}

IX Grounds4-5 {4,155} Ground3 {1,693}

X Discretionary Denial {300} Diserettona-—Dentad 13321

X1 Conclusion {22} Conelusion {20}

Assume for the sake of argument that Petitioners had presented only the pink-shaded
sections and eliminated the strikethrough sections above, resulting in only one
primary reference per petition and with no anticipation grounds. These limited
grounds would have still amounted to 19,418 words, well over the 14,000 word limit
for a single petition. Thus, Petitioners split the grounds into multiple petitions, but

ensured zero overlap in the prior art. See Paper 2.

V. THE PANEL SHOULD NOT TERMINATE OR VACATE ANY
PROCEEDINGS

Patent Owner is unclear in its requested remedy. In its briefs in [PR2025-
00274 and IPR2025-00278, Patent Owner requests ‘“that the Board terminate this

proceeding.” Paper 63 at 1. Patent Owner does not explain why the Board should
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terminate both proceedings on the 114 Patent. Not even the January 12 Order on
the other patents did this; the Director “remand[ed] for the Board to determine which
petition challenging each patent to institute.” January 12 Order at 4.

Later in its brief, Patent Owner seems to recognize that at least one petition
for the *114 Patent should remain. Paper 63 at 3 (“which single petition to institute™).
Yet, Patent Owner asks the Board to “vacate the institution decisions” (plural) while
it decides. Patent Owner ignores the consequences of its request and provides no
reasons for why any institution decision (let alone both) should be vacated.

In the proceedings in the January 12 Order (IPR2025-00687, -688, -717, and
-718), no depositions have taken place, and Patent Owner has not filed its Patent
Owner Responses (Due Date 1). In contrast, [IPR2025-00274 and -00278 are far
more advanced. Patent Owner deposed Petitioners’ technical expert (EX2049) and
filed its Patent Owner Responses (Paper 58). The parties are pursuing additional
discovery and supplemental RPI/privity briefing, and Petitioners are preparing their
Due Date 2 Petitioners’ Replies. Vacating the institution decisions would have the
effect of eviscerating the schedule and repeating past deadlines, creating huge
inefficiency and making it nearly impossible for the Panel to conduct the June 9,

2026 hearing or issue its final written decision by the statutory deadline.

VI. CONCLUSION

Petitioners respectfully request that the motion to terminate be denied.

10
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Respectfully submitted,
Jan. 30, 2026 /s/ David J. Tobin
Date David J. Tobin (Reg. No. 60,776)

McDermott Will & Schulte LLP

2801 North Harwood Street, Suite 2600
Dallas, TX 75201

Tel: (214) 210-2793

Email: dtobin@mwe.com
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