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The Acting Director has authorized this Reply to address two issues: the 

real-party-in-interest analysis and discretionary denial under 35 U.S.C. § 325(d).  

I. Petitioners Are Time-Barred as RPIs and/or Privies of Earlier Litigants. 

“Determining whether a non-party is a ‘real party in interest’ demands a 

flexible approach that takes into account both equitable and practical 

considerations, with an eye toward determining whether the non-party is a clear 

beneficiary that has a preexisting, established relationship with the petitioner.” 

Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1351 (Fed. Cir. 

2018) (emphasis added); see Ventex Co., Ltd. v. Columbia Sportswear N. Am., Inc., 

IPR2017-00651, Paper 152 (PTAB Jan. 24, 2019) (precedential) (following AIT).1  

As explained in Patent Owner’s Brief Regarding Discretionary Denial, 

because Petitioner PacifiCorp failed to identify Talen as a real party in interest in 

contravention of § 312(a)(2), and because Talen is time-barred under § 315, the 

present petition is time-barred. 

As to remaining Petitioners Berkshire Hathaway Energy Company, 

 
1 Privity may be shown by “(1) an agreement between the parties to be bound; (2) 
pre-existing substantive legal relationships between the parties; (3) adequate 
representation by the named party; (4) the non-party’s control of the prior 
litigation; (5) where the non-party acts as a proxy for the named party to relitigate 
the same issues; and (6) where special statutory schemes foreclose successive 
litigation by the non-party (e.g., bankruptcy and probate).”  AIT, 897 F.3d at 1360 
(Reyna, J., concurring) (citing Taylor v. Sturgell, 553 U.S. 880, 894–95 (2008)). 
Any one factor or “category” can support a showing of privity. Id. 
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Interstate Power & Light Company (“IPL”), MidAmerican Energy Company 

(“MidAmerican”), WEC Energy Group, Inc. (“WEC”), and Wisconsin Power & 

Light Company (“WPL”), they and their real parties-in-interest own power plants 

that used something called “the Chem-Mod Solution” to burn coal. This process 

involved the sale of refined coal (coal treated with bromine) to Petitioners under 

sales agreements that included indemnity provisions. This type of supply 

relationship can create privity. See Semiconductor Components Indus., LLC v. 

Greenthread, LLC, IPR2023-01242, Paper 94 at 3 (PTAB Apr. 24, 2025).  

In the Delaware Action, Patent Owner asserted that the Chem-Mod Solution 

caused direct infringement at Petitioners’ power plants. Ex. 2003 at 12–13. Chem-

Mod LLC and its various sublicensees were named as Defendants in the Delaware 

Action. Ex. 2003.  

Petitioner WPL purchased refined coal from Chem-Mod sub-licensee 

Portage Fuels Company, LLC for combustion at the Columbia power plant. That 

agreement provided indemnity to WPL as the Buyer of refined coal for 

infringement of intellectual property rights:  
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Ex. 2037 § 13.1. MidAmerican purchased refined coal from Chem-Mod LLC 

sublicensees Louisa Refined Coal LLC, George Neal Refined Coal LLC, George 

Neal North Refined Coal LLC, and Walter Scott Refined Coal LLC for combustion 

of refined coal at its Louisa, George Neal, and Walter Scott power plants. The 

agreements related to these sales also contain indemnity provisions. Exs. 2038–41. 

Petitioner Berkshire Hathaway Energy Company owns and controls MidAmerican, 

and Petitioner IPL co-owns the Louisa and George Neal power plants. 

Wisconsin Public Service Corporation, the parent of Petitioner WEC, 

purchased refined coal from Chem-Mod sublicensee Arbor Fuels Company, LLC 

for combustion at its Weston power plant. The agreements memorializing this 

relationship also contain indemnity provisions. See, e.g., Ex. 2042. 

By July 15, 2020, Patent owner had sued and named as defendants Chem-

Mod LLC and its sublicensees for infringement of the Challenged Patents in the 

United States District Court for the District of Delaware. Exs. 2003, 2023.  

In light of the above and associated arguments in Patent Owner’s Brief 
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Regarding Discretionary Denial, the present petition is time-barred under 35 

U.S.C. § 315(b) and barred for failure to identify at least Chem-Mod and its 

sublicensees in violation of 35 U.S.C. § 312(a)(2). 

II. The Advanced Bionics Framework Supports Discretionary Denial. 

Given the recent precedential decision in Ecto World, the Director should 

deny institution under 35 U.S.C. § 325(d) because Petitioner presents art (Vosteen 

and Downs-Boiler) on the face of the patent. 

Under 325(d), the Board uses the following two-part framework before 

instituting a petition: (1) it determines whether the same or substantially the same 

art or arguments were previously presented to the Office; and (2) if so, then it 

determines whether the petitioner has demonstrated that the Office “erred in a 

manner material to the patentability of challenged claims.”  Advanced Bionics LLC 

v. MED-EL Elektromedizinische Gerate GmbH, IPR2019-01469, Paper 6 at 8 (Feb. 

13, 2020) (precedential).  For part one of Advanced Bionics, “[c]hallenging the 

claims using the same prior art that was previously presented on an IDS is 

sufficient to satisfy the first part of the Advanced Bionics framework.” Ecto World, 

LLC v. RAI Strategic Holdings, Inc., IPR2024-01280, Paper 13 at 4 (May 19, 

2025). For part two of Advanced Bionics, a Petitioner “must provide an analysis 

even when the asserted prior art is on an IDS, but the Examiner did not apply the 

reference.” Ecto World, Paper 13 at 5. In other words, it is the Petitioners’ burden 
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to show the Office made a material error as to the patentability of the claims. 

Both Vosteen and Downs-Boiler appear on the face of the ’517 Patent, 

satisfying part of one of Advanced Bionics. ’517 Patent at 3 (citing Vosteen, U.S. 

Pub. No. 2004/0013589, and Downs-Boiler U.S. Pub. No. 2008/0107579). 

For part two of Advanced Bionics, the Petition provides at most a cursory 

treatment of the 35 U.S.C. § 325(d) and fails to identify any material error made by 

the Office for Vosteen or Downs-Boiler. As to Vosteen, the Petition does not 

allege any material error by the Office. See Petition at 120. As to Downs-Boiler, 

the Petition’s allegations are conclusory: “the examiner did not use Downs-Boiler 

or Vosteen589 in a substantive rejection,” and “the Examiner erred by not citing 

Downs-Boiler during prosecution.” Pet. at 120. But as the Director recently 

explained, Petitioners cannot meet their burden merely by noting that a reference 

was cited in the IDS and that “Examiner did not apply the reference.” Ecto World, 

Paper 13 at 5. Petitioners contend that 325(d) isn’t arguable because “[Patent 

Owner] buried the examiner in prior art.” Paper 19 at 55. That characterization 

omits the fact that the family history of the ’517 Patent was 15 years old when 

granted. Thus, the references on the face of the patent reflect thorough examination 

by the Office and diligence of Patent Owner. Consequently, Petitioners have failed 

to meet their burden of providing an analysis of material error made by the Office. 

For the reasons above, the Director should deny institution under § 325(d).
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