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The purpose of IPRs is to “weed out bad patent claims efficiently.”  Thryv, 

Inc. v. Click-To-Call Techs., LP, 590 U.S. 45, 54 (2020).  Such is the case here. 

There was “material error by the Office” in granting the ’517 Patent, so “it is an 

appropriate use of Office resources to review the potential error.”  Microsoft Corp. 

v. Partec Cluster, IPR2025-00318, Paper 9 at 3 (P.T.A.B. June 12, 2025). 

The Board identified material error when it instituted four IPRs: two on the 

’114 Patent (counterpart) with similar claims (IPR2020-00832, -834) and two on the 

’147 Patent (ancestor) (IPR2020-00926, -928).1 Paper 18 at 4-9, 40-41. This 

“counsels against discretionary denial.” Tesla v. Intellectual Ventures, IPR2025-

00217, Paper 10 at 2 (P.T.A.B. June 13, 2025) (“Board previously determined there 

was a reasonable likelihood that similar claims of an ancestor patent were 

unpatentable”). To avoid FWDs, PO settled with the 2020 petitioners, waited over 

 
1 IPR2020-00832 challenged the ’114 Patent based on intervening prior art, dated 

after PO’s asserted priority date of 2004 but before the filing of the ’114 Patent.  

IPR2020-00834 challenged the ’114 Patent based on a different set of prior art, 

dated before PO’s asserted priority date.  The petitions in IPR2025-00280 and 

IPR2025-00281 also use completely separate, non-overlapping prior art based on 

PO's asserted priority date for the ’517 Patent.  See Paper 2 (explanation regarding 

the necessity of multiple petitions). 
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three years, and then sued Petitioners. It would not be “fair to Petitioner[s] to deny 

Petitioner[s] the opportunity to challenge the validity” of the patent on account of 

PO “choosing to stagger the filing of its infringement suits.”  Arista Networks, Inc. 

v. Orckit Corp., IPR2024-01239, Paper 7 at 3-4 (P.T.A.B. Mar. 12, 2025). 

I. THERE IS NO UNNAMED RPI OR PRIVY 

PO has not asserted, or supported with evidence, that any “unnamed party is 

controlling, funding, or directing an IPR proceeding.”  See Luminex Int’l Co. v. 

Signify Holdings B.V., IPR2024-00101, Paper 20 at 9, 23 (P.T.A.B. Nov. 21, 

2024). “Theoretical, hypothetical, or speculative assertions about effective control, 

unsupported by evidence, are neither probative nor persuasive” of RPI. ASSA 

ABLOY AB v. CPC Patent Techs. Pty, IPR2022-01094, Paper 19 at 13-14 (P.T.A.B. 

Feb. 2, 2023). PO ignores these two cases. Its RPI/privity claims should be rejected. 

A. Licensees to the ’517 Patent are not RPIs or privies 

As Petitioners explained based on PO’s admissions, Talen, Chem-Mod, and 

Chem-Mod’s affiliates are all licensed to the ’517 Patent. Paper 18 at 25-32. For 

example, PO admits that “Talen … obtained a license.”  Paper 15 at 8; see also 

EX2004 at 26:5-25, 391:19-392:13 (discussing Chem-Mod license).  Thus, there is 

no reason any of them “desires review of the patent, or that the Petition was filed at 

[their] behest.”  Google LLC v. DDC Tech., LLC, IPR2023-00708, Paper 41 (public 

version of Paper 29) at 27 (P.T.A.B. Oct. 25, 2023); see Luminex, IPR2024-00101, 



IPR2025-00281 
USP 10,596,517 

 3 

Paper 20 at 8-9, 20 (“behest” standard is central to RPI and privity); Applications in 

Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1353 (Fed. Cir. 2018) (“point is 

not to probe [Petitioners’] interest” but instead “to probe the extent to which [the 

unnamed party] has an interest in and will benefit from [Petitioners’] actions”). In 

its reply brief, PO ignored this argument and Petitioners’ cited cases. 

B. Generic indemnity provisions do not create RPI or privity 

 PO cites to Greenthread and argues that “sales agreements that included 

indemnity provisions … can create privity.”  Paper 20 at 2. In Greenthread, the 

Director did not rule on the ultimate issue of privity. Rather, the Director held that 

“the Board abused its discretion in denying the discovery motions” and remanded 

for PO to take discovery, submit its arguments, and then “put the issue into dispute.”  

Semiconductor Components Indus., LLC v. Greenthread, LLC, IPR2023-01242, 

Paper 94 at 2-3 (P.T.A.B. Apr. 24, 2025). Here, Petitioners agreed to PO’s discovery 

requests before institution, and PO has failed to put the issue into dispute. 

The crux of PO’s argument is that agreements with Chem-Mod and its 

affiliates (Louisa, Portage, and Arbor Fuels) “contain indemnity provisions.”  Paper 

20 at 3. But an “indemnity provision does not amount to a sufficiently-close 

relationship to warrant finding [of] privity.”  WesternGeco LLC v. Ion Geophysical 

Corp., 889 F.3d 1308, 1321-22 (Fed. Cir. 2018). The indemnity provisions cannot, 

“without more, … support a finding of real party in interest.” Luminex, IPR2024-
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00101, Paper 20 at 11. PO has not identified that “something more,” nor has it 

discussed WesternGeco or Luminex. PO also did not address that these agreements 

all expired in 2021; that the Chem-Mod entities have no current relationship with 

Petitioners; and that Petitioners had no involvement in the 2020 IPRs or Delaware 

litigation, other than WPL and MidAmerican receiving subpoenas. 

The relationship between Arbor Fuels and a subsidiary of Petitioner WEC is 

even more tenuous (PO incorrectly names WPSC as parent of WEC). The same is 

true of BHE regarding its subsidiaries’ licenses with Chem-Mod affiliates. Paper 20 

at 3; see Semiconductor Component Indus., LLC v. Greenthread, IPR2024-00266, 

Papers 21 and 23 at 30 (P.T.A.B. Aug. 4, 2024) (“no authority” to apply “Section 

315(b) to a party that may be a real party in interest to a conjectured privy of a 

petitioner”); see Syngenta Crop Prot. AG v. FMC Corp., PGR2020-00028, Paper 8 

at 15 (P.T.A.B. Sept. 15, 2020) (“status as a corporate parent is insufficient”). 

II. DIRECTOR DECISIONS AFTER THE OPPOSITION BRIEF 

Several relevant Director decisions issued after Petitioners’ Opposition Brief. 

First, a “broad stipulation … counsel[s] against discretionary denial.”  Tesla, Inc. v. 

U.S.A., IPR2025-00341, Paper 12 at 2 (P.T.A.B. June 13, 2025). Petitioners 

submitted a broad “Sotera Plus” stipulation. Paper 18 at 59-60 (discussing EX1110-

EX1112); see Tesla, IPR2025-00341, Paper 10 at 10-11 (language of stipulation). 

Second, the Director found diligence in filing a petition “less than three months” 
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after a patent owner identified the asserted claims. Savant Techs. LLC v. Feit Elec. 

Co., IPR2025-00260, Paper 16 at 2-3 (P.T.A.B. June 12, 2025). Here, Petitioners 

filed the petition three months before receiving infringement contentions. See 

EX1114-EX1115. As a result, the Petition challenges unasserted claims 12, 20, 23, 

27-28 of the ’517 Patent. These new decisions bolster why discretionary denial is 

unwarranted here.  
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  Respectfully submitted, 
 

June 26, 2025  /s/ David J. Tobin 
Date  David J. Tobin (Reg. No. 60,776) 
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