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I. INTRODUCTION

Patent Owner Birchtech Corp. (d/b/a Midwest Energy Emissions Corp.)
respectfully submits this request for Director Review of the Patent Trial and
Appeal Board Panel’s (“Panel’s”) September 8, 2025 Decision Granting Institution
of Inter Partes Review (“Institution Decision”) and the Director’s July 2, 2025
Decision Referring the Petitions to the Board (“Referral Decision”) concerning the
Challenged Patent. These decisions present at least two grounds meriting reversal.

First, Patent Owner respectfully requests that the Director reconsider its
Referral Decision to preserve the efficiencies of multi-district litigation. Patent
Owner’s infringement claims against Petitioners have been consolidated by the
Judicial Panel on Multi-District Litigation to preserve judicial efficiency. Because
Petitioners filed multiple petitions on a staggered schedule for the patents at issue,
the Board would need to engage in multiple duplicative proceedings, which is what
the MDL Panel sought to avoid. That result is particularly inappropriate here given
the settled expectations resulting from the fact that nearly all of those patents were
litigated in Patent Owner’s 2019 action against Petitioners’ suppliers of refined
coal (“the Delaware Litigation”).

Second, Patent Owner respectfully requests that the Director review the
Panel’s decision regarding 35 U.S.C. § 315(b). The Panel found that if Petitioners

owned power plants that were at issue in the Delaware Litigation, this fact would
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support a finding that the Petition is time-barred because Petitioners’ privies were
served with the complaint in that case in 2019. The Panel found that Petitioners’
power plants were not at issue in that case because it mistakenly believed that the
case was limited to power plants physically located in Delaware. With that factual
misunderstanding corrected, based simply on undisputed evidence and the Panel’s
other fact findings, institution should be denied. Relatedly, the Institution Decision
indicates that the Panel misapplied the burden of persuasion and incorrectly
required a showing that the unnamed parties exert control over this proceeding.
Under the correct legal standard, this Petition should not be instituted.

II. STANDARD FOR DIRECTOR REVIEW

“Requests for Director Review of a Board’s decision on institution . . . shall
be limited to decisions presenting (a) an abuse of discretion, (b) important issues of
law or policy, (¢) erroneous findings of material fact, or (d) erroneous conclusions
of law.” USPTO, Revised Interim Director Review Process § 2.B (last modified
Aug. 12, 2025), https://www.uspto.gov/patents/ptab/decisions/director-review-
process. “Both discretionary and merits-based issues may be raised.” Id. “The
Director Review process provides a mechanism to correct errors at the institution

stage, for example, to avoid unnecessary trials for patent owners.” /d.
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III. INSTITUTION SHOULD BE DISCRETIONARILY DENIED

A. Inefficient Use of the Board’s and Parties’ Resources Strongly
Favors Adjudication in the MDL Court.

Before the Director and Board are 17 IPRs filed against 6 patents.' The IPRs
were filed over a six-month period from January 17, 2025 to July 18, 2025 by at
least two different groups of petitioners. Each of the six patents are part of a single
patent family, see Ex. 1004, and the claims of each patent cover similar subject
matter. The district court is handling the dispute between the parties as a
centralized MDL (the “MDL Court™). In this posture, the MDL Court operates
with efficiencies that the Board should recognize and defer to. By the nature of the
IPR process, there is likely to be significant duplicative effort across the 17 IPRs
on related patents with similar subject matter.

The Director previously found that the existence of the MDL favors
institution. It noted that, while pretrial proceedings were consolidated, the actual
trials would be in various courts throughout the country. However, Petitioners
could avoid that problem of multiple trials by consenting to trial before the MDL

Court in lowa. By citing the existence of the MDL as support for IPR proceedings,

I(1) IPR2025-00274 (filed Jan. 17, 2025), (2) IPR2025-00278, (3) IPR2025-00280,
(4) IPR2025-00281, (5) IPR2025-00422 , (6) IPR2025-00423, (7) IPR2025-00424,
(8) TPR2025-00425, (9) IPR2025-00687, (10) IPR2025-00688, (11) IPR2025-
00717, (12) IPR2025-00718, (13) IPR2025-01117, (14) IPR2025-01118, (15)
IPR2025-01322, (16) IPR2025-01323, (17) IPR2025-01324 (filed July 18, 2025).

3
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the Director’s decision may have the unfortunate result of encouraging Defendants
to seek venue transfers and avoid MDL and trial consolidation. Indeed, Patent
Owner initially filed suit against Petitioners in a single venue and only sought
MDL consolidation after Petitioners moved to sever and transfer portions of the
case to various other districts.

Patent Owner also respectfully submits that this decision is contrary to the
guidance from the Judicial Panel on Multi-District Litigation. For example, it
explained that: “Centralization is warranted to eliminate duplicative discovery;
prevent inconsistent pretrial rulings (particularly with respect to claim construction
and i1ssues of patent validity); and conserve the resources of the parties, their
counsel, and the judiciary.” In Re: Midwest Energy Emissions Corp. Patent
Litigation, MDL No. 3132, Dkt. No. 38 at 1-2. While a decision of unpatentability
from the Board could result in some efficiency gains, that is also true when one
patent is litigated in multiple courts and one of those courts resolves the question
of invalidity first. Despite that fact, the Judicial Panel found it appropriate to
consolidate Patent Owner’s claims in the Southern District of [owa. The Director
should not create a contrary rule by holding that the existence of MDL proceedings
supports duplicative IPR proceedings. That is particularly true here where the
various [PRs are set on different schedules which may lead to iterative claim

construction proceedings and duplicative discovery.
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In recent IPRs, the Director determined that “eleven patents spanning nine
different families that involve a diverse range of subject matter” weigh against
discretionary denial. Tesla, Inc. v. Intellectual Ventures I LLC, No. IPR2025-
00217, Paper 9 at 3 (June 13, 2025) (emphasis added). In particular, the Director
found that the “the Board is better suited to review a large number of patents
involving diverse subject matter.” Id. (emphasis added). The situation in this IPR
is different. Here, there are six patents, all in a single family, that cover similar
subject matter. Because of that similarity, the Board and parties would be engaged
in widespread, duplicative efforts throughout these 17 IPRs. This is an inefficient
use of the Board’s and parties’ resources, especially when efficient adjudication is
already available and ongoing in the MDL.

Furthermore, there are at least two distinct groups of Petitioners across the
17 IPRs. The present Petitioners, or combinations thereof, have filed 12 of the 17
IPRs and Union Electric Company has filed the remaining five.? Union Electric
Company filed their IPRs almost five months after this IPR was filed. The 517
patent has three outstanding IPRs against it, two IPRs by the present Petitioners,
IPR2025-00280 and IPR2025-00281, and IPR2025-01117 by Union Electric
Company. Consequently, adjudication of this [IPR may not resolve the dispute

between all parties in the MDL. This is another reason that adjudication in the

2 Union Electric Company filed the IPRs numbered (13)—(17) in footnote 1.
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MDL is more efficient than the 17 [PRs before the Director and Board.

In addition, there are other mechanisms for efficient litigation available to
the district courts that are not available to the Board when conducting IPRs. For
example, in the earlier Delaware Litigation, several patents were asserted but the
Court imposed a claim narrowing requirement that ultimately simplified the issues
to two patents. See Midwest Energy Emissions Corp., et al. v. Arthur J. Gallagher
& Co., etal.,C.A. 1:19-cv-01334, ECF No. 689 (D. Del. March 1, 2024) (Final
Jury Instructions). A similar method of simplification is not available to the Board
in the conduct of these 17 IPRs.

Finally, in the Board’s Institution Decision, signs of inefficiency are already
showing themselves. Petitioners decided to file two petitions per patent with
different theories of priority date. Due to that filing strategy, the Board is “aware of
the potential problems that could arise if we were to ignore or fail to address a
priority date issue in this case” and encourages the parties to “try to maintain
consistent records as between cases, at least with respect to critical evidence, to
help us to avoid the potential for inconsistent results.” IPR2025-00280, Paper 34 at
47-48. This challenge is likely to be replicated across at least 12 of the 17 IPRs
because the Petitioners have filed two petitions against each of the six patents.

For the Director, the Board, and the parties, a simpler and more efficient

solution to these challenges already exists—the MDL litigation. For all the reasons
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above, institution of this IPR should be discretionarily denied.

B. Patent Owner Has Settled Expectations With Respect to the
Challenged Patents.

The Director previously found that Patent Owner has not developed strong
settled expectations because the *114 and 517 Patents were issued within the last
six years. However, Patent Owner respectfully requests that the Director reconsider
that decision given that it had been litigating the patents during that six-year
period, and that the end result of that litigation has been license payments
exceeding $30 million and a JMOL of no invalidity.

The Director’s September 16, 2025 Memorandum highlights the importance
of previous factual findings and conclusions of law and appropriately directs the
Board to provide reasoning when they diverge from the decisions of earlier
proceedings. Likewise, weight should be given to earlier proceedings when
evaluating the extent of settled expectations. Here, the licenses, validity
determinations, and jury verdict from the Delaware Litigation combine with the 5
years the *517 Patent has been in force to give rise to significant settled
expectations.

IV. THE DIRECTOR SHOULD REVIEW THE PANEL’S INSTITUTION
DECISION

A. Legal Standards Relevant to the Time-Bar Analysis

In assessing real-party-in-interest and privity issues, the Patent Owner bears



IPR2025-00281
Patent 10,596,517

an initial burden of production to present some evidence disputing that the correct
parties have been identified in the petition. Worlds Inc. v. Bungie, Inc., 903 F.3d
1237, 1246 (Fed. Cir. 2018). The Petitioners then bear the burden of persuasion on
the ultimate issue. Petitioners may not rely on attorney argument as evidence to
meet that burden. /d. (explaining that it is error to rely on mere statements in
briefing as evidence).

“An inter partes review may not be instituted if the petition requesting the
proceeding is filed more than 1 year after the date on which the . . . real party in
interest[] or privy of the petitioner is served with a complaint alleging infringement
of the patent.” 35 U.S.C. § 315(b). “Determining whether a non-party is a ‘real
party in interest’ demands a flexible approach that takes into account both equitable
and practical considerations, with an eye toward determining whether the non-
party is a clear beneficiary that has a preexisting, established relationship with the
petitioner.” Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1351
(Fed. Cir. 2018) (“AIT”) (emphasis added); Ventex Co., Ltd. v. Columbia
Sportswear N. Am., Inc., IPR2017-00651, Paper 152 at 4-5 (PTAB Jan. 24, 2019).

As compared to real parties in interest, “[t]he notion of ‘privity’ is more
expansive, encompassing parties that do not necessarily need to be identified in the
petition as a ‘real party-in-interest.””” Consolidated Trial Practice Guide, 14 (2019),

https://www.uspto.gov/TrialPracticeGuideConsolidated (“CTPG™); AIT, 897 F.3d
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at 1362 (Reyna, J. concurring). Privity may be demonstrated by “(1) an agreement
between the parties to be bound; (2) pre-existing substantive legal relationships
between the parties; (3) adequate representation by the named party; (4) the non-
party’s control of the prior litigation; (5) where the non-party acts as a proxy for
the named party to relitigate the same issues; and (6) where special statutory
schemes foreclose successive litigation by the non-party (e.g., bankruptcy and
probate).” AIT, 897 F.3d at 1360 (Reyna, J., concurring) (citing Taylor v. Sturgell,
553 U.S. 880, 894-95 (2008)). Notably, “any single one of the forms could suffice
to establish privity under § 315(b).” AIT, 897 F.3d at 1362 (Reyna, J. concurring)
(emphasis added); see also Paypal, Inc. v. Personalweb Techs., LLC, No. IPR2019-
01111, 2019 WL 6443937, at *5 (P.T.A.B. Nov. 22, 2019) (“Each ground alone is
sufficient to establish privity between a nonparty and a named party in the prior
litigation.”).

“The substantive legal relationship inquiry focuses on the legal obligations
between the parties, not between a party and a proceeding.” AIT, 897 F.3d at 1361
(Reyna, J., concurring). Indeed, privity, traditionally, arose from a limited number
of legal relationships, such as: co-owners and co-tenants of property; parties to a
contract, and in some cases promisees and third-party beneficiaries; indemnitors
and indemnitees; corporations and their officers or shareholders; partners and their

partnerships. See Headwaters Inc. v. U.S. Forest Serv., 399 F.3d 1047, 1053 (9th
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Cir. 2005). More recently, courts have found privity based on a theory of virtual
representation where one party controls the defense of a proceeding for another
party, but ““control’ is not the exclusive analytical pathway for analyzing privity.”
WesternGeco LLC v. ION Geophysical Corp., 889 F.3d 1308, 1320 (Fed. Cir.
2018).

B.  The Panel’s RPI/Privity Decision With Respect to the Chem-Mod
Purchasers Relied on Critical Misunderstandings.

With respect to Petitioners that purchased refined coal from Chem-Mod
affiliates, the Panel found that this Petition 1s not time-barred because:

[T]The current record does not provide sufficient reason to doubt
Petitioner’s assertion that Chem-Mod was not “funding the petition,
advising on strategy, or controlling the decision to file or the arguments
presented.” Prelim. Reply 1-2; see also Pet. 26-27. Indeed, the current
record supports that the relationship between Chem-Mod and the
Chem-Mod Purchasers was a standard supplier/customer relationship.
Exs. 2037-2042. The evidence does not support that Chem Mod
negotiated a license on behalf of the Chem-Mod Purchasers or that the
Chem-Mod purchases owned power plants that were at issue in the

Delaware Litigation.

Institution Decision, Paper 34 at 19-20. Respectfully, these findings are incorrect
because the Panel did not hold Petitioners to their burden of persuasion, treated
Chem-Mod control of the petition as a dispositive legal requirement, and

misunderstood the nature of the Delaware Litigation.

10
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As an initial matter, Patent Owner presented evidence that:
(1) Chem-Mod affiliated entities were named as Defendants in the

Delaware litigation, (Exs. 2003, 2019 at 4-7);

(i1) those Chem-Mod affiliated entities were accused of inducing
Petitioners to directly infringe the 114 and 517 Patents by selling
refined coal to Petitioners, (Exs. 2003, 2009 at 28-31 & 102, Ex.
2023);3

(i11) that the refined coal sales contracts required the Chem-mod

affiliated entities to indemnify Petitioners, (Exs. 2038-2042); and

(iv) that Chem-Mod concluded Patent Owner’s claims in the Delaware
litigation by negotiating a license on Petitioners’ behalf that covered
their use of refined coal. (Ex. 2004, Trial Tr. at 466:19—467:2, Ex.
2005).

Petitioners disputed only point (iv), but they offered no explanation or evidence.
See, e.g., Reply at 5 (stating that a sentence in the POPR was “false,” but citing no
evidence). And in the very next sentence, Petitioners acknowledged that they
obtained a license related to their use of refined coal. /d.

The Panel recognized that several of these facts, if true, could support a

3 MidAmerican purchased refined coal from Delaware Litigation defendants Louisa
Refined Coal LLC, George Neal Refined Coal LLC, George Neal North Refined
Coal LLC, and Walter Scott Refined Coal LLC for combustion of refined coal at its
Louisa, George Neal, and Walter Scott power plants. See Exs. 2003, 2023.
Wisconsin Public Service Corporation, the parent of WEC, purchased refined coal
from Delaware Litigation defendant Arbor Fuels Company, LLC for combustion of
refined coal at its Weston power plant. Ex. 2003. The agreements memorializing
these relationships contain indemnity provisions. Exs. 2038—42.

11
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finding of privity. Paper 34 at 17-18. Nonetheless, the Panel criticized Patent
Owner’s arguments as “not persuasive,” and its evidence as not “persuasive
evidence.” As to the one fact that Petitioners disputed, the Board found in favor of
Petitioners based on the statement in Petitioners’ reply brief that Patent Owner’s
assertions were false. Institution Decision at 18 n.10. But attorney argument cannot
satisty the burden of persuasion. Worlds, 903 F.3d at 1246 (“Instead of citing
evidence to support this factual conclusion, the Board merely cited attorney
argument from Bungie’s briefing—attorney argument that itself failed to cite
evidence, such as affidavits or declarations.”). If the Panel had instead required
Petitioners to meet their burden, the undisputed evidence supports a finding that
the Petition is time-barred.

As to the substance, the Institution Decision incorrectly assumed that privity
exists only if the Chem-Mod parties are exerting control over Petitioners with
respect to this Petition. Paper 34 at 19—20. But control is not a requirement for
privity. See AIT, 897 F.3d at 1360, 1362 (Reyna, J., concurring) (“[A]ny single one
of the [Taylor categories] could suffice to establish privity under § 315(b).”);
Paypal, IPR2019-01111, 2019 WL 6443937, at *5. Rather, privity exists if the
Chem-Mod Defendants—as suppliers/indemnitors/accused induced infringers—
had a sufficiently close relationship with Petitioners at the time they were served

with a complaint in Delaware. See 35 U.S.C. § 315(b). Based on the undisputed

12
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facts cited above, they did, and the Petition is time-barred.

The Panel also apparently misunderstood the significance of the Delaware
Litigation. The Panel believed that the Delaware Litigation was only tangentially
related to Petitioners because it was limited to power plants located inside the state
of Delaware. Institution Decision at 18—19 (criticizing Patent Owner for failing to
prove that MidAmerican and WPL own power plants in Delaware). This is
incorrect. Venue and personal jurisdiction were proper as to the Chem-Mod
Defendants because they were incorporated in Delaware. As to the merits, the
Court adjudicated acts of infringement occurring anywhere in the United States.
MidAmerican and WPL could not have been named as Defendants in the Delaware
litigation because they are neither incorporated in Delaware nor owned infringing
power plants in Delaware. But, as explained above, it is undisputed that they
owned and operated power plants in the United States that were at issue in the
Delaware Litigation.

This misunderstanding led the Panel to mistakenly conclude that the
relationship between the Chem-Mod entities and Petitioners was a “standard
supplier customer relationship” that included a “generic indemnity agreements.”
However, even if the indemnity provision employed generic language, the
relationship between the parties was specifically tied to infringement of the

challenged patents. Indeed, the supply contracts are styled “Contract for Purchase
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of Refined Coal” and cover the sale of the alleged infringing article by the accused
indirect infringers at the very plants that were the subject of the Delaware
Litigation—for MidAmerican and WEC, the Louisa, George Neal, Walter Scott,
and Weston power plants. See Exs. 2003, 2023, 2038—42. The Board recognized
that such a relationship would support a finding of privity (Institution Decision at
18-19), but it apparently discounted this evidence because of its misunderstanding
that the Delaware litigation was limited to power plants located in Delaware.

C.  The Panel’s RPI/Privity Decision With Respect to PacifiCorp
Relied on Critical Misunderstandings.

The Panel found that this Petition is not time-barred with respect to
PacifiCorp because: “the current record does not provide sufficient reason to doubt
Petitioner’s assertion that no unnamed party, including Talen, is ‘funding the
petition, advising on strategy, or controlling the decision to file or the arguments
presented.’” Institution Decision at 23. However, this decision also misapplies the
burden of persuasion and fails to consider whether Talen and PacifiCorp had a
sufficiently close relationship at the time Talen was served with a complaint.

The Panel correctly found that Patent Owner served Talen with a complaint
alleging infringement at the Colstrip power plant more than one year before the
petition was filed; that Talen and PacifiCorp are co-owners of the Colstrip power
plant; and that Talen negotiated a license to the 114 and *517 patents for the

Colstrip power plant. Institution Decision at 23. Under the correct legal standard,
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these facts support a finding that the Petition is time-barred as to PacifiCorp.
Indeed, if PacifiCorp and Talen are sufficiently related such that PacifiCorp may
rely on the Talen license to avoid liability for infringement of the 114 and ’517
patents at the Colstrip power plant (this fact is undisputed), then Talen and
PacifiCorp are in privity.

Relatedly, the Panel placed no weight on MidAmerican’s and PacifiCorp’s
allegations alleged that Talen negotiated a broader license to the *114 and *517
patents for their benefit. The Panel claimed that it could not evaluate these
representations due to redactions, but the unredacted portions prove the point. See,
e.g., Ex. 2020 at 17 (“Hence, PacifiCorp . .. and MidAmerican are all included
within the express definition of ‘Talen Released Parties’ and are protected by the
covenant in section 2.2 of the Talen Agreement in which ME2C agreed not to sue
any of these entities for any alleged infringement of the 517 Patent.”); see also Ex.
2008 at 99; Ex. 2009 at 107. To be clear, these are just Petitioners’ allegations, and
ME2C disputes that the Talen license extends beyond the Colstrip power plant.
However, because Petitioners bear the burden of persuasion, the Panel should not
simply disregard their factual allegations in court, which directly contradict their
representation in this proceeding that Talen is not an RPI/privy.

Accordingly, Director Review should be granted to address any potential

misapplication of the law or policy espoused by the Institution Decision.
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Respectfully submitted,
Birchtech Corp.

/Hamad M. Hamad/

Hamad M. Hamad, Reg. No. 64,641
Justin T. Nemunaitis (pro hac pending)
Richard Cochrane (pro hac pending)
CALDWELL CASSADY CURRY, P.C.
2121 N. Pearl St., Ste. 1200

Dallas, Texas 75201

Telephone: 214.888.4848

Facsimile: 214.888.4849
hhamad@caldwellcc.com
jnemunaitis@caldwellcc.com
rcochrane@caldwellcc.com
midwest@caldwellcc.com




IPR2025-00281
Patent 10,596,517

CERTIFICATE OF SERVICE UNDER 37 C.E.R. § 42.6(¢)(4)

It is hereby certified that on this 22nd day of September, 2025, a copy of the
foregoing document was served via electronic mail, as consented to by Petitioners

upon the following counsel of record:

Brian W. Oaks (Reg. No. 44,981)
McDermott Will & Emery LLP
300 Colorado Street, Suite 2200

Austin, TX 78701
Tel: (512) 726-2574

Email: dtobin@mwe.com
boaks@mwe.com
PacifiCorp-PTAB-ME2C@mwe.com
rsjohnson@fredlaw.com
tpatton@fredlaw.com
sfareed@mwe.com
ctatum@mwe.com
MidAmerican@fredlaw.com
Michael.piery(@quarles.com
lauren.bolcar@quarles.com

Date: September 22, 2025 /Hamad M. Hamad/
Hamad M. Hamad, Reg. No. 64,641
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