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I. Petitioner’s Request Should Be Denied Because There Has Been No Waiver.  

The Board should deny Petitioner’s request for Mr. Marston’s privileged 

communications with counsel because he did not rely upon the substance of any 

document on the privilege log (EX2042) or any unredacted statement in EX2046.  

A. Documents Listed in the Privilege Log (EX2042) 

Petitioner seeks production of 77 attorney-client privileged documents set 

forth in the privilege log (EX2042). The log was provided, along with testimony and 

other documents, in response to the Board’s invitation that Patent Owner submit 

evidence of diligence. Decision (Paper 13), at 33 (“Patent Owner has the opportunity 

to introduce additional relevant evidence and to explain why the evidence … shows 

reasonable diligence.”). The law is clear that providing a privilege log does not result 

in waiver. E.g., Opensky Industries, LLC v. VLSI Technology LLC, No. IPR2021-

01064, 2022 WL 4963049, at *7 (P.T.A.B. Oct. 4, 2022) (“avoiding [privilege] 

waiver is the point of a privilege log”). Instead, not providing a log may result in 

waiver. Fed. R. Civ. P. 45(d) advisory committee’s note to 1991 amendment. Thus, 

Petitioner admits (as it must) that providing a privilege log did not result in waiver.  

Instead, Petitioner asserts that Mr. Marston’s testimony about the “underlying 

documents” on the log waived privilege. As the Board has explained, the question is 

whether Mr. Marston’s testimony “relie[d] on the particular substance” of the logged 

documents. EX1048. Here, Mr. Marston did not. E.g., EX1049, 210:18-21. Instead, 
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he relied upon the fact that he “exchanged correspondence with counsel for 

BlueSpace regarding BlueSpace matters” on specific dates. He did not need to rely 

upon the substance of the logged documents to make those statements, because those 

facts are apparent from (1) the metadata and (2) the fact that all of the emails came 

from Fenwick’s BlueSpace files. Mr. Marston’s factual testimony did not waive 

privilege. E.g., Oakley, Inc. v. Bugaboos Eyewear Corp., No. 09-CV-2037-JLS 

JMA, 2010 WL 4117223, at *4 (S.D. Cal. Oct. 15, 2010) (finding no waiver of AC 

privilege where plaintiff “did not divulge any legal advice in the privilege log”).  

Petitioner asserts that Mr. Marston relied upon the logged documents because 

he testified that “[e]verything [he] read informed the testimony in [his] declaration.” 

Mt. at 2. That generalized testimony does not show, however, that Mr. Marston’s 

declaration relied upon “the particular substance” of any logged document. 

Petitioner cites only two cases in support of this allegation of waiver, and both 

are inapposite. The GEA case related to waiver of a document covered by the work 

product doctrine. GEA Process Engineering, Inc. v. Steuben Foods, Inc., IPR2014-

00055, Paper 43, at 2 (July 21, 2014, PTAB). In contrast, here, all of the 

communications at issue here are attorney-client communications. Although 

Petitioner insists that the distinction is unimportant (Mt. at 3), Petitioner ignores that 

“[t]he attorney-client privilege and the work product doctrine … are subject to 

different analyses when considering the propriety of a finding of waiver.” Chimie v. 
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PPG Indus., Inc., 218 F.R.D. 416, 421 (D. Del. 2003). For example, work product 

that does not involve an attorney’s mental process (e.g., the draft declaration in 

GEA) is subject to discovery solely upon a showing of “substantial need” and “undue 

hardship.” Fed. R. Civ. P. 26(b)(3). That is not, however, the standard for attorney-

client communications. Moreover, GEA presented unique circumstances that are not 

present here: patent owner’s declarant had signed the draft declaration and 

authorized it for filing, but, instead of filing that declaration, patent owner filed five 

different declarations under his name that the deponent had never seen. Because of 

these unique circumstances and because the case did not involve waiver of the 

attorney-client privilege, the case is not relevant to the present dispute. 

The other case that Petitioner relies upon is distinguishable both because the 

party had (1) waived privilege by disclosing counsel’s “opinion” and (2) relied upon 

the particular substance of the withheld document to establish an earlier invention 

date.1 Willis Elec. Co. v. Polygroup Macao Ltd., 2020 WL 1934425, at *2 (D. Minn. 

Apr. 22, 2020). In contrast, here, Mr. Marston did not rely upon (1) any opinion of 

counsel or (2) “the particular substance” of any logged document.  

Petitioner has failed to cite to any authority supporting a finding of waiver in 

these circumstances. And there is none. Patent Owner has located no authority in 

 
1  Petitioner asserts that Mr. Marston relied upon correspondence with its attorney “to claim 
an earlier conception date.” Mt. at 4. That is false. The documents and testimony relied upon for 
the earlier conception date were produced in their entirety. EX2003, EX2004, EX2006. 
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which a court or the Board found that privilege was waived (1) based upon providing 

a privilege log; or (2) based upon statements of fact about communications with 

counsel. Privilege over the logged communications has not been waived. 

B. EX2046 

There also is no waiver with respect to EX2046. The relevant question is 

whether Mr. Marston “relie[d] on the particular substance of evidence that has been 

redacted.” EX1048 (emphasis added). He did not. To the contrary, the only 

“substance” he relied upon was an unredacted factual statement that “Jon 

Fernyhough helped out a bit with the thinking in the computing side, but none of his 

ideas actually ended up in the patent.” EX2046. Although Petitioner asserts that Mr. 

Marston also relied upon the redacted portions,2 Mr. Marston testified that he had 

no recollection of what was in the unredacted portions.3 Tr., at 251:6-16. 

The only statement left unredacted in that document is a factual statement. 

Facts are not privileged. See, e.g., Oxygenator Water Techs., Inc. v. Tennant Co., 

No. 20-CV-358 (KMM/DTS), 2023 WL 11959150, at *8 (D. Minn. July 25, 2023) 

(finding no error in determination that “documents were not privileged because the 

redacted portion of these documents strictly communicate factual updates ….”); 

 
2  Petitioner also claims that Mr. Marston’s speculation that the redacted portions of 
EX2042 were “benign” demonstrates that the withheld information is “not privileged.” Mt. at 4-
5. This is absurd: “benign” is not a synonym for “not privileged.” 
3  Petitioner asserts that Sterling failed to preserve its privilege by failing to object during 
the deposition (Mt. at 2), but Mr. Marston did not recall what was in the unredacted portions. Tr., 
at 251:6-16. Therefore, he could not have revealed any privileged communication. 
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Shire Dev. Inc. v. Cadila Healthcare Ltd., No. CA 10-581-KAJ, 2012 WL 5247315, 

at *4 (D. Del. June 15, 2012) (“[P]urely factual information is not privileged.”). 

Therefore, Mr. Marston did not waive privilege by revealing this factual statement.  

II. Petitioner’s Request Should Be Denied Because It Is Not Part of Routine 
Discovery and the Additional Discovery Is Not “in the Interests of Justice.”  

The rules do not entitle Petitioner to the discovery it seeks because the 

discovery sought is neither (1) routine nor (2) “in the interests of justice.” The 

discovery is not “routine” because neither the unredacted portions of EX2046 nor 

the underlying documents on the privilege log were “cited … in [Mr. Marston’s] 

testimony.” 37 C.F.R. § 42.51. Moreover, the documents also are not subject to 

“additional discovery” because production would not be “in the interests of justice.”4 

Ordering Patent Owner to produce these privileged communications here would be 

contrary to “the interests of justice” because it would require Mr. Marston to 

provide privileged communications with his counsel where no waiver has taken 

place. To find privilege waiver in the circumstances of this case would be to turn the 

law of privilege on its head. The finding would have devastating consequences on 

parties’ willingness to provide privilege logs and factual information in discovery.  

Patent Owner respectfully requests that the Board deny Petitioner’s request.  

 
4  Petitioner previously claimed that it needed the underlying documents to determine 
whether “whether any of the documents referenced in the privilege log even relate to the claimed 
invention, BlueSpace, or TransMail.” EX1048, at 3. Petitioner, however, no longer makes that 
argument here, because Mr. Marston was able to provide that information during his deposition 
based upon the privilege log descriptions alone. EX1049, at 216:2-229:21. 
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       Respectfully submitted, 

Dated: November 20, 2025               By: /Devan Padmanabhan/ 
      Devan Padmanabhan  

Lead Attorney for Patent Owner 
Reg. No. 38,262 
PADMANABHAN & DAWSON PLLC 
9800 Shelard Parkway, Suite 120 
Minneapolis, Minnesota 55441 
Telephone: 612-444-3377 
Email:  devan@paddalawgroup.com 
 
Attorney for Patent Owner 
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