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Pursuant to the Board’s Authorization (EX1048), Petitioner X Corp.
(“Petitioner”) submits the following request for additional and routine discovery
under 37 CFR § 42.51(b) and a motion to compel production under 37 CFR § 42.52.

With its POR (Paper 17), Sterling submitted a declaration from named
inventor Justin Marston. EX2030. Mr. Marston’s declaration cites to and relies on
communications with counsel from 2004 to 2006 to purportedly corroborate his
claim he diligently conceived and reduced to practice the inventions. EX2042 (log).
Mr. Marston testifies that “My work as CEO of BlueSpace during this time period
is corroborated by documents, including e-mails exchanged with counsel for
BlueSpace relating to TransMail.”! EX2030, 9919, 36, 49, 50, 53, 54, 55.

Based on the communications with counsel, Mr. Marston testifies that he
worked on TransMail on 28 days during the critical period (between July 11, 2005
and January 12, 2006), and that he sent “a draft” of the provisional application and
“exchanged correspondence” with prosecution counsel “regarding the application”
between January 11-12, 2006. Id.; EX2030, 954-55. Mr. Marston also relies on one
unredacted sentence in EX2046 to dispute Jon Fernyhough’s inventive
contributions. EX2030, 932. At deposition, Mr. Marston confirmed that he
“reviewed” and “relied” on the documents listed in EX2042 and an unredacted

version of EX2046 in forming the opinions in his declaration. EX2049, 245:14-

! TransMail is non-practicing product. EX2030, §7; EX1049, 34:1-4.
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247:8 (“Q. And your review of that file informed your testimony in your
declaration? A. Everything I read informed the testimony in my declaration”);
250:16-20 (“you relied on the parts under those redactions for when you were
drafting your declaration? A. I must have done it because ... [ saw it.”).

Sterling refuses to produce communications logged in EX2042 or an
unredacted EX2046, claiming they are protected by attorney-client privilege.

First, during Mr. Marston’s deposition, Sterling never objected based on
privilege to questions about the contents of redacted communications. See, e.g.,
EX1049, 250:4-15, 235:6-11 (“Mr. Hoffman [(i.e., counsel)] asked who the
inventors were on the patent? A. I believe so0.”); 239:21-243:19 (no objection to
questions about content of documents withheld based on privilege). Sterling failed
to preserve its privilege objections. Second, Sterling cannot shield these
communications from discovery on privilege grounds after Mr. Marston admitted he
relied on them to form opinions in his declaration on Sterling’s diligence claims.

In GEA Process Eng’g, Inc. v. Steuben Foods, Inc., IPR2014-00055, Paper
43, at 5 (P.T.A.B. July 21, 2014), the PTAB compelled the patentee to produce a
draft declaration because its expert “review[ed] the declaration” and testified “as to
the differences between the Omnibus [draft] declaration” and the filed declarations.
While draft declarations are privileged, the PTAB explained that reliance on the draft

waived the privilege. Id. at 5-6. In Willis Elec. Co. v. Polygroup Macao Ltd., 2020
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WL 1934425, at *1 (D. Minn. Apr. 22, 2020), a “patent-prosecution attorney”
declaration stating that he “ha[d] privileged communications regarding the
invention...[that] indicate an invention date at least as early as May 18, 2010”
waived privilege over those communications. The Court explained that the
“testimony regarding the earlier invention date is premised upon the contents of
privileged communications,” and thus waves privilege over those communications.
Id. at *2. (citing Milwaukee Elec. Tool Corp. v. Chervon N. Am. Inc., 2017 WL
2929522, at *1 (E.D. Wis. July 10, 2017) (“Put simply, a privilege holder cannot be
allowed, after disclosing as much as he pleases, to withhold the remainder.”)).

So too here. Sterling cannot rely on Mr. Marston’s testimony “derived from
privileged communications” and then withhold those communications. /d.

Sterling attempts to distinguish GEA Process by arguing that it relates to
“work product” and not attorney-client communications. While these privileges are
different, the differences relate to “who holds the privilege.” Work product
protection is not necessarily waived when disclosed to third parties—i.e., when those
third parties share a “common” interest. Carter v. Gibbs, 909 F.2d 1450, 1451 (Fed.
Cir. 1990). Neither distinction is relevant here.

Sterling also contends that Willis is distinguishable because the “waiver of
attorney-client privilege was based upon an alleged infringer’s reliance upon an

opinion of counsel.” EX1048, 5. Opinions of counsel are not a special class of
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privilege. In Willis, 2020 WL 1934425, at *2, the alleged infringer moved to compel
where the patentee relied on an attorney declaration to assert an earlier conception
date. Here—like in Willis—the patentee relies on correspondence with its attorney
to claim an earlier conception date. It matters not who signs the declaration.

Sterling also contends its did not waive privilege by merely producing its
privilege log. Not so. Sterling relies on the substance of documents in the privilege
log to support its arguments. EX2049, 245:14-247:8; 250:16-20; 224:4-17; 229:18-
5. The patentee in Willis made the same argument as does Sterling. See Willis Elec.,
2020 WL 1934424, at *2 (“Willis compares the content of Mr. Fonder's IPR
declaration to the limited information a party is required to disclose on a privilege
log.”). The Court rejected this argument, determining the IPR declarant testified that
“the substance of privileged communications he had with [his attorney] ‘indicate[d]’
a May 18, 2010 invention date.” /d. (emphasis added). At bottom, “[i]t would be
unfair to allow [Sterling] to disclose Mr. [Marston’s] opinion that was derived from
privileged communications without giving [ X Corp.] access to the materials he used
to form that opinion.” See id.

Sterling also contends it did not waive privilege because it only revealed
“facts,” not legal advice. This distinction is immaterial. By relying on these
communications as evidence for diligence, Sterling waived privilege over all the

relied-on communications. Willis, 2020 WL 1934425, at *2. Indeed, Mr. Marston
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believed the withheld information was ‘“completely benign”—not privileged.
EX1049, 256:4-257:6.

Sterling also contends that the Board invited it to submit evidence of
diligence. See Paper 13 (“Decision”), 33. Sterling has not submitted evidence. It has
made assertions based on evidence it refuses to disclose. Regardless, the Board’s
invitation did not sanction Sterling’s use of privilege as both a sword and shield.

Because Mr. Marston relied on and cites these documents in his declaration,
they should have been produced as part of routine discovery. See 37 C.F.R. § 42.51.

Petitioner also requests that the documents be produced under Additional
Discovery. See 37 C.F.R. § 42.51(b)(2). Evaluating the factors set out in Garmin
Int’l, Inc. v. Cuozzo Speed Techs. LLC, IPRw2012-00001, Paper 26 (P.T.A.B.
March 5, 2013) (precedential), the requested discovery is in the interest of justice.
Factor 1: X Corp.’s tailored request for document specific identified documents
show Mr. Marston’s alleged inventive diligence. Factor 2: The requested documents
are from 20 years ago and would not reveal Sterling’s current litigation position.
Factor 3: X. Corp has no means to generate these documents on its own. Factor 4:
X Corp.’s request is easily understandable—production of the documents listed in
EX2042 and an unredacted version of EX2046. Factor 5: the burden is not high as

these documents have been collected, reviewed, and logged.
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Dated: November 13, 2025
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Respectfully Submitted,
/s/David Okano

David Okano

(Reg. No. 66,657)

WHITE & CASE LLP

3000 EI Camino Real

2 Palo Alto Square Suite 900,
Palo Alto, CA 94306
david.okano@whitecase.com
Telephone: (650) 213-0363

Attorney for Petitioner X Corp.
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. §42.6(¢e), I hereby certify that on this 13th day of
November, 2025, I caused to be served a true and correct copy of the foregoing and

any accompanying exhibits by express mail on the following counsel:

PADMANABHAN & DAWSON, PLLC
Attn: Britta Loftus & Sri Sankaran

9800 Shelard Parkway, Suite 120
Minneapolis, MN 55441

Dated: November 13, 2025 Respectfully Submitted,
/s/David Okano
David Okano
(Reg. No. 66,657)
WHITE & CASE LLP
3000 EI Camino Real
2 Palo Alto Square Suite 900,
Palo Alto, CA 94306
david.okano@whitecase.com
Telephone: (650) 213-0363

Attorney for Petitioner X Corp.
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