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The ‘217 Patent determines the relevance of sent content using a novel, multi-
user approach. To determine the relevance of a piece of sent content, the system
tracks the actions of both the user for which the relevance score is being determined
(the “first” user) and also other “recipient/s]” (a “second” user). The ‘217 Patent
recognizes that the actions of some “recipient[s]” — 1.e., those that are “cognate to,”
or similar to, the first user — will be more valuable to the first user, and, therefore,
requires “identify/ing]” a second user that is both “a recipient” of the content being
scored and also “cognate to the [first] user.”

This unique approach to determining the relevance of sent content is not found
in the prior art. Two of the references, Dumais and Krug, are not focused on inter-
person communications, but instead describe systems for retrieving results in
response to a search query (e.g., on the Internet). Neither reference “identif[ies]”
another user(s) that received the same piece of sent content as a first user (“a
recipient”), let alone another “recipient” that is also “cognate to the [first] user.”
Moreover, they do not teach the desirability of (or the math required to implement)
those features and, therefore, it would not have been obvious to add them. The third
reference, Kircher, does not rank messages using either (1) the first user’s actions
or (2) the actions of any other recipient of the same message. If Krug’s algorithm
were added to Kircher as a “plug-in,” as Petitioner contends, the combination (1)

would not render obvious the “identify...” limitation and (2) would be inoperable.
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For all of these reasons, the prior art references do not render obvious any
claim. Nothing in Petitioner’s Reply, addressed below, changes that fact.

I. Dr. Khan’s Testimony Is Reliable and Accurately Applies the Law.

Petitioner asserts that Dr. Khan applied the wrong POSA standard because he
testified that a POSA “may not necessarily be creative.” Reply,l (citing
EX1058,18:11-13). Dr. Khan was speaking about his real-life experience with a
variety of people who actually had the defined level of education and experience.
Tr. 18:2-9 (based upon his “over 25 years in academia,” not everyone with the same
level of skill “will be able to do the same thing”). He applied the correct POSA
standard (“ordinary” skill) in his analysis. EX2029,919.

Petitioner also complains about Dr. Khan’s answer to the case-law-focused
question of whether “a [POSA] can fit the multiple teachings of references together
like pieces of a puzzle.” Reply,1; EX1058,18:14-19:14. The actual quote from KSR

is that “often,”! or “in_many cases a [POSA] will be able to fit the teachings of

multiple patents together like pieces of a puzzle.” KSR Int'l Co. v. Teleflex Inc., 550
U.S. 398, 402 & 420 (2007). Because the question suggested that a POSA can
always do this, Dr. Khan was correct to disagree. He applied the correct POSA

standard (“ordinary” skill) in his analysis. EX2029,919.

Unless otherwise noted, bolded/underlined emphasis has been added.

2
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Unfairly characterizing his testimony, Petitioner argues that Dr. Khan
improperly imposed a “quality” limitation in the claims. Reply,2. Not true. Even
after a barrage of unfair questions attempting to get him to impose a “quality”
requirement in the claims, he consistently testified that the claim language did not
require “quality.” EX1050,173:10-175:2-24;id.,45:6-9. Instead, he explained that
the claimed algorithms would produce a high-quality result. /d. Consistent with this
testimony, nowhere in his analysis of the claims does he impose a “quality”
requirement. See generally EX2029. Moreover, he explained that, in the ‘217 Patent,
a “quality” result would be that the content most relevant to the user will receive a
high “ranking” or “relevance score” (EX1058,44:18-23&59:17-24), and “relevance
score” is in the claims. Furthermore, “[u]nclaimed factors relevant to the feasibility
of creating a useful claimed invention can impact the motivation to combine analysis
if a skilled artisan would reasonably consider them.” Natera, Inc. v. NeoGenomics
Lab'ys, Inc., 106 F.4th 1369, 1378 (Fed. Cir. 2024). Here, a POSA would consider
whether the combination would result in content that is actually relevant to the first
user receiving a high “relevance score” (i.e., a “quality” result). Thus, it is proper to
consider whether a combination would achieve an accurate “relevance score” (i.e.,

a “quality” result).
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Petitioner argues that Dr. Khan refused to acknowledge that “data items’ in
Dumais can include emails. Reply,1-2. Not true. EX2029,998 (“data items ...
include ... ‘email’”).

Citing nearly forty paragraphs with zero analysis, Petitioner argues that “Dr.
Khan provides no support for his assertions.” Reply,2. But the cited paragraphs
contain citations and quotations. EX2029,9928-31,33,35,38-49 (claim construction
section, quoting EX1001,Claims)); id. 99207-228 (Kircher/Krug section, citing
EX1008&EX1007). They also refer back to earlier analysis citing further evidence.
Id.; EX202999118-121 (citing EX1008, [0107, 0115, 0116, 0119, 0121, 0122]);
id 49105-108 (citing EX1007, [ Abstract], [0014-0018], [0053], [0046], [0092]).

II.  Petitioner’s Claim Construction Arguments Should Be Rejected

A. Petitioner Has Not Overcome the Presumption that 112 9 6 Does Not
Apply.

The “module” limitations are entitled to the presumption that they do not
invoke § 112 96. Petitioner, however, does not acknowledge this presumption, let
alone attempt to overcome it by demonstrating that the “modules” fail to recite
sufficient structure. Williamson, 792 F.3d at 1349; see generally Reply,3-5. Instead,
Petitioner jumps to the second step of Williamson’s analysis for means-plus-function
limitations. That step, however, applies only after it is determined that § 112, q 6

applies. Id. at 1351. Petitioner’s approach “puts the cart before the horse.” Gray Mfg.
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Co., Inc. v. Sefac S.A., No. CV 19-899, 2021 WL 978891, at *3 n. 4 (E.D. Pa. Mar.
16, 2021).

Petitioner argues the Board “ignores the specification’s broad definition of
‘modules’ as any generic structure.” Reply,4. It is Petitioner, however, that is
ignoring the Patent’s language about “modules.” The claim language shows that “the
computer program module limitations connote structure in the form of software

instructions or code.” Decision, at 11 (quoting EX1001,Claims (“computer program

modules” and “computer program_instructions™)); accord EX1001,6:65-7:2. The

claims also describe how each “module” interacts with other parts to inform
structural components. EX1001,Claims (“modules™ are stored in “a computer-
readable storage medium” and “executed by a processor’; relevance measurement
“modules” are “coupled to the monitoring module™). See Finjan, Inc., v. Proofpoint,
Inc., No. 13-CV-05808-HSG, 2015 WL 7770208, at *11 (N.D. Cal. Dec. 3, 2015)
(“[T]he intrinsic evidence establishes the structural character of ‘content processor’
through its interaction with the system’s other components.”); Analog Devices, Inc.
v. Xilinx, Inc., No. IPR2020-01597, 2021 WL 1321768, at *6-7 (P.T.A.B. Apr. 8,
2021) (claim term “module” not “means-plus-function” when referring to a specific
structure using physical descriptions). Here, each “module” provides a POSA with

a sufficiently definite structure to understand the claim terms.
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Petitioner argues Dr. Khan’s testimony about programming is inconsistent

29

with his declaration about “off-the-shelf systems.” Reply,3-4. There is no
contradiction: Dr. Khan wrote that “existing or off the shelf systems” could provide
monitoring (accord EX1001,16:31-39), but also that the “module” functions would
need to be “implement[ed].” EX2001,9930,48,31. The Board acknowledged this

testimony. Decision,12 (citing testimony that “the functions recited explain how to

engineer, build, or implement the modules using known and available techniques.”

(citing EX2001,9925-35)).

Petitioner argues that Dyfan 1s distinguishable because, in that case, both
parties’ experts agreed that the limitations connote a class of structures. Reply.4.
That is a distinction without difference. As was the case in Dyfan, the patent itself
shows that the limitations connote structures, describing “modules” in the very
language held dispositive in Dyfan—*“software instructions.” Dyfan, 28 F.4th at
1367-68; see also EX1001,7:7-12; EX2029,9927-28.

Petitioner cites Grecia as alleged support for its position. 780 F. App'x 912,
916 (Fed. Cir. 2019). In that case, however, “nothing in [the] claim[] explain[ed]
how the ... module operates.” Id. 913-915. In contrast, here, the claims explain that

“modules” are computer program instructions and explain how each “module”

operates. EX2029,9925-35 (citing EX1001,Claims).
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Petitioner also continues to rely upon Finisar and Katz, but, in those cases,
the claims were written in means-plus-function form. This difference is critical: the
legal analysis is different for claims that are written in means-plus-function form (as
in Finisar and Katz) and those that are not (the claims at issue here). Compare
Applied Med. Res. Corp. v. U.S. Surgical Corp., 448 F.3d 1324, 1332 (Fed. Cir.
2006) with Dyfan, 28 F.4th at 1365. To reach the analysis Petitioner is engaged in,
the presumption must first be overcome. Supra,4-5. Petitioner has not done so.

B. “Recipient” Should Be Construed as a “User” That Receives “Content
Sent from a Sender.”

The correct construction of “recipient” is a “user” that receives “content sent
from a sender.” This construction is supported by the surrounding words of the
claim, because the earlier claim language states that the content being received is

“content sent from a sender.” Petitioner asserts that Patent Owner’s construction of

99 ¢eq

“a recipient” “imports” a “sender” limitation from “other claims.” Reply,6-7. Not

true. “Importing” limitations into the claims refers to importing “elements not

mentioned in the claim.” Phillips, 415 F.3d at 1312. Here, the “sender” limitation

(“a piece of electronic content sent from a sender”) appears in the same claim in

which the disputed “recipient” limitation appears. This “sender” language, therefore,

(133

must be considered: “‘the context of the surrounding words of the claim also must

be considered in determining the ordinary and customary meaning of those terms.’”

Id. at 1314; id. at 1312 (terms must be read “in the context of the particular claim in

7
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which the disputed term appears)”). Patent Owner’s construction properly considers
the surrounding claim language.
Petitioner insists that, because the ‘217 Patent states that content can be stored

99 €6

in “document management systems,” “a recipient” can be someone who merely
accesses content, including non-sent content. But the passage that Petitioner cites
belies this, as it discusses management of “mail content.” Reply,6-8. Moreover,
document management systems can store “sent” content that has “a sender” and “a
recipient.” E.g., EX1001,Fig.20. Regardless of where content is stored, the claims
make it clear that the content “a recipient” receives is content “sent from a sender.”

Petitioner asserts that the “search” embodiment of the ‘217 Patent “ranks
content that is ‘not electronic mail objects.”” Reply,7 (citing Fig.20). Not true. The

search embodiment of Figure 20 displays search results that include both emails and

non-email items. /d.24:4-53. However, only _emails were scored for relevance

according to the invention (id. 24:28 & 24:32-33):
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EX1001,Fig.20. As seen above, only emails (items in the green box?) have relevance
sliders (216) “based on the output of the relevance algorithm.” 1d.; id.24:57-59. This

is stated expressly. 1d.24:26-39. Non-email items (above the green box) were not

scored for relevancy. Id.Fig. 20 (no relevance sliders for non-email items).

2 Id. 24:26-39 (“electronic mail content” hits appear below 206, 208, 210, 212).
9
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C. The “cognate” Limitation.

Petitioner asserts Patent Owner construed “cognate” to exclude groups of
users. That is not true. See, e.g., EX2029, 4972-75,80-85; Resp.8,10-14.

Petitioner asserts Patent Owner contends the claims “require[] ‘identify[ing]”
a “cognate” user based on “past actions” (as opposed to direct input). Reply,8-9

(citing POR,19). That is not true. See, e.g., EX2029, 480; Resp.20-21.

III. The Petition’s Kircher-Krug Combination Would Be Inoperable.

Even if Krug were analogous art, which it is not (infra,17-18), a skilled artisan
would not combine Kircher and Krug as Petitioner argues because doing so would
render the combination inoperable. EX2029,94214-223.The combination advanced
in the Petition proposes an allegedly “simple substitution” by physically adding

Krug’s “plug-in” (blue box) to Kircher (Fig.1):

12b It 14b 106
16
MESSAGE PRIORITIZED
E
EMAIL, | PRIORITIZING J/ o eR AND
FAX, PHONE USING FUZZY coutmne N CATEGORIZED
LOGIC MESSAGES
2
41 18,2L { O
: [ MANUAL
PREFERENCES &§
ABDRESS BOOK [* ] ggB%LEE -—
-: -A A .‘.Tv ."
Q% DYNAMIC P ke
!;j UPDATE ROUTINE 22

Pet.,52; EX1004,99427-433.

10
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In Response, Patent Owner’s expert explained that Krug’s Internet-based
algorithm would fail in Kircher’s email system, rendering the combination
inoperable. EX2029,99214-223. This is because Krug’s formula is determined based
on Internet search engine results — i.e., where the object appeared in the results from
various Internet search engines.? EX1008,[0115]. But sent content (e.g., emails) are
not “objects on the Internet,” and, therefore, will not appear in the results of any
Internet search engine. Id. As aresult, if Krug’s algorithm were plugged into Kircher,
it would fail. /d. Placing the Kircher-Krug combination on a browser-based email
system (as Petitioner now contends for the first time on reply — see infra,11-12) does
not help, because the sent content (e.g., emails) still would not show up in results
from Internet search engines (because the sent content is not an “object on the
Internet”). Thus, Krug’s algorithm would still fail to calculate a score.

Now, for the first time in its Reply, Petitioner advances a new combination.
First, instead of “simpl[y]” adding Krug’s “plug-in” to Kircher, Petitioner now
seems to admit that Krug’s “functions” would need to be modified.* Reply,13

(arguing that a POSA would have used “creativity and skill to combine the weighted

3 Krug states that its “plug-in” is for “a commercially available Internet browser.”

EX1008,[0099]. Nevertheless, Petitioner argues that (1) “Krug’s ‘plug-in’ is not limited to
integrations with ‘internet browsers’” and (2) Krug wanted “to ensure his invention could be
integrated into” email systems. Reply,11. Krug’s statement that its “plug-in” is for “Internet
browser[s]” contradicts this, and the cited paragraphs (EX1004,99427-433) provide no evidence
to the contrary.

4 Petitioner does not appear to dispute, for example, the testimony (EX2029,99217-219)
that portions of Krug’s formula would need to be discarded. See generally Reply.

11
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rules (Kircher) and individual criteria (Krug)”); id.,14 (“‘score functions’ could have
been combined”). But that is not what the Petition argued. See Pet.,50-56 (keeping

99 ¢

Krug’s “program,” ‘“numerical rankings,” “known functions,” and “relevance
measurement”). Second, Petitioner now argues that Krug’s “plug-in” would not be
“substituted physically into the structure of [Kircher].” Reply,12-13. But that is not

13

what the Petition asserted. Pet.,52 (proposing physically placing Krug’s “plug-in”
(blue) into Kircher (Fig. 1)). Third, Petitioner now argues that Krug’s “plug-in”
could be inserted “into either a browser accessing webmail or the embedded browser
of an email client.” Reply,11-12. But the Petition did not propose that. Pet.,50-56.
Petitioner may not introduce a new obviousness combination for the first time on
Reply. 37 C.F.R. §42.23(b) (“A reply may only respond to arguments raised in the
corresponding opposition, patent owner preliminary response, or patent owner
response.”); Intelligent Gio—Systems, Inc. v. lllumina Cambridge Ltd., 821 F.3d
1359, 1369 (Fed. Cir. 2016) (“It is of the utmost importance that petitioners in the
IPR proceedings adhere to the requirement that the initial petition identify ‘with
particularity’ the ‘evidence that supports the ground for the challenge to each
claim.”” (quoting 35 U.S.C. § 312(a)(3)).

Finally, even with its new arguments, Petitioner still fails to meet its burden

to show “how” a POSA would have combined the references. Petitioner asserts that

Kircher’s and Krug’s “‘score functions’ could have been combined” (Reply,14), but

12
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Petitioner never articulates which portions of each reference’s “functions” would be
kept (or discarded). Moreover, the “evidence” Petitioner relies upon to argue that the
two references could be combined (see Reply,14) is either (1) new evidence raised
for the first time on reply (Reply,§IV.B)) or (2) evidence that does not address either
Kircher or Krug. EX1030 (not addressing Kircher, Krug, their specific score
functions, or how a skilled artisan would combine them); EX1004,9993-97 (same).

IV. Patent Owner Addressed, and Rebutted, Petitioner’s Arguments
Regarding the Kircher-Krug Combination.

Petitioner asserts that Patent Owner only “attacks Krug and Kircher in
isolation.” Reply,1&14. Not true. E.g., EX2029,99214-223 (inoperability analysis,
addressing Kircher-Krug combination).

Patent Owner also addressed Petitioner’s argument about “how” to combine
the references. EX2029,99214-223 (if combined as (“how”) Petitioner asserts, the
combination would be inoperable).

Patent Owner also refuted Petitioner’s arguments about “why” a POSA
allegedly would combine Kircher with Krug. 1d.q9209-211 & Resp., 38-39
(Petitioner’s explanations — e.g., that Krug is analogous — were incorrect).

V.  Petitioner’s Proposed Kircher-Krug Combination Does Not Teach,

Suggest, or Render Obvious the “identify...” Limitation Required by
Every Claim.

Every independent claim requires “identify[ing] at least one other of the

plurality of users that is a recipient of the piece of electronic content and that is

13
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cognate to the [first] user.” Petitioner asserts that, because Krug groups together
users that accessed the same object, “[e]very member of that group is ... ‘cognate to
the user.”” Reply,15-16. Here, Petitioner ignores the language “cognate to the user.”
In this part of the claim, “the user” is the first user for which a relevance score is
being determined. EX1001,Claims. A group of users that accessed a particular object
would be “cognate to the [first] user” only if the first user is also a part of the group,
but Krug does not teach “identify[ing]” other user(s) that are “cognate to the [first]

user” or grouping together users that are similar to “the [first] user.”

The “identify...” limitation also requires that the other “user” be “a recipient

of the piece of electronic content” — 1.e., received “the content” being scored.

Petitioner asserts this limitation is satisfied because “[e]ach member of the Access

299

Group is also ‘a recipient of the piece of electronic content.”” Here, Petitioner
ignores that it is not just any object that the “recipient” needs to have received. While
the group of all users that accessed the same object would be a group of users that

have accessed some/one similar object, there is no disclosure in Krug to group

together, or “identify,” all of the users that accessed the piece of content being

scored. In sum, Krug does not teach grouping the first user together with other

similar users, let alone also teaching that the object the group accessed also must be

the object being scored. Therefore, users in this group that Petitioner points to (i.e.,
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users who accessed some object) are not both “a recipient of the piece of electronic

content [being scored]” and also “cognate to the [first] user.”

Petitioner next argues that the “identify...” limitation is met because Krug
states that “[a] single user can be assigned to any number of groups.” Reply,16. But
Krug does not disclose (or teach the desirability of) “identify[ing]” a user (or group
of users) that is a part of both groups required by the ‘217 Patent claims.
Acknowledging that Krug does not expressly teach “identify/ing]” such a user,
Petitioner argues that it would have been obvious to add this feature (i.e., to identify
two users that are part of multiple overlapping groups) because “two users who
interact with the same item offer the greatest indicator of relevance for that data
item.” Reply,16 (citing EX1004, 9245). But that argument addresses only creating
an “Access Group”; it does not address why a skilled artisan would be motivated to
“identify” a “user” that is part of both (1) a group of people that accessed the

document being scored and also (2) a group of people that share a similarity with

the first user (i.e., the user for which a score is being determined). Petitioner has
presented no evidence as to why a POSA would be motivated to “identify” that
particular other “user(s).”

Petitioner asserts that Patent Owner’s position is that “the system must

299

identify a singular user and cannot identify a ‘cognate group.”” Reply,17 (citing
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Resp.33-34). That is incorrect. See Resp.33 (user being “identiffied]” could be
“another user (or_users)”).

Petitioner argues that it is irrelevant whether Krug teaches the “desirability”
of “identify[ing]” this particular “user.” Reply,17. To the contrary, however,
because Krug does not expressly teach “identify[ing]” such a user, the
“identify[ing]” limitation is obvious only if Petitioner can show that a POSA would
have been motivated to add that feature. In this analysis, whether a reference teaches
the “desirability” of a feature is relevant. See In re Gordon, 733 F.2d 900, 902 (Fed.
Cir. 1984) (“The mere fact that the prior art could be so modified would not have
made the modification obvious unless the prior art suggested the desirability of the
modification.”). Here, Krug (1) does not expressly teach “identify[ing]” a user that
is both “cognate to the [first] user” and “a recipient of the piece of content” being
scored and also (2) does not teach that doing so would be desirable (such that it
would be obvious to add this feature).

In response to Patent Owner’s statement that Krug does not teach the math

99 ¢¢

required to “identify” the requisite “cognate”/*“recipient” “user,” Petitioner argues
that Krug does disclose the math used to identify its user groups. Reply,17. The
point, however, is that Krug does not disclose the math needed to “identify” a “user”

(or group of users) that is part of both groups specifically required by the claims of

the ‘217 Patent.
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Petitioner disputes (Reply,17) Patent Owner’s statement that Petitioner’s

99 ¢¢

expert did not address the requirement to “identify” “a recipient” (Resp.30-31). In
support, however, Petitioner quotes a passage (EX1004,9506) that does not discuss
“identify[ing]” “a_recipient’ at all. Similarly, none of the other paragraphs that
Petitioner cites show that Krug “identif[ies]” “a recipient.” See EX1004,49501-502
& 506-509 (analyzing “cognate” limitation), 9500 & 511 (introduction &
conclusion sentences containing no evidence or analysis). Thus, Petitioner has no
evidence to support its position that it would have been obvious to “identify” “a

recipient” of the piece of content being scored.

VI. Krug Is Not Analogous Art.

One reason a POSA would not have been motivated to combine Kircher and
Krug is because Krug is not analogous art to the ‘217 Patent.

Although Petitioner asserts that the relevant field i1s ‘“managing
documents/electronic content” (Reply,9), the actual field is determining relevance
of “sent” content. In contrast, Krug addresses search results on the Internet (non-sent
content); Krug does not address inter-personal communications systems. EX1008.
As aresult, Krug does not address many concepts that are key to how the ‘217 Patent
solved the problems, such as considering the people involved in the communication
(e.g., EX1001,29:50-53) — e.g., “sender[s]” (e.g., sender importance) (id. 25:28-

31&50-54), “recipient[s]” (e.g., did other recipients of this message respond or
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forward?) (id. 6:1-23) — and “job code[s]” (relating to specific business processes
(e.g., a specific deal)) (id. 5:64-67 & 19:8-11). In contrast, Krug addresses concepts
that are unhelpful in the communications context (e.g., objects on the Internet).

Although Petitioner asserts that the ‘217 Patent solves a problem of “useless
or irrelevant documents” (Reply,10), the problem the ‘217 Patent actually solved
was that “many email users receive hundreds of different emails a day,” including
emails that are “junk,” “somewhat relevant,” and actually important. EX1001,1:26-
27. Krug, which does not address sent content at all, is not reasonably pertinent to
this problem of receiving an unwieldy volume of sent content. Instead, the problem
addressed by Krug is a large number of documents being retrieved as “hits” in
response to a search query on the Internet. EX1008,[0002]. Therefore, regardless of
whether Krug is analogous art, a skilled artisan would not look to it to solve the
problems the ‘217 Patent set out to solve.

For all of these reasons, the Kircher-Krug combination does not render
obvious any claim of the ‘217 Patent.

VII. Dumais Is Not Prior Art.

A. No Improper Incorporation by Reference

Petitioner argues Patent Owner did not explain the relevance of the evidence
it cited on the issue of priority. Reply,18. That is false. See Resp.,42 (EX2004 and

EX2006 are “documents prepared by the inventors on September 2, 2004, and June
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7, 20057 that “disclose each limitation” and show ‘“conce[ption]”); id.,42
(EX2005&EX2007-2013 “show continued work on the mathematics™); id.,46
(EX2032-EX2078 are “additional evidence that both corroborates Justin Marston’s
testimony and shows reasonable diligence”); id.,42 (first Declaration of Justin
Marston (EX2003) shows “the inventors of the ‘217 Patent conceived of their
invention at least as early as June 7, 2005.”); id.,46-47 (describing
EX2030&EX2031 as “additional evidence that both corroborates Justin Marston’s
testimony and shows reasonable diligence” and “show[s] that, during the critical
period, Justin Marston had numerous other obligations running the company
BlueSpace, and Paul Marston was working a full-time position as a lecturer on
statistics”); id.,42 (EX2014 demonstrates that “[t]he Conception Documents
disclose each limitation”); id.,42 (logs (EX2042&EX2041) demonstrate that “during
the critical period, Justin Marston had numerous other obligations running the
company BlueSpace”).

Petitioner complains about “sift[ing] through hundreds of documents,
thousands of pages, to find the relevant facts,” but evidence corroborating
conception is contained in just a few documents (e.g., EX2004,EX2006,EX2049),
and the fact that the reduction to practice evidence is voluminous only highlights the
inventors’ diligence. Moreover, Patent Owner made efforts to make the evidence

digestible, including providing a log summarizing voluminous diligence
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documentation (EX2041) and a claim chart mapping the conception documents
(EX2014).

B. Conception Evidence Is Corroborated.

The Board found that “the Conception Documents themselves are evidence of
conception, which do not require further corroboration.” Decision, at 31-32.
Nevertheless, Petitioner continues to assert that Patent Owner’s evidence of
conception is “uncorroborated.” Reply,13.

Petitioner asserts that the Conception Documents (EX2004&EX2006) “lack
any indication the Marstons authored them.” Reply,19. To the contrary, there is
extensive evidence showing authorship. First, Justin Marston is the custodian of the
documents (the documents came from his files). EX2004,35, EX2006,61,
EX1050,203:16-21. Second, the Marstons provided comments (in tracked changes)
to various drafts of the same document. E.g.,EX2043/EX2044. Third, other
documents from the timeframe show the inventors’ work on the same invention.
E.g.,EX2005,10 (File Name “Pauls Formula for Justins Business”); EX2009 (Author
is “Marston”); see also Reply,20 (acknowledging “‘Marston’-authored
documents”). Finally, EX2004/EX2006 are drafts of the provisional (EX1003,4-

99), which Justin Marston emailed to the prosecuting attorney for filing. EX2042.
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C. There Is No Basis to Exclude Exhibit 2014.

Petitioner argues that EX2014 should be excluded because relies on what a
“skilled artisan would understand from the documentation,” but Justin Marston
helped prepare it. Reply,19-20; EX1050,11:21-13:1 & 201:3-6. The only parts that
discuss a POSA, however, are the parts discussing the “module” limitations, and
those discussions come from Patent Owner’s expert’s opinions. EX2029 9926-49.
Patent Owner’s expert has at least as much experience as a skilled artisan. Compare
EX2002&EX2029,9910 (Ph.D. in Computer Science, taught, and researched since
2000) with Decision,8-9 (defining POSA). For the remaining limitations, the claim
chart states only that the Conception Documents show “that, by at least June 7, 2005,
Justin and Paul Marston had conceived of” each limitation. EX2014.

Importantly, it is the Conception Documents themselves, not EX2014, that
show conception of each limitation.

D. The Evidence Shows Conception by the Named Inventors.

Petitioner asserts that the work by Jon Fernyhough ‘“undercuts purported
conception.” Reply,21. But Petitioner then points to later work by Fernyhough,
after the Marstons had already conceived of their invention. Fernyhough’s later
comments do nothing to “undercut” the evidence of conception by June 7, 2005.

Petitioner argues that, because the Marstons do not have degrees in computer

science, the claimed “computer program modules” would not have been possible
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without Fernyhough. Reply,21. But Justin Marston does have experience with
computer programming, including computer programming work that was published
in NATURE and coding used to build a system at British Nuclear Fuels (EX1050,56:1-
58:9), and it was Paul Marston who developed the math/algorithms using his
background in statistics (EX2031). Paul Marston’s math/algorithms appear before
Fernyhough’s involvement. EX2004 & EX2006; see also EX2049. Every “module”
was conceived of prior to Fernyhough’s involvement. /d.; EX2014. There is no
evidence Fernyhough contributed any novel element to any claim.

E. The Documents Show Conception of the “identify...” Limitation.

As Petitioner acknowledges, Patent Owner cites numerous passages from
EX2004/EX2006 to show conception of the “identify...” limitation by June 7, 2005.
Reply,22 (citing EX2014). The fact that one of the passages relates to “identify[ing]”
only a “cognate” user (and does not address “a recipient”) is irrelevant. Together,
the passages show that the inventors had conceived of the element of “identify[ing]”
a user that is both “cognate to the [first] user” and also “a recipient” of the same
piece of content. For example, one cited passage states: “If the vast majority of the
users in a given department read a piece of content sent globally [recipients], then
the content is likely to be relevant to another user in that department [cognate].” E.g.,

EX2014,5 (quoting EX2004,15-16)).
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F. The Evidence Shows Conception.

Petitioner asserts that, because the algorithms in the Conception Documents
were refined after June 20035, the inventors had not conceived of their invention prior
to Dumais. Reply,23. To the contrary, prior to Dumais, Paul Marston wrote the
algorithms in EX2004, EX2047, and EX2049. EX2031,9912&19. His later work
reflected a “refinement to the formulas.” EX2031,9912,16,19; accord EX2031,95 &
EX1050,151:2-8. Thus, the evidence is that conception (including conception of the
algorithms) was complete by June 7, 2005. There is no evidence that more than
ordinary skill was required to achieve the subsequent, refined algorithms.

G. The Evidence Shows Diligence.

Patent Owner has submitted voluminous documentation showing all of the
work the inventors put into reducing their invention to practice between June 2005
and January 2006. Reply,18 (noting Patent Owner has “over 2,600 pages” “as
alleged evidence of conception and reduction to practice”). Nevertheless, Petitioner
asserts “the joint inventors worked a mere 108 hours on the alleged invention.”
Reply,24. That is not accurate. The 108 hours comes from Justin Marston’s

testimony about how many hours he spent adding sections to specific drafts of the

provisional patent application. EX2030,9917,34,47. It does not include any of Paul

Marston’s time (EX2064,116:10-22) or the work Justin Marston did outside of