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Sterling’s opposition lacks merit. Petitioner’s motion to exclude Sterling’s 

unreliable and hearsay evidence should be granted. 

I. Sterling Miscasts and Mischaracterizes Khan’s Testimony 

Khan’s testimony is unreliable and should be excluded. 

First: Sterling contends that Khan did not use an unrecited “quality” limitation 

to distinguish prior art because the claims include a “relevance score.” Opp. 1. But 

the “relevance score” is a number used to compare documents—not a comparison 

of “relative quality between the algorithms for the ’217 patent and … the prior art.” 

EX1058, 169:24–170:3. Despite many questions asking which limitation required 

“quality,” Khan—unlike Sterling—did not identify the recited “relevance score.” 

EX1058, 79:5–6, 174:23–175:15, 45:5–10, 57:5–6, 58:14–16.  

In a tacit admission, Sterling cites Natera, Inc. v. NeoGenomics Labs., Inc., 

106 F.4th 1369, 1378 (Fed. Cir. 2024) to defend Khan’s reliance on unrecited 

limitations. But Natera involved the scope of evidence that can be considered in 

analysis of a motivation to combine two references—not whether such evidence can 

be used to distinguish references based on features not recited by the claims. See id.

(“Unclaimed factors … can impact the motivation to combine analysis ….”). Khan 

used the unrecited characteristic of “quality” to distinguish prior art like Dumais on 

its disclosures, not a motivation to combine. EX1058, 169:24–170:3, 162:1–12. 

Second: Khan’s testimony contradicts Dumais’ express teachings—i.e., that 



IPR2025-00299 U.S. Patent No. 7,716,217  

2 
PETITIONER’S REPLY ISO MOT. TO EXCLUDE

its disclosed system processes email. Compare EX1006, ¶0031 with EX1058, 

159:7–162:15 (“Yeah, I disagree”); EX2029, ¶125. Sterling attempts to defend Khan 

by rewriting his testimony. Opp. 1–4. Its rewrite should be rejected. 

Third: Khan offered unequivocal testimony that a POSITA could not have 

combined teachings from multiple references. EX1058, 18:11–13, 19:8–14. Sterling 

attempts to excuse Khan’s testimony by changing it—suggesting the question he 

answered was whether a POSITA could “always” combine references. This was not 

the question. Sterling cannot hide Khan’s use of the wrong legal standard. 

II. Sterling Admits EX2014 Is Attorney Argument 

Sterling’s admits that EX2014 was “prepared by counsel” (Opp. 4), not by J. 

Marston or Khan (Opp. 5–6). Sterling shifts its position to contend that EX2014 is a 

“summary” under FRE 1006. But EX2014 cannot qualify as a FRE 1006 summary. 

First, the material in EX2014 must be independently admissible. FRE 1006(a). 

It is not. EX2014 is based on a POSITA’s understanding. EX2014, 2 (“skilled artisan 

would understand” algorithms in Conception Documents). No witness interpreted 

the Conception Documents and no such evidence was not provided. FRE 1006(b). 

Sterling admits that Khan did not review the Conception Documents. Opp. 6. 

Thus, Sterling now suggests that Justin Marston is a POSITA. Id. But Justin does 

not have a B.S. in electrical or computer engineering. Paper 13 at 8. And his 

knowledge of software is limited. EX1050, 56:1-59:10. He is not a POSITA. Nor 
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did Sterling establish that J. Marston prepared the relevant portions of EX2014—as 

is its burden when asserting an earlier invention date. EX1050, 200:18–201:6. 

Second, EX2014 cannot be admitted under FRE 1006 because it is 

argumentative and does not accurately reflect the record. United States v. Taylor, 

210 F.3d 311, 316 (5th Cir. 2000) (error to admit argumentative chart under FRE 

1006). EX2014 relies on purported knowledge of a POSITA and attorney argument 

that appears nowhere else in the record to map claims to the Conception Documents. 

FRE 1006 does not permit introduction of these new, unsupported arguments. 

Third, FRE 1006 summaries are only admissible when underlying documents 

are so voluminous they “cannot conveniently be examined in court.” Quinn-Hunt v. 

Bennett Enters., Inc., 211 F. App’x 452, 458 (6th Cir. 2006). Sterling admits this is 

not the case here. Opp. 7 (arguing EX2004/EX2006 are sufficient on their own). 

III. No Evidence Either Marston Authored EX2004 or EX2006  

Other than biased testimony, there is no indication either J. or P. Marston 

authored EX2004/EX2006. Sterling contends EX2004/EX2006 must have been 

authored by them because other documents (i.e., EX2043, EX2044, EX1056) reflect 

their potential involvement, and because Sterling listed Justin as a “custodian.” 

But “custodian” is a field created by Sterling’s counsel—not evidence of 

contemporaneous creation. EX1068–1070. Sterling does not establish that Justin 

qualified as a custodian under FRE 803(6), nor did it describe his role at BlueSpace 
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in 2004/2005. Versata Software, Inc. v. Internet Brands, Inc., 2012 WL 2595275, at 

*6 (E.D. Tex. July 5, 2012) (retrieving documents in litigation do not show 

admissibility under 803(6)). The “author” field in the EX2004/EX2006 documents 

is blank, and the last saved field indicates “Bal” (EX2004) and “n/a” (EX2006). 

EX1068–1070; Apator Miitors ApS v. Kamstrup A/S, 887 F.3d 1293, 1296 (Fed. Cir. 

2018) (evidence does not corroborate when it only corroborates “with help from 

[inventor] testimony”). This contrasts with other documents that list “Marston” and 

“Justin Marston” in the “author” field. EX1068, 1-2. Sterling attempts to explain this 

deficiency by relying on postdated activities to support its positions. EX2030 ¶29 

(EX2043-EX2044: Oct. 2005); EX1056 (Jan. 2006). But Sterling does not show how 

Oct. 2005 comments in a document establish earlier conception in June 2005.  

IV. Marstons’ Statements Are Hearsay, Not “Non-Assertive Question[s]” 

EX2031, ¶¶24–26: Paul Marston asserts Mr. Fernyhough “did not contribute 

to any of the inventions.” EX2031, ¶24. Paul formed this “understanding” from his 

hearsay conversation with Justin. EX1064, 43:20–44:23. This should be excluded. 

EX2031, ¶19 & EX2030, ¶58: Sterling’s own cases confirm “I asked [Morton-

Jones] to review for me the formulas” is assertive. It contains a substantive assertion 

and is not a question “designed to elicit information and a response.” United States 

v. Pulliam, 973 F.3d 775, 783-784 (7th Cir. 2020) (“what gun?” was assertive). 

EX2030, ¶¶59–60, 62: Sterling contends ¶62 does not refer to EX2050. But 
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¶62 describes EX2050 in detail, and Justin Marston’s assertion that “Tim Couper 

did not contribute in any way to” EX2050 is contradicted by the document metadata. 

The metadata in EX2048 also contradicts Justin’s statements in ¶59. EX2048, 5. 

V. Exhibit Nos. 2080–2083 Are Hearsay News Articles 

Sterling improperly relies on EX2080–2083 for the truth of their assertions.  

EX2080–2081: Sterling relies on revenue figures in EX2080. Paper 17 at 54. 

Sterling relies on EX2081 for its statement that X implemented a new relevancy-

based algorithm in 2016. EX2080/EX2081 reference other sources that are not in the 

record. See EX2080, 14-19 (purported “company data”); EX2081, 3 (blog post from 

Jahr). These tenuous links are not enough to make them admissible statements by X. 

EX2082–2083: Sterling contends that Meta and Instagram introduced new 

“algorithmically curated” feeds in 2011 and 2016, but offers no indication that 

EX2082/EX2083 are generally relied-upon market directories under FRE 803(17).  

VI. Justin Marston’s Reliance on EX2042 Is Unduly Prejudicial 

Sterling admits that the files underlying EX2042 “informed the testimony in 

[Justin Marston’s] declaration.” EX1050, 259:7–261:2. His reliance on these 

withheld files in ¶¶19, 36, 49, 50, and 53–55 of EX2031 should be excluded. 

VII. The Board Did Not Authorize Sterling to Violate 37 C.F.R. § 42.6(a)(3)  

Sterling claims the Board authorized it to improperly incorporate thousands 

of pages of material. Not so. EX2032–2039 and EX2041–2078 should be excluded.  
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Palo Alto, CA 94306 
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Telephone: (650) 213-0363 
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