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For the reasons set forth herein, the Board erred when it invalidated claims 

based upon both the Dumais reference and the Kircher-Krug combination.  

I. The Board’s Conclusions Are Based Upon an Erroneous Claim 
Construction That Renders Superfluous the “Cognate” Limitation. 

The first legal error the Board made was its implicit adoption of an erroneous 

claim construction that collapsed two separate components in the ‘217 Patent, 

rendering superfluous the “cognate” limitation present in every challenged claim.  

Every claim of the ‘217 Patent requires “identify[ing] at least one other of the 

plurality of users [1] that is a recipient of the piece of electronic content and [2] 

that is cognate to the user.” The plain and ordinary meaning of the claim language, 

confirmed by the specification, is that the “cognate” limitation (requiring that the 

second user must share some similarity with the first user) is in addition to, or 

distinct from, the “recipient” limitation. In other words, the similarity that makes 

users “cognate” cannot be solely that they are “a recipient” of the same, singular 

piece of content being scored. Nevertheless, the Board erroneously collapsed the two 

distinct limitations, finding that, in Dumais and Krug, simply “using” or “accessing” 

a piece of content simultaneously makes users both “recipients” and “cognate.”  

A. Standard of Review: Governing Claim Construction Principles. 

The Federal Circuit has repeatedly held that claims should not be construed 

so as to render any claim term “void, meaningless, or superfluous.” Wasica Fin. 

GmbH v. Cont’l Auto. Sys., Inc., 853 F.3d 1272, 1288 n.10 (Fed.Cir.2017); Bicon, 
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Inc. v. Straumann Co., 441 F.3d 945, 950 (Fed.Cir.2006); accord Samsung Elecs. 

Co., Ltd. v. Promos Techs., Inc., No. IPR2017-01412, 2017 WL 4861943, at *5 

(P.T.A.B. Oct. 25, 2017). In addition, when “[w]here a claim lists elements 

separately, the clear implication of the claim language is that those elements are 

distinct components.” Becton, Dickinson & Co. v. Tyco Healthcare Group, LP, 616 

F.3d 1249, 1254 (Fed.Cir.2010); Kyocera Senco Indus. Tools Inc. v. Intl. Trade 

Commn., 22 F.4th 1369, 1382 (Fed.Cir.2022); accord Ex Parte Xionghui He, et al., 

No. APPEAL 2023-001189, 2023 WL 6307411, at *3–4 (P.T.A.B. Sept. 27, 2023).  

B. “Cognate” Is a Distinct Requirement from the “Recipient” Limitation. 

Here, the plain and ordinary meaning is that the “recipient” limitation is 

distinct from the “cognate” limitation. As in Becton, the two limitations are 

connected by the word “and,” demonstrating that the “cognate” limitation is a 

separate requirement from the “recipient” limitation. 616 F.3d at 1254-55. Both 

parties and the Board have recognized this plain and ordinary meaning. E.g., Resp., 

1 (“the ‘identifying’ step requires a second ‘user’ that is both’” “cognate to the [first] 

user” and “a recipient”); Tr. (Paper 53), 16:8-11 (“How is it the case that, if you’ve 

satisfied the recipient portion…that means you necessarily have satisfied the cognate 

feature…, how is that not collapsing those two features into one?”) & id. at 16:12-

17:7 (arguing it is not “collapsing” because “people can be part of multiple groups” 

– e.g., (1) a group of women and also (2) people who “received similar content”). 



Patent Owner’s Request for Director Review 

3 
 

The specification also shows the distinctness of the two limitations. First, it 

distinguishes between (1) the category of all “recipients” and (2) the distinct 

category of users in a “cognate” group. For example, it states that “global relevance” 

is the “relevance score for a piece of content respective to the entire system” (i.e., 

what did all other users do with a piece of content), whereas “cognate relevance” is 

a distinct concept: “a relevance score for a piece of content” based only upon users 

in “the cognate group for that recipient” (i.e., what did the people most similar to 

the first user do with the item). EX1001,25:59-64 & 26:11-15; Resp.,11-14 (citing 

EX2029,¶¶88-96). Second, the specification states that the actions of the first user’s 

“cognate” group are more helpful than the actions of every “recipient” of that piece 

of content. Resp.,10 (quoting EX1001, 14:59-15:11). Third, the specification states 

that each user’s “cognate” group considers historical interactions (plural) over time: 

“for each user, over time, the system may identify a cognate group of the n other 

users regarded as most similar”; “[s]uch a group may be defined by similar past 

user actions and assessments” (plural). See id. This is undisputed. See Pet.,19 

(“‘identify[ing]’ cognate users are based on past user actions and assessments”); 

FWD,12 (noting that parties’ “constructions overlap” in requiring that “cognate” 

users share “similar past user actions and assessments” (or similar direct input)). 

Thus, to be “cognate” based upon actions, there must be shared “historical” pattern 

of behavior, not just being “a recipient” of the singular piece of content being scored.  
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C. The Board Implicitly Adopted a Claim Construction That Renders the 
“Cognate” Limitation Superfluous. 

In analyzing Dumais, the Board found that Dumais’ use of collaborative 

filtering to create a “user model” satisfies the “identify…” limitation because Dumais 

analyzes “similarities” between users, which can be based on “usage of items,” and 

“items” can be “emails” (i.e., sent content). FWD,23-24. The Board found that two 

users that “interact[ed] with the same data item … would be grouped,” and therefore 

“the members of the cognate ‘group’ are also a ‘recipient’ of the content.” Id. at 26; 

id. (“Petitioner’s explanation …. meets both the ‘recipient’ and ‘cognate’ aspects”).  

Similarly, in analyzing Krug, the Board found that found that Krug can form 

a “user group” of “all users who access a specific object,” and the Board found that 

that “user group” satisfies both the “recipient” and “cognate” requirements 

simultaneously. FWD,44-45 (that grouping “identif[ies]” “users,” making the 

“identified other user both ‘a recipient of the piece of electronic content and… 

cognate to the user.’”). The Board reasoned that, “because the user and the other user 

are grouped based on commonly accessing the same object, both users have received 

the same content and are also cognate to each other (based on common access).”  

The Board’s findings are legally erroneous because they render superfluous 

the “cognate” requirement present in every claim. Under the Board’s interpretation, 

when two users in Dumais or Krug “use” or “access” the same piece of content, that 

automatically makes the two users both “recipients” and “cognate.” But if the Board 
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is correct – i.e., if shared use/access to the single piece of content being scored alone 

makes users “cognate” – then the “cognate” requirement adds nothing beyond the 

“recipient” requirement. Every “recipient” of that piece of content would always, 

and automatically, be “cognate” to every other “recipient.” The Board’s 

interpretation is legally erroneous and not supported by substantial evidence because 

it (1) renders the “cognate” limitation superfluous, Wasica, 853 F.3d at 1288 n.10; 

and (2) fails to treat separately listed elements as distinct. Becton, 616 F.3d 1249.  

Importantly, if the “cognate” and “recipient” limitations are properly 

interpreted as distinct requirements (as they should have been), neither Dumais nor 

Krug teach or suggest the limitation. See Resp., 33 & 51-52. Therefore, Patent 

Owner (“PO”) respectfully requests the Director reverse the Board’s decision.  

II. The Board Misconstrued the Claims When It Found That Dumais’ “User 
Model” and Krug’s “User Groups” Satisfy the “Identify…” Limitation. 

The second error the Board made was that it ignored that the ‘217 Patent 

claims require a particular sequence of events. The ‘217 Patent requires 

“identify[ing]” “a recipient” of a particular piece of content (the content being 

scored for the first user) and another user that has a “cognate” relationship to a 

particular user (the first user for which a score is being determined). As a result, in 

the claimed invention, one cannot “identify” the other user until it knows both (1) 

“the…content” being scored and (2) “the user” for which the content is being scored. 

Despite this plain and ordinary meaning, the Board found that Dumais’ “user model” 
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and Krug’s “user groups” satisfy the “identify…” limitation, even though neither 

has both pieces of information when they form their user model/group. 

A. To “Identify” a Second “Recipient” That Is “Cognate to” “The [First] 
User,” the ‘217 Patent Must Know (1) the Specific Piece of Content Being 
Scored and (2) the Specific User for Which the Content Is Being Scored. 

The “identify…” limitation present in every claim must be understood in the 

context of the claim language that precedes it. First, “identify[ing] … a recipient of 

the piece of electronic content” refers to a specific piece of content: the piece of 

content from in the preamble. EX1001, Claims, Preamble (“system for determining 

a relevance score of a piece of electronic content sent from a sender to a user”). 

Second, “cognate to the user” refers to being “cognate” to a specific user: the “user” 

from the preamble, for whom relevancy is being determined. Id. (“determining a 

relevance score” for “content sent from a sender to a user, the relevance score 

determined with respect to the user”); accord FWD,13 (“the identified other user 

[must be] cognate specifically to the user whose relevance score is being 

determined”). Thus, this second user being “identif[ied]” (1) must be “a recipient” 

of the specific piece of content (i.e., the content being scored); and (2) must be 

“cognate to” a specific user (i.e., the first user for which content is being scored).  

Because the “identify” limitation relates to a specific user and a specific piece 

of content, the “other” “user” cannot be “identif[ied]” until it is known: (1) which 

piece of content is being scored and (2) which user the content is being scored for. 
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The “John’s email” example in the ‘217 Patent highlights this sequencing. See 

EX1001, 26:62-27:65. In the example, John sends an email to Sue, Harry, and Chris, 

and the system then determines relevance of John’s email for Sue, Harry, and Chris 

(i.e., for each “recipient”). Id. In the example, “John sends an electronic mail object 

to Sue” and, “[s]ubsequently,” the system “initiates a batch cognate relevance 

recalculation for Sue, and so calculates the first cognate relevance value for this … 

object.” EX1001, 27: 3-8. The example highlights that the “identify” step cannot 

happen until after the system knows both (1) “the piece” of content being scored 

(i.e., John’s email has appeared in inboxes and needs to be scored); and also (2) 

“the user” it needs to be scored for (i.e., it needs it to be scored for Sue).  

B. Dumais’ “User Models” Are Formed Before “The Piece of … Content” 
Being Scored Is Known and, Therefore, Dumais’ “User Models” Cannot 
“Identify” a Second “User” That Received “The Piece of … Content.” 

The Board found that, when Dumais creates a user model, it “identif[ies]” 

another “recipient” that is also “cognate to the [first] user.” That finding was 

erroneous because Dumais creates its user model before it is known which item 

needs to be scored. This is because Dumais’ focus is on how data is retrieved in 

response to a search, and items in Dumais only need to be scored once search results 

are returned. EX1006, Abstract; EX2029, ¶100. For example, Dumais states that, 

after the first user runs a search that returns initial results, its “user model” can be 

used to “modify” (or re-score) the list of search results. EX1006, [0041]. This 
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demonstrates that Dumais’ “user model” was built before the scoring phase – i.e., 

before the search is run and, thus, before system knows “the” item being scored.  

Applying the ‘217 Patent’s “John’s email” example to Dumais, assume that 

Dumais creates a “user model” for Sue. When Dumais creates that user model, Sue 

has not yet run any search and, therefore, Dumais does not yet know whether 

“John’s email” will be an “item” that needs to be scored for Sue. Therefore, when 

Dumais creates its “user model” for Sue, it cannot “identify” who else “is a recipient 

of the piece of…content” being scored for Sue. The Board erred when it found that 

creating a user model in Dumais “identif[ies]” other “recipients” of “the piece of 

electronic content” being scored because “the piece of … content” is unknown when 

Dumais’ user models are formed. See Resp., 51-52 (Dumais does not “identify” a 

“cognate” “user” that is also “a recipient” of “the piece of…content’”). 

C. Krug’s “User Groups” Are Formed Before “The [First] User” Is 
Known and, Therefore, Krug’s “User Groups” Cannot “Identify” a Second 
“User” That Is “Cognate to” “The [First] User.” 

The Board found that, when Krug creates a “user group” of users that accessed 

an object, Krug “identif[ies]” another “recipient” that is also “cognate to the [first] 

user.” That finding was erroneous because Krug’s “user groups” are created before 

Krug knows who is doing the searching (i.e., before it knows the “first user” that the 

objects need to be scored for). Krug, like Dumais, is centered on a user’s search 

query. EX1008, Abstract; EX2029, ¶157. In Krug, the first user searching “can select 
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the profile of a user group” “to rate the relevance of the objects.” EX1008, [0031]. 

That “user group,” however, is formed before the pairing happens (and, therefore, 

before the “first user” is known). Because the first user is unknown, Krug’s creation 

of a “user group” cannot “identify” another user “cognate to the [first] user.’”  

To analogize to the “John’s email” example in the ‘217 Patent, assume that 

John creates a website1 that Sue, Harry, and Chris all visit. Assume, arguendo, that 

Krug can create a “user group” of users that accessed that singular object (John’s 

website). Critically, when Krug creates a “user group” of users that accessed John’s 

website, Krug does not yet know the identity of the first user doing the searching. 

That is because, in Krug, it is only after a user actually selects a “user group” for 

searching that the identity of the “first user” is known. For example, Sue could select 

the “user group” of users that accessed John’s website to rate the relevance of the 

objects in her search results. But it is not until Sue actually chooses to search using 

that “user group” that the identity of the “first user” (Sue) becomes known. 

Therefore, when Krug forms a “user group” of all users that accessed John’s website, 

it does not yet know that Sue would be the “first user” and, therefore, could not 

“identify” users that are “cognate to” Sue. See Resp., 33. Because “the [first] user” 

is unknown when Krug’s user groups are formed, the Board erred when it found that 

Krug’s “user group” “identif[ies]” other users that are “cognate to the [first] user.” 

 
1 Krug does not apply to “sent” items (e.g., emails). EX1008. 
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III. The Board’s Finding on Inoperability in Kircher-Krug Is Erroneous 
Because It Is Based upon a Combination Not Included in the Petition. 

The third error the Board made is that the Board invalidated claims based upon 

a combination of Kircher and Krug that (1) was not included in the Petition and, 

furthermore, (2) has never been articulated. This is another legal error.  

The Kircher-Krug combination articulated in the Petition inserted Krug’s 

“software program” as a “plug-in” into Kircher. Pet., 52. The Petition states: “It 

would have been a matter of simple substitution to include the plug-in that embodies 

Krug (Blue) … into Kircher’s ‘computer program’ (Green).” Pet., 52. 

As shown on the right (Pet., 52), 

the Petition depicted Krug’s “plug-in” 

(the blue box) being physically 

inserted, wholesale, into Kircher’s 

“computer program (green box). Id.  

Id. The Petition did not propose modifying Krug’s “software program”; instead, it 

stated that its combination would keep Krug’s “program” (id., 50), as well as Krug’s 

“known elements” and “known functions” (id.,52), Krug’s “numerical rankings” 

(id., 53), and Krug’s “relevance measurement and ranking system.” Id., 52.  

But there was a problem with “plug-in” combination advanced in the Petition: 

it would not work. Resp., 34-37 (citing EX2029,¶¶212-223). This is because Krug’s 

“plug-in” is designed for “Internet browser[s]” (see EX1008, [0099]), and Kircher’s 
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electronic message system (EX1007) is not an Internet browser. Even more 

problematically, Krug uses an algorithm that uses results from search engines on 

Internet browsers (e.g., how an object was ranked by, e.g., Netscape, etc.). See 

Resp.,34-37 (citing EX2029,¶¶118-121&215-223); EX1008, [0043] (“weigh the 

results of the individual search engines”); id. [0098]; id. [0115]. But Kircher’s emails 

would never appear in lists of results from “search engines” on Internet browsers. 

As a result, if Krug’s “software program” were inserted into Kircher’s email system 

as a “plug-in,” the algorithm would fail, rendering the combination inoperable. 

In its Reply, Petitioner changed its tune, advancing an altogether different 

combination, in which (1) Krug’s “functions” and “criteria” would be modified; (2) 

Krug’s “plug-in” would not be inserted “physically” into Kircher; and (3) the 

combination could be moved into a webmail/email-based “browser.” Reply,11-13; 

Sur-Reply,11-12. But that is not what the Petition argued. Pet.,50-56. Because this 

new combination was asserted for the first time in Petitioner’s Reply, it was 

improper. See Sur-Reply, 11-12. Nevertheless, the Board embraced the new 

combination that Petitioner advanced for the first time on Reply. See FWD, 38 

(PHOSITA “would have considered which of Krug’s…criteria” would be 

incorporated “into Kircher[].”). That was legal error. See Koninklijke Philips N.V. v. 

Google LLC, 948 F.3d 1330, 1337 (Fed.Cir.2020) (Board erred by relying on 

combination not raised in the petition); Intelligent Bio-Sys., Inc. v. Illumina 
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Cambridge Ltd., 821 F.3d 1359, 1369–70 (Fed.Cir.2016) (Board did not err in 

refusing to consider the reply brief where Petitioner “chose not to assert this new” 

ground of invalidity in its petition); 35 U.S.C. § 312(a)(3) (petition must “identif[y], 

in writing and with particularity,…the grounds on which the challenge to each 

claim is based”); 37 C.F.R. § 42.104(b)(4) (Petition must include “precise” statement 

of challenge); 37 C.F.R. §42.23(b) (“A reply may only respond to arguments raised 

in the corresponding … patent owner response.”); PTAB CTPG, 42 (Nov. 2019) 

(“Petitioner may not submit new evidence or argument in reply that it could have 

presented earlier,” (e.g., a “newly raised rationale to combine”); a reply “that raises 

a new issue or belatedly presents evidence may not be considered”). 

In addition, the Board also committed a second error when it permitted a 

combination to invalidate the claims even though the particulars of the combination 

were never articulated. Indeed, Petitioner and the Board seem to acknowledge that 

parts of Krug’s “plug-in” would be discarded (FWD, 37; Reply), but they do not 

indicate which portions of Krug’s program would be discarded or what they would 

be replaced with (if anything). The Board found that any modifications would be 

“simple” because both systems are “software applications.” FWD,37-38. But, 

certainly, the mere fact that two systems are software-based does not establish that 

functionality from one system can be transferred to the other without substantial 

redesign or modification. The Board’s states that a PHOSITA “would have been able 
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to address the technical details,” FWD,37, but those “details” remain a mystery. It is 

never explained how a POSA could successfully combine Krug’s browser functions 

into Kircher’s email system while preserving the intended operations of both.  

In sum, the Board erred when it invalidated claims based upon a combination 

that (1) was not in the Petition (2) was never described with particularity. 

IV. The Board’s Decision Is Not Supported by Substantial Evidence Because 
It Arbitrarily & Capriciously Ignored the Cited Evidence of Diligence. 

The Board’s fourth error is its finding that PO had not carried its burden of 

production on diligence. The finding is not supported by substantial evidence 

because the Board refused to consider PO’s properly submitted evidence.  

PO’s Response cited EX2003-14 and EX2032-78 as containing evidence 

showing diligence during the critical period. See Resp., 6 & 46. The Response also 

explained “the significance” of the material, explaining that the cited Exhibits “show 

reasonable diligence” and “corroborate the inventors’ testimony regarding 

diligence.” Id.; 37 C.F.R. § 42.22. Although PO did not include “pinpoint citations” 

to specific pages from each Exhibit, doing so would not make sense because, for 

each of the diligence exhibits, it is the entire Exhibit (along with its metadata) that 

shows the inventors worked on the invention on particular dates of the critical period. 

Moreover, PO provided a metadata slipsheet at the end of each Exhibit, confirming 

that 34 cited Exhibits were “last modified” during the critical period (in August, 

September, October, and November 2005). See EX2007-13, EX2032-39, EX2056-
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74; see also Resp., vi.-x (Table of Contents with dates from metadata). The Board 

knew that PO had provided this metadata. See FWD,18 (citing PO’s “metadata” 

provided for EX2051). Thus, its finding that that PO’s exhibits were “undated” 

(FWD,18) is also erroneous. In any event, the Board did not consider a single one 

of PO’s 34 Exhibits that show diligence during the critical period. FWD,17 

(declining to “sift through” PO’s cited diligence evidence). In addition, the Board 

refused to consider the declarations of Justin and Paul Marston, even though PO’s 

Response cited and described them. See Resp., 6 & 46 (citing EX2003, EX2030, 

EX2031). These inventor declarations not only provide testimony regarding the 

inventors’ diligence activities, but they also describe in detail the corroborating 

evidence, including the 34 diligence Exhibits. See EX2003, EX2050, EX2051.  

The Board erred when it refused to consider PO’s voluminous evidence of 

diligence. See, e.g., Aqua Prods., Inc. v. Matal, 872 F.3d 1290, 1325 (Fed.Cir.2017) 

(FWD “must be based on the entirety of the record”; “refusal to consider evidence 

bearing on the issue before it is, by definition, arbitrary and capricious” (citing 5 

U.S.C. § 706)); Princeton Vanguard LLC v. Frito-Lay N. Am. Inc., 786 F.3d 960, 

970 (Fed.Cir.2015) (“[S]ubstantial evidence review ‘requires an examination of the 

record as a whole’”); Netflix, Inc. v. DivX, LLC, 84 F.4th 1371, 1377 (Fed.Cir.2023); 

cf. PTAB CTPG, I(M). Moreover, the Parus decision that the Board relied upon 

(FWD, 14 & 16) is distinguishable because, there, the party did “not dispute that it 
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incorporated arguments by reference.” Parus Holdings, Inc. v. Google LLC, 70 F.4th 

1365, 1370 (Fed.Cir.2023). In contrast, here, PO’s Response cited the specific 

diligence Exhibits and explained their significance. The Board erred when it refused 

to consider this evidence showing diligence during the critical period. 

The Board also committed a second error when it refused to consider proper 

argument and citation in PO’s Sur-Reply. In response to Petitioner’s argument that 

PO had not described the evidence “with specificity” (Reply, 18), PO’s Sur-Reply 

provided additional descriptions of the diligence evidence, explaining the evidence 

shows the inventors’ time spent on particular documents2 (Sur-Reply,23 (citing 

EX2030,¶¶17,34,47)); the activities during an alleged “gap” (id.,24 (citing 

EX2030,¶¶7-12; EX2041,2-5; EX2042,3-4; EX1066; EX2031,¶10)); and specific 

inventor communications about the patent application (id.,24-25 (citing EX2053-54, 

EX2051, EX1044,92 & EX2044; EX2030,¶8 & EX2031,¶17)). Sur-Reply, 23. Once 

again, however, the Board refused to consider the evidence, finding the descriptions 

“untimely.” FWD, 18. That finding was erroneous. See 37 CFR § 42.23(b) (sur-

replies may “respond to arguments raised in the corresponding reply”).  

 
2 The Board erred in finding that PO had not cited “non-testimonial evidence 
corroborating” the Marstons’ testimony about the 108 hours spent. FWD,18. To the 
contrary, the Response cited EX2007-08, EX2010, and EX2013 (Resp.,6), which are 
the Exhibits the Marstons testified that they spent those hours on. See Sur-Reply,23 
(citing EX2030,¶¶17,34,47); EX2030, ¶17 (describing time spent on EX2007), id. ¶ 
34 (describing time spent on EX2008 & EX2010), id. ¶47 (time preparing EX2013). 
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