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I. INTRODUCTION

Lam Research Corp. (“Petitioner”) hereby responds to Patent Owner’s
Discretionary Denial brief dated May 12, 2025. Discretionary denial is not
appropriate for the reasons set forth in the Petition (at 78-80) and elaborated below.
Sotera remains precedential, and Petitioner’s full Sotera stipulation “weigh[s]
strongly in favor of not exercising discretion to deny institution under 35 U.S.C. §
314(a).” Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 19
(PTAB Dec. 1, 2020) (precedential as to § II.A). Petitioner’s timely, well-
supported Petition and binding Sotera stipulation weigh strongly against
discretionary denial in this case.

Moreover, Patent Owner’s (“PO”) description of the parallel litigation is
incomplete. Recent events, including (1) a companion case in the Northern
District of New York, (2) multiple pending motions and briefs seeking to transfer
the parallel litigation to New York, or to stay the parallel litigation, (3) and a
history of trial rescheduling and major open motions, demonstrate that the parallel
district court litigation is in flux. While a trial is currently set in the district court
case for April 2026, the history of the case and present proceedings make that trial
date uncertain—weighing against PO’s main argument for discretionary denial.
Moreover, given the district court’s order to drastically narrow the asserted claims,

many (if not all) of the claims challenged in the Petition are unlikely to be decided
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in the district court. Overall, an analysis of the Fintiv factors shows that multiple

factors weigh against discretionary denial and support institution.

II. THE FINTIV FACTORS WEIGH AGAINST DENIAL'

A.  Factor 4: Petitioner’s Sofera Stipulation Strongly Counsels
Against Discretionary Denial.>

PO has argued that “Factor 4 strongly favors denial notwithstanding the
Sotera stipulation submitted by Lam.” Paper 14 at 11. PO is wrong. Factor 4
considers overlap between issues raised in the petition and in the parallel
proceeding. To avoid duplicative effort, the Petitioners have stipulated that if IPR
is instituted, the Petitioners will “(i) not pursue the grounds [presented in the [PR

Petition] in the District Court Case, and (i1) not pursue any other ground that

! Petitioner agrees that the parties involved in the noted litigation and present IPR
are the same for Factor 5, rendering Factor five either neutral or marginally in
favor of denial.

2 Sotera remains a precedential decision that indicates that Factor 4 stipulation
“weighs strongly in favor of not exercising discretion to deny institution under 35
U.S.C. § 314(a).” Sotera, Paper 12 at 19 (emphasis added). Factor 4 is addressed
first here based on that strong weight. The remaining factors are then addressed in

order (except for Factor 5 as noted in fin. 1).
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reasonably could have been raised during the IPR (should it be instituted) in the
District Court Case.” EX2019. This stipulation matches the petitioner’s language
in Sotera. Such a stipulation “mitigates any concerns of duplicative efforts between
the district court and the Board, as well as concerns of potentially conflicting
decisions.” Sotera, Paper 12 at 19.

Although the June 2022 Interim Procedure For Discretionary Denials In ATA
Post-Grant Proceedings With Parallel District Court Litigation (“Guidance”) has
been rescinded, the PTAB continues to give considerable weight to Sofera
stipulations in granting institution. See, e.g., Adobe Inc. v. Jonathan E. Jaffe,
IPR2024-01352, Paper 8 at 12, n. 4 (PTAB March 5, 2025) (recognizing that even
after rescission of the Guidance, a Sofera stipulation “weighs strongly in favor of
not exercising discretion to deny institution”); Samsung Electronics Co. Ltd., v.
Headwater Research LLC, IPR2024-01407, Paper 9 at 8 (PTAB March 20, 2025)
(weighing Factor 4 “strongly against exercising ... discretion to deny institution”
because “[b]ased on Petitioner’s [Sotera] stipulation, ... there would be no overlap
between issues raised in the Petition and in the parallel proceeding”); Deltran USA
LLCv. The NOCO Company, IPR2024-01219, Paper 8 at 17-18 (PTAB March 19,
2025) (weighing Factor 4 “strongly against exercising ... authority to deny
institution” because of petitioner’s Sotera stipulation). Even after withdrawal of the

Guidance, the stipulation in the present matter means that Factor 4 “weighs



IPR2025-00309
Patent No. 11,537,048

strongly in favor of not exercising discretion to deny institution under 35 U.S.C. §
314(a).” Sotera, Paper 12 at 19.

PO also argues that Petitioner is raising references in this Petition in
combination with system art in the district court, leading to overlap between the
Petition and the parallel proceeding. But Lam’s “overlap” analysis is legally
incorrect. Instead, the overlap analysis focuses on whether the Petitioner is
pursuing the same grounds in the district court proceeding. Sand Revolution 11,
LLC v. Continental Intermodal Group, IPR2019-01393, Paper 24 (June 16, 2020)
(““Although the patentability issues presented in the Petition were a subset of the
issues in the district court case, Sand Revolution stipulated that if institution were
granted it would not pursue the same grounds in the district court litigation....
Sand Revolution’s stipulation mitigated the Board’s concerns of duplicative efforts
and potentially conflicting decisions.” (emphasis added)). Here, Petitioner’s
Sotera stipulation prevents any such overlap.

Moreover, PO’s argument that Petitioner is raising references in this Petition
in combination with system art is without any support. Indeed, the primary prior
art references raised in the grounds of the Petition are Dhas and Weidman. See
Pet. at 3 (listing these references as the first named reference for each ground).
Yet, Petitioner’s district court system art combinations do not rely on either of

these primary prior art references. The Sotera stipulation will meaningfully
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prevent Lam from presenting the same grounds and references in the district court,
greatly limiting the overlap between issues raised in the petition and in the parallel
proceeding.

Finally, PO ignores the significant difference in the number of claims
challenged in the Petition as compared to the claims at issue in the district court
litigation. PO is presently asserting claims 1-10 and 14-20 of the 048 Patent in the
district court proceeding—as part of a total of 139 claims across 8 Asserted
Patents. Petitioner has challenged all claims of the 048 Patent in its Petition.
Moreover, PO is required to narrow its Asserted Claims to only 20 total claims
across all patents by June 23, 2025. EX2001 at D.I. 426. And PO will be required
to “further narrow the number of asserted claims . . . prior to trial.” Id. After this
narrowing, it is quite possible that none of the claims of the *048 Patent will be
presented at trial.

Accordingly, Factor 4 weighs strongly against discretionary denial.

B. Factor 1: PO Presents An Incomplete Picture Of The Parallel
Proceedings And The Likelihood Of A Stay

While PO correctly notes that the district court case is not presently stayed
and that the district court has previously denied a motion to stay, the PO fails to
identify key recent facts that demonstrate that a stay may be forthcoming.

First, PO references an inventorship and ownership dispute between Inpria
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and the State University of New York (SUNY) that is ongoing in the Northern
District of New York. This companion litigation, which challenges PO’s
ownership of the 048 Patent, is on a delayed schedule, with no trial date set and
expert discovery not scheduled to close until October 27, 2026—months after the
projected Final Written Decision here. EX1026 at D.I. 134. Following requested
discovery of SUNY in the parallel district court proceeding, SUNY filed a motion
(1) opposing such discovery, and (2) seeking leave to file an Amicus brief
requesting that the district court case be dismissed, transferred, or stayed given
SUNY’s ownership of the Asserted Patents, including the 048 Patent. EX2001 at
D.I1. 426; EX1027; EX1028. SUNY’s Motion for leave to file its Amicus brief has
since been granted. EX2001 at D.I. 508. Following SUNY’s Motion, Petitioner
filed a motion to dismiss or in the alternative, to sever, transfer and stay
proceedings due to the failure of PO to join SUNY, an alleged owner of the
Asserted Patents. EX2001 at D.I. 452. Moreover, the Court further extended
deadlines in the district court case, in part due to ongoing disputes with SUNY
regarding the appropriate scope of discovery—and moved the trial date about four
months to April 20, 2026. See EX2001 at D.I. 508.

Given the ongoing disputes with SUNY—and SUNY’s own request to stay
or transfer the district court case, there is a reasonable likelihood that the district

court litigation will be transferred to the Northern District of New York (on a much
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different schedule) or stayed. Accordingly, Factor 1 is neutral.

C. Factor 2: The Current Trial Date Does Not Weigh In Favor Of
Denial And Is Likely To Be Delayed

PO correctly points out that the parallel district court proceeding is currently
scheduled for trial on April 20, 2026, about four months before the projected date
of the Final Written Decision, should the Petition be instituted. EX2001 at D.I.
508. Even if this trial date were to hold, it does not weigh in favor of discretionary
denial. Protect Animals with Satellites v. OnPoint Systems, IPR2021-01483, Paper
11 (Mar. 4, 2022) (finding “this factor neutral” when a trial date was scheduled
two months prior to the FWD). In fact, the PTAB has found that a trial date that
was five months prior to the proposed FWD “weighs marginally in favor of not
exercising discretion to deny institution” in circumstances where, like here, the
district court has pushed back the trial date such that the scheduled trial date is not
certain. Sand Revolution II, LLC v. Continental Intermodal Group, IPR2019-
01393, Paper 24 at 8-9 (June 16, 2020).

And it is clear that there is a likelihood that the current trial date will be
delayed or stayed. As discussed above in Section A, recent events in the district
court include two separate motions to transfer or stay, as well as ongoing discovery
disputes with SUNY that have recently caused a four-month trial delay. EX2001

at D.I. 508. Moreover, as PO noted, the district court recently held a hearing
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regarding a preliminary injunction motion (a motion that did not involve the *048
Patent). EX2001 at 4/25/2025 Minute Entry. The district court specifically noted
that this preliminary injunction process was an “unexpected entry of a resource-
intensive . . . process at an already-busy point in the current case schedule” that
required an extension to the case schedule. EX2001 at D.I. 443. The ongoing
discovery disputes with SUNY, motions to transfer or stay, and continued
preliminary injunction proceedings are likely to further strain the court’s resources,
such that additional delays to the trial date are likely.

Accordingly, Factor 2 is neutral or weighs marginally against discretionary
denial.

D. Factor 3: There Has Been Limited Investment In The Parallel
Proceeding With Respect To The ’048 Patent

PO’s arguments with respect to Factor 3 discuss the district court’s claim
construction, preliminary injunction briefing, and expert reports. The investment
related to each of these issues in the district court shows that there has been limited
investment in the 048 patent. First, while the parties have briefed claim
construction, including certain terms of the *048 patent, the Court has yet to rule
on any of the claim terms related to the ’048 patent. See EX2001 at D.I. 244 and
245 (providing claim construction opinions with respect to only two terms, neither

of which relate to the ’048 patent). Similarly, while PO has filed a preliminary



IPR2025-00309
Patent No. 11,537,048

injunction and the parties have spent substantial resources in litigating the
preliminary injunction, the *048 patent was not at issue in the preliminary
injunction. EX1029 at 6 (identifying the Asserted Patents as the *505 patent, the
’081 patent, and the *312 patent—not the 048 patent). Finally, while opening
expert reports are currently schedule to be exchanged in August 2025, (1) the
claims are scheduled to be drastically narrowed by June 23, 2025 (EX2001 at D.I.
426), meaning that the Parties are unlikely to have invested in the *048 patent until
the specific claims are identified—which may not include any claims of the *048
patent, and (ii) the expert report deadline was recently postponed by four months,
and given the ongoing disputes with SUNY, motions to transfer or stay, and
continued preliminary injunction proceedings, that date may be further postponed
(see Section C, supra).

Accordingly, Factor 3 is neutral.

E. Factor 6: The Petition is Strong, Favoring Institution

Factor 6 considers other circumstances that impact the Board’s exercise of
discretion, including the merits. The Petition presents a strong case for
unpatentability, demonstrating that the challenged claims are invalid in view of the
cited prior art. The prior art renders the claimed invention invalid, fully describing
all the claim limitations with clear motivations to combine presented. The

Petition’s unpatentability assertions are backed by expert testimony. Thus, Factor
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6 also favors institution.

III. CONCLUSION

The Board should institute review of this Petition. The balance of the Fintiv
factors strongly favors institution, with Factors 4 and 6 weighing heavily in
Petitioner’s favors, and Factors 1-3 either neutral or marginally favoring

institution.

Dated: June 12, 2025 Respectfully Submitted,

/ Dion M. Bregman /
Dion M. Bregman (Reg. No. 45,645)
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CERTIFICATE OF COMPLIANCE

The undersigned certifies that the foregoing PETITIONER’S
RESPONSE TO PATENT OWNER’S DISCRETIONARY DENIAL BRIEF
contains 2,051 words, exclusive of the parts exempted as provided in 37 C.F.R. §

42.24(a), and therefore complies with the type-volume limitations of 37 C.F.R. §

42.24(a).

Dated: June 12, 2025 Respectfully Submitted,

/ Dion M. Bregman /
Dion M. Bregman (Reg. No. 45,645)
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(¢e)(4), it is hereby certified that on June 12,
2025 an electronic copy of this PETITIONER'S RESPONSE TO PATENT
OWNER’S DISCRETIONARY DENIAL BRIEF was served via email on
Patent Owner’s counsel of record in this proceeding:

Naveen Modi (naveenmodi@paulhastings.com)
Eric Dittmann (ericdittmann@paulhastings.com)
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Phillip Citroen (phillipcitroen@paulhastings.com)
Daniel Zeilberger (danielzeilberger(@paulhastings.com)
Michael Wolfe (michaelwolfe@paulhastings.com)
Paul Anderson (paulanderson@paulhastings.com)
Maksim Mints (maksimmints@paulhastings.com)

Dated: June 12, 2025 Respectfully submitted,

/ Dion M. Bregman /
Dion M. Bregman (Reg. No. 45,645)
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