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I. INTRODUCTION AND DISCUSSION OF THE TOTALITY OF
THE CIRCUMSTANCES

Patent Owner has recently stipulated that it will no longer assert any of the
claims challenged in the present IPR in the parallel district court litigation'. Exs.
1058, 1059. In effect, currently there is no parallel proceeding involving the claims
of US 10,425,697 (“the ‘697 patent) challenged by the current petition. Thus,
Fintiv is of little relevance here.

This only serves to underscore the fact that the only forum available to
comprehensively challenge all of the claims raised thus far by Patent Owner in
litigation is the PTAB. Denying review in favor of the parallel district court
proceedings will only serve to leave loose ends unaddressed, that could ultimately
form the basis of additional future disputes. The exercise of discretionary denial
would facilitate piecemeal litigation and future disputes, and would be both unfair
and 1nefficient. See Tesla Inc. v. Intellectual Ventures II LLC, IPR2025-00217,
Paper 10, at 2—-3 (Director June 13, 2025) (denying request for discretionary denial
at least in part based on the finding that the PTAB was to most appropriate forum

to address the scope of the invalidity issues presented).

! SportsCastr Inc. v. Sportradar Group AG, No. 2:23—cv—04771-JRG
(E.D.Tex.) (“the district court litigation™).
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Patent Owner does not address this issue its request for discretionary denial.
To the contrary, Patent Owner incorrectly alleges that “this Petition asks the Board
to decide the validity of the same ‘697 patent claims that are already set to be
adjudicated in parallel district court litigations . . .” Patent Owner’s Discretionary
Denial Brief, Paper 10, p. 1 (emphasis added). Patent Owner made this assertion
in its brief filed May 19, 2025, more than a month after stipulating on April 11,
2025 that it would only pursue claims 19-20 of the ‘697 patent in district court
litigation. Exs. 1058, 1059.

Likewise, General Plastic is not on point with the facts presented here.
Savant Technologies LLC d/b/a GE Lighting et al. v. Feit Electric Co. Inc.,
IPR2025-00260, Paper 16 (Director June 12, 2025) (finding discretionary denial
not warranted by General Plastic under similar facts).

Patent Owner filed its original complaint in the district court litigation on
October 5, 2023, and coordinated Petitioner’s acceptance of service of the
complaint on December 14, 2023. Ex. 1014. Patent Owner then served its
infringement contentions on January 18, 2024, alleging infringement of claims 1—
9, 19-25 and 27-30 of the ‘697 patent. Ex. 1060, p. 3.

The above-noted claims of the ‘697 patent have been challenged in earlier

IPR petitions filed by codefendant Genius Sports Ltd. Trial has been instituted in
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these cases. Petitioner has filed “copycats” of those original petitions along with
motions for joinder.

Long after serving its infringement contentions, Patent Owner sought leave
from the district court to amend those contentions, seeking to add //7 new claims
to the case. Ex. 1061. Petitioner opposed the Motion. Ex. 1062, pp. 10-13.
Ultimately the district court permitted the amendment of Patent Owner’s
infringement contentions, including the assertion of claims 10-18, in an order
dated September 30, 2024. Ex. 1048.

Patent Owner then served its amended contentions on Petitioner on
September 30, 2024. Ex. 10632. Petitioner then prepared and filed the current
challenge’, a little over two months later. Petitioner has done nothing more than
pursue a filing strategy that addresses all of the claims eventually asserted by Patent

Owner in the district court litigation in the most efficient manner possible.

2 The copy of the amended contentions attached to the service email of

September 30, 2024 was also attached as an exhibit to the sealed version of
Patent Owner’s redacted motion (Ex. 1061), and bears the label “Filed Under

Seal.” Thus, a copy of the served contentions has not been provided.

3 Petitioner filed the current Petition along with a counterpart petition on the

same day challenging the later-asserted claims — IPR2025-00313 and IPR2025—
00314 (“Petitioner’s Original Petitions”).
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This background is believed helpful in understanding that both the number
of challenges lodged against the ‘697 patent, as well as the timing of those
challenges, are the direct result of Patent Owner’s own litigious conduct.

The following is a summary of the petitions filed challenging the ‘697

patent.
“The Genius IPRs” | “Petitioner’s “Petitioner’s
Copycat Petitions” | Original
Petitions”

Petitioner | Genius Sports Ltd. Sportradar Group Sportradar Group

IPR Nos. IPR2024-01308 IPR2025-00265 IPR2025-00313
IPR2024-01309 IPR2025-00266 IPR2025-00314

Claims (‘1308): 1-9 (°265): 1-9 (‘313): (1), 10-18

Challenged | (‘1309): 19-25,27— | (‘266): 19-25, 27— | (‘314): (23, 24), 26
30 30

Filing Date | August 22, 2024 December 11, 2024 | December 14, 2024

The Genius IPRs were filed by different party, and directed to different
claims. Given that there is no alleged “special relationship” between the petitioner
in the Genius IPRs and the current Petitioner, these petitions do not support

discretionary denial under a General Plastic analysis.
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Furthermore, Petitioner’s Original Petitions and Petitioner’s Copycat
Petitions were filed contemporaneously®. The Petitioner’s Copycat Petitions were
filed for purposes of joinder with the Genius IPRs, while the contemporaneously
filed Petitioner’s Original Petitions were filed to challenge the later-asserted claims
that were not originally challenged. Thus, Petitioner’s Original Petitions directed
to the ‘697 patent are not follow-on petitions of the type addressed by General
Plastic. With the exception of claim 1, which was included in the asserted grounds
of the current Petition in order to reach the claims at issue (claims 10—18), there is
no overlap with either the instituted Genius IPRs or the Petitioner’s Copycat
Petitions. Clearly, no attempt has been made to “roadmap” based on the contents
of Patent Owner Preliminary Responses or institution decisions in either the Genius
IPRs or Petitioner’s Copycat Petitions.

Additionally, although Patent Owner has recently stipulated that it will not
pursue the currently challenged claims in the district court litigation, this has been
done arguably without prejudice. It is feasible that Patent Owner could attempt to
assert these claims and future proceedings. Given that the statutory deadline for

filing an IPR directed to the ‘697 patent has expired, Petitioner will not be able to

4 Petitioner's Copycat Petitions were filed on December 11, 2024, and the

current petition was filed on December 14, 2024.
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access inter partes review of this patent in the future. Thus, under the
circumstances the exercise of discretionary denial would potentially encourage or
enable patent owners to assert a patent in litigation to trigger the statutory bar, then
once litigation has commenced, withdraw at least some of the claims, and try to
reassert them in the future, after expiration of the statutory bar. The exercise of
discretionary denial so as to enable such gamesmanship is believed contrary to the
spirit and intent of the AIA.

Given the above, principles of efficiency and fairness dictate that institution
of trial should be granted.

II.  FINTIV DOES NOT WARRANT DISCRETIONARY DENIAL

Fintiv seeks to address questions around efficiency — will the PTAB be
duplicating efforts already undertaken in the district court? This concern is not
implicated by the current petition because the Patent Owner has stipulated that it
will not pursue any of the claims challenged in current petition in the district
court. Exs. 1058, 1059. Namely, the current petition challenges claims 10-18° of
the 697 patent. However, Patent Owner has stipulated that it will only pursue
claims 19-20 of the ‘697 patent in the district court litigation. /d. Furthermore,

Petitioner has offered a Sotera stipulation. Although the Director’s June 2022

Along with claim 1, from which claims 10—-18 depend.
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Guidance Memorandum was recently rescinded, the Petitioner’s Sotera stipulation
referenced above nonetheless resolve the Fintiv analysis strongly against
discretionary denial. Guidance Memorandum dated March 24, 2025 from Chief
Administrative Patent Judge Boalick, at p. 2-3 (““a timely-filed Sotera stipulation.
.. 1s highly relevant”). Ex. 1064. Thus, instituting inter partes review based on the
current petition does not represent a duplication of effort relative to the district
court proceedings.

Consideration of the individual Fintiv factors themselves do not lead to a
different conclusion.

A.  Fintiv Factor 1: whether the court granted a stay or evidence
exists that one may be granted if a proceeding is instituted

As acknowledged by Patent Owner, “[t]o date, no stay in the district court
has been granted or requested.” Patent Owner’s Discretionary Denial Brief at 4.
Thus, how the district court could choose to treat such a request should not be
inferred. Google LLC et al. v. Mullen Industries LLC, IPR2025-00019, Paper 14
at 10 (P.T.A.B. May 12, 2025) (“Given that [Judge Gilstrap] denied Samsung’s
motion to stay ‘WITHOUT PREJUDICE .. .’, we decline to speculate whether the
District Court will grant a stay™).

Patent Owner argues for discretionary denial asserting that “the district court
does not have a track record of granting stays prior to institution.” Patent Owner’s

Discretionary Denial Brief, Paper 10 at 4 (emphasis added). As noted above, this
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argument should be rejected because it is speculative. This argument is also
circular — Patent Owner argues on the one hand that the Director should not
institute because a stay has not yet been granted, and on the other, that the district
court will not grant a stay without institution.

Finally, this factor is clearly not dispositive, especially in situations such as
this one, where a number of other factors clearly favor institution. 7Tesla, IPR2025—
00217, Paper 10 at 2 (refusing to exercise discretionary denial despite finding
insufficient evidence that the district court is likely to grant a stay even if the Board
were to institute trial).

Fintiv factor 1 does not favor discretionary denial.

B.  Fintiv Factor 2: proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written decision

As noted above, Patent Owner has stipulated that it will no longer assert
any of the challenged claims in the district court litigation. Exs. 1058, 1059
(confirming that only claims 19-20 of the ‘697 patent will be pursued). This,
coupled with the petitioner’s Sotera stipulation eliminate or at least strongly
mitigate concerns related to overlap in the trial schedule and the risk of conflicting
decisions between the related litigation and the current requested IPR proceedings.
Thus, even if trial concludes first, the institution of the current petition will not

result in duplication of efforts by the PTAB relative to the district court.
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Patent Owner cites median time-to-trial trial statistics in the Eastern District
of Texas of “721days.” However, such median statistics are not reliable indicators
in the present case, due in no small part to the Patent Owner’s own litigation
conduct, as outline above. Most recently, on the last possible day to amend its
complaint (February 14, 2025), added new antitrust allegations:

Plaintift filed its initial Complaint in October 2023
asserting only patent claims. ECF 1. Plaintiff filed an Amended
Complaint in March 2024, adding a fourth asserted patent. ECF
17. The parties engaged in dispositive motion practice (e.g.,
ECF 40, 57), began discovery (ECF 43, 45, 94, 103), twice
sought and obtained leave to amend the Docket Control Order
(ECF 70, 93), and supplemented the protective order (ECF 99).
On August 8, 2024, Plaintiff sought leave to amend its
infringement contentions to add 117 new claims and numerous
additional accused products (ECF 42), which the Court granted
on September 30, 2024 (ECF 61). As a result, the DCO was
amended to provide additional time necessitated by plaintiff’s
addition of new claims and accused products. (ECF 61, 70;
see also ECF 93.)

Then, on February 14, 2025—the last day to amend
under the DCO—Plaintiff filed a Second Amended Complaint
(‘SAC’) adding extensive new antitrust allegations . . .

Ex. 2039, p. 3 (emphasis added).
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As noted above, this has necessitated multiple changes in the schedule,
including the most recent 10 week delay in the trial date. Ex. 2038, p. 1. Whether
Patent Owner is finished with its attempts to pile-on in the district court litigation
remains to be seen.

Moreover, the Board has found on several occasions that this factor is not
outcome determinative. The Board has reached similar conclusions, even under
the holistic approach adopted after rescission of the Director’s June 2022 Fintiv
Guidance Memorandum. Tesla, IPR2025-00217, Paper 10 at 2 (refusing to
exercise discretionary denial despite scheduled trial date preceding the final written
decision due date); Samsung Display Co., Ltd., v. Pictiva Displays Int’l Ltd.,
IPR2024-01222, Paper 12 at 9 (P.T.A.B. Mar. 6, 2025) (“[o]n balance, after
weighing the Fintiv factors, we decline to exercise our discretion to deny
institution,” even when the expected trial date was seven months before the final
written decision deadline); Posco Co., Ltd., v. Arcelormittal, IPR2024—01376,
Paper 11 at 13-14, 17 (P.T.A.B. Mar. 18, 2025) (declining to exercise discretionary
denial despite a trial date five months earlier than the expected final written
decision in light of other factors); Palo Alto Networks, Inc. v. Croga Innovations
Ltd., IPR2024-01421, Paper 8 at 11, 13—14 (P.T.A.B. Mar. 14, 2025) (instituting

trial despite an expected litigation trial date approximately five months prior to the

10
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deadline for issuing a final written decision citing, inter alia, the petitioner’s
proftered Sotera stipulation).

Furthermore, the currently scheduled trial date in the related litigation is far
from certain. Judge Gilstrap’s trial schedule is chronically overbooked. Apparently
Judge Gilstrap currently has fourteen trials scheduled during the same time as the
trial in the related litigation. Ex. 1065. It is of course impossible for Judge Gilstrap
to preside over fourteen trials at the same time. Therefore, unless a/l of these
matters settle, something has to give, and trials will need to be rescheduled.

Finally, as previously noted, whenever trial does occur, it will not have the
same scope as that of the Genius IPR for the current petition. Namely, the current
petition challenges claims 10-18 of the ‘697 patent. However, the court has
ordered that the Patent Owner shall assert “no more than five asserted claims per
patent.” Ex. 1066, p.2. In fact, Patent Owner has already stipulated that it will no
longer assert any of the claims challenged in the present IPR. Exs. 1058, 1059.
This fact also weighs against exercising discretionary denial according to Fintiv
factor 2. Samsung Bioepis Co. v. Regeneron Pharm., Inc., IPR2023-00739, Paper
9at58 (P.T.A.B. Oct. 20, 2023) (“Because the district court action does not include
all of the challenged claims within the scope of the litigation, we find that Fintiv
factors 2 and 3 favors institution.”).

Fintiv factor 2 does not favor discretionary denial.

11
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C. Fintiv Factor 3: investment in the parallel proceeding by the
court and the parties

Again, this factor is irrelevant, or at least mitigated — given the Patent
Owner’s stipulation that it will not pursue any of the challenged claims in district
court, coupled with Petitioner’s Sofera stipulation, the investment in those
proceedings will not overlap with the requested IPR trial. Furthermore, this factor
is not dispositive where numerous other factors weigh in favor of instituting trial,
as is the case here. Tesla, IPR2025-00217, Paper 10 at 2 (refusing to exercise
discretionary denial despite finding meaningful investment in the parallel
proceedings by the parties).

The Board’s expected institution decision is prior to any expected
substantive orders being issued by the district court related to validity, with the
possible exception of a claim construction ruling. Apple Inc. v. Fintiv
Inc.,IPR2020-00019, Paper 11 at 10 (P.T.A.B. March 20, 2020) (precedential) (“If,
at the time of the institution decision, the district court has not issued orders related
to the patent at issue in the petition, this fact weighs against exercising discretion
to deny institution . . . .”). Although a Markman hearing was held on May 9, 2025,
to date no claim construction ruling has been issued by the court. It is unclear
whether any such ruling will be issued prior to the institution deadline.

As acknowledged by Patent Owner, much remains to be done in the related

litigation, including completion of fact and expert discovery. Patent Owner’s

12
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Discretionary Denial Brief, Paper 10 at 6. Specifically, the deadline to complete
expert witness discovery is October 10, 2025, and deadline to complete fact
discovery of August 22, 2025. Ex. 2038, pp. 4-5. Thus, the court and parties have
not yet invested sufficient time in the parallel proceeding. See Samsung, IPR2024—
01222, Paper 12 at 7 (finding this factor weighs against exercise of discretionary
denial, despite the fact that a Markman hearing had already been conducted, citing
“much remains to be done, including expert discovery”); Hulu, LLC v. SITO
Mobile R&D IP, LLC, TPR2021-00298, Paper 11 at 12-13 (P.T.A.B. May 19,
2021) (finding factor 3 favors institution of trial even after issuance of a Markman
ruling citing, inter alia, incomplete fact and expert discovery, as well as future
dispositive and Daubert motion deadlines).

Petitioner’s proffered Sotera stipulation also mitigates if not eliminates
redundancy of efforts undertaken by the district court. Patent Owner argues that
“while Petitioner proffers a Sotera stipulation, by the time of the Board’s institution
decision, the parties will have already expended resources to litigate validity of the
challenged patent through opening expert reports.” Patent Owner’s Discretionary
Denial Brief at 7. This is inaccurate. According to the court’s current docket control
order, expert reports are not due until August 29, 2025. Ex. 2038, p.5.

Finally, as noted above in the discussion of Fintiv factor 2, whatever trial is

undertaken by the district court will not be of the same scope as that of the Genius
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IPR or the current petition. Namely, the current petition challenges claims 10-18
of the ‘697 patent. However, the court has ordered that the Patent Owner shall
assert “no more than five asserted claims per patent.” Ex. 1066, p.2. Patent Owner
has already stipulated that it will only pursue claims 19-20 in the district court
litigation. In other words, Patent Owner stipulates that it will not pursue any of the
claims challenged in the current petition in the district court litigation. Exs. 1058,
1059. This fact also weighs against exercising discretionary denial according to
Fintiv factor 3. Samsung, 1IPR2023-00739, Paper 9 at 58 (“Because the district
court action does not include all of the challenged claims within the scope of the
litigation, we find that Fintiv factors 2 and 3 favors institution.”).
Fintiv factor 3 does not favor discretionary denial.

D.  Fintiv Factor 4: overlap between issues raised in the petition and
in the parallel proceeding

As previously noted, there is virtually no overlap between the district court
and the present IPR petition. Granting the current IPR petition will not result in a
duplication of effort.

Further, given the Petitioner’s Sotera stipulation, concerns related to overlap
with the related litigation are mitigated if not rendered irrelevant. Recent panels
have found that a stipulation commensurate with the stipulation Petitioner has
proffered in this case strongly favors institution under the holistic approach taken

after rescission of the Director’s June 2022 Fintiv Guidance Memorandum. Palo

14



Petitioner’s Opposition to Request for Discretionary Denial
[PR2025-00313

Alto Networks, IPR2024-01421, Paper 8 at 12 (““A broad stipulation by a petitioner
to not pursue in a parallel district court proceeding any ground raised or that could
have been reasonably raised in its inter partes review petition mitigates any
concerns of duplicative efforts between the district court and the Board, as well as
concerns of potentially conflicting decisions.”); Samsung Elecs. Co. v. Headwater
Rsch. LLC, IPR2024-01407, Paper 9 at 8 (P.T.A.B. Mar. 20, 2025) (“Based on
Petitioner’s stipulation, we determine there would be no overlap between issues
raised in the Petition and in the parallel proceeding, thereby saving the resources
of the district court. Fintiv factor 4, therefore, weighs strongly against exercising
our discretion to deny institution™); SAP Am., Inc. v. Cyandia, Inc., IPR2024—
01433, Paper 13 at 12 (P.T.A.B. Apr. 7, 2025) (“In light of the stipulation and
nature of the asserted ground...this [factor] strongly favors institution.”); Google,
IPR2025-00019, Paper 14 at 12 (“We find that Petitioner’s stipulation mitigates
some, but not all of the concerns of overlap, and weighs against exercising
discretionary denial.”).

Therefore, the claims at issue in this proceeding will not be coextensive with
those challenged in district court. See Hanwha Sols. Corp. v. Maxeon Solar PTE.
LTD., IPR2024-01203, Paper 17 at 19 (P.T.A.B. Feb. 26, 2025) (weighing factor
4 against denial where Petitioner challenged more claims in the IPR than in district

court and noting that “some overlap of issues may exist” but “complete overlap
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does not exist” and that resolving the district court case will not address all
challenged claims).
Fintiv factor 4 weighs strongly in favor of institution.

E.  Fintiv Factor 5: whether the petitioner and the defendant in the
parallel proceeding are the same party

Fintiv did not suggest Factor 5 favors denial when the petitioner and the
defendant in the parallel proceeding are the same. Fintiv, IPR2020-00019, Paper
11 at 13—-14 (“If a petitioner is unrelated to a defendant in an earlier court
proceeding, the Board has weighed this fact against exercising discretion to deny
institution under NHK”’) (emphasis added). Petitioner is also a defendant in the
related litigation, as is true of most petitioners in IPR proceedings.

Fintiv factor 5 does not favor discretionary denial.

F.  Fintiv Factor 6: other circumstances that impact the Board’s
exercise of discretion, including the merits

This factor weighs heavily in favor of institution. The current Petition
challenges claims 10—-18 of the ‘697 patent. These claims all depend directly or
indirectly from claim 1. The Board has previously found that the teachings of Ellis
and Spivey suffice to establish the obviousness of all features recited in claim 1.
Thus, an adequate basis exists to institute trial for this reason alone. Genius,
[PR2024-01308, Paper 9 at 18-26. See also Google, IPR2025-00019, Paper 14 at

12—-13 (“The issues raised by Petitioner are similar, if not identical, to those raised
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in [PR2023-00091, which we instituted . . . we find that the merits are strong . . .
[t]his factor weighs against exercising discretionary denial.”); SAS Institute Inc. v.
lancu, 584 U.S. 357 (2018).

Similarly, claim 10, which depends from claim 1, simply further specifies
that the media sources recited in claim 1 constitutes at least one of a well-known
RTMP or WebRTC type media server coupled with an equally well-known HLS
caching server architecture. As explained in the Petition, the Kellicker reference

discloses an arrangement as illustrated below. Petition, Paper 3 at 33-34.
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The computing device 1250 of Kellicker is a server that receives incoming
live media stream 1220 from a capture source (e.g., broadcasting client) 1202,

processes the incoming media, and serves it to playback devices 1270 either
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directly, or through other servers 1260, 1280. /Id. at 34 (citations omitted).
Kellicker teaches that server 1250 supports a number of real-time data
communication protocols, including HLS, RTMP and/or WebRTC. Id., p. 35.

Kellicker specifically teaches providing the real-time streaming server(s)
with the HLS streaming protocol ability. /d. It would have been obvious to a POSA
to implement this capability in the content source(s) of Ellis in the form of the one
or more other servers 1280, such as media/stream relay server 1281, for Ellis’
content source(s). A POSA would have been motivated to provide HTTP live
streaming (HLS) media streams because HLS provided a reliable, cost—effective
means of delivering continuous and long—form video over the Internet. Id.at 38.

Furthermore, as explained in Kellicker “the other servers 1280 include a
media server/stream relay server 1281 and a server of a content distribution
network (CDN) 1282.” Id. A “CDN” is a well-known form of caching architecture.
Id. (citing Ex. 1001, 9203).

Thus, the combination of Ellis, Spivey and Kellicker clearly disclose each
and every aspect of the well-known arrangement of claim 10, with ample
motivation provided to one of ordinary skill in the art to arrive at the claimed
combination of well-known components.

Fintiv factor 6 weighs strongly in favor of institution.
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III. GENERAL PLASTIC DOES NOT WARRANT DISCRETIONARY
DENIAL

A. General Plastic is of Minimal Relevance Under the Facts of this
Case

Patent Owner improperly conflates petitions filed by different parties in its
General Plastic arguments in a manner that is contrary to the General Plastic case
itself, and the precedent of this Board. The present petition is the first original
petition filed by the current Petitioner directed to claims of the ‘697 patent® that
have not been previously challenged.

As previously explained, the petitions challenging the ‘697 patent are as

follows.
The Genius IPRs Petitioner’s Petitioner’s
Copycat Petitions | Original Petitions
Petitioner | Genius Sports Ltd. Sportradar Group Sportradar Group
IPR Nos. | IPR2024-01308 IPR2025-00265 [PR2025-00313
I[PR2024-01309 [PR2025-00266 [PR2025-00314
Claims (‘1308): 1-9 (°265): 1-9 (‘313): (1) 10-18
Challenged | (‘1309): 19-25, 27— | (‘266): 19-25, 27— | (‘314): (23, 24) 26
30 30
Filing Date | August 22, 2024 December 11, 2024 | December 14, 2024

6 A companion petition was filed on the same day as the current petition,

directed to other claims of the ‘697 patent. IPR2025-00314, Paper 3. See also,

Petitioner’s Showing of Cause for Parallel Petitions. /d., Paper 1.
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General Plastic involved a situation where the same petitioner filed
subsequent petitions directed to all of the same claims of the challenged patent,
after their previously filed petitions were denied on the merits. This is clearly not
the situation here — the current Petitioner has simply filed copycat petitions with
motions for joinder as authorized by statute, and parallel original petitions directed
to different claims that were asserted later in litigation by the Patent Owner.

The facts in the current case are similar to those in the recently issued Savant
decision, where the Director found:

Although . . . the scope of the challenges, particularly as to
independent claim 1, are substantially the same as in [the
previous challenge], Petitioners persuasively explain that Patent
Owner's subsequent assertion of [previously unchallenged
claims] of the '678 patent—in district court after Savant and
LEDVANCE challenged a different set of claims of the '678
patent—necessitated the filing of this Petition. Petitioners acted
diligently in filing this Petition less than three months after Patent
Owner asserted claims 11 and 12 in district court.
Savant, IPR2025-00260, Paper 16 at 3.

1. The Genius IPRs are not Relevant to Petitioner’s Original
Petitions Under General Plastic

Petitioner acknowledges that, in limited circumstances, the Board has
applied General Plastic in situations involving successive petitions filed by

different petitioners. Valve Corp. v. Elec. Scripting Prods., Inc., IPR2019-00062,
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Paper 11 at 2, 9-10 (P.T.A.B. Apr. 2, 2019) (precedential). However, Valve
explains that application of General Plastic in such situations is appropriate if the
two petitioners have a “significant relationship” with each other. /d. at 9-10. The
current Petitioner in Petitioner’s Original Petitions, and the petitioner in the Genius
IPRs, are not real parties-in-interest or privies, and have not been shown as having
a “significant relationship.” Patent Owner fails to even allege otherwise. Videndum
Production Solutions, Inc., v. Rotolight Ltd., IPR2023-01218, Paper No. 12 at 6
(P.T.A.B. Apr. 19, 2024) (“I determine that where, as here, the first and second
petitioners are neither the same party, nor possess a significant relationship
under Valve, General Plastic factor one necessarily outweighs the other General
Plastic factors.”) (emphasis added).

Therefore, General Plastic does not support the exercise of discretionary
denial of Petitioner’s Original Petitions based on the previously filed Genius IPRs.

2. General Plastic Does Not Support Discretionary Denial of

Petitioner’s Original Petitions Based on the
Contemporaneously-Filed Petitioner’s Copycat Petitions

General Plastic addresses the situation where the same petitioner files
“follow-on petitions” against the same patent, after a failed first attempt to
challenge that patent. General Plastic Industrial Co. Ltd. v. Canon Kabushiki

Kaisha, TPR2016-01357, Paper 19 at 2-3 (P.T.A.B. September 6, 2017)

(precedential as to Section II1.B.4.1.). That is clearly not the case here.
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Petitioner filed its Original Petitions three days after filing its Copycat
Petitions. Clearly, there was no attempts to “roadmap” the contents of the Original
Petitions based upon any filings by Patent Owner or decisions by the Board in
Petitioner’s Copycat Petitions. The same is true for the Genius IPRs.

The only overlap in subject matter between Petitioner’s Copycat Petitions
and Petitioner’s Original Petitions is with respect to claim 1. However, claims 10—
18 depend from claim 1. Thus, the challenge to claim 1 in Petitioner’s Original
Petitions is a prerequisite to challenge claims 10—18. However, Petitioner is clearly
not attempting to get a “second bite at the apple” with respect to the patentability
of claim 1 — the same prior art relied upon in both the Genius IPRs, and Petitioner's
Copycat Petitions is cited with respect to the grounds directed to claim 1 in the
Original Petitions.

Again, the challenge of claims 10-18 is the direct result of Patent Owner's
assertion of these claims later in the district court litigation. The filing of separate
petitions to challenge only the previously unasserted and unchallenged claims of
the ‘697 patent, coupled with copycat petitions and motions for joinder with the
previously challenged claims in existing proceedings as an understudy, is the most
efficient and practical manner to reach all of the claims asserted by Patent Owner

in the district court litigation.
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Patent Owner cites a number of Board decisions in support of its arguments
that Petitioner’s Original Petitions should be discretionary denied. Patent Owner’s
Discretionary Denial Brief, at 16—17 (citing Bytedance LTD. et al. v. Triller, Inc.,
IPR2021-00774, Paper 6 (P.T.A.B. Oct. 12, 2021); Masimo Corp. v. Apple Inc.,
IPR2024-00071, Paper 7 (P.T.A.B. Apr. 25, 2024); Fujifilm Corp. v. Sony Corp.,
IPR2018-00060, Paper 8 (P.T.A.B. Apr. 19, 2018); Club Champion LLC v. True
Spec Golf LLC, IPR2019-01569, Paper 9 (P.T.A.B. Mar. 17, 2020); and Metall
Zug Ag et al. v. Carl Zeiss Meditec AG, IPR2020-01074, Paper 8 (P.T.A.B. Jan. 5,
2021). However, these decisions are unavailing.

Under the facts of Byftedance, petitioner’s second challenge was filed five
months after the first challenge, and over seven weeks after the patent owner filed
its preliminary response in the first challenge, with no explanation for the delay.
Bytedance, IPR2021-00774, Paper 6 at 5, 9—10. Furthermore, petitioner’s first
challenge was not a copycat petition seeking joinder with an existing proceeding
filed by another petitioner.

Masimo involved a situation wherein the petitioner’s second challenge was
filed nearly 8 months after the filing of the first challenge directed to the same
patent, and after both the filing of the patent owner’s preliminary response and
decision on institution of the first—filed challenge. The Board expressed significant

“road mapping concerns,” and found that petitioner had modified its prior positions
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to account for both arguments made in the preliminary responses as well as the
decision on institution. Masimo, IPR2024—00071, Paper 7 at 13, 19, 26. Also,
petitioner’s first challenge was not a copycat petition seeking joinder with an
existing proceeding filed by another petitioner.

In Fujifilm, the cited decision deals mainly with a time-bar issue under
section 315(b). Nevertheless, the patent at issue was the subject of a previous
PTAB trial brought by the same petitioner which had already concluded with a
final written decision by the time the institution decision was rendered in the
subsequent challenge. Fujifilm, IPR2018-00060, Paper 8 at 89 (“Because the
entire trial has concluded in the 1183 proceeding, the third General Plastic factor
weighs especially strongly against institution . . .”). Petitioner’s first challenge was
not a copycat petition seeking joinder with an existing proceeding filed by another
petitioner, as is the case here.

The circumstances at issue in Club Champion are also considerably
different. There, petitioner filed a subsequent challenge three months after a
previous challenge. Club Champion, IPR2019-01569, Paper 9 at 6. The
subsequent challenge relied on the exact same references, and no others, as the first
challenge. Id. Further, all of the claims asserted in the related litigation were
challenged in the initial inter partes review, and not precipitated by a later assertion

of previously unchallenged claims. /d. Finally, the petitioner’s first challenge was
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not a copycat petition seeking joinder with an existing proceeding filed by another
petitioner, as is the case here.

In Metall Zug, the petitioner filed an initial petition, then after an unjustified
six month delay, filed follow-on petitions. The Board had instituted review on the
first filed petition more than six months before the institution decision was
rendered with respect to the follow-on petition at issue. Metall Zug, 1IPR2020-
01074, Paper 8 at 2, 9. The follow-on petition cited the same references relied upon
in the previous challenge. /d. at 3. The follow-on petition was also filed after the
filing of a preliminary response in the previous petition, and the Board found that
the petitioner tailored its follow-on challenge based on information gleaned from
the preliminary response. /d. at 8. Furthermore, petitioner’s first challenge was not
a copycat petition seeking joinder with an existing proceeding filed by another
petitioner.

As evident from the above, none of the decisions cited by Patent Owner are
on point with the facts at issue here. The situation presented here is more closely
aligned with that of the recent Savant decision:

[ T]he facts in this proceeding do not demonstrate that the Petition
raises concerns of the ‘potential for abuse of the review process
by repeated attacks on patents’ under Gen. Plastic Indus. Co. v.
Cannon Kabushiki Kaisha, 1IPR2016-01357, Paper 19 at 17
(PTAB Sept. 6, 2017) (precedential as to § 11.B.4.1). . . Savant
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and LEDVANCE filed a petition in IPR2024-01357 challenging
claims 1-3, 6, 7, 9, 10, 16-21, 25, 26, and 29 of the '678 patent
on August 26, 2024. . . Subsequently, on September 20, 2024,
Patent Owner additionally asserted claims 11 and 12 of the '678
patent against Savant. DD Opp. 4. In response, on December 9,
2024, Savant, Elong, and Xiamen filed this Petition challenging
claims 11-14 of the '678 patent. /d.
Savant, IPR2025-00260, Paper 16 at 3.

Another more closely aligned case is Mercedes-Benz USA, LLC v. Carucel
Investments, L.P., IPR2019-01644, Paper 9 (P.T.A.B. March 26, 2019).

In Mercedes-Benz, the patent at issue had been previously challenged by a
different petitioner (Volkswagen Group). Mercedes then filed a first challenge,
followed less than fwo months later by a second challenge. Mercedes argued that
its second challenge was precipitated by the later assertion of previously
unchallenged claims by the Patent Owner in the corresponding district court
litigation. /d. at 3, 10.

When considering both the first and subsequent petitions, both filed by
Mercedes, the Board observed that neither the patent owner nor the Board had
addressed Mercedes’ first petition at the time it filed its subsequent petition, that
need for the subsequent challenge, and the delay between the first petition and
second petition was justified. Mercedes-Benz, L.P., IPR2019-01644, Paper 9 at

14— 15.
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The same reasoning applies to the facts presented here. Furthermore, in this
case the Petitioner’s first challenge was a copycat petition with a motion to join an
existing proceeding as an understudy, and Petitioner’s Original Petitions were filed
three days after Petitioner’s Copycat Petitions. Thus, the facts presented here are
even /ess amenable to the exercise of discretionary denial under General Plastic
compared with the facts in Savant or Mercedes-Benz.

With respect to the number parallel petitions, the Genius [PRs included
(two) parallel petitions challenging the originally asserted claims of the ‘697
patent. Genius filed, as a separate paper, an explanation justifying the need for
multiple petitions. Genius, IPR2024-01308, Paper 3 at 1-2; Genius, [IPR2024—
01309, Paper 3 at 1-2.

Patent Owner never challenged the need for multiple petitions, and trial
was instituted on both petitions. /d., Paper 9.

By necessity, Petitioner’s Copycat Petitions were likewise split into two
separate challenges. Sportradar AG v. SportsCastr Inc, d/b/a PANDA, IPR2025—
00265, Paper 3; Sportradar AG v. SportsCastr Inc, d/b/a PANDA, 1PR2025—
00266, Paper 3. Petitioner also filed, as a separate paper, an explanation justifying
the need for multiple petitions for essentially the same reasons relied upon in the
Genius IPRs. /d., Paper 2. While Patent Owner has argued that Petitioner’s

Copycat Petitions should be discretionary denied under Fintiv and General Plastic
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due to parallel district court proceedings and the previous challenges filed by
Genius, it does not challenge the necessity of the filing multiple copycat petitions
by Petitioner.

For essentially the same reasons tracing back to the original Genius IPRs,
Petitioner’s Original Petitions have also been split into two separate challenges.
Sportradar AG v. SportsCastr Inc, d/b/a PANDA, 1PR2025-00313, Paper 3;
Sportradar AG v. SportsCastr Inc, d/b/a PANDA, 1PR2025-00314, Paper 3.
Petitioner again filed a showing of cause for parallel petitions, arguing:

First, the claims cannot be addressed in one petition
because of length of the claims and because of the additive nature
of the claim dependencies. Claims 10—-18 depend either directly
or indirectly in claim 1. Claim 1 itself is a rather lengthy claim
with several recited elements . Claim 11 depends from claim 10,
claim 12 from claim 11, claim 13 from claim 12, claim 14 from
claim 13, and so on. Claim 17 alone occupies at least a column
and a half of the ‘697 patent, and claim 18 depends from claim
17. This of course necessitates a longer discussion to address all
of the challenged elements of these newly asserted claims.

Second, each petition challenges different claims. The first
Petition challenges claims 1 and 10 through 18. The second
Petition challenges claims 23, 24 and 26. Thus, the Petitions are
not duplicative and address as efficiently as possible the

patentability of the newly asserted ‘697 claims.
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Third, the two Petitions cite essentially the same art
against all claims, and rely on essentially the same rationale, thus
minimizing the burden on the Board from instituting both
petitions.

Id., Paper 2, Paper 1, at p. 2.

Once again, Patent Owner failed to challenge the necessity of the filing of
two Original Petitions.

The need for separate parallel challenges in the form of Petitioner’s Copycat
Petitions and Petitioner’s Original Petitions is also justified for at least the same
reasons noted above. Namely, given the number of claims at issue between the
claims challenged and both the Copycat Petitions and Original Petitions, the
lengthy nature of the challenged claims, and the nested dependency structure
thereof, the filing of multiple challenges is justified. AliveCor, Inc. v. Apple Inc.,
IPR2023-00949, Paper 8 at 25-30 (P.T.A.B. January 9, 2024). Furthermore, given
that a number of the claims asserted against Petitioner in the district court litigation
had already been challenged by Genius, the most efficient manner to reach these
claims is by filing a copycat petition limiting the grounds to those already under
consideration in an existing proceeding, coupled with a motion to join these
proceedings as an understudy. The alternative — trying to present a single challenge

including multiple claims already at issue in existing proceedings, combined with
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additional previously unchallenged claims, is clearly less efficient and much more
vulnerable to discretionary denial under General Plastic.

Thus, for at least the reasons explained above, the discretionary denial of
Petitioner’s Original Petitions based on the contemporaneously filed Petitioner’s
Copycat Petitions is contrary to the principles of General Plastic, as well as the
principles of efficiency and fairness in the administration of these proceedings.

B.  Application of the General Plastic Factors Make Clear that the
Exercise of Discretionary Denial is Unsupported

As noted above, with respect to the Genius [PRs, the Director’s holding in
Videndum dictates that under the facts of the present case General Plastic factor 1
is resolved in the favor of Petitioner, and that this necessarily outweighs the other
General Plastic factors.

For at least the reasons explained above, the exercise of discretionary denial
of Petitioner’s Original Petitions based upon the contemporaneously filed
Petitioner’s Copycat Petitions is likewise contrary to the principles of General
Plastic.

Even i1f one were to consider each individual factor, this would not lead to a

different result.
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1. General Plastic Factor 1: whether the same petitioner
previously filed a petition directed to the same claims of the
same patent

With respect to the Genius IPRs, the current Petitioner and the
petitioner in the Genius IPRs are not the same party, nor do they have a significant
relationship. Patent Owner admits as much. Patent Owner Opposition to
Petitioner’s Motion for Joinder, IPR2025-00265, Paper 11 at 13. Application of
this factor clearly, and overwhelmingly, favors institution. Videndum, IPR2023—
01218, Paper No. 12 at 6.

As explained above, Petitioner’s Original Petitions are not “follow-on”
petitions under General Plastic. They are contemporaneously filed parallel
petitions filed to address different claims asserted at different times during parallel
district court litigation. The current petition challenges later-asserted claims
(claims 10-18) not challenged in the Genius IPRs or Petitioner’s Copycat Petitions.
Clearly, given that the current petition was filed three days after the corresponding
copycat petition, no attempt has been made to roadmap the contents of the current
petition. As such, factor 1 favors institution of the current petition.

Finally, the inquiry at issue in factor 1 is whether the same claims of the
same patent were challenged in the previous petition. Here, claims 10-18 have
been challenged, and were undisputedly previously not challenged in prior

petitions. Thus, factor 1 favors institution. DexCom, Inc. v. Abbott Diabetes Care
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Inc., IPR2024-00521, Paper 12 at 13—14 (P.T.A.B. Aug. 22, 2024) (rejecting the
argument that an overlap consisting of only a commonly challenged independent
claim favors discretionary denial under factor 1).

2. General Plastic Factor 2: whether at the time of filing of the

first petition the petitioner knew of the prior art asserted in the
second petition or should have known of it

With respect to the Genius [PRs, the petitioners are not the same party.
This was previously admitted by Patent Owner. Patent Owner Opposition to
Petitioner’s Motion for Joinder, IPR2024—000265, Paper 11 at 13.

With regard to the contemporaneously filed Petitioner’s Copycat Petitions,
this 1s clearly not a situation where Petitioner held prior art in reserve in order to
assert it in subsequent petition. Petitioner filed its second challenge three days after
filing the first challenge. Moreover, Petitioner relies upon the same prior art cited
in the first petition with respect to the challenge of common claim 1, which is a
prerequisite to reach target claims 10-18. This factor favors institution.
Amazon.com, Inc. v. Jawbone Innov., LLC, IPR2023-00284, Paper 12 at 10
(P.T.A.B. May 15, 2023) (“Factors 2, 4, and 5 are designed ‘to assess and weigh
whether a petitioner should have or could have raised the new challenges earlier.’”)

(citation omitted).
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3. General Plastic Factor 3: whether at the time of filing of the
second petition the petitioner already received the patent
owner’s preliminary response to the first petition or received
the Board’s decision on whether to institute review in the first
petition

This factor also is not relevant to consideration of the Genius IPRs for
at least the reasons previously explained herein, and because the petitioners are not
the same party. Clearly, no attempt has been made to “roadmap” Petitioner’s
Original Petitions based on the contents of a preliminary response or institution
decision received in the contemporaneously filed Petitioner’s Copycat Petitions.
This factor favors institution.

4. General Plastic Factor 4: the length of time that elapsed

between the time the petitioner learned of the prior art

asserted in the second petition and the filing of the second
petition

This factor favors institution for at least the same reasons discussed
above in connection with factor 3. Petitioner’s Original Petitions and Petitioner’s
Copycat Petitions were filed three days apart. No attempt has been made to
roadmap the contents of Petitioner’s Original Petitions. This factor favors
institution. Id. See Savant, IPR2025-00260, Paper 16 at 3 (previous awareness of
prior art asserted in subsequent challenge excused because subsequent challenge
was necessitated by Patent Owner’s later assertion of the challenge claims in

corresponding district court litigation).
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5. General Plastic Factor 5: whether the petitioner provides
adequate explanation for the time elapsed between the filings
of multiple petitions directed to the same claims of the same
patent

This factor is likewise inapplicable for at least the reasons previously
explained herein. Id. To reiterate, Petitioner’s Original Petitions were filed in
response to Patent Owner’s assertion of these claims later in parallel district court
litigation. The current petition addresses previously unchallenged claims 10-18.
Only minimal overlap exists due to the dependency of claim 10-18 upon claim 1.
Even so, there is clearly no attempt made at obtaining “a second bite at the apple”
with regard to the patentability of claim 1 — Petitioner cites the same prior art cited
in both the Genius I[PRs and Petitioner’s Copycat Petitions. A difference of three
days in filing the current petition relative to Petitioner’s Copycat Petitions is de
minimus — driven by the volume of materials to be filed and the schedules of those
involved. Petitioner certainly gained no strategic advantage by not filing the
petitions on exactly the same day, and no prejudice was suffered by Patent Owner
as a result. This factor favors institution.

6. General Plastic Factor 6: the finite resources of the Board

Factor 6 does not support discretionary denial based on the previously
filed Genius IPRs for at least the reasons previously explained herein. Videndum,

IPR2023-01218, Paper No. 12 at 6.
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With respect to Petitioner’s Copycat Petitions, Petitioner has brought its
challenges in a manner that conserves the resources of the Board to the greatest
extent possible. For those claims asserted against Petitioner that have already
been challenged and are subject to an existing proceeding, Petitioner seeks
joinder with those proceedings as an understudy. Only those claims that were
asserted against Petitioner later in the district court litigation have been raised in
a contemporaneously-filed separate challenge.

Congress created inter partes review proceedings as an alternative forum for
adjudicating the validity of a granted patent, as an alternative to district court
litigation. Carrying out its statutorily directed mission is not a “burden” on the
PTAB. General Plastic factor 6 favors institution.

7. General Plastic Factor 7: the requirement under 35 U.S.C. §
316(a)(11) to issue a final determination not later than 1 year

after the date on which the Director notices institution of
review

Factor 7 does not favor discretionary denial because the Genius IPRs
are not a legitimate basis for the exercise of discretionary denial, and Petitioner’s
Copycat Petitions seeking joinder with ongoing proceedings wherein Petitioner
explicitly stipulated “. . . to be bound by the Scheduling Order Issued in [PR2024—
01308.” Motion for Joinder, IPR2025-00265, Paper 9, p. 9. Patent Owner offers

no reason why institution of Petitioner’s Original Petitions would somehow
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prevent the Board from issuing a final written decision no later than one year from
the date of institution.

IV. PATENT OWNER'’S “ADDITIONAL FACTORS” ARGUMENTS
DO NOT WARRANT DISCRETIONARY DENIAL

Patent Owner cites the Stewart Memo’ in support of its arguments that the
Director should exercise discretionary denial because of Petitioner’s “heavy
reliance” on expert witness testimony, and alleged “anticompetitive” conduct on

part of the Petitioner. However, the Stewart Memo provides no indication as to

what constitutes “heavy reliance” on expert witness testimony, and contains no
mention whatsoever of alleged and unproven “anticompetitive” conduct as being
a form of compelling economic interest supporting a request for the exercise of
discretionary denial.

As further noted below, it is respectfully submitted that the procedure
established by the Stewart Memo, including the retroactive application of the
procedure to cases having previously-filed petitions, and the reliance upon the
“additional factors” described therein, is not supported by prior PTAB precedent
and is contrary to both the American Invents Act and the Administrative

Procedures Act.

7 Interim Process for PTAB Workload Management, Acting Director Coke
Morgan Stewart, March 26 2025 (“Stewart Memo”). Ex. 2004.
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A. Reliance on Expert Testimony is Appropriate in This Case

Patent Owner’s arguments and cited examples, to the extent that they can be
understood, disregard critical facts, including the fact that the Board has already at
least preliminarily determined that the same argument and same substantive expert
witness evidence at issue in the examples cited by Patent Owner have merit, and
Patent Owner’s objections and rebuttal evidence related thereto do not defeat a
prima facie showing. Genius, IPR2024-01308, Paper 9 at 50.

1.  Reliance upon Expert Witness Evidence is Sanctioned by
Statute and PTAB Practice Norms and Guidance

The use of expert witness testimonial evidence by petitioners in these
proceedings is expressly contemplated by statute: “[a] petition filed under section
311 may be considered only if . . . the petition identifies . . . the evidence that
supports the grounds for the challenge to each claim, including . . . affidavits or
declarations of supporting evidence and opinions, if the petitioner relies on expert
opinions” 35 U.S.C. § 312(a) (emphasis added).

The Board has long recognized the useful role of expert testimony in
explaining complex technologies and how a person of ordinary skill in the art
would understand them, among other purposes. Consolidated Trial Practice Guide
—November 2019, at 34-36. This is particularly true under 35 U.S.C. § 103, which

necessarily considers whether “the claimed invention as a whole would have been
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obvious before the effective filing date of the claimed invention to a person having
ordinary skill in the art to which the claimed invention pertains.”

2. There Has Been No Inappropriate Reliance on Expert Witness
Testimony

Preliminarily, it is noted that Patent Owner makes numerous references to
“IPR2024-01307, Paper 8” in support of its arguments regarding reliance upon
expert witness testimony. However, IPR2024-01307 is not directed to the ‘697
patent. Thus, it is unclear how the record at issue with respect to the ‘697 patent
supports Patent Owner’s arguments.

Patent Owner argues that “the Board relied heavily on Petitioner’s expert
testimony, stating ‘[w]e, therefore, give [Patent Owner’s expert]’s testimony less
weight than [Petitioner expert]’s testimony at this preliminary stage.” Patent
Owner’s Discretionary Denial Brief, Paper 10 at 9 (emphasis added).

As an initial matter, the Board has broad discretion to consider and weigh
expert witness testimony when reaching its determinations. Yorkey v. Diab, 601
F.3d 1279, 1284 (Fed. Cir. 2010). Therefore, criticizing the Board’s reliance on
expert witness testimony is not a valid basis for the exercise of discretionary denial.

The Trial Practice Guide provides the following nonlimiting examples of
circumstances where expert testimony may be offered to assist the PTAB:

(1) explain the relevant technology;

(11) establish the level of skill in the art and describe the POSITA;
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(i11) explain the teachings of the prior art and how they relate to the patent’s
claims;
(iv) address whether a POSITA would have found a reason to modify the prior
art and, if so, whether there would have been a reasonable expectation of
success;
(v) explain how evidence of objective indicia of non-obviousness should be
weighed against evidence of unpatentability; and
(vi) explain the nature and import of such objective indicia.

Trial Practice Guide at 34-35 (emphasis added).

The expert declaration in this case (Ex. 1001) is provided exactly for the
purposes enumerated above and specified by the Trial Practice Guide. It supports
the strength of the Petition because it provides detailed explanations of the
presence of each limitation in the prior art and why a person of ordinary skill in the
art would have found the prior art obvious to combine, including extensive
citations to the prior art references themselves in support of this testimony.

The presence of all of the limitations recited in the claims has been shown
to be present from the teachings of the prior art references themselves. The
Petitioner does not solely rely on expert witness testimony to establish the presence
of any of the claim limitations.

Patent Owner first argues that:
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[TThe Board ‘agree[d] with Petitioner (Pet. 40 n.7) that
Spivey suggests the intermediary live data access server is
optional’ based solely on a footnote citing Petitioner's expert
declaration. (IPR2024-01307, Paper 8 at 36.) The Board also
concluded that ‘Spivey at least suggests a direct connection
between the message queue server device and client devices’
again based on a footnote stating, ‘these passages better support
Petitioner’s and Dr. Wicker's assertions at this stage.” (IPR2024—
01307, Paper 8 at 36.) Furthermore, the Board ‘also credit[ed]
preliminarily Petitioner’s reason to omit the live data access
server’ based on expert testimony, rather than relying on specific
disclosures from the prior art itself. (IPR2024—-01307, Paper 8 at
37.)

Patent Owner’s Discretionary Denial Brief, Paper 10 at 9-10.

First, these quotes cannot be located in the corresponding Genius IPR
institution directed to the ‘697 patent. Genius, IPR2024-01308, Paper 9 (“the
Genius IPR Institution Decision™).

Second, this is simply not true. The Board in the Genius IPR Institution
Decision referenced the disclosure of the Spivey reference extensively in support
of its finding of fact with regard to the teachings of that reference with respect to
the optional nature of both the live access data server 130, and a firewall (a direct

connection in the absence of a firewall). For example, the Board found:
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Based on the preliminary record, we also find that
Petitioner’s arguments and Dr. Wicker’s testimony that live
data access server 130 is optional are supported by Spivey. For
example, Spivey discloses that ‘system 100 may include a live
data access server 130.” Id. § 38 (emphasis added) (cited in Pet.
38 n.7). Live data access server is described as ‘a public
interface.” Id. Furthermore, based on the preliminary record at
this early juncture, we find that Spivey’s disclosure that ‘[i]n
some embodiments,” message queue server is not accessible to
clients ‘directly’ because it is, for example, ‘behind a firewall’
supports that Spivey teaches or at least suggests that the
firewall is optional. Id. § 36 (cited in Pet. 37 n.7).

Genius, IPR2024-01308, Paper 9 at 46 (emphasis added).

It should be noted that the abbreviated citation in the quote above (“/d.”)
refers to citations to the previously cited Exhibit 1017 — the Spivey reference. The
Board’s findings in this regard are clearly based upon the teachings of the prior art
references themselves, and not solely upon Petitioner’s expert witness testimony.

Next, Patent Owner argues:

Another example of Petitioner’s dependence on extrinsic
testimony is its reliance on an entirely expert-created figure.
This figure depicts an amalgamation of disparate prior art
systems and fabricated components, purporting to represent a
make-believe combined system that allegedly invalidates the

claimed invention . . . The Board adopted this ‘illustration of
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[Petitioner’s] conception of the combined system’ in deciding
the Genius IPR. (IPR2024—-01307, Paper 8 at 18.) As illustrated
in the figure, however, the ‘151-1’[sic: 152—-1] and ‘151-2’
[sic: 152—n] connections are entirely fictional creations by
Petitioner’s expert and do mnot originate from intrinsic
evidence (Petition, 12.)

Patent Owner’s Discretionary Denial Brief, Paper 10 at 10—11 (emphasis added).
Again, the referenced quotation from the Board cannot be located in the
Genius IPR Institution Decision. Furthermore, these assertions are also
demonstrably false.
The diagram in question is reproduced below (further annotated with a red

circle):
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This diagram is admittedly a graphical representation of the verbal
description of the combined teachings of the combined prior art references
themselves.

As correctly noted in the Board’s institution decision in the Genius IPR, the
contents of this diagram are based, at least in part on the combination of elements
contained in Ellis’ Figure 1 and Spivey’s Figure 4:

As can be seen from Petitioner’s annotated, combined
diagram of Ellis’s Figure 1 and Spivey’s Figure 4, in
Petitioner’s proposed combination, topic queues 432—1 through
432-n are connected to user equipment 102 via communication
paths 152—1 through 152-n. Pet. 19.
Genius, [IPR2024-01308, Paper 9 at 41.

Figure 1 of Ellis is reproduced below (annotated with a red circle):
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As evident from the above, Ellis discloses and teaches the formation of a
connection (152) between a database comprising a supplemental content source
and user equipment.

Furthermore, as correctly noted by the Board in the Genius IPR institution
decision, for example:

Petitioner also points to Spivey’s disclosure of pushing
data from topic queues and Ellis’s disclosure of providing real-
time sports scores. /d. (citing Ex. 1017 9§ 46; Ex. 1016 § 41; Ex.
1001 9 565).

Genius, IPR2024-01308, Paper 9 at 41 (emphasis added).

The cited disclosures of both Spivey and Ellis expressly teach pushing data
from a plurality of topic cues to subscribers or users. Ex. 1017, 9 46 (“MQS
communication component 308 may also. . . push data firom topic queues 3321,
332-n to the subscribers of the topics corresponding to those topic queues”); Ex.
1016, 941 (“Each data feed may be individually accessed or subscribed to by user
equipment 102”) (emphasis added).

Thus, the examples cited above clearly demonstrate that the contents of the
diagram and Petitioner’s arguments related thereto are derived from the teachings
of the prior art references themselves and are not some sort of “fabrication” as
Patent Owner contends. Petitioner’s expert has properly opined on the manner in

which the teachings of the prior art references would have been combined by a
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person having ordinary skill in the art, using the above-mentioned diagram as a
visual aid in conveying these opinions. This is not improper reliance on expert
witness testimony.

More generally, the Board attributed more weight to Petitioner’s expert in
the Genius IPR Institution Decision because Genius’ expert (Dr. Wicker)
testimony was supported by the evidence of record:

After weighing the testimony of Dr. Wicker and Dr.
Rubin, based on the preliminary record, we find Dr. Wicker’s
testimony to be supported by the evidence of record and we,
therefore, give Dr. Wicker’s testimony more weight.

Genius, IPR2024-01308, Paper 9 at 44-45 (emphasis added).

Patent Owner fails to provide one valid example where the Petitioner has
relied upon expert witness testimony to provide a single claim limitation otherwise
not found in the prior art. Thus, Patent Owner’s arguments are unavailing. See
Advanced Micro Devices Inc. v. Realtek Semiconductor Corp., IPR2023-00789,
Paper 9 at 39 (P.T.A.B. Oct. 26, 2023) (finding Petitioner’s citation of prior art and
argument constituting sufficient support and rejecting Patent Owner’s assertions
of improper gap filling with expert testimony).

B. No Compelling Economic Interests Justify the Exercise of
Discretionary Denial

First, Patent Owner’s meritless and belated claims around alleged unproven

“anticompetitive” conduct are part of a transparent litigation tactic intended to gain

45



Petitioner’s Opposition to Request for Discretionary Denial
[PR2025-00313

leverage in the corresponding district court litigation. Petitioner has moved for
dismissal of these meritless claims. Ex. 1067.

Second, the Stewart Memo never identifies alleged und unproven
“anticompetitive” behavior as a “compelling economic interest” warranting
exercise of discretionary denial. Patent Owner cites absolutely no authority
establishing otherwise.

Third, Patent Owner argues that its claims of allegedly anticompetitive
behavior on behalf of the current Petitioner (Sportradar AG) consists of excerpts
from alleged email correspondence sent from personnel bearing a
“geniussports.com” domain. Patent Owner’s Discretionary Denial Brief, at 12—13
(emphasis added). Patent Owner Fails to explain how email correspondence
apparently sent by persons associated with a geniussports.com domain
demonstrates anticompetitive behavior on behalf of the current Petitioner
(Sportradar AG).

Fourth, respectfully, the Director is not in a position to adjudicate Patent

Owner’s heavily disputed, unproven and meritless antitrust law-based claims. See

Ex. 1067.
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V. THE INTERIM PROCESS OF THE MARCH 26, 2025
MEMORANDUM AND THE FINTIV AND GENERAL PLASTIC
RULES ARE UNLAWFUL

Petitioner reserves the right to challenge the Stewart Memo, and the Fintiv
and General Plastic rules, as unlawful for one or more of the following reasons:
(1) they are contrary to the letter and spirit of the America Invents Act, (2) they
exceed the Director’s authority, (3) they are arbitrary and capricious, and (4) they
are substantive rules that were adopted without notice-and-comment rulemaking.

VI. CONCLUSION

For the reasons explained herein, discretionary denial of the current petition
is inappropriate. Considering the lack of overlap with the parallel district court
litigation, and that the Petitioner has proffered a Sotera stipulation, under the facts
presented here the concerns of Fintiv, General Plastic and the March 26, 2025
Stewart Memorandum are not implicated. It is respectfully requested that the

Director refer this case to a panel of the Board for consideration on the merits.
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