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Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c), Petitioner Microsoft 

Corporation (“Petitioner”) and Patent Owner Partec AG (“Patent Owner”) 

(collectively, the “Parties”) jointly request to file a true copy of the Parties’ 

settlement agreement (Confidential Exhibit 1036), as confidential business 

information, that it be kept separate from the publicly available file of the involved 

patent, and that it not be made available except to Federal Government agencies on 

written request or to others only on a showing of good cause.  

The Parties’ settlement agreement constitutes confidential information under 

37 C.F.R. § 42.2 because it lays out confidential commercial terms agreed to by the 

Parties in settling their differences regarding the challenged patent. See 37 C.F.R § 

42.2 (“Confidential information means trade secret or other confidential research, 

development, or commercial information.”). Further, Petitioner and Patent Owner 

each request that they be notified if and when the Board receives and/or considers a 

request for access to Confidential Exhibit 1036 and be offered an opportunity to 

respond. Accordingly, Confidential Exhibit 1036 has been filed for access by the 

“Parties and Board Only.” 

Prior to filing this motion, undersigned counsel for Petitioner obtained 

permission from undersigned counsel for Patent Owner to file this motion and 

request jointly on behalf of the Parties. 

 



IPR2025-00318 
Patent 11,537,442 

Joint Request To Treat The Parties’ Settlement  
Agreement As Business Confidential Information Page 2 

Respectfully submitted, 

Dated: May 13, 2026 By: /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
andrew.mason@klarquist.com 
KLARQUIST SPARKMAN, LLP 
One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Tel: 503-595-5300 
Fax: 503-595-5301 
 
Counsel for Petitioner 
 

 By: /Michael F. Heim/  
Michael F. Heim (Reg. No. 32,702) 
mheim@hpcllp.com  
HEIM, PAYNE & CHORUSH, LLP 
609 Main Street, Suite 3200  
Houston, TX 77002 
Tel: 713-221-2000 
 
Counsel for Patent Owner 
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CERTIFICATE OF SERVICE  
IN COMPLIANCE WITH 37 C.F.R. § 42.6(E)(4) 

The undersigned certifies that on May 13, 2026, a complete copy of the 

JOINT REQUEST TO TREAT THE PARTIES’ SETTLEMENT 

AGREEMENT AS BUSINESS CONFIDENTIAL INFORMATION and 

were served on counsel for the Patent Owner via electronic mail as follows: 

Michael H. Heim 
Christopher L. Limbacher 
Heim, Payne & Chorush, LLP 
609 Main Street, Suite 3200  
Houston, TX 77002 
Email: mheim@hpcllp.com  

climbacher@hpcllp.com  
 

 By: /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
andrew.mason@klarquist.com 
KLARQUIST SPARKMAN, LLP 
One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Tel: 503-595-5300 
Fax: 503-595-5301 
 
Counsel for Petitioner 
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