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1. INTRODUCTION 

Unable to muster a compelling argument under “existing Board precedent 

(including Fintiv, General Plastic, and Advanced Bionics)” (March 26, 2025 Interim 

Process for PTAB Workload Management (“Workload Memo”) at 2), Nutanix, Inc. 

(“Nutanix”) requests that the Director deny institution based on assignor estoppel.  

The Director should deny this request.  Nutanix’s argument is not a new one.  The 

Federal Circuit and Board have already held that assignor estoppel “has no place in 

IPR proceedings” and that its application in these proceedings would be inconsistent 

with Congressional intent.  See, e.g., Arista Networks, Inc. v. Cisco Sys., Inc., 908 

F.3d 792, 804 (Fed. Cir. 2018); see also Athena Automation Ltd. v. Husky Molding 

Sys. Ltd., IPR2013-00290, Paper 18 at 12-13 (Oct. 25, 2013) (precedential).  There 

is no reason to disturb these decisions.  

Nutanix itself admits that its argument is contrary to Federal Circuit and Board 

precedent that have unequivocally held that assignor estoppel does not apply to IPR 

proceedings.  Nutanix nevertheless suggests that the Director may use her discretion 

to ignore this controlling precedent and rewrite the “broad statutory mandate” that 

allows anyone to file an IPR petition under 35 U.S.C. § 311(a).  Husky Injection 

Molding v. Athena Automation Ltd., 838 F.3d 1236, 1241 (Fed. Cir. 2016).  Given 

both Federal Circuit and Director-designated Board precedent, Nutanix’s argument 

is entirely meritless and seeks to undermine “Congress’s broad grant of the ability 
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to challenge the patentability of patents through inter partes review.”  Id. at 1246.1  

Nutanix’s other argument—that the parties’ expectations favors discretionary 

denial—also finds no support in the law (tellingly Nutanix cites none).  

The factors the Board traditionally assesses in its discretionary denial analysis 

also strongly favor Petitioner, as discussed in the Petition.  See Paper 2 (“Pet.”) at 

83-87.  Indeed, Nutanix does not even attempt to muster any argument under these 

cases, nor can it.  These factors have only gotten stronger since the Petition was filed.  

For instance, the district court has now stayed the litigation involving the ’336 

patent.  EX1106, at 15-16.  Thus, the final written decision will issue long before 

trial (if any occurs) such that there are no concerns regarding inefficiency and the 

possibility of conflicting decisions.  See Amazon.com Inc. v. NL Giken Inc., 

IPR2025-00250, -00407, Paper 14 (May 16, 2025), at 1-2 (finding “discretionary 

denial of institution is not appropriate” and emphasizing that “it is likely that a final 

written decision in this proceeding will issue before the district court trial occurs.”).  

The merits of the Petition are also strong.  When looking at the various factors in the 

context of the Board’s pre-existing precedent under Fintiv, General Plastic, and 

Advanced Bionics, they clearly weigh against denial.   

 
1   All emphases added unless otherwise noted. 
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2. BACKGROUND 

Petitioner Tessell, Inc. (“Tessell” or “Petitioner”) is a leading database-as-a-

service (DBaaS) provider headquartered in California.   

The inventors of the ’336 patent who now work for Tessell, 

Balasubrahmanyam Kuchibhotla, Kamaldeep Khanuja, Sujit Menon, and Maneesh 

Rawat, have extensive experience in the field of database technology.  Before 

working at Tessell, they were employed at Oracle, and then Nutanix.  As part of their 

employment at Nutanix, each signed an agreement pursuant to which any inventions 

during their employment would be automatically assigned to Nutanix.  See, e.g., 

EX1107-1108.  Nutanix submits no evidence that the inventors were directly 

compensated (beyond their salary or bonus structure) for the assignment of any 

invention that may become a Nutanix-owned patent, or that their participation in the 

prosecution process was anything other than passive (e.g., signing the assignment 

and oaths as required by their employment agreement with Nutanix). 

Tessell developed a multi-cloud DBaaS platform that redefines enterprise data 

management with its comprehensive suite of AI-powered database service.  The 

Tessell DBaaS dramatically simplifies and reduces the cost of creating, managing, 

and modernizing databases in the public cloud (i.e., on platforms like Amazon Web 

Services (“AWS”), Microsoft Azure, or Google Cloud Platform).  Nutanix, on the 

other hand, offers nothing like this.  It sells one database-management product that 
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is a purpose-built, monolithic tool designed solely for use with Nutanix-managed 

hardware.   

Tessell has received recognition for its innovations across technology 

categories since its founding.  For instance, Tessell was named one of CRN’s Stellar 

Startup Big Data Vendors of 2024.  EX1110 at 2.  Other recent recognitions include 

CRN’s 2024 Big Data 100, 2024 Tech Innovator Award, and 2023 Stellar Startups 

List.  Id. 

3. ARGUMENT 

a. Nutanix’s Assignor Estoppel Argument Has Been Rejected By The 
Board And The Federal Circuit 

The AIA is clear in its breadth: anyone except the patent owner may file an 

IPR petition.  35 U.S.C. § 311.  The statutory text is a “broad statutory mandate.”  

Husky, at 1241; cf. Consumer Watchdog v. Alumni Research Foundation, 753 F.3d 

1258, 1261-62 (Fed. Cir. 2014) (finding pre-AIA 35 U.S.C. § 311 with respect to 

pre-AIA inter partes reexaminations “allow[s] any third party to request 

reexamination”). 

Consistent with these principles, the Federal Circuit and Board have held that 

35 U.S.C. § 311(a)’s broad mandate prevents patent owners from raising assignor 

estoppel arguments in an IPR.  For example, in Arista, the Federal Circuit addressed 

“the question of whether assignor estoppel should apply in the IPR context.”  Arista, 

at 798.  The Court ultimately concluded that there is “no room for assignor estoppel 
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in the IPR context,” that assignor estoppel has “no place in IPR proceedings,” and 

that applying assignor estoppel in IPRs conflicts with the language of the statute and 

Congressional intent: 

Arista contends that § 311(a) unambiguously leaves no 

room for assignor estoppel in the IPR context, given that 

the statute allows any person “who is not the owner of a 

patent” to file an IPR.  We agree.  Where “the statutory 

language is plain, we must enforce it according to its 

terms.”  King v. Burwell, ––– U.S. ––––, 135 S.Ct. 2480, 

2489, 192 L.Ed.2d 483 (2015); see also Hardt v. Reliance 

Standard Life Ins. Co., 560 U.S. 242, 251, 130 S.Ct. 2149, 

176 L.Ed.2d 998 (2010).  In our view, the plain language 

of this statutory provision is unambiguous. 

… 

In sum, we conclude that § 311(a), by allowing “a person 

who is not the owner of a patent” to file an IPR, 

unambiguously dictates that assignor estoppel has no 

place in IPR proceedings. 

Id. at 803.  Similarly, in Athena Automation Ltd. v. Husky Molding Sys. Ltd., 

IPR2013-00290, Paper 18 at 12-13 (Oct. 25, 2013) (precedential), the Board 

recognized that Section 311(a) “presents a clear expression of Congress’s broad 

grant of the ability to challenge the patentability of patents through inter partes 

review.”  Id.  Thus, the Board held that assignor estoppel does not “provide[] an 

exception to the statutory mandate that any person who is not the owner of a patent 
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may file a petition for an inter partes review.”  Id.  The Director should, therefore, 

decline Nutanix’s request both to undermine this clear Congressional intent and to 

ignore this Federal Circuit and Board precedent.   

Nutanix concedes that “[t]he Board and the Federal Circuit have previously 

held that assignor estoppel does not apply in IPRs based on the language of 35 U.S.C. 

§ 311(a),” but argues that the Director may ignore these decisions by “exercis[ing] 

its discretion under § 314(a).”  Paper 12 (“Req.”), at 2 n.1.  Not so.  The fact that 

Nutanix is asking the Board to deny the IPR based on § 314(a) is a distinction that 

lacks merit.  Not only is assignor estoppel inapplicable to these facts (see infra 

Section 3.b), but Nutanix also has failed to present any circumstances that 

distinguish its argument from a run of the mill assignor estoppel argument.  To deny 

IPR under these facts would effectively be to hold that assignor estoppel serves as a 

bar to IPR—precisely what the Federal Circuit and the Board rejected in Arista and 

Athena.2   

 
2   While the law allows the Director to exercise discretion in accordance with 35 

U.S.C. § 314, Nutanix’s request – that the Director interpret the Workload Memo as 

providing the Director absolute discretion regarding whether to institute IPR 

(including the discretion to ignore Federal Circuit authority) – is untenable because 

application of the Workload Memo in this fashion would violate the Administrative 
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Nutanix’s citation to Minerva Surgical, Inc. v. Hologic, Inc., 594 U.S. 559, 

574-75 (2021) supports Petitioner’s argument.  Req., at 3.  In Minerva the Federal 

Circuit held that assignor estoppel barred the defendant from challenging the validity 

of a first patent, the ’348 patent, in district court.  Hologic, Inc. v. Minerva Surgical, 

Inc., 957 F.3d 1256, 1267-1268 (Fed. Cir. 2020).  As to a second patent that was 

found invalid in IPR, the ’183 patent, the Federal Circuit reaffirmed its decision that 

assignor estoppel did not preclude IPR proceedings.  Id. at 1266 (“This court has 

held that the doctrine of assignor estoppel does not bar an assignor from filing a 

petition for IPR.”).  On appeal, the Supreme Court did not disturb the Federal 

Circuit’s decision that the doctrine of assignor estoppel does not bar an assignor from 

filing a petition for IPR.  Minerva, 594 U.S. 559.  Moreover, the Supreme Court 

vacated the Federal Circuit’s broad application of assignor estoppel to bar the 

defendant from challenging the validity of the ’348 patent in the district court.  Id. 

at 598.  Far from supporting an expansion of the doctrine, Minerva evidences the 

Supreme Court’s desire to narrow its scope.   

 
Procedures Act.  See SAS Institute, Inc. v. Iancu, 584 U.S. 357, 370–371 (2018) 

(courts retain “power to ensure that an inter partes review proceeds in accordance 

with the law's demands.”). 
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b. No “Unfair Dealings” Exist And The Equities Counsel Against The 
Application Of Assignor Estoppel  

Nutanix argues that discretionary denial is justified on “fairness grounds.” 

Req., at 3.  Citing to Minerva, Nutanix argues that the inventors should not “profit 

twice from their invention.”  Id.  As a preliminary matter, as discussed above, 

Minerva reaffirmed that assignor estoppel does not preclude IPR.  See Section 3.a.   

Even setting this fact aside, Minerva does not help Nutanix because it 

addresses the situation where “a person sells his patent rights … to the buyer.”  

Minerva, 594 U.S. at 574-75.  Here, the inventors of the ’336 patent did not assign 

their patent right to Nutanix for value.  In fact, Nutanix does not submit any evidence 

that the inventors were directly compensated for the assignment of any invention 

and have not used any such invention at Tessell. 

In fact, to the extent Minerva is relevant, it counsels against denial.  As the 

Supreme Court explained, assignor estoppel “comes with limits” and it would not 

be “fair” to apply it to the situation where, as here, an inventor signs an invention 

assignment as part of their employment agreement that pertains to future inventions 

developed during their employment.  See Minerva, 594 U.S. at 576 (“there is no 

ground for applying assignor estoppel” in certain “employment arrangement[s]” 

such as when “[a]n employee assigns to his employer patent rights in any future 

inventions he develops during his employment”); see also Brilliant Instruments, Inc. 

v. GuideTech, Inc., No. 09-5517, 2014 WL 576244, *3 (N.D. Cal. Feb. 12, 2014) 
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(“there are a number of exceptions where the equities would weigh against assignor 

estoppel…in an increasingly common circumstance in the modern workplace, the 

inventor may be an employee who participated perfunctorily in the claims 

prosecution process, with very little say in drafting the scope of the claims, and the 

resulting patent may cover a far broader invention than the inventor intended to 

convey”).  While at Nutanix, the inventors signed agreements pursuant to which any 

inventions during their employment would be automatically assigned to Nutanix.  

EX1107, at 3; EX1108, at 3.  And Nutanix does not point to any evidence that the 

inventors actively participated in the prosecution of the ’336 patent.  Thus, Minerva 

makes clear that its application to Petitioner would be unfair in these circumstances.  

The equities favor Petitioner. 

c. Discretionary Denial Is Not Warranted Under The Board’s Pre-
Existing Precedent 

Although the Director asked the parties to evaluate “considerations 

enumerated in existing Board precedent (including Fintiv, General Plastic, and 

Advanced Bionics)” (Workload Memo at 2) Nutanix does not pay heed to any of 

those decisions.   

The Petition demonstrated that the factors set forth in these cases counsel 

against discretionary denial.  Pet., at 84-87.  The factors continue to counsel against 

discretionary denial, and Petitioner’s position has strengthened even since the time 

the Petition was filed.  For instance, Nutanix failed to apprise the Board of the fact 
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that the co-pending litigation has now been stayed pending the arbitration.  See 

EX1106, at 15-16.  Any final written decision in this IPR, therefore, is likely to issue 

long before any relevant litigation investment or decision.    

d. The Remaining Workload Memo Factors Weigh Against Denial 

The Workload Memo states that “parties are permitted to address all relevant 

considerations” and then identifies several example considerations.  Workload 

Memo at 2.  Nutanix analyzes only one of these factors: “long-settled expectations.”  

Req., at 4.  That factor does not support Nutanix, nor do any of the other factors 

identified in the Workload Memo.  

i. No Forum Has Adjudicated The Validity Or Patentability Of 
The Challenged Claims 

The Workload Memo states that the Director may consider “whether the 

PTAB or another form has already adjudicated the validity or patentability of the 

challenged claims.”  Workload Memo at 2.  Nutanix does not address this factor, but 

this factor strongly counsels against discretionary denial because no forum has 

adjudicated the validity or patentability of the challenged claims to date.  And 

because the district court litigation involving the ’336 patent is stayed pending the 

arbitration, no forum will do so prior to the issuance of a Final Written Decision.  

Simply put, the Board is the most effective and efficient forum to resolve 

patentability. 
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ii. There Have Been No Changes In Law Or Judicial Precedent 
That May Affect Patentability 

The Workload Memo states that the Director may consider “[w]hether there 

have been changes in the law or new judicial precedent issued since issuance of the 

claims that may affect patentability.”  Workload Memo at 2.  Nutanix does not 

address this factor and no relevant changes in the law or judicial precedent exist.  

The AIA’s broad statutory mandate remains the same.  Thus, this factors counsels 

against discretionary denial. 

iii. The Petition’s Reliance on Expert Testimony Does Not 
Warrant Discretionary Denial 

The Director noted that one factor that may be considered is whether 

“extensive reliance on expert testimony and/or reasonable disputes between experts 

on dispositive issues may suggest that the questions are better resolved in an Article 

III court.”  FAQs for Interim Processes for PTAB Workload Management (“FAQ”) 

#21.  Nutanix did not argue that there are disputes raised by Petitioner’s expert that 

are better resolved by an Article III court; it did not address this factor at all.  In any 

event, the patentability of the ’336 patent is not currently before any Article III court 

because the district court case has been stayed.  The patentability question cannot 

be resolved by an Article III court at this time. This factor weighs against 

discretionary denial.  
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iv. The Parties Do Not Have Long-Settled Expectations 
Favoring Discretionary Denial 

The Workload Memo states that the factor may consider “the length of time 

the claims have been in force.”  Workload Memo at 2.  Nutanix argues that this factor 

favors denial because Petitioner did not challenge the validity of the ’336 patent until 

2024.  Req, at 5.  However, the claims of the ’336 patent did not issue until May 18, 

2021.  EX1001, at p. 1.  Thus, the claims had only been in force approximately three 

years before Nutanix’s IPR challenge.  Such a short period of time does not reflect 

any long-settled expectations with respect to the validity of the ’336 patent.  Indeed, 

the Board has instituted IPR on patents whose claims were in force for a far longer 

time period.  Twitch Interactive, Inc. v. Razdog Holdings LLC, IPR2025-00307, -

00308, Paper 18 (May 16, 2025), at 1-2 (denying discretionary denial of IPR despite 

the challenged ’658 patent having been in force for over 7 years); Amazon, at 1-2 

(denying discretionary denial of IPR despite the ’236 patent having been in force for 

over 13 years and the ’391 patent for over 11 years). 

Moreover, Nutanix brought suit against Tessell on March 20, 2024.  There 

was no reason for Tessell to expend the resources and cost associated with 

challenging the ’336 patent prior to this time.  Thus, any time that passed between 

the issuance of the patent and this IPR does not reflect “settled expectations,” but 

rather a commonsense approach of not expending resources and burdening the Board 

with IPRs on patents that may never be asserted against Petitioner (or anyone). 
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e. The Petitioner’s Strong Merits Counsel Against Discretionary 
Denial 

The ’336 patent claims nothing more than a database-provisioning user 

interface (“UI”) that accepts certain parameters that were well-known inputs for 

provisioning databases.  Pet., at 2-3.  The Petition’s unpatentability grounds are 

strong, mapping every claim limitation to specific disclosures in the prior art and 

providing detailed, well-supported explanations of motivation to combine and 

reasonable expectation of success.  The only arguments raised in Nutanix’s 

Preliminary Response (Paper 6, “POPR”) against the Petition’s grounds misstate the 

law of obviousness and mischaracterize the Petition’s arguments. 

i. The Claimed UI Would Have Been Obvious 

Nutanix does not dispute that there is nothing novel about the database itself 

in the ’336 patent, nor about how the patent provisions a database.  Pet., at 2.  Rather, 

the patent’s claims recite simply accepting various known provisioning parameters 

via a UI and provisioning a database based on those parameters.  In claim 1, for 

example, Elements [1Pre]-[1C] and [1G] recite receiving various user inputs related 

to provisioning a database, including parameters such as a “database engine type” 

and a “protection schedule” comprising certain “frequencies.”  Pet., at 88.  Elements 

[1D]-[1E] recite doing certain well-known tasks with the collected information, i.e., 

“provisioning” the database and “setting up…capturing” of “snapshots” and 

“transactional logs.”  Id.  And Element [1F] explains what the “transactional logs” 
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are used for—again, there is no dispute that this was known.  Id.  The claim recites 

nothing novel about the database itself, how it is provisioned, or what input 

parameters are collected to do so, and Nutanix does not allege that it does. 

 Nutanix does not dispute that Sivasubramanian and Zha together disclose 

every element of claim 1 except for receiving an SLA selection as recited in [1C].  

And even there, Nutanix’s argument essentially is that Sivasubramanian and Zha do 

not explicitly label the underlying configuration parameter as being part of an 

“SLA.”  But the ’336 patent does not place any special requirements on what 

constitutes an “SLA” beyond what Sivasubramanian and Zha implement.  The patent 

merely states that an “SLA is an agreement… that outlines, among other things, the 

protection scope of the database.  The protection scope defines for how long data 

from the database being created or registered is retained.”  EX1001, 19:12-23; Pet., 

at 45-46.  In other words, an agreement that outlines a retention period for the 

database’s data can be an “SLA.” 

Nutanix does not dispute that Zha discloses user-specified retention periods 

for data from the database.  See Pet., at 45-46 (explaining that Zha discloses user-

specified snapshot and transaction-log retention periods).  Nor does Nutanix dispute 

that a POSA would have been motivated to implement Sivasubramanian’s 

customizable UI to collect user-specified retention periods (as taught by Zha) for use 

in protecting the provisioned database.  See Pet., at 32-35, 45-50.  The only disputed 
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aspect of [1C] is whether the user specification of the retention period (as Zha 

undisputedly teaches) is part of an SLA specification.   

Yet nowhere does the ’336 patent contend that there is anything inventive 

about putting the user specification of the retention period under the label of an SLA.  

And the Petition showed, with specific citations to multiple references corroborating 

what was well-known to POSAs, that putting the user specification of the retention 

period under the label of an SLA would have been obvious in view of a POSA’s 

background knowledge, as discussed below.   

The Petition showed that it was well-known to specify a “service level 

agreement” (“SLA”) setting retention periods for database-protection-related data 

such as snapshots and transaction logs.  Pet., at 32 (citing EX1017, [0046], Fig. 6; 

EX1024, [0120]; EX1025, [0004]; EX1026, 11:39-43; EX1027, 19:32-35; EX1028, 

[0046], [0056]-[0058]; EX1029, 9:4-7; EX1030, 3:62-4:6; EX1003, ¶¶133-134).  

The Petition amply established, given this background knowledge, that it would have 

been obvious to a POSA to provide the users the ability to specify the retention 

periods in Sivasubramanian’s UI by specifying an SLA, in order to give the user a 

familiar UI and increase user convenience.  Pet., at 33 (citing EX1017, Fig. 6; 

EX1013, 15-16; EX1014, Fig. 2; EX1029, 9:49-10:5; EX1031, 1:16-29; EX1003, 

¶¶135-136).   
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Dr. Bhattacharjee’s testimony regarding a POSA’s background knowledge 

and motivations is unrebutted, as Nutanix has not submitted any contrary expert 

testimony.  And the Petition’s approach of relying on corroborating documentary 

evidence and supporting expert testimony to demonstrate the POSA’s background 

knowledge showing the obviousness of a claim limitation was expressly endorsed 

by the Federal Circuit’s precedential decision in Koninklijke Philips N.V. v. Google 

LLC, 948 F.3d 1330, 1337-1338 (Fed. Cir. 2020) (“Philips”) (finding that the Board 

properly “relied on expert evidence, which was corroborated by [a background 

reference], in concluding that pipelining was not only in the prior art, but also within 

the general knowledge of a [POSA]” in order to find the obviousness of a limitation 

not expressly disclosed in the named reference in the petition’s ground). 

ii. Nutanix’s Arguments Against The Petition’s Grounds Are 
Weak And Meritless 

Nutanix’s arguments in its Preliminary Response against the obviousness of 

providing the known retention-period parameter in an SLA selection as [1C] recites 

are meritless, as explained below. 

(1) Nutanix Repeatedly Mischaracterizes The Federal 
Circuit’s Obviousness Law 

As discussed in Petitioner’s Pre-Institution Reply (“Reply,” Paper No. 10), 

Nutanix mischaracterizes Arendi S.A.R.L. v. Apple, Inc. (“Arendi”), 832 F.3d 1355, 

(Fed. Cir. 2016), by alleging that Arendi disfavors reliance on “a POSA’s 
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background knowledge” to show obviousness.  POPR, at 11-12.   In reality, what 

Arendi disfavored was reliance on mere “common sense” to supply a limitation 

instead of “reasoned analysis and evidentiary support.”  Arendi, at 1362; Reply, at 

1.  As discussed supra §3.e.i, the Petition here provides plenty of “reasoned analysis 

and evidentiary support.”   

 In its Preliminary Sur-Reply (“Sur-Reply,” Paper No. 11), Nutanix contends 

that DSS Technology Management, Inc. v. Apple Inc., 885 F.3d 1367 (Fed. Cir. 2018) 

(“DSS”), somehow supports Nutanix’s mischaracterization of Arendi as disfavoring 

reliance on background knowledge corroborated by documentary evidence.  Sur-

Reply, at 1-2.  DSS does no such thing.  In DSS, the Board relied on “ordinary 

creativity” alone, without citation to any corroborating evidence, to supply a missing 

limitation.  DSS, at 1373.  The Federal Circuit held that such “invocation of ‘ordinary 

creativity’ is no different from the reference to ‘common sense’ that [the Court] 

considered in Arendi.”  DSS, at 1374.  But here, as noted above, the Petition did not 

rely on mere uncorroborated statements about “common sense” or “ordinary 

creativity”; the Petition relies on extensive documentary evidence corroborating 

expert testimony to demonstrate a POSA’s background knowledge. 

 Nutanix finally claims Petitioner “fails to reconcile its positions with Intel 

Corp. v. PACT XPP Schweiz AG, No. 2023-1537, 2024 WL 5068112, at *2 (Fed. 

Cir. Dec. 11, 2024), in which the Federal Circuit upheld the Board’s refusal to 
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consider art not part of any ground.”  Sur-Reply, at 2.  There is no need to reconcile 

the Petition with Intel because Intel is inapplicable here.  Intel’s result turned on a 

factual finding by the Board that Intel’s IPR petition had “relied on” a single 

reference, “Cline[,] to supply a missing claim limitation…not taught by either Nicol 

or Bhatia [the named references], rather than, as Intel [later] argued, to describe the 

state of the art.”  Intel, at *1.  But here, the Petition expressly relies on “well-known 

background knowledge” of SLAs (Pet., at 32) and cites multiple corroborating 

references, in addition to Dr. Battacharjee’s testimony, as evidence of that 

background knowledge, as discussed supra §3.e.i.  See Pet., at 32-33.  Furthermore, 

to the extent Nutanix argues that Intel’s non-precedential ruling establishes a rule 

that a single reference cannot be used to establish background knowledge, this 

argument cannot stand in view of the Federal Circuit’s precedential Philips ruling, 

which endorsed the Board’s reliance on a single reference, “Hua,” to establish 

background knowledge.  Philips, at 1338.   

(2) Nutanix Ignores The Petition’s Arguments and 
Evidence 

Nutanix argues that the Petition “attempts to fill [the SLA] gap using more 

than a dozen references that are not part of Petitioner’s grounds without providing 

any motivation as to why a POSA would have combined any of these references 

with Sivasubramanian and/or Zha with a reasonable expectation of success.”  POPR, 

at 11.  This allegation is doubly flawed.  First, as discussed supra §3.e.i, Philips 
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plainly permits reliance on background knowledge corroborated by documentary 

evidence in establishing obviousness without making the documentary evidence 

“part of” the name of the combination used to describe the unpatentability ground.  

Philips, at 1338.  Second, the allegation that the Petition provides no “motivation” 

or “reasonable expectation of success” in discussing the POSA’s background 

knowledge is false.  Nutanix ignores the extensive evidence and reasoning that the 

Petition provided for why a POSA would have been motivated and reasonably 

expected success in implementing Sivasubramanian’s provisioning UI to accept the 

snapshot and log retention periods as part of an SLA-level selection.  In particular, 

the Petition and Dr. Battacharjee discussed in detail Sivasubramanian’s own 

teachings about the flexibility of its UI.  See Pet., at §VI.A.2 (pp. 24-25); EX1003, 

¶¶102-107; EX1005 (Sivasubramanian), 12:53-13:64, 11:49-52, 2:23-26, 11:41-47, 

6:7-12, 6:45-52, 13:1-5, 12:52-55, 23:4-16.  The Petition and Dr. Bhattacharjee cited 

these teachings, Dr. Bhattacharjee’s knowledge of a POSA’s programming skill, and 

evidence regarding the desirability of having the retention period be specified via an 

SLA selection to demonstrate POSA’s motivation and expectation of success.  Pet., 

at 33-34 (citing Petition, at §VI.A.2); EX1003, ¶¶137-143; EX1012, 7; EX1013, 5, 

15-17, 111-12; EX1014, Fig. 2; EX1017, [0046], Fig. 6; EX1016, [0009]; EX1028, 

[0046], [00056]-[0058]; EX1029, 9:49-10:12, Fig. 4; EX1031, 1:16-29; EX1032, 2-

3. 
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Nutanix also incorrectly argues that “[e]ven if fully considered, none of 

Petitioner’s many cited references teach selection of an SLA and a protection 

schedule to protect a database after provisioning, and Petitioner never argues 

otherwise.”  POPR, at 13.  Nutanix’s assertion that “none of Petitioner’s…references 

teach selection of” a “protection schedule to protect a database after provisioning” 

(POPR, at 13) is false; Zha teaches this, as the Petition noted.  EX1006 (Zha), 11:33-

54, 6:49-58, 17:63-66, 25:24-34; Pet., at 35, 46, 48-49; EX1003, ¶¶144-147, 174-

175, 181-186.  Nutanix’s assertion that none of the references “teach selection of an 

SLA…to protect a database after provisioning” (POPR, at 13) is also false; this is 

taught in numerous references, as the Petition and Dr. Bhattacharjee pointed out.  

See Pet., at 32; EX1003, ¶133; EX1017, [0046], Fig. 6 (“SLA protecting a database” 

including “snapshot policy” specifying retention period); EX1024, [0120]; EX1025, 

[0004]; EX1026, 11:39-43; EX1027, 19:32-35.   

Moreover, Nutanix’s argument is a red herring, because the Petition’s 

combination is not premised on there being express disclosure of everything [1C] in 

a single reference—i.e., specifying a retention period in a provisioning UI as part of 

something that is specifically labeled as an SLA (e.g., as opposed to labeled 

something else but having the same functionality).  The Petition’s argument is that 

this would have been obvious in view of a POSA’s background knowledge, as 

attested to by Dr. Bhattacharjee and corroborated by numerous background 
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references, as discussed supra §3.e.1.  It is black-letter law that “[t]he test for 

obviousness is not whether the features of a secondary reference may be bodily 

incorporated into the structure of the primary reference; nor is it that the claimed 

invention must be expressly suggested in any one or all of the references.  Rather, 

the test is what the combined teachings of the references would have suggested to 

those of ordinary skill in the art.”  In re Keller, 642 F.2d 413, 425 (C.C.P.A. 1981); 

MCM Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284, 1294 (Fed. Cir. 2015). 

Nutanix’s reliance on Xerox Corp. v. Bytemark, Inc., No. IPR2022-00624, 

Paper 12, at 5 (Feb. 10, 2023) (Director Review) (precedential) to argue that Dr. 

Bhattacharjee’s detailed testimony should be discounted (see POPR, at 14) is 

misplaced.  Xerox endorsed discounting an expert’s testimony where the expert 

provided “conclusory assertions without underlying factual support.”  Xerox, at 5.  

Here, as noted above, the Petition and Dr. Bhattacharjee cited extensive “underlying 

factual support” for the assertions in both his testimony and the Petition, including 

“more than a dozen” references, as Nutanix admits.  POPR, at 11.  Thus, Xerox is 

inapplicable here.  See, e.g., Apple, Inc. v. Aire Tech., Ltd., IPR2022-01137, Paper 

31 (FWD) (Dec. 15, 2023), at 22-23 (finding Xerox inapplicable and rejecting patent 

owner’s argument to “accord the testimony of [petitioner’s expert] little or no weight 

simply because it matches what Petitioner states in the petition” because the expert’s 

testimony was “supported by evidence”); Samsung Elecs. Co., Ltd. v. Mfg. 
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Resources Int’l., Inc., IPR2023-00220, Paper 57 (FWD) (Jun. 18, 2024), at 57 

(finding Xerox inapplicable and “declin[ing] to discount [petitioner’s expert’s] 

testimony based solely on similarities with the Petition”). 

None of Nutanix’s arguments against the Petition’s grounds hold water.  The 

unpatentability grounds are strong, and the Petition should be instituted. 

4. CONCLUSION 

For these reasons, the Director should not exercise her discretion to deny and 

should submit this petition to the panel for review of its merits. 

      Respectfully submitted, 
 
Dated: May 27, 2025    /Anant K. Saraswat/  

Anant K. Saraswat, Reg. No. 76,050 
WOLF, GREENFIELD & SACKS, P.C. 
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