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Pursuant to the memorandum regarding the “Interim Processes for PTAB 

Workload Management” issued on March 26, 2025 by Director Coke Morgan 

Stewart of the United States Patent and Trademark Office (“Memorandum”),2 Patent 

Owner Sinotechnix LLC submits this request for the Director to exercise her 

discretion to deny institution of this inter partes review proceeding under 35 U.S.C. 

§§ 314(a). 

I. INTRODUCTION 

In light of the United States Patent and Trademark Office (the “Office”) 

rescinding the June 21, 2022 memorandum entitled “Interim Procedure for 

Discretionary Denials in AIA Post-Grant Proceedings with Parallel District Court 

Litigation” on February 28, 2025,3 the Director should deny institution pursuant to 

35 U.S.C. § 314 in view of the district court trial between the Patent Owner and the 

 
2 Director Stewart’s March 26, 2025 Memorandum Entitled “Interim Processes for 

PTAB Workload Management,” at 

https://www.uspto.gov/sites/default/files/documents/InterimProcesses-

PTABWorkloadMgmt-20250326.pdf. 
3 USPTO’s February 28, 2025 News Brief Entitled “USPTO rescinds 

memorandum addressing discretionary denial procedures,” at 

https://www.uspto.gov/about-us/news-updates/uspto-rescinds-memorandum-

addressing-discretionary-denial-procedures. 

https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf
https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf
https://www.uspto.gov/about-us/news-updates/uspto-rescinds-memorandum-addressing-discretionary-denial-procedures
https://www.uspto.gov/about-us/news-updates/uspto-rescinds-memorandum-addressing-discretionary-denial-procedures
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Petitioner4 with respect to the validity of this patent that will commence on May 4, 

2026—over five months before the expected date of the Board’s final decision. If 

instituted, the Board will have to expend substantial resources to decide issues that 

will have already been addressed and decided by the district court. 

II. THE ’913 PATENT IS THE SUBJECT OF DISTRICT COURT 
LITIGATION SET FOR TRIAL IN LESS THAN A YEAR 

Patent Owner and Petitioner are parties to district court litigation involving 

U.S. Patent No. 9,412,913 (the “’913 Patent”) (hereinafter, the “Litigation”)5, which 

has been pending since July 2024. 

On July 17, 2024, Patent Owner filed its Original Complaint against Petitioner 

for infringement of the ’913 Patent in the United States District Court for the Eastern 

District of Texas. Litigation, Dkt. No. 1, Complaint (see Litigation Docket Report, 

Ex. 2001 at 1). The Court held a scheduling conference on November 7, 2024, where 

it set a trial date of May 4, 2026. Litigation, Dkt. No. 40, Docket Control Order, Ex. 

1013; Id., Dkt. No. 48, Amended Docket Control Order (“DCO”), Ex. 2002. 

Fact discovery commenced on December 9, 2024. Id., Dkt. No. 48, DCO, Ex. 

2002 at 5. To date, the parties have undertaken substantial discovery. Initial and 

additional disclosures have been exchanged; six depositions have been conducted; 
 

4 Petitioners Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc. 

will be referred to herein as a singular Petitioner. 
5 Sinotechnix LLC v. Samsung Electronics Co., Ltd., et al., 2:24-cv-544-JRG (E.D. 

Tex. Jul. 17, 2024). 
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voluminous amounts of documents have been produced; numerous interrogatories, 

requests for production, and requests for admission have been exchanged and 

answered; and a total of twenty third-party subpoenas have been issued. See 

Kennedy Declaration, Ex. 2014; Subpoena Notices, Ex. 2008. 

In addition to their extensive discovery activities, the parties have also 

undertaken substantial motion practice. Petitioner has filed a Motion to Transfer 

Venue (Dkt. No. 53), a Partial Motion to Dismiss (Dkt. No. 55), and a Motion to 

Strike Certain Products from the Infringement Contentions (Dkt. Nos. 65, 68). See 

Litigation Docket Report, Ex. 2001 at 5-7. Patent Owner has filed a Motion to 

Compel Discovery (Dkt. Nos. 70, 76), and a Motion to Compel Site Inspections 

(Dkt. Nos. 91, 93). Id. at 7, 9. The Court heard oral arguments from the parties 

regarding motions at two different hearings on March 10, 2025 (Dkt. Nos. 102), and 

March 15, 2025 (Dkt. No. 120). Id. at 10, 12-13. Petitioner filed a Motion to Stay 

the Litigation on April 18, 2025 (Dkt. Nos. 119, 121). Id. at 12-13. Patent Owner 

filed its Response in Opposition to Petitioner’s Motion to Stay on April 25, 2025 

(Dkt. No. 125). Id. at 13. The Court has not yet ruled on Petitioner’s Motion to Stay; 

however, it is the Court’s “universal practice” “to deny a motion to stay when the 

Board has not yet acted on the IPR petition(s).” Arbor Global Strategies v. Samsung 

Elecs. Co., No. 2:19-cv-333-JRG-RSP, 2021 U.S. Dist. LEXIS 2434, at *7 (E.D. 

Tex. Jan. 7, 2021). 
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III. THE DIRECTOR SHOULD EXERCISE HER DISCRETION TO 
DENY INSTITUTION UNDER 35 U.S.C. § 314 

Trial between Petitioner and Patent Owner in the Litigation is scheduled for 

May 4, 2026, which is over five months before the expected date of the Board’s final 

written decision. DCO, Ex. 2002 at 1. As explained in detail below, in view of 

precedential guidance, this is precisely the circumstance in which the Director 

should deny institution of this proceeding.  

Under Section 314(a), the Director “is permitted, but never compelled, to 

institute an IPR proceeding.” Harmonic Inc. v. Avid Tech., Inc., 815 F.3d 1356, 1367 

(Fed. Cir. 2016); see also 35 U.S.C. § 314(a). The Director may exercise her 

discretion under § 314(a) to deny institution of an inter partes review when the 

parties have a parallel district court proceeding scheduled to finish before the 

Board’s deadline to issue a final written decision in an instituted proceeding. See, 

e.g., Apple, Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 3 (PTAB Mar. 20, 2020) 

(“Fintiv”) (precedential, designated May 5, 2020); NHK Spring Co. v. Intri-Plex 

Techs. Inc., IPR2018-00752, Paper 8 (“NHK Spring”) (PTAB Sept. 12, 2018) 

(precedential, designated May 7, 2019); Intel Corp. v. VLSI Tech. LLC, IPR2019-

01192, Paper 15 at 11 (PTAB Jan. 9, 2020) (“When considering the impact of 

parallel litigation in a decision to institute, the Board seeks, among other things, to 

minimize the duplication of work by two tribunals to resolve the same issue.”).  

The Director frequently evaluates the following six factors in determining 

whether “to deny institution in view of an earlier trial date in the parallel 

proceeding”:  
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1. whether the court granted a stay or evidence exists that one may be 

granted if a proceeding is instituted;  

2. proximity of the court’s trial date to the Board’s projected statutory 

deadline for a final written decision;  

3. investment in the parallel proceeding by the court and the parties;  

4. overlap between issues raised in the petition and in the parallel 

proceeding; 

5. whether the petitioner and the defendant in the parallel proceeding 

are the same party; and  

6. other circumstances that impact the Board’s exercise of discretion, 

including the merits.  

Fintiv, Paper 11 at 5-6. However, these considerations are not exclusive. See 

Memorandum at 2-3 (explaining the Director may evaluate other considerations).  

As discussed below, the relevant factors weigh heavily in favor of denying 

institution in view of the parallel Litigation. See Fintiv, Paper 11 at 6 (“in evaluating 

the factors, the Board takes a holistic view of whether efficiency and integrity of the 

system are best served by denying or instituting review.”).  

A. Fintiv Factor 1: A Stay Does Not Exist and Is Not Likely to be 
Granted 

This factor weighs against institution because the Court has not stayed the 

Litigation and it is not likely to be stayed in the future. 
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Petitioner has filed a motion to stay the Litigation, but the Court’s established 

practice is to deny motions to stay filed before institution of inter partes review. See 

Arbor Global Strategies v. Samsung Elecs. Co., No. 2:19-CV-333-JRG-RSP, 2021 

U.S. Dist. LEXIS 2434, at *7 (E.D. Tex. Jan. 7, 2021) (“The ‘universal practice’ in 

this District, as well as the practice of most district courts, is to deny a motion to stay 

when the Board has not yet acted on the IPR petition(s).”); Polaris Power Techs. v. 

Samsung Elecs. Co., No. 2:22-CV-469-JRG, 2023 U.S. Dist. LEXIS 246491, at *4-

5 (E.D. Tex. Aug. 18, 2023) (“[T]his Court has a consistent practice of denying 

motions to stay when the PTAB has yet to institute post-grant proceedings.”); Viavi 

Sols. Inc. v. Zhejiang Crystal-Optech Co Ltd., No. 2:21-CV-00378-JRG, 2022 U.S. 

Dist. LEXIS 205106, at *15 (E.D. Tex. Nov. 10, 2022) (denying stay pending inter 

partes review because “[i]t is the Court’s established practice to consider that 

motions to stay pending IPR proceedings which have not been instituted are 

inherently premature and should be denied as such.”); Trover Grp., Inc. v. Dedicated 

Micros USA, No. 2:13-CV-1047-WCB, 2015 U.S. Dist. LEXIS 29572, at *17 (E.D. 

Tex. Mar. 11, 2015) (“In this district, that is not just the majority rule; it is the 

universal practice. This Court’s survey of cases from the Eastern District of Texas 

shows that when the PTAB has not yet acted on a petition for inter partes review, 

the courts have uniformly denied motions for a stay.”). 

Even if Petitioner renews its motion to stay post-institution, the District Court 

is unlikely to stay the case. Here, as discussed above, the district court trial is 

scheduled to begin more than five months before a final written decision is expected 
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if inter partes review is instituted. Judge Gilstrap (the judge presiding over the 

Litigation) routinely denies motions to stay district court litigation pending IPRs 

when the district court trial is scheduled before the Board’s final decision. See, e.g., 

MyPort, Inc. v. Samsung Elecs. Co., Ltd., Case No. 2:22-cv-00114-JRG, Order, Dkt. 

73 (E.D. Tex. June 13, 2023), Ex. 2003 at 4-5 (denying a motion to stay when trial 

was scheduled and “the PTAB [final written] decision is not due until over two 

months after jury trial is set to begin”); Solas OLED Ltd. v. Samsung Display Co., 

Ltd., Case No. 2:19-CV-00152-JRG, 2020 U.S. Dist. LEXIS 125973 (E.D. Tex. July 

17, 2020) (denying a motion to stay partly because the Board’s final written decision 

would have been issued months after the scheduled trial); General Access Solutions, 

Ltd. v. Cellco Partnership, Case No. 2:22-cv-00394-JRG, Order, Dkt. No. 225 (E.D. 

Tex. May 22, 2024), Ex. 2004 at 3 (denying a motion to stay where “the PTAB 

decision is not due until over six months after jury trial is set to begin”).  

B. Fintiv Factor 2: The Court’s Trial Date Precedes the Board’s 
Projected Statutory Deadline  

This factor weighs heavily in favor of denying institution. “If the court’s trial 

date is earlier than the projected statutory deadline, the Board generally has weighed 

this fact in favor of exercising authority to deny institution under NHK.” Fintiv, 

Paper 11 at 9. Here, trial is scheduled to commence on May 4, 2026 (DCO, Ex. 
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2002), over five months before the projected deadline for the Board’s final written 

decision on October 16, 2026.6 

The Board has found similar circumstances—a five-month gap between the 

district court trial and the Board’s final decision—to weigh in favor of denial. See 

AT&T Servs. Inc. v. ASUS Tech. Licensing Inc., IPR2024-00997, Paper 15 at 9 

(PTAB Dec. 16, 2024) (denying institution and holding that trial occurring “four to 

five months prior to the deadline for our final written decision, based on the 

scheduled trial date and median time-to trial statistics … weighs substantially in 

favor of discretionary denial”); Ericsson Inc. v. Active Wireless Techs. LLC, 

IPR2024-00886, Paper 8 at 8-9 (PTAB Nov. 12, 2024) (collecting cases). 

Indeed, the Board has found this factor favors denial in cases with even less 

time between the trial date and final decision date. See EClinicalWorks, LLC v. 

Decapolis LLC, IPR2022-00229, Paper 10 at 9 (PTAB Apr. 13, 2022) (finding this 

factor weighed in favor of discretionary denial and denying institution where “the 

beginning of the jury trial in the WDTX Cases is roughly one to two months before 

any final decision would have been due had inter partes review been instituted”); 

Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15 at 13 (PTAB May 13, 2020) 

(finding this factor weighed in favor of discretionary denial and denying institution 

 
6 The Notice of Filing Date Accorded To Petition was mailed on April 16, 2025. 

Paper 6 at 1. A Final Written Decision will therefore be due by October 16, 2026. 

See 35 U.S.C. §314(b); 35 U.S.C. §316(a)(11). 
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where the district court trial was scheduled to occur two months before the deadline 

for the Board to reach a final written decision). 

Further, the trial date set by the Court is a “deadline that cannot be changed 

without an acceptable showing of good cause,” which strongly indicates the Court 

intends to stick with its set trial date. DCO, Ex. 2002 at 1, 5. Petitioner’s argument 

that there is uncertainty over the trial date is unpersuasive. Petition at 99; see also 

HP Inc. v. Universal Connectivity Technologies, Inc., IPR2024-01428, Paper 12 at 

6 (“HP Inc.”) (PTAB April 8, 2025) (“The District Court has stated that this trial 

date setting ‘cannot be changed without an acceptable showing of good cause.’  …  

We are not persuaded by Petitioner’s unsupported argument that the trial date is 

speculative.”). The Court’s May 6, 2026 trial setting (just under 22 months from 

filing) is consistent with the Court’s median time-to-trial date of 21.9 months, which 

gives credibility to the Court’s entered schedule. See id. (showing the median time 

from filing to trial in civil cases in the Eastern District of Texas is 21.9 months); HP 

Inc., Paper 12 at 6 (“The fact that the time-to-trial statistic is earlier than the trial 

date set by Judge Gilstrap confirms that the schedule set by the District Court is 

credible and should be given weight.”).  

Because trial in the Litigation is scheduled to commence on May 4, 2026, 

more than five months before the projected deadline for the Board’s final written 

decision if inter partes review is instituted, this factor weighs heavily in favor of 

denial. See Google LLC v. Cerence Operating Co., IPR2024-01465, Paper 15 

(“Google-Cerence”) (PTAB April 23, 2025) (“Because the District Court Litigation 
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will address the issues relating to the validity of the [challenged] patent in a trial 

scheduled to occur several months before we would issue a final written decision, 

we weigh the second Fintiv factor as favoring discretionary denial.”). 

C. Fintiv Factor 3: The Court and Parties Have Made a 
Substantial Investment of Time and Resources in the Parallel 
Proceeding  

This factor asks the Panel to “consider [] the amount and type of work that the 

court and the parties will have completed in the parallel litigation by the time of [an] 

institution decision.” See Google-Cerence, Paper 15 at 9. It “is related to the trial 

date factor, in that more work completed by the parties and court in the parallel 

proceeding tends to support the arguments that the parallel proceeding is more 

advanced, a stay may be less likely, and instituting would lead to duplicative costs.” 

Fintiv, Paper 11 at 10. This factor weighs heavily in favor of denying institution. 

The parties have already invested substantial time and effort in the Litigation. 

At the time of this request, the parties have prepared and exchanged preliminary and 

amended infringement contentions, preliminary and amended invalidity contentions 

that are 552 pages with 99 exhibit charts, and initial and additional disclosures. See 

DCO, Ex. 2002 at 5; Excerpts of Petitioner’s Invalidity Contentions, Ex. 2005 at 1, 

10. This weighs in favor of denial. See Motorola Solutions, Inc. v. Stellar, LLC, 

IPR2024-01205, Paper 19 at 3 (“Motorola Solutions”) (PTAB March 28, 2025) 

(holding this factor strongly favors denial because, among other things, “the parties 

had served extensive infringement and invalidity contentions”). The parties have 

also invested substantial effort in discovery, including venue discovery and third-
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party discovery, which is ongoing. See Samsung Electronics Co., Ltd. v. Evolved 

Wireless LLC, IPR2021-00950, Paper 10 at 13 (“Samsung-Evolved”) (PTAB 

November 29, 2021) (denying institution and holding the investment factor weighed 

in favor of denial notwithstanding the fact that the district court had not issued any 

substantive orders and finding “the Parties have exchanged and/or answered 138 

Interrogatories, 171 Requests for Production, 79 Requests for Admission, served 

30(b)(6) Deposition Notices comprising 64 topics, and exchanged over 1.3 million 

pages of documents (not counting source code).”). Here, discovery has been 

extensive in the parallel Litigation: six depositions have been conducted thus far; 

over 324,000 pages of documents have been produced; and the parties have 

exchanged and/or answered 48 interrogatories, 20 requests for production, and 12 

requests for admission. See Kennedy Declaration, Ex. 2014; see also Motorola 

Solutions, Paper 19 at 3 (holding this factor strongly favors denial because, among 

other things, the parties had “conducted several depositions.”). Additionally, the 

parties have issued numerous third-party subpoenas for production and testimony. 

See, e.g., Exs. 2006-2008. To date, over 1,700 pages of third-party material have 

been produced in response to these subpoenas, with more expected. 

 Notably, the vast majority of the third-party subpoenas have been issued by 

Petitioner seeking documents and information concerning prior art. See, e.g., 

Petitioner’s Subpoena to Lumileds (trimmed), Ex. 2006; Petitioner’s Subpoena to 

Amkor (trimmed), Ex. 2007. Specifically, Petitioner has issued subpoenas to the 

following entities: EMCORE Corp., SRI International, Inc., Eastman Kodak 
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Company, Sharp Electronics Corp., Nintendo of America, Inc., Fujitsu North 

America, Inc., Mitsubishi Electric US, Inc., Lumileds, LLC, The University of 

Florida, Panasonic Corp. of North America, Sony Corporation of America, 3M 

Company, Amkor Technology, Inc., Analog Devices, Inc., Carsem, Inc., Lingsen 

America, Inc., Carclo US Holdings, Inc., Osram Sylvania Inc., and CTP Carrera, 

Inc. See Subpoena Notices, Ex. 2008. These subpoenas, which seek information 

concerning product prior art that cannot be asserted in IPR, highlight not only the 

significant efforts that have been undertaken in the district court proceedings, but 

also (as discussed further below) that these proceedings are not a “true alternative” 

to the district court proceedings. See Motorola Solutions, Paper 19 at 3–4 (Director 

vacating decision granting institution where the petitioner’s “stipulation does not 

ensure that these [inter partes review] proceedings would be a ‘true alternative’ to 

the district court proceeding”). 

The parties have also invested substantial resources in the Litigation related 

to briefing and argument submitted to the Court in connection with the parties’ 

various motions. For example, the parties’ submitted briefing in connection with 

disputes concerning provisions in the Court’s protective and discovery orders (Dkt. 

Nos. 39, 51). See Litigation Docket Report, Ex. 2001 at 4-5. The parties have also 

completed briefing on two motions to dismiss and a motion to transfer filed by the 

defendants in the Litigation (Dkt. Nos. 53, 55, 56, 59, 61-64, 66, 67, 113, 121, 123, 

126-128). See id. at 5-6, 12-13. They have also submitted briefing in connection with 

several discovery disputes (Dkt. Nos. 70, 76, 85, 90, 91, 93, 100). See id. at 7, 9, 10.  
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The Court has also invested substantial time and resources into the Litigation. 

The Court held a scheduling conference on November 7, 2024. Id. at 12. The Court 

had to expend resources resolving disputed provisions in the protective and 

discovery orders submitted by the parties (Dkt. Nos. 50, 52). See id. at 5 (resolving 

disputes and entering Discovery Order); id. (resolving disputes and entering 

Protective Order). The Court has also conducted two hours-long hearings addressing 

four different disputes, including a motion to strike Patent Owner’s infringement 

contentions filed by Petitioner. Litigation, Dkt. No. 102, April 10, 2025 Hearing 

Minutes Entry, Ex. 2009; Id., Dkt. No. 120, April 15, 2025 Hearing Minutes Entry, 

Ex. 2010. Notably, Petitioner’s motion to strike required the Court to familiarize 

itself with the ’913 Patent’s claims and the technology underlying and implicated by 

Patent Owner’s infringement contentions.  

At the time of the institution decision, the parties’ and the Court’s investment 

in the Litigation will be even more substantial. In addition to ongoing discovery 

efforts, claim construction will be well under way. By the expected institution 

deadline, the parties will have exchanged proposed claim terms (July 7, 2025) and 

preliminary claim constructions (July 25, 2025), the parties will have submitted their 

joint claim construction statement (August 15, 2025), claim construction discovery 

will have been completed (September 12, 2025), the deadline to substantially 

complete document production and exchange privilege logs will have elapsed 

(September 19, 2025), and opening and responsive claim construction briefs will 

have been served (September 19, 2025 and October 10, 2025, respectively). DCO, 
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Ex. 2002 at 4. Shortly thereafter, a Markman hearing will be held on November 7, 

2025. Id. Additionally, the deadline to complete fact discovery and serve expert 

reports is just two months after the expected institution decision date. Id. at 3. 

Given the substantial time and effort the parties and the district court have 

already invested in the parallel litigation, and the additional investment they will 

make before an institution decision is expected, this factor weighs heavily in favor 

of denial. 

D. Fintiv Factor 4: Issues Raised in the Petition Substantially 
Overlap with Issues Raised in the Litigation and IPR Is Not 
a “True Alternative” to the Litigation 

“This factor evaluates ‘concerns of inefficiency and the possibility of 

conflicting decisions’ when substantially identical prior art is submitted in both the 

district court and the inter partes review proceeding.” Google-Cerence, Paper 15 at 

11 (quoting Fintiv, Paper 11 at 12). In the Memorandum regarding “Guidance on 

USPTO’s recission of ‘Interim Procedure for Discretionary Denials in AIA Post-

Grant Proceedings with Parallel District Court Litigation,’” issued by the Chief 

Administrative Patent Judge of the Patent Trial and Appeal Board on March 24, 2025 

(hereinafter, “Guidance Memo”),7 the Chief Judge stated, 

 
7Available at 

https://www.uspto.gov/sites/default/files/documents/guidance_memo_on_interim_

procedure_recission_20250324.pdf 

https://www.uspto.gov/sites/default/files/documents/guidance_memo_on_interim_procedure_recission_20250324.pdf
https://www.uspto.gov/sites/default/files/documents/guidance_memo_on_interim_procedure_recission_20250324.pdf
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[A] timely-filed Sotera stipulation[] (i.e., a stipulation 

from a petitioner that, if an [inter partes review] or [post-

grant review] is instituted, the petitioner will not pursue in 

district court . . . any ground raised or that could have been 

reasonably raised in the [inter partes review]/[post-grant 

review]) is highly relevant, but will not be dispositive by 

itself. 

Guidance Memo, 2-3. In considering this factor, the Panel should consider whether 

inter partes review would be a “true alternative” to parallel district court litigation. 

See Motorola, Paper 19 at 3-4 (Director vacating decision granting institution where 

the petitioner’s “stipulation does not ensure that these [inter partes review] 

proceedings would be a ‘true alternative’ to the district court proceeding”). 

This factor weighs in favor of discretionary denial because there is substantial 

overlap in the invalidity theories presented in the Petition and in the Litigation, and 

Petitioner’s Sotera stipulation does not ensure that these IPR proceeding would be a 

true alternative to the parallel Litigation. Indeed, as discussed below, “Petitioner’s 

invalidity arguments in the district court are more expansive and include” system 

prior art and combinations of printed publication prior art that could have been 

asserted in these proceedings with unpublished system prior art, “which Petitioner’s 

stipulation is not likely to moot.” Motorola Solutions, Paper 19 at 4. In short, this 

IPR proceeding would not be a “true alternative” to the district proceeding. See id. 

at 3-4. 

1.  The same art and arguments are at issue in the Litigation 
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This factor favors denial because Petitioner “asserts the same prior art and 

arguments” in both proceedings and both the Board and the Court are “analyz[ing] 

the same issues.” NHK Spring, Paper 8 at 20. There is substantial overlap of the prior 

art references—four of the five references relied upon by the Petition are also relied 

upon by Petitioner in the district court. Further, Petitioner’s invalidity contentions 

served in the Litigation repeat all of the assertions made in the Petition with the 

exception that the Petition contains two extra dependent claims (claims 2 and 3) not 

asserted in the Litigation. 
 
Invalidity Assertions in the Litigation Invalidity Assertions in the Petition 

Any combination of Hsu, Iwamasa, 

Hui, and Oshio anticipate or render 

obvious all asserted claims (claims 1, 4 

and 6) 

Hsu and Iwamasa render obvious 

claims 1-4, 6 

Hsu, Iwamasa, and Hui render obvious 

claims 1-4, 6 

Oshio anticipates claims 1-4, 6 

Oshio and Hui render obvious claims 

1-4, 6 

Takasaki anticipates claims 1-4 

See Excerpts of Petitioner’s Invalidity Contentions, Ex. 2005 at 2-9 (originally pp. 

105-110, 510-511); Petition at 6. The substantial overlap raises “concerns of 

inefficiency and the possibility of conflicting decisions,” weighing in favor of denial. 

Fintiv at 12. 
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Petitioner’s challenge to claims 2 and 3, which are not asserted in the 

Litigation, is a hollow attempt to make the Petition appear to address different issues 

than those in the Litigation. Petitioner has not identified any real interest in canceling 

these additional claims. Further, the difference between determining validity of the 

additional claims and the asserted claims in the Litigation is nominal. See Fintiv, 

Paper 11 at 13 (“if a petition involves the same prior art challenges but challenges 

claims in addition to those that are challenged in the district court, it may still be 

inefficient to proceed because the district court may resolve validity of enough 

overlapping claims to resolve key issues in the petition.”). 

Resolution as to validity on the claims at issue in the district court proceeding 

will likewise resolve key issues in the additional claims. For example, dependent 

claim 2 adds a “hole” limitation to the “resin-holding components” of independent 

claim 1 which, in the context of analyzing the resin-holding components of the 

independent claim, is a minimal addition that is easily discernible. See ’913 Patent, 

Ex. 1001 at Claim 2. According to claim 1, the resin-holding components are 

“disposed along adjacent sides of one of the [] lead frames, [are] separated from each 

other at corners of the adjacent sides[,] and [] are disposed on two adjacent sides of 

each of the [lead frames].” Id. at Claim 1. Assessment of whether the resin-holding 

components have a hole is a nominal addition to the assessment of the placement of 

the resin-holding components in relation to the lead frames and easily determinable. 

And claim 3, reciting that “the hole is filled with the resin,” is likewise an easily 

discernable limitation. See id. at Claim 3. 
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2.  IPR would not be a true alternative to the Litigation 

This factor also weighs in favor of denial because Petitioner’s Sotera 

stipulation does not ensure that this IPR proceeding would be a “true alternative” to 

the district court proceeding. Petitioner’s stipulation states that Petitioner will not 

pursue in the Litigation “any ground that could be raised [in an IPR] under §§ 102 

or 103 on the basis of prior art patent or printed publications.” Petitioner’s Sotera 

Stipulation, Ex. 1017 (emphasis added). Yet Petitioner’s invalidity contentions 

assert at least eight products it alleges anticipate or render obvious, alone or in 

combination with other references, all asserted claims of the ’913 Patent. Excerpts 

of Petitioner’s Invalidity Contentions, Ex. 2005 at 2-9 (originally pp. 105-110, 510-

511) (“[Maxim QFN/Amkor MLF/Lingsen QFN/Carsem MLP/Samsung 

LEDs/Digimax/Lumileds Luxeon/Samsung LN-R460D] [were/was] sold, offered 

for sale, and was known or used by others in this country before either the claimed 

or proper priority date of the ’913 Patent.”). Indeed, Petitioner has argued in the 

Litigation that it intends to rely on product prior art at trial. See, e.g., Petitioner’s 

Motion to Transfer, Ex. 2011 at 11-12 (“Sarnoff, EMCORE, and at least eleven prior 

art inventors (including Dr. Eliashevich, EMCORE’s Director of R&D at the 

relevant time) are in NJ or within its subpoena power, and they have crucial 

information concerning prior art to the asserted patents … And their work on 

products or prototypes (see, e.g., Exs. 19-22) will be critical at trial because product 

prior art cannot be raised in an IPR.”).  
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The language in Petitioner’s stipulation concerning product or system art is 

toothless. See Petitioner’s Updated Sotera Stipulation, Ex. 1017 (“if the PTAB 

institutes inter partes review, Petitioner will not, in the Litigation, rely on any 

product or system art that is ‘based on the same evidence presented’ in this IPR … 

if the PTAB institutes inter partes review, Petitioner will not, in the Litigation, ‘assert 

combinations of product art with printed publication art asserted in this [IPR] 

proceeding’”). To begin with, the stipulation does not appear to address any of the 

product or system art asserted in the Litigation. Indeed, Samsung does not point to 

any of the references asserted in the Petition as evidence for its product and system-

based invalidity contentions in the Litigation. See Excerpts of Petitioner’s Invalidity 

Contentions, Ex. 2005 at 11-26. Moreover, Petitioner’s invalidity contentions in the 

parallel Litigation contemplate combining the alleged product art (Maxim QFN, 

Amkor MLF, Lingsen QFN, Carsem MLP, Samsung LEDs, Digimax, Lumileds 

Luxeon, and Samsung LN-R460D) with any of the cited references, including those 

cited in this proceeding. See Excerpts of Petitioner’s Invalidity Contentions, Ex. 

2005 at 11-26. Notably, Petitioner does not stipulate that it will not assert product or 

system prior art in combination with prior art that it could have raised before the 

Board. See Motorola Solutions, Paper 19 at 3-4 (“Petitioner’s [Sotera] stipulation 

does not ensure that these IPR proceedings would be a ‘true alternative’ to the district 

court proceeding.”). Ultimately, “Petitioner’s invalidity arguments in the district 

court are more expansive” and include combinations of the prior art that could have 



   Case IPR2025-00334  
  Patent No. 9,412,913 

 

 
Patent Owner’s Discretionary Denial Brief 20 
 

been asserted in these proceedings with unpublished system prior art, which 

Petitioner’s stipulation will not moot. Id.  

Ultimately, the Court will address the same validity issues raised by the 

Petition (and more) well before the Board is scheduled to reach a final decision if 

inter partes review is instituted. There is no reason why the Board should redo the 

work of another tribunal regarding the same issues. Accordingly, this factor weighs 

strongly in favor of denial. 

E. Fintiv Factor 5: Petitioner is the Defendant in the Litigation 

Petitioner and Patent Owner agree that “Petitioner is the defendant in the 

litigation.” Petition at 100. Accordingly, this factor weighs in favor of denying 

institution. See SAP America, Inc. v. Cyandia, Inc., IPR2024-01496, Paper 13 at 9 

(PTAB April 7, 2025) (“The fact that Petitioner is also the defendant in the Litigation 

weighs in favor of discretionarily denying institution.”). 

F. Fintiv Factor 6: Other Circumstances, Including the Merits, Weigh 
in Favor of Discretionary Denial 

“The final Fintiv factor takes into account other circumstances that may bear 

on the decision to exercise discretion to deny institution, such as the merits of the 

patentability challenges.” Google-Cerence, Paper 15 at 15. At this stage, “a full 

analysis of the merits is not necessary; rather, the parties may point out particular 

strengths and weaknesses to aid [the Director] in deciding whether the merits tip the 

balance [of considerations] one way or another.” Id. at 15; see also Fintiv, Paper 11 

at 15(“[I]f the merits of the grounds raised in the petition are a close[] call, then that 
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fact has favored denying institution when other factors favoring denial are present. 

This is not to suggest that a full merits analysis is necessary to evaluate this factor.”). 

Weakness on the merits weighs in favor of denying institution. See E-One v. 

Oshkosh Corp., IPR2019-00162, Paper 16 at 13-20 (PTAB June 5, 2019) (weakness 

on the merits weighed heavily in favor of denying institution).  But the strength of 

the merits is not dispositive. See Guidance Memo at 3 (“compelling merits alone is 

not dispositive”  in considering whether to exercise discretion); see also SAP 

America, Inc. v. Cyandia, Inc., IPR2024-01432, Paper 14 at 10-11 (PTAB April 7, 

2025) (denying institution finding this factor to be neutral and that the strength of 

the merits did not outweigh the other Fintiv factors even though petitioner’s 

challenge “definitely satisfies the institution standard”).  Here, the strength of the 

merits does not warrant institution.  

1.  The Petition’s Merits are Weak 

Petitioner is unlikely to prevail on the merits. Petitioner’s heavy reliance on 

obviousness combinations, using as many as three desperate references, underscores 

the weakness of Petitioner’s challenges: Ground I combining Hsu and Iwamasa, 

Ground II combining Hsu, Iwamasa, and Hui, and Ground IV combining Oshio and 

Hui, all challenging claims 1-4 and 6. As will be discussed in further detail in Patent 

Owner’s merits-based POPR, and is obvious from the Petition, Petitioner’s 

obviousness challenges are plainly the result of improper hindsight reasoning.    

The Petitioner only includes two ground based on anticipation—Ground III 

relying on Oshio (Ex. 1006) to challenge claims 1-4 and 6, and Ground V relying on 
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Takasaki (Ex. 1007) to challenge claims 1-4. Neither Oshio nor Takasaki discloses 

the complete structure recited in independent claim 1 (or its dependent claims 2–4) 

and independent claim 6. Accordingly, these references do not anticipate the claims 

under 35 U.S.C. §102. 

For example, Neither Oshio nor Takasaki disclose “resin-holding components 

disposed along adjacent sides of one of the first and second lead frames, [] separated 

from each other at corners of the adjacent sides.” ’913 Patent, Ex. 1001 at Claim 1, 

Claim 6. Indeed, Oshio was considered and cited by the examiner in a rejection 

during prosecution. ’913 File History, Ex. 1008 at 124-25. The applicant 

subsequently amended the claims to expressly require the specific spatial and 

separation requirements of the resin-holding components. See id. at 135, 183-84. 

The Examiner found this overcame prior rejections, including over Oshio, thereby 

acknowledging that Oshio lacked those features. See id. at 232. Turning to Takasaki, 

petition relies on interpretive inference rather than direct disclosure. Takasaki’s 

purported resin-holding features lie on the top and bottom of the lead frames, rather 

than on two adjacent sides forming a corner as required by the claims. As such, each 

of the challenged claims are not anticipated by Oshio or Takasaki. 

As can be appreciated, Patent Owner will fully address Petitioner’s arguments 

and the asserted references’ shortcomings in its POPR merit-based briefing. 

2.  Other Circumstances Favor Denial 

Petitioner’s over-reliance on its 156-page expert declaration also weighs in 

favor of denial. See Memorandum at 2 (“[T]he parties are permitted to address all 
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relevant considerations, which may include: … [t]he extent of the petition’s reliance 

on expert testimony.”);8 see also FAQs for Interim Processes for PTAB Workload 

Management9: 

While the Board may consider expert testimony, as a 

matter of efficiency, extensive reliance on expert 

testimony and/or reasonable disputes between experts on 

dispositive issues may suggest that the questions are better 

resolved in an Article III court. The statute and our 

reviewing court require that petitions be based on prior art 

patents and printed publications. As the judges have 

technical and legal expertise, it is not necessary for an 

expert to explain every aspect of the prior art. It is most 

helpful if an expert is providing focused testimony, for 

example to provide helpful context or to explain terms of 

art. The failure to provide focused expert testimony may 

weigh against institution. 

 
8 Whether the additional considerations outlined in the Memorandum are 

considered to be a part of Fintiv factor 6 analysis or separate, the Director may 

consider such additional consideration in discretionarily denying institution. 
9 FAQs for Interim Processes for PTAB Workload Management, available at 

https://www.uspto.gov/patents/ptab/faqs/interim-processes-workload-management 

(last accessed May 1, 2025) 

https://www.uspto.gov/patents/ptab/faqs/interim-processes-workload-management
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Dr. Kymissis’s declaration provides anything but focused testimony. Further, the 

Petition relies heavily on conclusory expert testimony that does not articulate a clear 

rationale explaining why a POSITA would have been motivated to combine 

references. See, e.g., Kymissis Declaration, Ex. 1002 at ¶¶ 103, 106-109, 115-118, 

130-131, 178-179. Moreover, the Petition relies heavily on Petitioner having its 

expert fill in gaps in the asserted prior art references.  The phrase “a POSITA would 

have” appears 10 times in the Petition. 

The Director may also consider the “[s]ettled expectations of the parties, such 

as the length of time the claims have been in force.” Memorandum at 2. Here, the 

claims of the ’913 Patent have been in force for nearly 9 years, and the owners of 

the patent have paid two maintenance fees.  The well-settled expectations regarding 

the presumed validity and enforceability of the ’913 Patent favors denial. Moreover, 

Samsung has known about the ’913 Patent’s family since at least 2016 when U.S. 

Patent Publication No. 2010/0270571, which issued as U.S. Patent No. 8,319,248 

(the “’248 Patent”), was identified by the USPTO and used as the basis for 

obviousness rejections in 2016 during prosecution of Application No. 14/750,417, 

which was published as U.S. Patent Publication No. 2016/0056143 and is assigned 

to Petitioner Samsung Electronics Co., Ltd. See, Final Office Action, Ex. 2012 at 3-

5 (rejecting then-pending claims in Samsung Application No. 14/750,417 were 

obvious based, in part, on Seo (2010/0270571)); U.S. Patent Publication No. 

2016/0056143, Ex. 2013 at cover page (identifying petitioner Samsung Electronics 

Co., Ltd. as assignee). The challenged ’913 Patent claims priority to and is a 
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continuation of the ’248 Patent. ’913 Patent, Ex. 1001 at cover page. Petitioner’s 

awareness of Patent Owner’s applications and failure to seek early review of the 

’913 Patent favors denial. See IRhythm Techs., Inc. v. Welch Allyn, Inc., IPR2025-

00363, Paper 10 (PTAB June 6, 2025). 

Accordingly, based on the merits and other circumstances, Fintiv Factor 6 

favors denial. 

*  *  * 

Considering the relevant factors as a whole, the efficiency and integrity of the 

system are best served by denying review. The Director should exercise her 

discretion to deny institution under § 314(a). 

IV. CONCLUSION 

For the reasons discussed above, Patent Owner respectfully requests that the 

Director exercise her discretion to deny institution of this inter partes review 

proceeding. 

 
 
Dated: June 16, 2025   By:  /s/ Brandon G. Moore 

Brandon G. Moore 
Registration No. 77,885 
NELSON BUMGARDNER 
CONROY P.C. 
2727 North Harwood Street, 
Ste. 250 
Dallas, Texas 75201 
Telephone: (214) 208-3684 
Email: brandon@nelbum.com 
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