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On April 21, 2025, Petitioner filed a stipulation stating: 

Consistent with Sotera Wireless, Inc., Petitioner hereby stipulates “that 

if the PTAB institutes inter partes review, Petitioner ‘will not pursue in 

[Sinotechnix LLC v. Samsung Electronics Co., Ltd.  et al., No.  2:24-

cv-00544 (EDTX) (“Litigation”)] the specific grounds [asserted in 

IPR2025-00336], or . . . any other ground . . . that was raised or could 

have been reasonably raised in an IPR (i.e., any ground that could be 

raised under §§ 102 or 103 on the basis of prior art patent or printed 

publications).’”  Sotera Wireless, Inc. v. Masimo Corp., IPR2020-

01019, Paper 12 at 13-14 (PTAB Dec. 1, 2020) (precedential).  For the 

avoidance of doubt, if the PTAB institutes inter partes review, 

Petitioner will not, in the Litigation, rely on any product or system art 

that is “based on the same evidence presented” in this IPR.  Cf. SAP 

America, Inc. v Cyandia, Inc., IPR2024-01496, Paper 13 at 9 (PTAB 

Apr. 7, 2025).   

EX1015, 2. 

Petitioner files herewith a further broadened stipulation that adds that “if the 

PTAB institutes inter partes review, Petitioner will not, in the Litigation, ‘assert 

combinations of product art with printed publication prior art asserted in this [IPR] 

proceeding.’  Samsung Elecs. Co., Ltd. v. SiOnyx, LLC, IPR2025-00064, Paper 16 

at 14 (PTAB Jun. 6, 2025).”  EX1039, 2. 

The further broadened stipulation ensures that, if instituted, this IPR will serve 

as a “true alternative” to the Litigation by categorically excluding the “printed 
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publication prior art asserted in this [IPR] proceeding” from the Litigation, including 

any use of that printed publication prior art in combination with any product or 

system art.  Put another way, if the IPR is instituted, the prior art references used in 

the IPR—namely Odawara, West, and Sommers (or even any product or system art 

that is based on those references)—will not be used in the Litigation—whether 

independently or in combination with any prior art including product or system art.  

Under the further broadened stipulation, there will be no “overlap between issues 

raised in the petition and in the [Litigation],” eliminating any “concerns of 

inefficiency and the possibility of conflicting decisions” between the PTAB and the 

district court.  Apple Inc. v. Fintiv, Inc, IPR2020-00019, Paper 11 at 12 (PTAB Mar. 

20, 2020) (precedential). 

Indeed, Petitioner’s further broadened stipulation squarely addresses—and 

moots—the very concerns that the Board has recently found favor denial under 

Fintiv Factor 4.  See SiOnyx, IPR2025-00064, Paper 16 at 15-16 (PTAB Jun. 6, 

2025); IPR2025-00065, Paper 16 at 15 (PTAB Jun. 6, 2025).  Accordingly, 

Petitioner respectfully submits Factor 4 strongly favors institution. 

Dated: June 13, 2025 Respectfully submitted, 

/Yung-Hoon Ha/ 
Yung-Hoon Ha (Reg. No. 56,368) 
DESMARAIS LLP 
Counsel for Petitioner  
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foregoing Petitioner’s Stipulation Regarding Updated Stipulation and Ex. 1039 
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by filing the documents through P-TACTS and by sending via electronic mail to the 

following addresses: 

Brandon G. Moore  
Registration No. 77,885  
NELSON BUMGARDNER 
CONROY P.C.  
2727 North Harwood Street, Ste. 250  
Dallas, Texas 75201  
Telephone: (214) 208-3684  
Email: brandon@nelbum.com 

 
sinotechnix@nelbum.com 

David T. DeZern  
Registration No. 60,117  
NELSON BUMGARDNER 
 CONROY P.C.  
2727 North Harwood Street, Ste. 250  
Dallas, Texas 75201  
Telephone: (214) 446-4950  
Email: david@nelbum.com 

 
 
 

Dated: June 13, 2025  Respectfully submitted, 

/Yung-Hoon Ha/ 
Yung-Hoon Ha (Reg. No. 56,368) 
DESMARAIS LLP 
230 Park Ave 
New York, NY 10169 
212-808-1060 (telephone) 
212-351-3401 (facsimile) 
 
Counsel for Petitioner  

 


