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The Director should deny Patent Owner’s Request for Director Review 

(“Request,” Paper 15) because there is no legal error in the Institution Decision 

(“ID,” Paper 13). Patent Owner misinterprets and misapplies the Board’s 

informative Cambridge Mobile decision and the Federal Circuit’s precedential 

Samsung and Intel decisions1 to allege legal error. 

In the Petition, Petitioner explicitly informed the Board and Patent Owner 

how it interpreted the term “said target feature information” in limitation [1.3]—as 

the “target specific feature information” previously introduced in [1.2]. This is the 

same interpretation Patent Owner has argued for at district court. The Petition then 

showed how the prior art teaches limitation [1.3] under that interpretation. In doing 

so, Petitioner satisfied the requirements of 37 C.F.R. § 42.104(b)(3)-(4) of 

identifying how the challenged claim is to be construed and how the construed claim 

is unpatentable over the prior art asserted in the Petition. In the Institution Decision, 

the Board agreed and preliminarily determined the prior art teaches limitation [1.3] 

under that interpretation. Importantly, the Board specifically held that the Petition 

 
1 Cambridge Mobile Telematics v. Sfara, IP2024-00952, Paper 12 (PTAB Dec. 13, 

2024) (informative); Samsung Elecs. Am. Inc. v. Priusa Eng’g Corp., 948 F.3d 

1342, 1355 (Fed. Cir. 2020); Intel Corp. v. Qualcomm Inc., 21 F.4th 801, 813 (Fed. 

Cir. 2021).  
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met the requirements of Cambridge Mobile, Samsung, and Intel. 

In its Request, Patent Owner creates a legal fiction that Petitioner was required 

to explain how the prior art renders the claims unpatentable over “multiple, equally 

plausible” interpretations, instead of “only one” interpretation. No such requirement 

exists. Consistent with Fed. Cir. precedent and Board guidance, the Board correctly 

found that Petitioner provided sufficient notice of its claim construction and how the 

asserted prior art teaches the claim limitations under that construction. There is no 

legal error in the Institution Decision to correct.        

I. Petitioner is not taking inconsistent claim construction positions. 

In the Patent Owner Preliminary Response (“POPR,” Paper 8), Patent Owner 

alleged “Petitioner withheld that it took an inconsistent claim construction position 

in the district court.” POPR, 9. More specifically, Patent Owner asserted that 

“[d]espite maintaining an indefiniteness theory in district court, Petitioner failed to 

disclose that position to the Board in this proceeding.” POPR, 10. 

In Petitioner’s Authorized Reply to Patent Owner’s Preliminary Response 

(“Reply,” Paper 11), Petitioner demonstrated why Patent Owner is wrong. Reply, 5-

7.  Petitioner is not taking inconsistent claim construction positions. Instead, the 

Petition expressly informed the Board and Patent Owner how Petitioner—supported  

by the testimony of Dr. Rodriguez—is interpreting the claim terms according to their 

plain and ordinary meaning in compliance with 37 C.F.R. § 42.104(b)(3), while 
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reserving the right to raise indefiniteness challenges in other forums. Pet., 23 n. 3; 

Reply, 6. Specifically, the Petition expressly provided Petitioner’s construction for 

“said target feature information” in limitation [1.3]:  

[T]he Petition assumes, for purposes of the unpatentability grounds 

presented herein, that “said target feature information” recited in [1.3] 

is the “target specific feature information” recited in [1.2], as well as 

[1.4] and [1.5]. Petitioner reserves the right to raise challenges under 35 

U.S.C. § 112 in other forums. 

Pet. 23 n. 3.  

In district court, Petitioner argued that the term “said target feature 

information” in limitation [1.3] is indefinite for lack of antecedent basis because the 

term “target feature information” is not previously recited in claim 1. Petitioner 

argued in district court that there are at least two options to remedy the absence of 

antecedent basis: 

(1) “said target feature information” could refer to “a target feature 

information,” requiring claim 1 to be rewritten, or 

(2) “said target feature information” could refer to “said target specific 

feature information” in limitation [1.2], which would mean “specific” was 

omitted erroneously. 

Ex.1070, 8-9.     

In the Petition, Petitioner expressly interpreted the term “said target feature 
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information” in limitation [1.3] according to option (2) from the district court 

litigation.2 These positions are not inconsistent because Petitioner cannot raise 

indefiniteness challenges in an IPR. See 35 U.S.C. § 311(b) (a petitioner may 

challenge claims in an IPR “only on a ground that could be raised under section 102 

or 103….”); Samsung Elecs. Am., Inc. v. Prisua Eng’g Corp., 948 F.3d 1342, 1350 

(Fed. Cir. 2020) (“[T]he Board may not cancel claims for indefiniteness in an IPR 

proceeding.”). Petitioner is simply pursuing a claim construction position in district 

court that is statutorily prohibited in an IPR.        

 
2 In district court, Patent Owner argued that “said target feature information” 

should be construed to refer to the “target specific feature information” in 

limitation [1.2] according to option (2) above, the same interpretation utilized in 

the Petition. See “Plaintiff Intellectual Ventures II LLC’s Response to Opening 

Claim Construction Brief” (ECF No. 30), 10-12; “Plaintiff Intellectual Ventures II 

LLC’s Sur-Reply Claim Construction Brief” (ECF No. 33), 1-2, Intellectual 

Ventures II LLC v. Tesla, Inc., 1:24-cv-00884-ADA. Patent Owner’s above-

identified claim construction briefs are not of record in this IPR proceeding but are 

publicly available. The Board’s email authorizing this Response indicates that 

“[n]o new evidence is permitted.” Ex.3102. The district court has not yet issued a 

written claim construction order.        



Petitioner’s Authorized Response to Patent Owner’s Director Review Request 
IPR2025-00340 (U.S. Patent 6,894,639) 

5 

In the Institution Decision, the Board agreed with Petitioner and “decline[d] 

to deny institution based on Petitioner’s claim construction positions.” ID, 11. More 

specifically, the Board rejected Patent Owner’s position based on the very decisions 

Patent Owner now alleges that the Board “failed to follow.” Request, 1; ID, 11-12. 

The Board explained that “[t]he difference in Petitioner’s construction in one forum 

versus another is not necessarily inconsistent, and the Board’s rules ‘do not 

necessarily prohibit petitioners from taking inconsistent claim construction positions 

before the Board and a district court.’” ID, 11 (citing Cambridge Mobile Telematics, 

Inc. v. Sfara, Inc., IPR2024-00952, Paper 12 at 8 (Dec. 13, 2024) (designated 

informative Mar. 20, 2025)). The Board further explained that “indefiniteness ‘does 

not necessarily preclude the Board from addressing the patentability of the claims 

on section 102 and 103 grounds.’” ID, 11 (citing Samsung Elecs. Am. Inc. v. Priusa 

Eng’g Corp., 948 F.3d 1342, 1355 (Fed. Cir. 2020); Intel Corp. v. Qualcomm Inc., 

21 F.4th 801, 813 (Fed. Cir. 2021) (“The indefiniteness of a limitation . . . precludes 

a patentability determination only when the indefiniteness renders it logically 

impossible for the Board to reach such a decision.”)). 

The Board has repeatedly granted institution in IPRs where the petitioner 

explained how it is interpreting the claims for purposes of the unpatentability 

challenges raised in the IPR proceeding and separately pursued indefiniteness 

challenges in district court, as is the case here. For example, in Zillow Group, Inc. v. 
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Int’l Business Machines Corp., the Board instituted review based on the petitioner’s 

plain and ordinary meaning construction and rejected the patent owner’s argument 

that denial was warranted because the petitioner had contended before the district 

court that the claims were indefinite. IPR2020-01656, Paper 8 at 11 (PTAB Mar. 15, 

2021) (“Patent Owner cites no authority nor are we aware of any authority for the 

proposition that we may not assess the patentability of claims in an inter partes 

review because the Petitioner also challenges those claims as indefinite in District 

Court.”); see also Target Corp. v. Proxicom Wireless, Inc., IPR2020-00979, Paper 

11 at 16 (PTAB Dec. 4, 2020) (“[In] district court, Petitioner served preliminary 

constructions stating that ‘local or personal area wireless protocol’ is indefinite …, 

but in this proceeding Petitioner argued that the prior art discloses the elements 

containing those terms….  Petitioner’s alternative pleading before a district court is 

common practice, especially where it concerns issues outside the scope of inter 

partes review.”). 

Similarly, the Board has instituted review when the petitioner raised 

unpatentability grounds in the IPR based on the same construction patent owner 

advanced in district court, as is the case here, while also arguing that the claims are 

indefinite in district court. See, e.g., Hospira, Inc. v. Amgen Inc., IPR2021-00528, 

Paper 7 at 9 (PTAB Aug. 17, 2021) (“We discern no prejudice against Patent Owner 

in allowing Petitioner to adopt Patent Owner’s claim constructions before the Board 
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(where Petitioner is precluded from arguing indefiniteness), while arguing that that 

claim construction is indefinite before the district court.”); Aptiv Servs. US, LLC, v. 

Microchip Tech., Inc., IPR2024-00646 at 11-12 (PTAB Sept. 25, 2024) (rejecting 

the patent owner’s argument that institution should be denied because the petitioner 

argued indefiniteness in district court, when “in its substantive analysis Petitioner 

argues that the challenged claims are unpatentable even under Patent Owner’s 

expected proposed constructions in light of the parallel district-court proceeding.”). 

The Director should reject Patent Owner’s argument that the Board erred in 

instituting review of Petitioner’s obviousness challenges that are based on the same 

construction Patent Owner argued in the parallel district court proceeding.   

II. Patent Owner misinterprets and misapplies Cambridge Mobile, 
Samsung, and Intel. 

Patent Owner asserts the Board “failed to follow” Cambridge Mobile, 

Samsung, and Intel. Request, 1. However, the Board’s Institution Decision 

correctly and explicitly relied on these cases. It is Patent Owner that is 

misinterpreting and misapplying these cases in requesting Director Review. 

A. Cambridge Mobile supports the Board’s Institution Decision. 

Cambridge Mobile explains that the Board’s “rules do not necessarily prohibit 

petitioners from taking inconsistent claim construction positions before the Board 

and a district court.” Cambridge Mobile, IPR2024-00952, Paper 12 at 8 (citing 10x 

Genomics, Inc. v. Bio-Rad Lab’ys, Inc., IPR2020-00086, Paper 8 at 18 (PTAB Apr. 
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27, 2020) (37 C.F.R. 42.104(b) “does not prohibit Petitioner from submitting a claim 

construction it believes is incorrect and relying on that construction to show how the 

claim is unpatentable.”)). In the Institution Decision, the Board correctly cited 

Cambridge Mobile in rejecting Patent Owner’s arguments. ID, 11 (“The difference 

in Petitioner’s construction in one forum versus another is not necessarily 

inconsistent, and the Board’s rules ‘do not necessarily prohibit petitioners from 

taking inconsistent claim construction positions before the Board and a district 

court.’ Cambridge Mobile Telematics, Inc. v. Sfara, Inc., IPR2024-00952, Paper 12 

at 8 (Dec. 13, 2024) (designated informative Mar. 20, 2025).”). 

In its Request, Patent Owner asserts that Cambridge Mobile requires “an 

acceptable rationale … as to why inconsistent positions are warranted here.” 

Request, 7-8; see also id., 1. That is not what Cambridge Mobile requires. 

Cambridge Mobile simply requires an IPR petition to satisfy the requirements of 37 

C.F.R. § 42.104(b)(3), namely identifying how the challenged claim is to be 

construed. Cambridge Mobile, Paper 12 at 9, see also id., 7-8 (“[T]he Petition should 

have explained why the plain and ordinary meaning of the ‘component’ terms should 

apply in this proceeding (why the inconsistent positions are warranted) or set forth 

an alternative means-plus-function claim construction.”) (emphasis added). 

Petitioner complied with Cambridge Mobile and 37 C.F.R. § 42.104 by 

providing an express construction for the term “said target feature information” in 
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limitation [1.3] and explaining that it may pursue indefiniteness challenges in district 

court, which may not be raised in an IPR. In its Reply, Petitioner explained that the 

allegedly “inconsistent” claim construction positions in the IPR petition and the 

indefiniteness challenge in district court are warranted because Petitioner is 

statutorily prohibited from raising indefiniteness challenges in an IPR. Reply, 6-7.   

In the present case, there is no dispute that the Petition explains how the 

challenged claim is to be construed. In fact, Patent Owner explicitly acknowledges 

that Petitioner adopts “only one interpretation of the claim language” in the Petition. 

Request, 6 (emphasis original); see also id., 1, 4-5. Therefore, the Board was correct 

in concluding the requirements of 37 C.F.R. § 42.104(b)(3) are satisfied and citing 

to Cambridge Mobile in support of its determination. There is no legal error. 

B. Samsung and Intel support the Board’s Institution Decision. 

Samsung and Intel both support the position that indefiniteness does not 

preclude the Board from addressing patentability. For example, Samsung explains 

that indefiniteness “does not necessarily preclude the Board from addressing the 

patentability of the claims on section 102 and 103 grounds.” Samsung, 948 F.3d 

1342, 1355. Similarly, Intel notes that “[t]he indefiniteness of a limitation … 

precludes a patentability determination only when the indefiniteness renders it 

logically impossible for the Board to reach such a decision.” Intel, 21 F.4th 801, 813 

(emphasis added). In the Institution Decision, the Board correctly cited Samsung and 
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Intel in rejecting Patent Owner’s arguments. ID, 11-12. 

In the Request, Patent Owner asserts that “[t]he Institution Decision fails to 

explain how it would be logically possible to apply the prior art to the claims” under 

Petitioner’s district court indefiniteness position. Request, 8. However, the Petition 

explicitly explains how the challenged claim is being construed for purposes of the 

IPR. Pet., 23 n. 3. Specifically, the Petition explains that the term “said target feature 

information” in limitation [1.3] is being interpreted as the “target specific feature 

information” previously introduced in limitation [1.2]—the same interpretation 

Patent Owner has argued for at district court. Id. Based on this interpretation, the 

Board logically explains in the Institution Decision how the prior art reads on the 

claims, including limitation [1.3]. ID, 21-35. Accordingly, consistent with Intel, it is 

logically possible for the Board to reach a decision on the unpatentability of the 

claims based on the construction advanced by Petitioner—the same construction 

Patent Owner argued in district court. Thus, the Board was correct in concluding the 

requirements of 37 C.F.R. § 42.104(b)(3)-(4) are satisfied, and Samsung and Intel 

support the Board’s determination.  
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III. Conclusion 

There is no legal error in the Institution Decision. The Director should deny 

Patent Owner’s Request.  

 

Respectfully submitted, 

 
Date:  September 12, 2025  /Jonathan R. Bowser/  

Jonathan R. Bowser 
HAYNES AND BOONE, LLP  Lead Counsel for Petitioner 
2801 N. Harwood Street, Ste 2300 Registration No. 54,574 
Dallas, Texas 75201 
Customer No. 27683 
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