UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TESLA, INC.,
Petitioner,

V.

INTELLECTUAL VENTURES II LLC,
Patent Owner.

Case No. IPR2025-00343
U.S. Patent No. 10,292,138

PATENT OWNER’S MANDATORY NOTICES
PURSUANT TO 37 C.F.R. § 42.8
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Pursuant to 37 C.F.R. § 42.8, Intellectual Ventures II LLC (“Patent Owner”)
hereby files the following Mandatory Notices.
I. Real Party-in-Interest
Pursuant to 37 C.F.R. § 42.8(b)(1), Pursuant to 37 C.F.R. § 42.8(b)(1),
Intellectual Ventures I LLC is the Patent Owner and real party-in-interest.
II.  Related Matters
U.S. Patent 10,292,138 (“138 Patent™) is or was involved in the following district
court litigations:

(1) Intellectual Ventures I LLC et al v. Volvo Car Corporation et al,
No. DNJ-3-24-cv-09298 (D. NJ. September 19, 2024);

(2) Intellectual Ventures I LLC v. Tesla, Inc.,
No. WDTX-1-24-cv-00390 (W.D. Tex. April 11, 2024);

(3) Intellectual Ventures I LLC v. Tesla, Inc.,
No. WDTX-6-24-cv-00188 (W.D. Tex. April 12, 2024);

(4) Intellectual Ventures I LLC v. Tesla, Inc.,
No. WDTX-1-24-cv-00884 (W.D. Tex. April 12, 2024)

(5) Intellectual Ventures I LLC et al v. Volvo Car Corporation et al,
No. WDTX-6-23-cv-00429 (W.D. Tex. June 8, 2023)

(6) Intellectual Ventures I LLC et al v. Honda Motor Company, Ltd. et al,
No. NDTX-3-22-cv-00761 (N.D. Tex. April 4, 2022)

(7) Intellectual Ventures I LLC et al v. Toyota Motor Corp. et al,
No. EDTX-2-21-cv-00389 (E.D. Tex. October 19, 2021)
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(8) Intellectual Ventures I LLC et al v. Honda Motor Company, Ltd. et al,
No. EDTX-2-21-cv-00390 (E.D. Tex. October 19, 2021) and

(9) Intellectual Ventures I LLC et al v. General Motors Company et al,
No. WDTX-6-21-cv-01088 (W.D. Tex. October 19, 2021).

138 Patent was also involved in the following IPRs:

(1) American Honda Motor Co., Inc. v. Intellectual Ventures I LLC,
IPR2023-00020.

(2) Toyota Motor Corporation et al v. Intellectual Ventures I LLC,
IPR2022-01127.
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III. Lead and Back-Up Counsel

IPR2025-00343
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LEAD COUNSEL

BACK-UP COUNSEL

Brandon R. Theiss

USPTO Reg. No. 70,507
VOLPE KOENIG

30 S. 17th Street, Suite 1800
Philadelphia PA 19103

Tel: 215-568-6400

Fax: 215-568-6499

Email: BTheiss@vklaw.com

Daniel H. Golub
USPTO Reg. No. 33,701
Email: DGolub@vklaw.com

Ryan W. O’Donnell
USPTO Reg. No. 53,401
Email: RODonnell@vklaw.com

Robert D. Leonard
USPTO Reg. No. 57,204
Email: RLeonard@vklaw.com

VOLPE KOENIG

30 S. 17th Street, Suite 1800
Philadelphia PA 19103

Tel: 215-568-6400

Fax: 215-568-6499

Russell J. Rigby

USPTO Reg. No. 50,267

Intellectual Ventures II LLC

3150 139th Avenue Southeast Building
4 Bellevue, WA 98005

Email: rrigby@intven.com
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IV. Service Information

Please address all correspondence to lead and back-up counsel identified

above. Patent Owner consents to electronic service to the email addresses identified

above.

Respectfully submitted,

Dated: January 7. 2025

By: /Brandon R. Theiss/
Brandon R. Theiss
USPTO Reg. No. 70,507
Counsel for Patent Owner
Intellectual Ventures I LLC
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CERTIFICATE OF SERVICE

The undersigned certifies that pursuant to 37 C.F.R. § 42.6(e), a copy of the

foregoing PATENT OWNER’S MANDATORY NOTICES was served via

email (as consented to by counsel) on January 7, 2025 to lead and backup counsel

of record for Petitioner as follows:
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Scott T. Jarratt
scott.jarratt.ipr@haynesboone.com
HAYNES AND BOONE, LLP
2801 N. Harwood Street, Suite 2300
Dallas, TX 75201

Jonathan Bowser
jon.bowser.ipr@haynesboone.com

HAYNES AND BOONE, LLP
2801 N. Harwood Street, Suite 2300
Dallas, TX 75201

Clint Wilkins
clint.wilkins.ipr@haynesboone.com
HAYNES AND BOONE, LLP
2801 N. Harwood Street, Suite 2300
Dallas, TX 75201

Paul Margulies
pmargulies@tesla.com
TESLA, INC.

1 Tesla Road

Austin, Texas 78725
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Dated: January 7, 2025 By: /Brandon R. Theiss/
Brandon R. Theiss (Reg. No. 70,507)
Volpe Koenig
Counsel for Patent Owner
Intellectual Ventures 11 LLC
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