AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
’ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.8.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Texarkana Division ~ onthe following
[[] Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
5:23-CV-00152 12/28/2023 Eastern District of Texas, Texarkana Division
PLAINTIFF DEFENDANT
MAXELL, LTD. LG ELECTRONICS INC., and LG ELECTRONICS
U.S.A. INC,
PATENT OR DATE OF PATENT .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 6,856,760 2/15/2005 Maxell, Ltd.
2 6,973,334 12/6/2005 Maxell, Ltd.
3 7,199,821 4/3/2007 Maxell, Lid.
4 10,244,284 3/26/2019 Maxell, Ltd.
5 8,339,493 12/25/2012 Maxell, Ltd.

In the above—entitled case, the following patent(s)/ trademark(s} have been included:

DATE INCLUDED INCLUDED BY
[] Amendment 1 Answer [ Cross Bill [J Other Pleading
PATENT OR DATE OF PATENT . . N
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above --entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK

(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director

Copy 3—Upon termination of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy

1 LG 1002




Docket No.: 009379.00002\US

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent of:

Nakano, et al.

Patent No.: 8,339,493 Confirmation No.: 9653

Issue Date: December 25, 2012 Art Unit: 2663

For: Electric Camera Examiner: Luong Trung Nguyen

NOTICE REGARDING PATENT EXPIRATION AND MAINTENANCE FEES

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Dear Commissioner:

Patent Owner Maxell, Ltd., provides this Notice because the USPTO status records do not
properly indicate the correct date and reason for expiration of U.S. Pat. No. 8,339,493.

The USPTO’s records are potentially unclear insofar as they appear to suggest a later
expiration of the *493 patent on December 25, 2020, for non-payment of maintenance fees, when
the *493 patent had previously expired on March 8, 2020, due to operation of a terminal disclaimer
with all maintenance fees having properly been paid during the life of the patent.

The USPTO’s Patent Application Information Retrieval (PAIR) system indicates that the
’493 patent expired due to non-payment of maintenance fees. But the 493 patent had already
expired when that fee would have come due as a result of a terminal disclaimer (on March 8, 2020).
Patent Owner properly paid the only maintenance fee due during the life of the *493 patent (the
first maintenance fee, for term extending beyond 4 years), such that the *493 patent remained
enforceable throughout the full extent of its term until its expiration on March 8, 2020.

The *493 patent was a continuation of the application that issued as U.S. Pat. No. 8,059,177,
which itself was a divisional of the application that issued as U.S. Pat. No. 6,765,616. The earliest
’616 patent was filed on March 8, 2000.

Pursuant to the 20 year term provisions of 35 U.S.C. § 154, the term of the *493 patent
would have expired on March 8, 2020. The 493 patent was awarded 136 days of patent term
extension, but was subject to a terminal disclaimer over the 616 patent. The *616 patent received
no patent term extension and thus its full term expired on March 8, 2020. Thus, by operation of
the terminal disclaimer, the *493 patent expired due to terminal disclaimer on March 8, 2020.
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Patent No.: 8,339,493 Docket No.: 009379.00002\US
Notice Regarding Patent Expiration and Maintenance Fees

During the enforceable life of the *493 patent, all applicable maintenance fees were paid
as shown by USPTO records. Maintenance fees are due 3.5, 7.5, and 11.5 years after the grant of
a patent to keep the patent in force until the next maintenance fee is due.

The 3.5 year maintenance fee of $1,600.00 was due prior to December 27, 2016, and was
properly paid on June 9, 2016. Accordingly, payment of the 3.5 year maintenance fee kept the 493
patent in force until the next maintenance fee was due, absent expiration for other reasons.

The 7.5 year maintenance fee would have been due prior to December 28, 2020. However,
because the *493 patent expired by operation of terminal disclaimer nine months prior on March
8, 2020, no maintenance fee need to have been paid (as the patent could not remain in force after
it had expired for term).

Patent Owner understands that “[t]he USPTO does not calculate the expiration dates for
patents.” (See, e.g., https://www.uspto.gov/patents/maintain, “About Maintenance Fees”). The
USPTO’s PAIR system and other records will not indicate that a patent has expired unless a
maintenance fee deadline has been missed. This is due to complexities in determining patent term
or other events that can cause a patent to become unenforceable or expire.

Accordingly, Patent Owner provides this Notice to clarify USPTO records. The 493 patent
expired due to terminal disclaimer on March 8, 2020, and thus no additional maintenance fees
were due on December 28, 2020.

Should the Patent and Trademark Office determine that a fee is required for this
submission, please charge our Deposit Account No. 19-0733. If there are any questions, the Office
is invited to contact the undersigned at (202) 824-3158.

Dated: November 10, 2021 Respectfully submitted,

By:  /Scott M Kelly/
Scott M. Kelly
Registration No.: 65,121

BANNER & WITCOFF, LTD.
1100 13th St. NW, STE 1200
Washington, DC 20005
(202)824-3158

Page 2 of 2



Electronic Acknowledgement Receipt

EFS ID: 44247169
Application Number: 12845266
International Application Number:
Confirmation Number: 9653
Title of Invention: ELECTRIC CAMERA

First Named Inventor/Applicant Name:

Takahiro Nakano

Customer Number:

177632

Filer: Scott M Kelly/Niki Rollhauser
Filer Authorized By: Scott M Kelly
Attorney Docket Number: ASA-9606-04
Receipt Date: 10-NOV-2021
Filing Date: 28-JUL-2010
Time Stamp: 13:16:47

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document s . File Size(Bytes Multi Pages
Document Description File Name ( y M . . 9
Number Message Digest | Part/.zip| (if appl.)
23604
USP_8339493_-
1 Miscellaneous Incoming Letter _Not|ce_Regard|hg_Patent_Ex no 2
piration_and_Maintenance_Fe
0a1d0ba53d07ba427721c0359d9cabcbcfd|
es_1 1—10—21_—_009379.pdf a2f65

Warnings:




Information:

Total Files Size (in bytes){ 23604

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATIONNUMBER | FILING OR 371(C) DATE | FIRSTNAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/845,266 07/28/2010 Takahiro Nakano ASA-9606-04
CONFIRMATION NO. 9653
177632 POA ACCEPTANCE LETTER
BANNER & WITCOFF, LTD.
1100 13th STREET, N.W. O LA 0
SUITE 1200 000000123589873

WASHINGTON, DC 20005-4051
Date Mailed: 02/24/2021

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 02/18/2021.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/rtbell/

page 1 of 1



2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
PQ. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov’

APPLICATIONNUMBER | FILING OR 371(C) DATE [ FRSTNAMED APPLICANT | ATTY. DOCKETNO/TITLE |
12/845,266 07/28/2010 Takahiro Nakano ASA-9606-04
CONFIRMATION NO. 9653
24956 POWER OF ATTORNEY NOTICE
MATTINGLY & MALUR, PC

1800 DIAGONAL ROAD

R
SUITE 210

ALEXANDRIA, VA 22314

Date Mailed: 02/24/2021

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/18/2021.
+ The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

[rbell/

page 1 of 1



PTO/AIA/81B (07-13)
Approved for use through 03/31/2021. OMB 0651-0035
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number
( REEXAMINATION OR SUPPLEMENTAL Control Number(s) 90/014,628 \
EXAMINATION - PATENT OWNER POWER OF | Filing Date(s) December 10, 2020
ATTORNEY OR REVOCATION OF POWER OF First Named Inventor | Takahiro Nakano
ATTORNEY WITH A NEW POWER OF ATTORNEY | Title ELECTRIC CAMERA
AND CHANGE OF CORRESPONDENCE ADDRESS | Patent Number 8,339,493
FOR REEXAMINATION OR SUPPLEMENTAL Examiner Name Peng Ke
\ EXAMINATION AND PATENT Attorney Docket No(s) |009379.00002\US /

I. Power of Attorney. This form may be used to change the Power of Attorney in a reexamination or
supplemental examination proceeding (or multiple proceedings where merged). This form may also be used to
change the Power of Attorney in the patent file; in such a case, a copy of this form will be placed in both the patent
file and the reexamination or supplemental examination proceeding.

A. Revocation of Previous Power of Attorney. | hereby revoke all previous patent owner powers of attorney, if
any, given:

IE in the above-identified reexamination or supplemental examination proceeding control number(s) (more than
one may be changed only if the proceedings are merged).

|:| in the file of the above-identified patent.

{check BOTH boxes if change in BOTH the patent file and the reexamination or supplemental examination
proceeding is requested).

B. Designation of Power of Attorney.

|:| A Power of Attorney is submitted herewith.

OR
| hereby appoint Practitioner(s) associated with the Customer Number identified in the box at
right as my/our attorney(s) or agent(s) to prosecute the proceeding(s)/patent identified above 1 77632
and selected in section I(A), and to transact all business in the United States Patent and
Trademark Office connected therewith:

OR
| hereby appoint Practitioner(s) named below as my/our attorney(s) or agent(s) to prosecute the proceeding(s)
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith:

Practitioner(s) Name Registration Number

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

This collection of information is required by 37 CFR 1.31, 1.32, and 1.33. The information is required to obtain or retain a benefit by the public,
which is to update (and by the USPTO to process) the file of a patent or reexamination proceeding. Confidentiality is governed by 35 U.S.C. 122
and 37 CFR 1.14. This collection is estimated to take 15 minutes to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.

Copied from 90014628 on 02/23/2021
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PTO/AIA/81B (07-13)

Approved for use through 03/31/2021. OMB 0651-0035

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number

1. Change of Correspondence Address

Please recognize or change the correspondence address for the above-identified reexamination or supplemental
examination proceeding control number(s) (more than one may be changed only if they are merged proceedings)

and for the file of the above-identified patent to be:

Ii‘ The address associated with the above-identified Customer Number.
OR

D The address associated with the Customer Number identified in the box at right:
OR

Firm or
Individual
Name

Address

City | state | [ Zip |

Country

Telephone | Email |

NOTE: THE CORRESPONDENCE ADDRESS FOR THE REEXAMINATION OR SUPPLEMENTAL EXAMINATION
PROCEEDING CONTROL NUMBER(S) MUST BE THE SAME AS THAT FOR THE PATENT. SEE 37 CFR 1.33.

11l. Authorization for Power of Attorney and (if selected) Change of Correspondence Address

| am the:
D Inventor, having ownership of the patent being reexamined.
OR
Patent owner.
Statement under 37 CFR 3.73(c) (Form PTO/AIA/96) submitted herewith or filed on

Signature of Inventor or Y B Date

Patent Owner o \wﬁ‘?&_&?ﬁ%w&@is February 1 7, 2021
& &

Name Tatsuya Yamamoto § i = Telephone

Title and

General Manager, Maxell, Ltd.

Company
NOTE: Signatures of all the inventors or patent owners of the entire interest or their representative(s) are
required. If more than one signature is required, submit multiple forms, check the box below, and identify the total
number of forms submitted in the blank below.

|E| A total of 2 forms are submitted. If you need assistance in completing the form, call 1-800-
PTO-9199 and select option 2.

[Page 2 of 2]

Copied from 90014628 on 02/23/2021
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (6 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system
of records may be disclosed, as a routine use, to the International Bureau of the World Intellectual
Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to
the public if the record was filed in an application which became abandoned or in which the proceedings
were terminated and which application is referenced by either a published application, an application
open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.

Copied from 90014628 on 02/23/2021
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Electronic Acknowledgement Receipt

EFS ID: 41960550
Application Number: 90014628
International Application Number:
Confirmation Number: 6100
Title of Invention: ELECTRIC CAMERA
First Named Inventor/Applicant Name: 8339493
Customer Number: 24956

Filer: Scott M Kelly/Brooklyn Grossbard
Filer Authorized By: Scott M Kelly
Attorney Docket Number: 2638-19.00
Receipt Date: 18-FEB-2021
Filing Date: 10-DEC-2020
Time Stamp: 16:51:17

Application Type:

Reexam (Patent Owner)

Payment information:

Submitted with

Payment no
File Listing:
Document ... . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (if appl.)
122474
90014628_-
1 Assignee showing of ownership per 37 _Rule_373_Statement_- no 3

CFR3.73

_00937900002_PTO_AIA_96_2

924e3a8eda251a3e66dfd71a148b4c97b08]

0991379.PDF

Warnings:

Copied from 90014628 on 02/23/2021

11




Information:

514084
Executed_-_90014628_-
_POA_-
2 Power of Attorney _00937900002_PTO_AIA_81B_ ne 3
21050919.PDF 953

Warnings:

Information:

Total Files Size (in bytes){ 636558

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

Copied from 90014628 on 02/23/2021
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

Maxell, Ltd.

Application No./Patent No.: 8339493
Titled: ELECTRIC CAMERA

Maxell, Ltd. _a Corporation

Applicant’/Patent Owner:

Filed/Issue Date: D€cember 25, 2012

{Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.)
states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. |:| An assignee of less than the entire right, title, and interest (check applicable box):

L] The extent (by percentage) of its ownership interest is %. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. |:| The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

4. |:| The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.

The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A. |:| An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a copy
thereof is attached.

B. A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1 From: TAKAHIRO NAKANO et al. To: HITACHI, LTD.

The document was recorded in the United States Patent and Trademark Office at

Reel 010631 , Frame 0900 , or for which a copy thereof is attached.
5 From: HITACHI, LTD. To: HITACHI CONSUMER ELECTRONICS CO,, LTD.

The document was recorded in the United States Patent and Trademark Office at
Reel 030648 , Frame 0217 , or for which a copy thereof is attached.

[Page 1 of 2]
This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.

Copied from 90014628 on 02/23/2021
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

3. From: HITACHI CONSUMER ELECTRONICS CO., LTD. 1,. HITACHI MAXELL, LTD.
The document was recorded in the United States Patent and Trademark Office at
Reel 033694 , Frame 0745 , or for which a copy thereof is attached.
4. From: HITACHI MAXELL, LTD. To: MAXELL,LTD.
The document was recorded in the United States Patent and Trademark Office at
Reel 045142 , Frame 0208 , or for which a copy thereof is attached.
5. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
6. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

|:] Additional documents in the chain of title are listed on a supplemental sheet(s).

D As required by 37 CFR 3.73(c)(1)(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Scott M Kelly/ February 18, 2021
Signature Date

Scott M. KeIIy 65,121

Printed or Typed Name Title or Registration Number

[Page 2 of 2]

Copied from 90014628 on 02/23/2021
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

Copied from 90014628 on 02/23/2021
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APPLE INC,,
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MAXELL, LTD.,
Patent Owner.
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U.S. Patent No. 8,339,493 B2

PETITIONER’S NOTICE OF APPEAL
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Pursuant to 35 U.S.C. §§ 141-142 and 319, 5 U.S.C. §§ 701-706, 28 U.S.C.
§ 1295(a)(4)(A), and 28 U.S.C. § 1651, and in accordance with 37 C.F.R. §§ 90.2-
90.3, and Federal Circuit Rule 15(a)(1), notice is hereby given that Petitioner
Apple Inc. appeals to the U.S. Court of Appeals for the Federal Circuit from the
Decision Denying Institution of Inter Partes Review entered on September 24,
2020 (Paper 9) in IPR2020-00597, attached as Exhibit A, and all prior and
interlocutory rulings related thereto or subsumed therein.

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), Petitioner states that the issues
for appeal include, but are not limited to:

(1) whether the U.S. Patent and Trademark Office (PTO) exceeded its
statutory authority and violated the text, structure, and purpose of the Leahy-Smith
America Invents Act, 35 U.S.C. §§ 311-319 (AIA), and Administrative Procedure
" Act, 5 U.S.C. §§ 701-706 (APA), by adopting a rule—and applying that rule to
deny institution here—that purports to authorize the Patent Trial and Appeal Board
(Board) to deny institution of inter partes review (IPR) based on non-statutory,
discretionary factors related to the pendency of parallel patent-infringement
litigation;

(2) whether the PTO exceeded its statutofy authc-)ri'ty and violated the APA

by adopting a rule governing institution decisions—and applying the rule to deny
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institution here—that incorporates non-statutory, discretionary factors that are
arbitrary and capricious;

(3) whether the PTO exceeded its statutory authority and violated the AIA
and the APA by adopting a rule to govern all institution decisions—and applying
that rule to deny institution here—without following the procedures for notice-and-
comment rulemaking; and

(4) whether the court of appeals has jurisdiction over this appeal,
ndtwithstanding 35 U.S.C. § 314(d), because the PTO acted in excess of its
statutory authority and outside its statutory limits or because the grounds for
attacking the decision to deny institution depend on statutes, including the APA,
that are less closely tied to the application and interpretation of statutes related to
the decision to initiate IPR.

This Notice of Appeal is timely, having been duly filed 11 days after the
date of the Decision Denying Institution of Inter Partes Review.

A copy of this Notice of Appeal is being filed simultaneously with the
Board, the Clerk’s Office for the United States Court of Appeals for the Federal

Circuit, and the Director of the PTO.

Dated: October 6, 2020 Respectfully submitted,
' ERISE IP, P.A.
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BY: /s/Adam P. Seitz

Adam P. Seitz, Reg. No. 52,206
Jennifer C. Bailey, Reg. No. 52,583
7015 College Blvd., Suite 700
Overland Park, KS 66211

P: (913) 777-5600

F: (913) 777-5601
jennifer.bailey@eriseip.com
adam.seitz@eriseip.com

Paul R. Hart, Reg. No. 59,646
5299 DTC Blvd., Suite 1340
Greenwood Village, CO 80111
P: (913) 777-5600

F: (913) 777-5601
paul.hart@eriseip.com

ATTORNEYS FOR PETITIONER
APPLE INC.
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TE E

Pursuant to 37 C.F.R. §§ 90.2(a)(1) and 104.2(a), I hereby certify that, in
addition to being filed electronically through the Patent Trial and Appeal Board’s
End to End (PTAB E2E) system, a true and correct original version of the
foregoing Petitioner’s Notice of Appeal is being filed by Priority Express Mail
on this 6th day of October, 2020, with the Director of the U.S. Patent and
Trademark Office, at the following address:

Director of the U.S. Patent and Trademark Office

c/o Office of the General Counsel

United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

Pursuant to 37 C.F.R. 90.2(a)(2) and Federal Circuit Rule 15(a)(1), and
Rule 52(a), (€), I hereby certify that a true and correct copy of the foregoing
Petitioner’s Notice of Appeal is being filed in the United States Court of Appeals

for the Federal Circuit using the Court’s CM/ECF filing system on this 6th day of

October, 2020, and the filing fee is being paid electronically using pay.gov.

I hereby certify that on October 6, 2020, I caused a true and correct copy
of the foregoing Petitioner’s Notice of Appeal to be served via email on the
following counsel for Patent Owner:

Robert G. Pluta (rpluta@mayerbrown.com)
4
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Maxell-Apple-Service@mayerbrown.com

Dated: October 6, 2020

Respectfully submitted,

BY: /s/ Adam P. Seitz
Adam P. Seitz, Reg. No. 52,206

COUNSEL FOR PETITIONERS
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,
Petitioner,

V.

MAXELL, LTD.,
Patent Owner.

IPR2020-00597
Patent 8,339,493 B2

Before MINN CHUNG, JASON W. MELVIN, and
FREDERICK C. LANEY, Administrative Patent Judges.

LANEY, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
35US8C. 5314

EXHIBIT A
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I. INTRODUCTION

Petitioner, Apple Inc., filed a Petition for inter partes review of
claims 1, 3-6, 10, and 11 (the “challenged claims™) of U.S. Patent
No. 8,339,493 B2 (Ex. 1001, “the *493 patent™). Paper 1 (“Pet.”). Patent
Owner, Maxell, Ltd., filed a Preliminary Response. Paper 6 (“Prelim.
Resp.”). Pursuant to our authorization for supplemental briefing, Petitioner
filed a Reply to Patent Owner’s Preliminary Response, and Patent Owner
filed a Sur-reply. Paper 7 (“Pet. Reply”); Paper 8 (“PO Sur-reply”), see
Ex. 1056 (authorizing reply and sur-reply).

Under 35 U.S.C. § 314 and 37 C.F.R. § 42.4(a), we have authority to
institute an inter partes review if “the information presented in the
petition . . . and any response . . . shows that there is a reasonable likelihood
that the petitioner would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a). The Board, however, has
discretion to deny a petition even when a petitioner meets that threshold.
Id; see, e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2140 (2016)
(“[TThe agency’s decision to deny a petition is a matter committed to the
Patent Office’s discretion.”); NHK Spring Co. v. Intri-Plex Techs., Inc.,
IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (precedential, designated
May 7, 2019) (“NHK™).

Having considered the parties’ submissions, and for the reasons
explained below, we exercise our discretion under 35 U.S.C. § 314(a) to

deny institution of inter partes review.

EXHIBIT A
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II. BACKGROUND

A. Related Matters
The parties identify the following pending district court proceeding
related to the *493 patent: Maxell, Ltd. v. Apple Inc., No. 5:19-cv-00036
(E.D. Tex., filed Mar. 15, 2019) (“the underlying litigation™). Pet. 81;
Paper 5, 1 (Patent Owner’s Mandatory Notices).

B. Overview of the 493 Patent

The 493 patent, is titled “Electric Camera.” Ex. 1001, code (54). It
issued on December 25, 2012, based on an application filed July 28, 2010.
Id. at code (22), (45). It claims priority as a continuation of a U.S.
application filed September 12, 2003, which in turn claims priority as a
division of a U.S. application filed March 8, 2000. Id. at code (60). Priority
is also claimed to a Japanese patent application filed January 11, 2000. 1d. at
code (30), 1:6-14.

The ’493 patent relates to “video cameras, camcorders, digital still
cameras and others using a solid-state image sensing device, and more
particularly to an electric camera using a solid-state image sensing device
with a large number of pixels.” Id. at 2:57-61. An object of the invention is
to provide an electric camera “which uses an image sensing device with a
sufficient number of pixels for still images and enables the taking of highly
detailed still images and a moving video taking with reduced image quality
degradation without increasing circuitry such as field memory.” Id. at 3:8—
13. “Itis also an object of the present invention to provide an electric

camera that can also realize the image stabilizing function.” Id. at 3:13-15.

EXHIBIT A
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C. [llustrative Claim
Challenged claims 1, 5, and 10 are independent. Challenged claims 3
and 4 depend directly from claim 1, challenged claim 6 depends directly
from claim 5, and challenged claim 11 depends directly from claim 10.
Claims 5 and 6 are illustrative of the claimed subject matter. Claims 5 and 6
recite:

5. An electric camera comprising:

an image sensing device with a light receiving sensor having an
array of pixels arranged vertically and horizontally in a gnd
pattern, in an N number of vertically arranged pixel lines;

a signal processing unit that generates image signals by
processing the output signals of the image sensing device; and

a display unit with a display screen, that displays an image
corresponding to the image signals;

wherein when recording an image in a static image mode, the
signal processing unit generates the image signals by using all
signal charges accumulated in all N number of vertically
arranged pixel lines of the image sensing device, to provide N
pixel lines;

wherein when monitoring the image in the static image mode,
the signal processing unit generates the image signals by using
pixel lines that have been mixed or culled from the N number
of vertically arranged pixel lines to only include pixel lines
separated from one another by intervals of a first distance; and

wherein when recording the image in a moving video mode, the
signal processing unit generates the image signals by using a
portion of, or the entirely of, pixel lines which have been
mixed or culled from the N number of vertically arranged
pixel lines to only include pixel lines separated from one
another by intervals of a second distance, where the second
distance is different from the first distance.

6. An electric camera according to the claim 5, further
comprising:

an image-instability detector which detects an image-instability
of the electric camera; and

EXHIBIT A
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wherein when recording in the moving video mode, in order to
correct the image-instability, the signal processing unit
generates the image signals by changing the pixel lines used,
and the portion of the pixel lines used, according to an amount
of image-instability detected by the instability detector.

Ex. 1001, 16:32-17:3.

D. Prior Art and Declaration Evidence

Petitioner cites the following references in its challenge to
patentability:

Casio LCD Digital Camera QV-8000SX User’s Guide (Ex. 1004,
“Casio”);

U.S. Patent No. 7,903,162 B2, issued March 8, 2011 (Ex. 1005,
“Juen”);

U.S. Patent No. 5,502,483, issued March 26, 1996 (Ex. 1006,
“Takase™); and

U.S. Patent No. 5,444,482, issued August 22, 1995 (Ex. 1008,
“Misawa”).

Petitioner supports its challenge with a declaration from Dr. Jeffrey J.
Rodriguez (Ex. 1003).

E. Asserted Grounds of Unpatentability
Petitioner asserts that the challenged claims are unpatentable based on

the following ground (Pet. 4):

Claims Challenged 35US.C. § References

1,3,5,and 10 103(a)! Casio, Juen

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284
(2011), amended 35 U.S.C. §103 effective March 16, 2013. Because the

EXHIBIT A
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Claims Challenged 35US.C. § References

4 103(a) Casio, Juen, Takase
6 and 11 103(a) Casio, Juen, Misawa
II. ANALYSIS

Patent Owner contends we should exercise our discretion under
35 U.S.C. § 314(a) to deny institution of inter partes review due to the
advanced stage of the underlying litigation in the United States District
Court for the Eastern District of Texas. Prelim. Resp. 2-28;

PO Sur-reply 1-11. According to Patent Owner, instituting an inter partes
review “would needlessly duplicate” the district court action and
“unnecessarily waste the Board’s resources.” Prelim. Resp. 4 (citing NHK,
Paper 8 at 20 (denying institution)).

After Patent Owner filed its Preliminary Response, we authorized the
parties to submit supplemental briefing on the issue of discretionary denial
under 35 U.S.C. § 314(a). Ex. 1056, 1. We specifically authorized the
parties to address the factors set forth in Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 (PTAB Mar. 20, 2020) (precedential, designated May 5,
2020) (“Fintiv”). Id. Fintiv provides several factors that balance
considerations of system efficiency, fairness, and patent quality when a
patent owner raises an argument for discretionary denial due to the advanced
state of a parallel proceeding. Fintiv, Paper 11 at 5-6. These factors are:

1. whether the court granted a stay or evidence exists that one
may be granted if a proceeding is instituted;

’493 patent has an effective filing date prior to the effective date of the
applicable AIA amendment, we refer to the pre-AIA version of § 103.
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2. proximity of the court’s trial date to the Board’s projected
statutory deadline for a final written decision;

3. investment in the parallel proceeding by the court and the
parties;

4. overlap between issues raised in the petition and in the
parallel proceeding;

5. whether the petitioner and the defendant in the parallel
proceeding are the same party; and

6. other circumstances that impact the Board’s exercise of
discretion, including the merits.

Id

We now consider these factors to determine whether we should
exercise discretion to deny institution under 35 U.S.C. § 314(a). “[I]n
evaluating the factors, the Board takes a holistic view of whether efficiency
and integrity of the system are best served by denying or instituting review.”
Id. at 6.

A. Fintiv Factor 1: Stay in the Underlying Litigation

Petitioner moved for a stay in the underlying litigation, but the district
court denied the motion. See Pet. Reply 1; PO Sur-reply 2; Ex. 1052.
Among other reasons, the court stated “[t]he case is not in its infancy and is
far enough along that a stay would interfere with ongoing proceedings.”
Ex. 1052, 4. Notably, the court denied the motion without prejudice.
Id. at 6. Although the court stated that “[t]he late stage of the proceedings
will certainly weigh against granting a stay” if Petitioner were to file a
renewed motion for a stay, the court also stated it could not “say now that
the late stage would necessarily outweigh the potential simplification of
issues following institution decisions” in this and other infer partes review
proceedings. Id. Given the court’s apparent willingness to reconsider a

motion to stay if an institution decision simplified issues for trial, but also
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considering the late stage of the district court proceeding, with trial
scheduled to begin in less than three months, we view the first Fintiv factor

as neutral in determining whether to exercise discretion to deny institution.

B. Fintiv Factor 2: Trial Date in the Underlying Litigation

The district court trial date, previously set for October 26, 2020, has
been reset for December 7, 2020. Ex. 3001 (August 10, 2020 Order
resetting trial date); see PO Sur-reply 2-3. A trial beginning this December
would be completed about nine months before a final written decision would
be due in this proceeding. Petitioner does not directly address factor 2 in its
supplemental briefing. See Pet. Reply 1-7.

Petitioner, however, does suggest that the COVID-19 pandemic may
affect the trial schedule, and indeed the trial has been delayed by six weeks
due to the effects of COVID-19. Pet. Reply 6-7; Ex. 3001, 1. Patent Owner
counters by citing an order by another judge in the Eastern District of Texas
for a different case involving the Petitioner that denied its request to
continue a patent trial scheduled for August 2020 because of concerns with
COVID-19. PO Sur-reply 3 (citing Ex. 2031). In addition, Patent Owner
argues, even if the trial date were delayed by three to five months, the trial
still would precede a final written decision by several months. Id. Although
we consider further delays due to the COVID-19 pandemic to be a real
possibility despite the trial court’s recent order resetting the trial date for
December 7, 2020, a delayed trial still seems likely to precede a final written
decision in this proceeding, which would be due in September 2021. This

factor, therefore, favors the exercise of discretionary denial.
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C. Fintiv Factor 3: Investment by the Court and the Parties in
the Underlying Litigation

Petitioner does not address factor 3 in its supplemental briefing, but
instead argues that its Petition was not purposefully delayed. See Pet. Reply
2-3. Thus, Petitioner notably does not dispute Patent Owner’s contention
that significant time and resources have already been used by the district
court and the parties in preparation for the upcoming December trial. PO
Sur-reply 3; see Prelim. Resp. 13—-14.

Regardless of Petitioner’s diligence to file the Petition, it appears
undisputed that the court and the parties have invested significant work
related to invalidity in preparation for trial. Because some of this invested
effort, including claim construction and expert discovery, likely has
relevance to issues that would arise in this proceeding, this factor favors the
exercise of discretionary denial in this case to prevent duplication of work
on similar issues by the Board and the district court, and by the parties in

multiple forums.

D. Fintiv Factor 4: Overlap Between Issues Raised in the
Petition and Underlying Litigation

Petitioner contends “the subject matter that the Board will consider
does not overlap with the [underlying] litigation.” Pet. Reply 3. Petitioner
notes that the Petition challenges claims 1, 3-6, 10, and 11, whereas only
claims 5 and 6 are at issue in the underlying litigation, and argues that
claim 1 has a materially different scope than those in the underlying
litigation. 1d.

Petitioner asserts also that the Petition presents the unique issue of
whether “Juen disclose[s] mixing and culling.” Id. In particular, for the

element “signal processing unit generates the image signals by using pixel
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lines that have been mixed or culled from the N number of vertically
arranged pixel lines” of claim S, Petitioner contends that it only relies on
Juen to disclose this limitation in the Petition, whereas only Sony is relied
upon to disclose this limitation in the litigation. Id. at 3-4. Petitioner argues
that although Casio and Sony disclose similar technology they are still “two
different cameras from two different manufactures” that “invalidate [the
challenged claim] limitations in different ways, with different teachings, and
different motivations to combine.” Id. at 4. As support, Petitioner points out
that in these proceedings it is “limited to a user manual” for Casio and, for
Sony in the litigation, Petitioner is able to present “the Sony device itself and
a supporting body of evidence outlining the operation of that device that
includes the printed manual, a service manual, advertisements, microscopic
images of the sensors, tear down testing, Sony’s employees, and other
evidence that is unavailable in the IPR.” Id.

Patent Owner contends that claims 1, 3-6, 10, and 11 were asserted
against Petitioner in the underlying litigation at the time the Petition was
filed and, thus, the “proper time at which to evaluate facts with respect to
Fintiv Factor 4 is the time the Petition is filed.” PO Sur-reply 5.
Nevertheless, Patent Owner argues that Petitioner’s suggestion that the
scope of claim 1 is materially different than claim § is disingenuous because
Petitioner’s invalidity contentions regarding claim 5 “points back to its
[c]laim 1 analysis for every limitation of [c]laim 5.” Id. (citing Ex. 2009,
153-154; Ex. 2010, 116-119). Moreover, Patent Owner argues that the
Petition itself undermines Petitioner’s suggestion claim 1 is “materially
different” than claim 5 because the analysis presented for claim 5 likewise
consists largely of referencing the analysis presented for claim 1. Id. (citing
Pet. 57-59).
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Patent Owner disputes Petitioner’s contention that Juen is only used in
this proceeding to disclose the mixing and culling limitation. Id. at 5-6.
Patent Owner contends the opposite is true because Petitioner uses Juen the
same way in the underlying litigation to show the mixing and culling
limitation for video recording and monitoring. /d. at 6 (citing Ex. 1058,
104-105, 107)%. Patent Owner argues additionally that Petitioner’s “effort to
distinguish the Casio and Sony references fares no better” because Petitioner
“has not pointed out a single difference between the Sony and Casio devices
(or the manuals) related to purported application to the challenged claims.”
Id. at 6-9. Lastly, Patent Owner notes that Petitioner “ignores that it uses
Misawa both in the Petition and the [underlying] litigation for the image-
instability correction features of Claim 6.” Id. at 6 (citing Pet. 74-78;

Ex. 1058, 82-88).

After considering the parties’ arguments and the record before us, we
determine that substantial overlap exists between the issues raised in the
Petition and the underlying litigation.

First, regarding the difference between the challenged claims in this
proceeding (i.e., claims 1, 3-6, 10, 11) and those claims that the parties have
elected to pursue during the upcoming trial (i.e., claims 5, 6), Petitioner only
suggests claim 1 “has a materially different scope” than the ones in this
proceeding (Pet. 3), but Patent Owner correctly notes that this contention is

undermined by the fact that Petitioner cross-references its unpatentability

2 For Exhibit 1058, Patent Owner appears to cite to the page number of the
original document rather than the exhibit page number added by Petitioner
(i.e., the page number added at the lower right corner). Our subsequent
reference to Exhibit 1058 refers to the added exhibit page number.
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analysis presented for claim 1 extensively in the Petition to also show the
unpatentability of claim 5. See Pet. 57-59. Similarly, Petitioner’s invalidity
contentions in the underlying litigation likewise rely exclusively on the
analysis presented for claim 1 to support the contentions for claim 5. See
Ex. 2009, 153-154; Ex. 2010, 116-119. Furthermore, we note that both
parties agree that the *493 patent claims priority to January 11, 2000, which
means that the *493 patent has expired® and that the unelected claims can no
longer be asserted against future products of the Petitioner (or anyone else).
See 35 U.S.C. § 154(a)(2). Thus, although the challenged claims asserted in
this proceeding are not identical to those that the parties have elected to
pursue at trial in the underlying litigation, we do not find this difference to
be meaningful in this case.

Second, Petitioner’s assertion that the issue of whether Juen discloses
mixing and culling is unique to this proceeding lacks merit. An expert
report provided by Petitioner in the underlying litigation indicates that
Petitioner intends to offer testimony that Juen discloses mixing and culling
to support its invalidity contentions. See Ex. 1058, 107-108, 110-111. We
have considered the expert’s analysis and evidence offered in the report for
the underlying litigation and find it to be substantively similar to the analysis
and evidence being offered in this proceeding on this issue. Therefore,
contrary to Petitioner’s assertion that Juen’s disclosure of mixing and culling
presents unique subject matter for the Board to consider in this proceeding,

we find this subject matter to be exemplary of the kind of issues that “would

3 Additionally, a terminal disclaimer was filed disclaiming the terminal part
of the statutory term granted to the 493 patent that may extend beyond the
expiration date of prior Patent No. 6,765,616. See Ex. 1002, 79.
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needlessly duplicate” the district court action and “unnecessarily waste the
Board’s resources.” NHK, Paper 8 at 20.

Third, although Sony and Casio are two different cameras from two
different manufactures, we do not find any relevant difference in their
structures and operations that are relied upon to show the unpatentability of
the challenged claims. For example, for both Sony and Casio, Petitioner
alleges each discloses: (1) a charge-coupled device (“CCD”) that can
produce signals that are used to create an image size of 1280 x 960 pixels,
which is relied upon to show the recited “image sensing device” (Pet. 22, 24;
Ex. 1058, 59); (2) the ability to convert or encode images to JPEG format,
which is relied upon to show the recited “signal processing unit” (Pet. 28;
Ex. 1058, 67); (3) a LCD screen, which is relied upon to show the recited
“display unit” (Pet. 32; Ex. 1058, 67-68); (4) the ability to use the monitor
as a “viewfinder” to display images prior to recording, which is relied upon
to show the recited “monitoring in a static image mode” (Pet. 34-37;

Ex. 1058, 77-78); (5) the ability to display on the monitor an image that has
a resolution lower than the image subsequently recorded, which is relied
upon to show the recited mixing or culling at a first interval (Pet. 37-40, 43—
44; Ex. 1058, 77-80); and (6) the ability to record movies in 320 x 240 pixel
AVI format, which is relied upon to show the recited mixing or culling at a
second interval (Pet. 44-47; Ex. 1058, 81-84). While Sony and Casio may
disclose different cameras from different manufactures, the record before us
shows that Petitioner is relying on structural and operational components
that both devices share. In other words, the relevant structures and
operations in Sony and Casio that Petitioner relies on in the underlying

litigation and in this proceeding to show either invalidity or unpatentability
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are substantially the same despite being incorporated into two different
devices.

Consistent with our understanding that Sony and Casio are
substantially the same, we note that the district court in the underlying
litigation likewise found “the Casio Camera seems cumulative to the already
disclosed references” and the Sony Camera had already been disclosed at the
time of that ruling. See Ex. 2006, 6; Ex. 2003, 36-38. Petitioner’s
statements to the contrary that Sony and Casio invalidate the challenged
claims in different ways is notably conclusory without any basis provided to
substantiate the position. See Pet. Reply 4.

This fourth Fintiv factor involves consideration of inefficiency
concerns and the possibility of conflicting decisions. Fintiv, Paper 11 at 12.
Therefore, “if the petition includes the same or substantially the same
claims, grounds, arguments, and evidence as presented in the parallel
proceeding, this fact has favored denial.” Id. As discussed, there is
substantial overlap between the grounds asserted in the underlying litigation
and those asserted in the Petition, so that institution of an inter partes review
likely will result in duplicative efforts by the Board and the trial court as to
how the references teach limitations of the challenged claims. Further,
accepting Petitioner’s representation that it has substantially more evidence
regarding Sony’s structure and operation in the underlying litigation than it
has of Casio’s structure and operation in this proceeding, we find that
efficiency and fairness tips toward giving way to the underlying litigation
that is set to begin trial in less than three months. For these reasons, we
determine that this factor on balance favors the exercise of discretionary

denial.
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E. Fintiv Factor 5: Whether Petitioner is the Defendant in the
Underlying Litigation

It is undisputable that Petitioner here is the defendant in the
underlying litigation. See Ex. 1010. Because the trial court may reach the
overlapping issues before the Board would in a final written decision, this
factor favors the exercise of discretionary denial in this case. See Apple Inc.
v. Fintiv, Inc., IPR2020-00019, Paper 15, 15 (PTAB May 13, 2020)
(informative, designated July 13, 2020) (determining factor 5 weighs in
favor of discretionary denial when the parallel proceeding involves the same
parties and the trial court may reach overlapping issues before the Board

would in a final written decision).

F. Fintiv Factor 6: Other Considerations

Under the sixth Fintiv factor, which takes into account any other
relevant circumstances, Patent Owner argues that Petitioner unreasonably
delayed in filing the Petition. Prelim. Resp. 13-22. Petitioner explains that
it needed time to locate relevant prior art and prepare petitions for inter
partes review. Pet. Reply 2-3. Having considered the particular factual
circumstances of this case, we do not consider Petitioner’s filing untimely.

Petitioner also presents extensive policy arguments against the
Board’s application of Fintiv and NHK in determining whether to exercise
discretion to deny institution under 35 U.S.C. § 314(a). Pet. Reply 8-11.
We need not address these arguments, as the Under Secretary of Commerce
for Intellectual Property and Director of the U.S. Patent and Trademark
Office has designated Fintiv and NHK as precedential decisions of the
Board.

As noted in Fintiv, a balanced assessment of factors may include

consideration of the merits. Fintiv, Paper 11 at 14-15. Although we do not

EXHIBIT A

36



undertake here a full analysis of the merits, our initial inspection of the
record and the parties’ arguments suggests a potential deficiency in
Petitioner’s evidence supporting its contention that Casio and Juen disclose
using different intervals when mixing or culling signal charges accumulated
in the vertically arranged pixel lines based on whether the electric camera is
monitoring in a static image mode or recording in a moving video mode.
See Pet. 34-47; Prelim. Resp. 61-63. In a balanced assessment of the
relevant evidence of record, and in view of the possible weakness in
Petitioner’s showing on the present record, this factor is neutral or weighs

slightly in favor of discretionary denial.

G. Conclusion

Based on the particular circumstances of this case, we determine that
instituting an inter partes review would be an inefficient use of Board
resources. As discussed above, the trial in the underlying litigation is
currently scheduled to begin in less than three months and may conclude
several months before we would reach a final decision in this proceeding.
The district court and the parties have expended effort in preparing for the
upcoming trial that will address issues that substantially overlap with those
raised in the Petition. Further, based on our preliminary assessment of the
merits, we have identified a potential deficiency in Petitioner’s evidence
regarding the use of different intervals when mixing or culling signal
charges accumulated in the vertically arranged pixel lines based on whether
the electric camera is monitoring in a static image mode or recording in a
moving video mode. All of the Fintiv factors discussed above either weigh
in favor of exercising discretion to deny institution or are neutral. On

balance, after a holistic consideration of the relevant facts, we conclude that
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efficiency and integrity of the system are best served by denying institution.
Thus, we exercise our discretion under § 314(a) to dény institution of inter

partes TeView.

IV. ORDER
Accordingly, it is
ORDERED that the Petition is denied; and
FURTHER ORDERED that no inter partes review is instituted.
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Paul R. Hart

Jennifer C. Bailey
ERISE IP, P.A.
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PATENT OWNER:

Robert G. Pluta

Amanda S. Bonner

James A. Fussell

Bryan Nese

Saqib Siddiqui

MAYER BROWN LLP
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO. : 8,339,493 B2 Page 1 of 1
APPLICATION NO. : 12/845266

DATED : December 25, 2012

INVENTORC(S) : T. Nakano et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby corrected as shown below:

Column (18): Claim 10, Line 7 delete “intervals of a given distance” insert --intervals of a first
distance--.

Signed and Sealed this
Fifth Day of May, 2020

Andrei Iancu
Director of the United States Patent and Trademark Office
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Case 5:19-cv-00036-RWS Document 2 Filed 03/15/19 Page 1 of 2 PagelD #: 262

AO 120 (Rev. 08/10)

To: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court for the Eastern District of Texas, Texarkana Division on the following
[ Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT __ -
5:19-cv-00036 3/15/2019 for the Eastern District of Texas, Texarkana Division

PLAINTIFF DEFENDANT

Maxell, Ltd. Apple Inc.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,748,317 6/8/2004 Maxell, Ltd.

2 6,580,999 6/17/2003 Maxell, Ltd.

3 8,339,493 12/25/2012 Maxell, Ltd.

4 7,116,438 10/3/2006 Maxell, Ltd.

5 6,408,193 6/18/2002 Maxell, Ltd.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment [ Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 5:19-cv-00036-RWS Document 2 Filed 03/15/19 Page 2 of 2 PagelD #: 263

AO 120 (Rev. 08/10)

To. Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court for the Eastern District of Texas, Texarkana Division on the following
[ Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT __ -
5:19-cv-00036 3/15/2019 for the Eastern District of Texas, Texarkana Division

PLAINTIFF DEFENDANT

Maxell, Ltd. Apple Inc.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 10,084,991 9/25/2018 Maxell, Ltd.

2 6,928,306 8/9/2005 Maxell, Ltd.

3 6,329,794 12/11/2001 Maxell, Ltd.

4 10,212,586 2/19/2019 Maxell, Ltd.

5 6,430,498 8/6/2002 Maxell, Ltd.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment [ Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

Copy 3—Upon termination of action, mail this copy to Director
Copy 4—Case file copy
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Case 5:16-cv-00

AO 120 (Rev. 08/10)

179-RWS Document 311

Filed 03/12/19 Page 1 of 1 PagelD #: 19920

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court for the Eastern District of Texas, Texarkana Division on the following
[ Trademarks or [V Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
11/18/2016 for the Eastern District of Texas, Texarkana Division

PLAINTIFF DEFENDANT

HITACHI MAXELL, LTD.

ZTE CORP. and ZTE USA, INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 5,396,443 3/7/1995 Hitachi Maxell, Ltd.
2 6,748,317 6/8/2004 Hitachi Maxell, Ltd.
3 8,339,493 12/25/2012 Hitachi Maxell, Ltd.
4 8,736,729 5/27/2014 Hitachi Maxell, Ltd.
5 6,408,193 6/18/2002 Hitachi Maxell, Ltd.
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT

Itis ORDERED that the above-entitied and numbered cause of action is DISMISSED WITH PREJUDICE and that
each party shall bear their own costs.

CLERK

(BY) DEPUTY CLERK DATE

T80 A, 0 feote o

3/12/2019

Copy 1—Upoeon initiation of a

ction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. |
12/845,266 07/28/2010 Takahiro Nakano ASA-9606-04 9653
24956 7590 03/23/2020 | EXAMINER |
MATTINGLY & MALUR, PC
1800 DIAGONAL ROAD NGUYEN. LUONG TRUNG
SUITE 210
ALEXANDRIA, VA 22314 | axrusr [ paperNumBER |
2663
| NOTIFICATION DATE | DELIVERY MODE |
03/23/2020 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

ptomail @mmiplaw.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Patent No.: 8339493

Issue Date:  12/25/2012
Appl. No.:  12/845,266
Filed: 07/28/2010

PART (A) RESPONSE FOR CERTIFICATES OF CORRECTION

This is a decision on the Certificate of Correction request filed 05 March 2020.

The request for issuance of Certificate of Correction for the above-identified correction(s) under the
provisions of 37 CFR 1.322 and/or 1.323 is hereby:

(Check one)
Approved (3 Approved in Part O Denied

Comments:

PART (B) PETITION UNDER 37 CFR 1.324 OR 37 CFR 1.48

0J This is a decision on the petition filed to correct inventorship under 37 CFR 1.324.

(J This is a decision on the request under 37 CFR 1.48, petition filed . In view of the fact
that the patent has already issued, the request under 37 CFR 1.48 has been treated as a petition to
correct inventorship under 37 CFR 1.324.

The petition is hereby: O Granted O Dismissed

Comment:

The patented filed is being forwarded to Certificate of Corrections Branch for issuance of a certificate
naming only the actual inventor or inventors.

/TWYLER L HASKINS/

Supervisory Patent Examiner, Art Unit 2698
Technology Center 2600

Phone: (§71)272-7406

Certificates of Correction Branch email: CustomerServiceCoC @uspto.gov CoC Central Phone Number: (703) 756-1814
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Case 5:19-cv-00036 Document 2 Filed 03/15/19 Page 1 of 2 PagelD #: 262

AOQ 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court for the Eastern District of Texas, Texarkana Division on the following
[d Trademarks or ~ [# Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT L.
5:19-¢v-00036 3/15/2019 for the Eastern District of Texas, Texarkana Division

PLAINTIFF DEFENDANT

Maxell, Ltd. Apple Inc.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 6,748,317 6/8/2004 Maxell, Ltd.

2 6,580,999 6/17/2003 Maxell, Ltd.

3 8,339,493 12/25/2012 Maxell, Ltd.

4 7,116,438 10/3/2006 Maxell, Ltd.

5 6,408,193 6/18/2002 Maxell, Ltd.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[ Amerndment [ Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upen initiation of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director
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2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPtO gov
APPLICATION NUMBER I FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO./TITLE |
12/845,266 07/28/2010 Takahiro Nakano ASA-9606-04
CONFIRMATION NO. 9653
20457 POWER OF ATTORNEY NOTICE
ANTONELLI, TERRY, STOUT & KRAUS, LLP

PO Box 472

ootz A

Date Mailed: 03/15/2019

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 01/25/2019.
+ The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

tle/

page 1 of 1
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2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
PQ. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov’

APPLICATIONNUMBER | FILING OR 371(C) DATE [ FRSTNAMED APPLICANT | ATTY. DOCKETNO/TITLE |
12/845,266 07/28/2010 Takahiro Nakano ASA-9606-04
CONFIRMATION NO. 9653
24956 POA ACCEPTANCE LETTER
MATTINGLY & MALUR, PC

1800 DIAGONAL ROAD

1800 DIAC R AP0 AR MO

ALEXANDRIA, VA 22314

Date Mailed: 03/15/2019

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 01/25/2019.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/tle/

page 1 of 1
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Document code: WFEE

United States Patent and Trademark Office
Sales Receipt for Accounting Date: 02/13/2019

DPOLLARD  SALE #00000001 Mailroom Dt: 02/01/2019 501417 12845266
01 FC : 1811 150.00 DA
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Attorney Docket No. ASA-9606-04
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:

T. NAKANO

Application No.: 12/845,266 ATTENTION

Confirmation No.: 9653 CERTIFICATE OF CORRECTION
Filed: July 28, 2010 BRANCH

U.S. Patent No.: 8,339,493
Issued: December 25, 2012
For: ELECTRIC CAMERA

REQUEST FOR CERTIFICATE OF CORRECTION
APPLICANTS’ MISTAKE (37 CFR §1.323)

Director of the U.S. Patent Office

Office of Patent Publications

ATTN: Certificate of Correction Branch

P.O. Box 1450 February 1, 2019
Alexandria, VA 22313-1450

Sir:

Please issue a Certificate of Correction for the above-identified patent to correct
the errors listed on the accompanying Form PTO/SB/44.

Pursuant to MPEP §1481, it is submitted that the mistake is either:

(1) of a clerical nature,

(2) of a typographical nature, or

(3) a mistake of minor character.

Furthermore, it is submitted that the correction does not involve changes which

would:

(1) constitute new matter, or

(2) require reexamination.
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Docket No.: ASA-9606-04
February 1, 2019
Page 2

Since the Certificate of Correction is necessitated by a mistake on the part of the
Applicants, in accordance with 37 CFR §1.20(a) our Credit Card Payment Form in the
amount of $150.00 is attached in payment of the appropriate fee. The Commissioner

is hereby authorized to charge additional payment due or to credit any overpayment, to

Deposit Account No. 50-1417.

Respectfully submitted,

MATTINGLY & MALUR, P.C.

/John R. Mattingly/
John R. Mattingly
Registration No. 30,293
(703) 684-1120
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PTO/SB/44 (09-07)

Approved for use through 01/31/2020. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _ 1 of __1
PATENT NO. : 8,339,493

APPLICATIONNO.: 12/845,266
ISSUE DATE © December 23, 2012

INVENTOR(S)  * T NAKANO, et al.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column (18): Claim 10, line 7 delete "intervals of a given distance" insert --intervals of a first distance--.

MAILING ADDRESS OF SENDER (Please do not use Customer Number below):

John R. Mattingly
MATTINGLY & MALUR, PC
1800 Diagorjal Road — Suite 210

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is govermed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (56 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Electronic Acknowledgement Receipt

EFS ID: 35029393
Application Number: 12845266
International Application Number:
Confirmation Number: 9653
Title of Invention: ELECTRIC CAMERA

First Named Inventor/Applicant Name:

Takahiro Nakano

Customer Number:

24956

Filer:

John Roberts Mattingly/Krista Hargrove

Filer Authorized By:

John Roberts Mattingly

Attorney Docket Number: 500.38315VC3
Receipt Date: 01-FEB-2019
Filing Date: 28-JUL-2010
Time Stamp: 10:00:14

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document . . File Size(Bytes Multi Pages
u Document Description File Name ile Size( y M " I. . 9
Number Message Digest | Part/.zip| (if appl.)
16842
1 Request for Certificate of Correction 9606-04-REQUESTCOC.pdf no 2
db175646852c816ff73b6c9b1aSaase72d6
adSd4
Warnings:
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Information:

153649
2 Request for Certificate of Correction 9606-04-COC.pdf no 2
92e2ed55dfA5edd92b24c78c4c4a2cas 5761
5e7d
Warnings:
Information:
Total Files Size (in bytes){ 170491

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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2 UNITED STATES PATENT AND TRADEMARK OFFIGE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/845,266 07/28/2010 Takahiro Nakano 500.38315VC3
CONFIRMATION NO. 9653
24956 IMPROPER CFR REQUEST
MATTINGLY & MALUR, PC

1500 DIAGONAL FOAD A
SUITE 210

00000105
ALEXANDRIA, VA 22314

Date Mailed: 01/30/2019

RESPONSE TO REQUEST FOR CORRECTED FILING RECEIPT

Power of Attorney, Claims, Fees, System Limitations, and Miscellaneous

In response to your request for a corrected Filing Receipt, the Office is unable to comply with your request
because:

+ The change of correspondence address submitted 01/25/2019 has not been entered because it was not
properly signed.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/ltaba/

page 1 of 1
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PTO/SB/123 (04-15)

Approved for use through 01/31/2018. OMB 0651-0035

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Patent Number 8339493
CHANGE OF Issue Date D ber 25. 2012
CORRESPONDENCE ADDRESS ecember 2o,
Patent Application Number |4 2/845 266
Address to: Flling Date JuIy 28, 2010

Mail Stop Post Issue First Named Inventor

Commissioner for Patents T . NAKAN O

P.O. Box 1450

i - Attorney Docket
\Alexandrla, VA 22313-1450 Numbe?l ASA_9606_04 /

Please change the Correspondence Address for the above-identified patent to:

The address associated with Customer Number: 2495 6

OR

l Firm or
Individual Name

Address

City State ZIP
Country

Telephone Email

This form cannot be used to change the data associated with a Customer Number. To change the data associated with an
existing Customer Number use "Request for Customer Number Data Change" (PTO/SB/124).

This form will not affect any "fee address" provided for the above-identified patent. To change a "fee address" use the "Fee
Address Indication Form" (PTO/SB/47).

| am the:

Patentee.

l Assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96).

X Attorney or agent of record. Registration Number 30293

1F:)rlirrjfcs(zjdol(lame John R. Mattlngly
Date January 25, 2019 Telephone 703-684-1120

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms
if more than one signature is required, see below*.

*Total of ! forms are submitted.

This collection of information is required by 37 CFR 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Post Issue, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settiement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Attorney Docket No. ASA-9606-04
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:

T. NAKANO

Application No.: 12/845,266 ATTENTION

Confirmation No.: 9653 CERTIFICATE OF CORRECTION
Filed: July 28, 2010 BRANCH

U.S. Patent No.: 8,339,493
Issued: December 25, 2012
For: ELECTRIC CAMERA

REQUEST FOR CERTIFICATE OF CORRECTION
APPLICANTS’ MISTAKE (37 CFR §1.323)

Director of the U.S. Patent Office

Office of Patent Publications

ATTN: Certificate of Correction Branch

P.O. Box 1450 January 25, 2019
Alexandria, VA 22313-1450

Sir:

Please issue a Certificate of Correction for the above-identified patent to correct
the errors listed on the accompanying Form PTO/SB/44.

Pursuant to MPEP §1481, it is submitted that the mistake is either:

(1) of a clerical nature,

(2) of a typographical nature, or

(3) a mistake of minor character.

Furthermore, it is submitted that the correction does not involve changes which

would:

(1) constitute new matter, or

(2) require reexamination.

59



Docket No.: ASA-9606-04
January 25, 2019
Page 2

Since the Certificate of Correction is necessitated by a mistake on the part of the
Applicants, in accordance with 37 CFR §1.20(a) our Credit Card Payment Form in the
amount of $150.00 is attached in payment of the appropriate fee. The Commissioner

is hereby authorized to charge additional payment due or to credit any overpayment, to

Deposit Account No. 50-1417.

Respectfully submitted,

MATTINGLY & MALUR, P.C.

/John R. Mattingly
John R. Mattingly
Registration No. 30,293
(703) 684-1120
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PTO/SB/44 (09-07)

Approved for use through 01/31/2020. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _ 1 of __1
PATENT NO. : 8,339,493

APPLICATIONNO.: 12/845,266
ISSUE DATE © December 23, 2012

INVENTOR(S)  * T NAKANO, et al.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column (18): Claim 10, line 7 delete "intervals of a given distance" insert --intervals of a first distance--.

MAILING ADDRESS OF SENDER (Please do not use Customer Number below):

John R. Mattingly
MATTINGLY & MALUR, PC
1800 Diagorjal Road — Suite 210

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is govermed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (56 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Electronic Patent Application Fee Transmittal

Application Number: 12845266
Filing Date: 28-Jul-2010
Title of Invention: ELECTRIC CAMERA

First Named Inventor/Applicant Name:

Takahiro Nakano

Filer:

John Roberts Mattingly/Krista Hargrove

Attorney Docket Number:

500.38315VC3

Filed as Large Entity

Filing Fees for Utility under 35 USC 111(a)

Description

Fee Code

Quantity

Amount

Sub-Total in
USD(S)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

CERTIFICATE OF CORRECTION

1811

150

150
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Description

Fee Code

Quantity

Amount

Sub-Total in
USD(S)

Extension-of-Time:

Miscellaneous:

Total in USD ($)

150
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Electronic Acknowledgement Receipt

EFS ID: 34957252
Application Number: 12845266
International Application Number:
Confirmation Number: 9653
Title of Invention: ELECTRIC CAMERA

First Named Inventor/Applicant Name:

Takahiro Nakano

Customer Number:

20457

Filer:

John Roberts Mattingly

Filer Authorized By:

Attorney Docket Number: 500.38315VC3
Receipt Date: 25-JAN-2019
Filing Date: 28-JUL-2010
Time Stamp: 10:18:29

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment yes
Payment Type CARD
Payment was successfully received in RAM $150

RAM confirmation Number

012519INTEFSW10191100

Deposit Account

501417

Authorized User

John Mattingly

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

37 CFR 1.16 (National application filing, search, and examination fees)

37 CFR 1.17 (Patent application and reexamination processing fees)
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37 CFR 1.19 (Document supply fees)
37 CFR 1.20 (Post Issuance fees)

37 CFR 1.21 (Miscellaneous fees and charges)

File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (if appl.)

16850

1 Request for Certificate of Correction 9606-04-REQUESTCOC.pdf no 2

72fc62722195d3813ed0efS0ce363bcccd 3a)
4be8

Warnings:

Information:

153649

2 Request for Certificate of Correction 9606-04-COC.pdf no 2

92e2ed55df45edd92b24c78c4c4a2cas576
Se7d

Warnings:

Information:

29827

3 Fee Worksheet (SB06) fee-info.pdf no 2

a68d78f2a3d2be2edbfb2673492dfac215e4

Warnings:

Information:

Total Files Size (in bytes){ 200326

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTQIAIAJBO (07-12)

Approved for usa through 11/30/2014. OMB 0851-0035

U.5. Patent and Trademark Cffice; U.S DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1883, no parsons are required to respond to a collestion of information unless it displays a valid OMB control number.

POWER OF ATTORNEY TO PROSECUTE APPLICATIONS BEFORE THE USPTO

i hereby revoke all previous powers of attorney given in the appiication identified in the aftached statement
under 37 CFR 3.73{¢).

| hereby appeint:
Practitioners associated with Customer Number: 249 56
. OR
D Practitioner{s} named below (if more than ten patent practitioners are to be named, then a customer number must be used):
Name Registration Name Registration
Mumber Number

As attorney(s) or agent{s) to represent the undersigned before the United States Patent and Trademark Office (USPTO) in connection with
any and all patent applications assigned only to the undersigned according to the USPTO assignment records or assignments documents
attached to this form in accordance with 37 CFR 3.73{c}.

Please change the correspondence address for the application identified in the altached statement under 37 CFR 3.73(c) to:

The address associated with Customer Mumber; 24956
OR

Firm or
individual Name

Address

City Siate Zip

Country

Telephene Emait

Assignee Name and Address:
Maxell, Lid,
1, Koizumi, Oyamazaki, Oyamazaki-cho Otokuni-gun, Kyote 618-8525, Japan

A copy of this form, together with a statement under 37 CFR 3.73({c) (Form PTO/AIA/SS or equivalent) is required to be
Filed in each application in which this form is used. The statement under 37 CFR 3.73(¢) may be completed by one of
The practitioners appointed in this form, and must identify the application in which this Power of Attorney Is to be filed.

SIGNATURE of Assignee of Record
The individual whose signature ﬁnd title is supplied below is authorized to act on behalf of the assignee

Signature J & o Date C)G]L~ /?v 20/7
Name Kazuhiro Kaizaki Telephone
Title Vice President

This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The information Is required to obtain or retain a benefit by the public which s {o file (and
by the USPTQ {e process} an application. Confidentiality Is governed by 35 U.8.C. 122 and 37 CFR 1.11 and 1.14. This collection is astimated {o take 3 minuies
to complete, including gathering, greparing, and submitting the completed application form to the USPTO. Time will vary depending upen the individual case. Any
comments on the amount of time you require to complete this form andfor suggesticns for reducing this burden, should be sent to the Chisf Information Officer,
U.8. Patent and Trademark Office, U8, Department of Commercs, PO, Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETEDR
FORMS TO THIS ADDRESS, SEND TO: Commissloner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTQ-8198 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attachad form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.5.C. 2(b}{2); (2) furnishing of the information solicited Is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process andfor examine your submission

related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination of
proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be freated confidentially to the extent allowed under the Freedom of
Information Act (& U.8.C. 552) and the Privacy Act {5 U.8.C 552a). Records from this system of records
may be disclosad to the Departiment of Justice to determine whether disclosure of these records is
required by the Fresdom of information Act.

2. Avrecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, mc!udmg disclosures to opposing counsel in
the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, {o a Member of Congress
submitling a request involving an individual, {o whom the record pertains, when the individual has
requested assistance from the Mamber with respect to the subject matter of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract, Recipients of information shall be required
io comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.8.C, 552a(m).

© B, Arecord reiated fo an International Application filed under the Patent Cooperation Treaty in this system of
racerds may be disciosed, as a routine use, to the International Bureau of the World intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

8. Arecord in this system of records may be disclosed, as a routine use, to another federal agency for

purposes of National Security review (35 U.8.C. 181) and for review pursuant to the Atomic Energy Act
{42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or hisfher designes, during an inspection of records conducted by GSA as part of that agency's
responsibility'to recommand improvements in records management practices and programs, under
authority of 44 U.8.C. 2804 and 2906. Such disclosure shall be made in accordance with the GSA

" regulations governing inspection of records for this purpose, and any other relevant {i.e., GSA or
Commerce) dirgctive. Such disclosure shall not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.8.C. 122{b} or issuance of a patent pursuant to 35 U.S.C.
181. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandonead or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

9. Arecord from this sysiem of records may be disclosed, as a routine use, io a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential woiatlcn of law or
regulation.
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

Applicant’/Patent Owner: Maxell, Ltd.

Application No./Patent No.: _12/845,266 Filed/Issue Date: July 28,2010

Titled: ELECTRIC CAMERA

Maxell, Ltd. _a Corporation

{Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.)

states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. |:| An assignee of less than the entire right, title, and interest (check applicable box):

L] The extent (by percentage) of its ownership interest is %. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. |:| The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

4. |:| The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.

The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A. |:| An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a copy
thereof is attached.

B. A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: 1- NAKANO To: HITACHI CONSUMER ELECTRONICS CO., LTD.

The document was recorded in the United States Patent and Trademark Office at

Reel 030648 , Frame 0217 , or for which a copy thereof is attached.

5 From: HITACHI CONSUMER ELECTRONICS CO., LTD. ,. HITACHI MAXELL, LTD.

The document was recorded in the United States Patent and Trademark Office at
Reel 033694 , Frame 0745 , or for which a copy thereof is attached.

[Page 1 of 2]
This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Trials@uspto.gov Paper No. 9
571.272.7822 Entered: December 26, 2018

- UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

OLYMPUS CORPORATION, OLYMPUS CORPORATION OF THE
AMERICAS, and OLYMPUS AMERICA INC.,
Petitioner,

V.

MAXELL LTD.,
Patent Owner.

IPR2018-00904 (Patent 8,339,493 B2) IPR2018-00906 (Patent 7,995,897 B2)
IPR2018-00908 (Patent 9,100,604 B2) IPR2018-00909 (Patent 9,100,604 B2)
IPR2018-00910 (Patent 8,059,177 B2) IPR2018-00911 (Patent 7,457,529 B2)

Before LYNNE E. PETTIGREW, MINN CHUNG,
TERRENCE W. McMILLIN, and JOHN A. HUDALLA, Admmzstratzve
Patent Judges.'

PER CURIAM.

ORDER
Granting Petitioner’s Authorized Unopposed Motion to Dismiss Proceeding,
Granting Authorized Joint Request to File Agreement As
Business Confidential Information
37CFR §42.74

! This is not an order from an expanded panel of the Board. Judges
Pettigrew, Chung, and McMillin are paneled on [IPR2018-00908. Judges
Chung, McMillin, and Hudalla are paneled on IPR2018-00904, IPR2018-
00906, IPR2018-00909, IPR2018-00910, and IPR2018-00911.
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A

[PR2018-00904 (Patent 8,339,493 B2) IPR2018-00906 (Patent 7,995,897 B2)
IPR2018-00908 (Patent 9,100,604 B2) IPR2018-00909 (Patent 9,100,604 B2)
IPR2018-00910 (Patent 8,059,177 B2) IPR2018-00911 (Patent 7,457,529 B2)

L. INTRODUCTION

On December 18, 2018, Olympus Corporation, Olympus Corporation
of the Américas, and Olympus America Inc. (collectively “Petitioner”) filed
Motions to Dismiss the above-referenced proceedings with prejudice
(collectively “Motions”). Paper 7, 1-4.>> As indicated in the Motions, the
Board authorized the filing of the Motions during a conference call on
November 30, 2018. Id. at 1. Petitioner further represents that Patent
Owner does not oppose the Motions. Id. Along with the Motions, Petitioner
and Patent Owner (collectively referred to as “the Parties”) filed copies of a
Patent License Agreement (“Agreement”) (Ex. 1018)%, as well as Joint
Requests to File Agreement as Business Confidential Information pursuant

to 35 U.S.C. § 317(b) (collectively “Joint Requests”) (Paper 8, 1-2).>¢

II. DISCUSSION
In its Motions, Petitioner represents that the Parties have resolved
their dispute as to the patents in the above-identified inter partes review

proceedings. Paper 7, 1-2. Further, in the Joint Requests, the Parties: (a)

2 For purposes of expediency, we cite to the paper filed in IPR2018-00904.
Similar papers were filed in [PR2018-00906 (Paper 9), IPR2018-00908
(Paper 7), IPR2018-00909 (Paper 7), IPR2018 00910 (Paper 7), and
IPR2018-00911 (Paper 7).

3 The pages of the respective Motions are unnumbered

4 The parties also filed a copy of the Agreement in IPR2018-00906
(Ex. 1010), IPR2018-00908 (Ex. 1018), IPR2018-00909 (Ex. 1018),
IPR2018-00910 (Ex. 1018), and IPR2018-00911 (Ex. 1010).

5 The Parties filed similar Joint Requests in IPR2018-00906 (Paper 10),
IPR2018-00908 (Paper 8), IPR2018-00909 (Paper 8), IPR2018-00910
(Paper 8), and IPR2018-00911 (Paper 8).

6 The pages of the respective Joint Requests are also unnumbered.

2
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IPR2018-00904 (Patent 8,339,493 B2) IPR2018-00906 (Patent 7,995,897 B2)
IPR2018-00908 (Patent 9,100,604 B2) IPR2018-00909 (Patent 9,100,604 B2)
IPR2018-00910 (Patent 8,059,177 B2) IPR2018-00911 (Patent 7,457,529 B2)

request that the Agreement be treated as business confidential information
and be kept separate from the files of the respective patents involved in the
above-identified inter partes proceedings; (b) represent that the Agreement
resolves all currently pending Patent Office and District Court proceedings
between the Parties involving the above-identified patents at issue; and (c)
represent that the filed copies of the Agreement are true copies. Paper 8, 1-
2. |

These proceedings are at an early stage, and we have not yet decided
whether to institute a trial in any of these proceedings. In view of the early
stage of these proceedings and the settlement between the Parties, we
determine that good cause exists to dismiss these proceedings with
prejudice.

Further, after reviewing the Agreement between the Parties, we find
that the Agreement contains confidential business information regarding the
terms of settlement. We determine that good cause exists to treat the
Agreement between the Parties as business confidential information
pursuant to 37 C.F.R. § 42.74(c).

This Order does not constitute a final written decision pursuant to
35U.S.C. § 318(a).

I. ORDER

Accordingly, for the reasons discussed above, it is:

ORDERED that Petitioner’s Motions to Dismiss with prejudice are
granted, and IPR2018-00904, IPR2018-00906, IPR2018-00908, IPR2018-
00909, IPR2018-00910, and IPR2018-00911 are dismissed with prejudice;

FURTHER ORDERED that the Joint Requests to File the Settlement

Agreement as Business Confidential Information are granted, and the
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IPR2018-00904 (Patent 8,339,493 B2) IPR2018-00906 (Patent 7,995,897 B2)
IPR2018-00908 (Patent 9,100,604 B2) IPR2018-00909 (Patent 9,100,604 B2)
IPR2018-00910 (Patent 8,059,177 B2) IPR2018-00911 (Patent 7,457,529 B2)

Settlement Agreement shall be kept separate from the files of Patent
8,333,493, Patent 7,995,897, Patent 9,100,604, Patent 8.059,177, and Patent
7,457,529 and made available only to Federal Government agencies on
written request, or to any person on a showing of good cause, pursuant to

37 C.F.R. § 42.74(c).

PETITIONER:

William McCabe

Matthew Moffa
wmccabe@perkinscoie.com
mmoffa@perkinscoie.com

PATENT OWNER:

Robert Pluta

Michael Word

Saqib Siddiqui
rpluta@mayerbrown.com
mword@mayerbrown.com
ssiddiqui@mayerbrown.com
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Trials@uspto.gov Paper 9
571-272-7822 Entered: June 1, 2018

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ZTE CORPORATION and ZTE (USA), INC,,
Petitioners,

V.

MAXELL, LTD.,
Patent Owner.

Case IPR2018-00236
Patent 8,339,493 B2

Before MINN CHUNG, TERRENCE W. McMILLIN, and
JOHN A. HUDALLA, Administrative Patent Judges.

McMILLIN, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
35US.C §314
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IPR2018-00236
Patent 8,339,493 B2
[. INTRODUCTION

ZTE Corporation and ZTE (USA), Inc. (“Petitioner”)' filed a Petition
(“Pet.”) (Paper 2) to institute an inter partes review of claims 5 and 6 of
Patent 8,339,493 B2 (the “’493 patent”) (Ex. 1001) pursuant to 35 U.S.C.

§ 311 et seq. Patent Owner Maxell, Ltd. (“Patent Owner”)? filed a
Preliminary Response (“Prelim. Resp.”) (Paper 6) to the Petition.

This is a preliminary proceeding to decide whether inter partes review
of the *493 patent should be instituted under 35 U.S.C. § 314(a), which
provides that inter partes review may not be instituted “unless . . . the
information presented in the petition . . . and any response . . . shows that
there is a reasonable likelihood that the petitioner would prevail with respect
to at least 1 of the claims challenged in the petition.” See 35 U.S.C. § 314(a)
(regarding institution of inter partes review); 37 C.F.R § 42.4(a) (delegating
authority to institute trial to the Board).

Upon consideration of the Petition, the Preliminary Response, and the
evidence of record, we conclude that the information presented fails to show
that there is a reasonable likelihood that Petitioner will prevail in

establishing the unpatentability of at least one of the challenged claims of

! In the caption of the Petition, both ZTE Corporation and ZTE (USA), Inc.
are identified as Petitioner. In the body of the Petition, ZTE (USA), Inc. is
identified as the sole Petitioner and ZTE Corporation is identified as an
additional real party in interest. Pet. 1.

2 In the caption of the Petition, the Patent Owner is identified by the
Petitioner as Hitachi Maxell, Ltd. In the caption of Patent Owner’s
Mandatory Notices, the Patent Owner is identified as Hitachi Maxell, Ltd.
but, in the body of this same document, the Patent Owner is identified as
Maxell, Ltd. (Paper 5, 2). In the caption and body of the Preliminary
Response (Paper 6, 1), Patent Owner identifies itself as Maxell, Ltd.

2
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IPR2018-00236
Patent 8,339,493 B2
the °493 patent. For the reasons that follow, the Board has determined not to

institute an inter partes review.

A. Related Matters
Both parties identify one related matter under 37 C.F.R. § 42.8(b)(2),
Maxell, Ltd. v. ZTE Corporation and ZTE USA Inc., 5:16-cv-00179-RWS
(E.D. Tex.),? that would affect, or be affected by, a decision in this
proceeding. Pet. 1; Paper 5, 2.

B. The ’493 Patent (Ex. 1001)

The °493 patent, is titled “Electric Camera.” Ex. 1001, (54). It issued
on December 25, 2012, based on an application filed July 28, 2010. Id. at
(22), (45). It claims priority as a continuation of a U.S. application filed
September 12, 2003, which in turn claims priority as a division of a U.S.
application filed March 8, 2000. Id. at (60). Priority is also claimed to a
Japanese patent application filed January 11, 2000. Id. at (30), 1:6-14.

The 493 patent relates to “video cameras, camcorders, digital still
cameras and others using a solid-state image sensing device, and more
particularly to an electric camera using a solid-state image sensing device
with a large number of pixels.” Id. at 2:57-61. An object of the invention is
to provide an electric camera “which uses an image sensing device with a
sufficient number of pixels for still images and enables the taking of highly
detailed still images and a moving video taking with reduced image quality

degradation without increasing circuitry such as field memory.” Id. at 3:8-

3 Petitioner identifies the plaintiff as Hitachi Maxell, Ltd. Pet. 1. Patent
Owner identifies the plaintiff as Maxell, Ltd. Paper 5, 2.

3
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13. “It is also an object of the present invention to provide an electric

camera that can also realize the image stabilizing function.” Id. at 3:13-15.

C. The Challenged Claims
Of the challenged claims of the 493 patent, claim 5 is independent,
and claim 6 depends from claim 5. Claims 5 and 6 recite:

5. An electric camera comprising;:

an image sensing device with a light receiving sensor having an
array of pixels arranged vertically and horizontally in a grid
pattern, in an N number of vertically arranged pixel lines;

a signal processing unit that generates image signals by
processing the output signals of the image sensing device; and

a display unit with a display screen, that displays an image
corresponding to the image signals;

wherein when recording an image in a static image mode, the
signal processing unit generates the image signals by using all
signal charges accumulated in all N number of vertically
arranged pixel lines of the image sensing device, to provide N
pixel lines;

wherein when monitoring the image in the static image mode,
the signal processing unit generates the image signals by using
pixel lines that have been mixed or culled from the N number
of vertically arranged pixel lines to only include pixel lines
separated from one another by intervals of a first distance; and

wherein when recording the image in a moving video mode, the
signal processing unit generates the image signals by using a
portion of, or the entirely of, pixel lines which have been
mixed or culled from the N number of vertically arranged
pixel lines to only include pixel lines separated from one
another by intervals of a second distance, where the second
distance is different from the first distance,

6. An electric camera according to the claim 5, further
comprising:

an image-instability detector which detects an image-instability
of the electric camera; and
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wherein when recording in the moving video mode, in order to
correct the image-instability, the signal processing unit
generates the image signals by changing the pixel lines used,
and the portion of the pixel lines used, according to an amount
of image-instability detected by the instability detector.

Ex. 1001, 16:32-17:3.
D. The Prior Art

Petitioner relies on the following prior art:

U.S. Patent 5,493,335, issued February 20, 1996 (“Parulski *335)
(Ex. 1003);

U.S. Patent 5,440,343, issued August 8, 1995 (“Parulski *343”)
(Ex. 1004);

U.S. Patent 5,497,192, issued March 5, 1996 (“Ishizuka”) (Ex. 1005);

U.S. Patent 5,828,406, issued October 27, 1998 (“Parulski *4067)
(Ex. 1006); and

U.S. Patent 6,512,541 B2, filed December 8, 1997 (“Dunton”)
(Ex. 1007). Pet.3-4

E. The Asserted Grounds

Petitioner challenges claims 5 and 6 of the *493 patent on the
following grounds:

Claim 5 as obvious under 35 U.S.C. § 103 in view of Parulski *335
and Parulski ’343;

Claim 6 as obvious under 35 U.S.C. § 103 in view of Parulski ’335,
Parulski >343, and Ishizuka;

Claim S as obvious under 35 U.S.C. § 103 in view of Parulski *406

and Dunton; and
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Claim 6 as obvious under 35 U.S.C. § 103 in view of Parulski ’335,
Dunton, and Ishizuka. Pet. 6.

II. ANALYSIS
A. Relevant Principles of Law

A claim is unpatentable under 35 U.S.C. § 103 if the differences
between the claimed subject matter and the prior art are such that the subject
matter, as a whole, would have been obvious at the time the invention was
made to a person having ordinary skill in the art to which the subject matter
pertains. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007). The
question of obviousness is resolved on the basis of underlying factual
determinations, including: (1) the scope and content of the prior art; (2) any
differences between the claimed subject matter and the prior art; (3) the level
of skill in the art; and (4) where in evidence, so-called secondary
considerations. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966). We
analyze the asserted grounds based on obviousness with the principles
identified above in mind.

B. Grounds Based on Parulski *335

Petitioner challenges independent claim 5 as obvious in view of
Parulski °335 and Parulski ’343; dependent claim 6 as obvious in view of
Parulski *335, Parulski *343, and Ishizuka; and dependent claim 6 as obvious
in view of Parulski >335, Dunton, and Ishizuka. Pet. 6. As discussed below,
Petitioner does not persuasively show that Parulski *335 teaches certain
limitations in claim §.

The “Display” Limitation

Claim 5 recites, “a display unit with a display screen, that displays an

image corresponding to the image signals.” Ex. 1001, 16:40-41 (the
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“display” limitation). Petitioner relies on Parulski *335 as teaching the
“display” limitation. Pet. 23. The Petition states:

Parulski [*]335 discloses “Referring initially to FIG. 1 ...
a control and display section 14 for user interface with the
camera...).” Ex. 1003 at 3:25-39. Further in FIG 1. “The
microprocessor controller 82 also controls a display element 50a
in the viewfinder 50 (for indicating flash ready, under/over
exposure, and the like), and receives exposure data from the
photocell 54... While the processing and storage section 12
automatically controls image exposure upon the CCD sensor 28
by means of data input from the photocell 54, a plurality of
switches are provided in the control and display section 14 for
manually activating a variety of additional features. (Some
switches directly activate the respective features, while other
switches activate a menu of choices on a liquid crystal display
(LCD) 90.)” Id. at 4:55-66 (emphasis added).

Pet. 23. The passages Petitioner cites in Parulski *335 (Ex. 1003, 3:25-39,
4:55-66) refer to two displays: (1) display element 50a in the viewfinder 50
and (2) LCD 90. See Ex. 1003, Fig. 1. Patent Owner argues,

nowhere in the sections cited by Petitioner or in Parluski *335 is
there any discussion of display element 50a or LCD 90
displaying an image corresponding to the image signals that,
according to claim 5, are generated by a signal processing unit
“by processing the output signals of the image sensing device.”

Prelim. Resp. 15 (citing Ex. 1001, 16:37-39).

We agree with Patent Owner that Parulski *335 does not expressly
disclose display element 50a or LCD 90 displaying an image corresponding
to the image signals. Figure 1 of Parulski *335 is reproduced below (red
boxes around viewfinder 50 and LCD 90 added).
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Figure 1 depicts the elements of an electric camera in block form. Ex. 1003,
3:26-27. There is no indication in Figure 1 that display element 50a in
viewfinder 50 or LCD 90 are connected in the depicted device in such a way
as to receive any data allowing for display of an image corresponding to the
image signals. To the contrary, neither display element 50a in viewfinder 50
nor LCD 90 are shown to receive any output from the charge-coupled
(CCD) image sensor 28 or from the image data processing and storage
apparatus in the upper right corner of Figure 1. We agree with Patent Owner
that “the still image data from A/D 58 through correction ROM 60 and
through DSP 64 is routed to the computer without a path to the LCD [90] or
the optical viewfinder 50.” Prelim. Resp. 18.

Furthermore, Parulski *335 teaches that its displays are used for other
purposes. Parulski 335 states that “display element 50a in the viewfinder

50” is “for indicating flash ready, under/over exposure, and the like.”
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Ex. 1003, 4:56-57. LCD 90 displays “a menu of choices.” Id. at 4:65-5:10.

Parulski ’335 states:

switches activate a menu of choices on a liquid crystal display
(LCD) 90. For instance, a switch 88a moves the close-up lens 48
into position, a switch 88b allows the user to select which of two
(high or low) different resolution levels of sensor data are stored
in the frame buffer memory 62, a switch 88c activates a low
resolution “burst” mode in which several pictures are rapidly
taken, as switch 88d activates the flash unit 52, and a switch 88e
activates a self-timer delay mode. A capture switch 88f initiates
each exposure. The liquid crystal display (LCD) 90 indicates the
selected feature values.

Id. (emphases added). Parulski *335 provides no support for finding the
display element 50a in viewfinder 50 or the LCD 90 display is an image
corresponding to the image signals. Thus, Parulski *335 does not expressly
teach the “display” limitation.

In the absence of any express teaching on the “display” limitation in
Parulski *335, Petitioner alludes to the knowledge of a person of ordinary
skill in the art (“POSITA”) and relies on the Declaration of Dr. Barmak

Mansoorian (“Mansoorian Declaration”) (Ex. 1002). The Petition states:

it would have been obvious to a POSITA that an electric camera
would include a display screen. Ex. 1002 at 138; 86. The display
screen would present the captured object on a display so that the
user to review image, activate additional features if needed, such
as zoom in/out, and make decisions, such as delete, save or
transfer the image. Id.

Pet. 23. The only evidence cited in support of the conclusion that it would

be obvious that an electric camera would include a display screen for
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displaying images are paragraphs 38 and 86 of the Mansoorian Declaration.

Paragraph 38 states:

38. Almost all of the digital cameras include an image
sensing device to capture light coming through the lens to form
image signals, an image signal processing device to process the
signal, and a display device to display captured images.
Additionally, most cameras would have a mode selector that the
user can select to record still images or videos.

Ex. 1002 § 38 (emphasis added). Paragraphs 85 and 86 of the Mansoorian

Declaration relate specifically to the “display” limitation and state:

85. Parulski [’]335 discloses an electrical camera having
a display unit. As discussed earlier, a display unit is one of the
conventional components to an electric camera. As shown in
FIG. 1, section 14 represents the display section for user interface
with the camera.

86. Furthermore, it would have been obvious to a POSITA
or even to a regular customer that a display unit is a basic part of
an electric camera. Having a display unit is essential to the user
to review captured images and make decision on whether to save,
alter, or delete the image.

Id. 49 85-86. However, we accord Dr. Mansoorian’s testimony as to what
would have been obvious no weight because it relates to the wrong time
period.

Specifically, the Mansoorian Declaration states: “I also understand
that the earliest possible priority date for the [1493 Patent is July 28, 2010.
I have therefore analyzed obviousness as of that date or somewhat before
that date.” Ex. 1002 § 32 (emphases added). The Petition states: “[t]he
earliest effective filing date of the claims of the [*]493 patent is July 28,

10

87



IPR2018-00236

Patent 8,339,493 B2

2010. (See Ex. 1001).” Pet. 3. Patent Owner asserts the priority date of the
claims of the *493 patent is January 11, 2000. Prelim. Resp. 3—4.

The application for the 493 patent was filed on July 28, 2010.

Ex. 1001, (22). However, this application was a continuation of an
application filed September 12, 2003 which was a division of an application
filed March 8, 2000. Id. at (60), 1:6—-14. And, priority is claimed to a
Japanese application filed January 11, 2000. /d. at (30). Considering the
continuity of applications as indicated on the front page of the *493 patent,
and absent any argument or evidence to the contrary, we accept the
patentee’s priority claims to the Japanese application. For purposes of this
Decision, we conclude that the priority date for the challenged claims of the
*493 patent is January 11, 2000. Id. at (30). Thus, the “earliest possible
priority date” used by Dr. Mansoorian to analyze obviousness was off by
about 10 years (2000-2010). The parties seem to agree that the technology
relating to electric cameras advanced a great deal in this time period. See
Ex. 1002 9 37-38; Prelim. Resp. 3—4. For these reasons, we accord

Dr. Mansoorian’s testimony no weight because it is not tied to the time of
the invention. As a result, we are not persuaded by Petitioner’s contentions
about how an ordinarily skilled artisan would have found the “display”
limitation obvious.

Petitioner’s showing with regard to the “display” limitation is also
inconsistent with Petitioner’s construction of this limitation. As part of its
proposed construction for the “display” limitation, Petitioner contends “[t]he
structure for the term should be ‘display screen of a television system’ . . .
or other screen compatible with NTSC or PAL format.” Pet. 13 (citing
Ex. 1001, 1:35-36, 3:22-23, 10:19-21). Patent Owner argues, “Grounds A-

11
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D [all asserted grounds] should not be instituted at least due to Petitioner’s
clear error of not applying its own proposed construction when setting forth
its grounds of obviousness.” Prelim. Resp. 13.

37 C.F.R. § 42.104(b)(3) and (4), which relate to the content of
petitions, require statements of “[hJow the challenged claim is to be
construed” and “’[h]Jow the construed claim is unpatentable.” Thus, this rule
requires that the construction of a claim in a Petition be consistent with the
unpatentability contentions in a petition. Regardless of whether or not
Petitioner’s proposed construction is correct,* Petitioner makes no showing
that the art cited for the “display” limitation teaches a television screen or
other screen compatible with either the NTSC or the PAL format.
Therefore, Petitioner has violated Section 42.104(b)(3) and (4) by failing to
show that the prior art teaches or suggests the “display” limitation under its
own proposed construction.

For these reasons, we determine that Petitioner has failed to establish
a reasonable likelihood of showing the cited art teaches or suggests “a
display unit with a display screen, that displays an image corresponding to
the image signals.”

The “Monitoring” Limitation

Claim 5 recites:

when monitoring the image in the static image mode, the signal
processing unit generates the image signals by using pixel lines
that have been mixed or culled from the N number of vertically

“In the litigation between the parties, the District Court adopted a “[p]lain
and ordinary meaning” construction of the “display” limitation. Ex. 2001,
12. We agree with the District Court for purposes of this Decision.

12
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arranged pixel lines to only include pixel lines separated from

one another by intervals of a first distance.
Ex. 1001, 16:48-52 (the “monitoring” limitation) (emphasis added). Here
again, Petitioner relies on Parulski *335 for teaching this limitation. Pet. 25—
27 (citing Ex. 1003, 2:32-38, 5:52-61). Patent Owner argues, “[t]he
Petition just identifies two resolution modes in Parulski *335 and provides
discussion on using fewer pixel lines when generating low resolution images
.... But there is no discussion in the Petition about how the low resolution
images of Parulski *335 are monitored.” Prelim Resp. 22 (citation omitted).

We agree with Patent Owner. Petitioner never argues or presents any
evidence that Parulski >335 teaches or suggests “monitoring the image in the
static image mode.” Id. Although neither party proposes that this
“monitoring” phrase requires construction (see Pet. 11-13; Prelim. Resp. 7-
10), we note that the Specification of the 493 patent describes “monitoring
the image in the static image mode” as the generation and output of
television signals. See Ex. 1001, 7:31-39 (“In the static image mode, too,
until the recording is requested by the record button 15, the camera outputs
signals compatible with the television system to monitor the angle of
view. . .. Hence, during the monitoring the television signals need to be
generated from the signals coming from the entire pixel area.”), 14:47-50
(“television signals can be generated by using the signals of all pixels of the
image sensing device also during the monitoring in the static image mode.”)
(emphases added). And, in the Specification and the claims, “monitoring” is
used to describe a process which is distinct from recording or storing. For

example, the Specification of the *493 patent states:

13
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During the monitoring in the static mode, the signals are mixed
together inside the image sensing device to reduce the number of
signals and thereby generate television signals.  During
recording, however, the mixing processing is not performed and
all the pixel signals need to be read out independently of each
other in order to produce high resolution signals.

Id. at 8:52-58 (emphasis added).

In contrast, all the passages Petitioner cites in the Petition as teaching
the “monitoring” limitation relate to the recording or storage of images.> Id.
Specifically, Petitioner quotes the following passages from Parulski 335
(Pet. 26-27):

A resolution mode switch selects the pixel resolution of the
image by specifying the order in which the color image pixels
are selected for storage in both vertical and horizontal directions,
the order including . . . at least one reduced resolution mode in
which a fewer number of color image pixels are selected.

* k k%

According to the invention, the camera includes the switch
88b which allows the user to select the image record size, that is,
which of two different resolution levels of sensor data are stored
in the frame buffer memory 62. When the switch 88b activates
the “low resolution” mode, the timing generator 80 changes the
timing to the buffer memory 62 so that, in one embodiment, only
a quarter of the pixels on the CCD sensor 28 are stored in the
memory 62.

5 The “monitoring” limitation is the second “wherein” limitation recited in
claim 5. Ex. 1001, 16:47-52. The first and third “wherein” limitations in
claim S recite, “wherein when recording an image in a static image mode”
and “wherein when recording an image in a moving video mode,”
respectively, and, thus, relate to storage of images. Id. at 16:43-46, 53-60.
Petitioner cites the same passages of Parulski *335 against the first and third
“wherein” clauses that are cited against the second “wherein” clause. See
Pet. 24, 27-28,

14
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¥ % %k ok

In order to form the low resolution images, a suitable
“subsampling” pattern is required. For example, if only every
second pixel of every second line was selected for storage in the
buffer memory, the image would contain only values of one of
the three colors.

Ex. 1003, 2:32-38, 5:52-59, 6:4-8 (emphases added). We agree with Patent
Owner that “there can be no monitoring of the image without any display”
for displaying images in Parulski *335. See Prelim. Resp. 22.

Petitioner also cites to the Mansoorian Declaration in the presentation
relating to the “monitoring” limitation. Pet. 26 (citing Ex. 1002 9 92-93).
Relying on the Mansoorian Declaration, the Petition states, “[a] POSITA
would have been aware of the concept that fewer pixel lines would be
selected for reduced resolution images than full/high resolution images.” 1d.
Assuming this statement is accurate, it does not clearly address or relate to
“monitoring the image in the static image mode,” as recited in claim 3.

Cited paragraphs 92 and 93 of the Mansoorian Declaration state:

92. It would have been obvious to a POSITA that videos
produce large amount[s] of data, even for just a one-second video
clip. It is therefore ideal to reduce the resolution for video image.

93. Reduced resolution image signals can be produced by
using mixed or culled pixel lines to include only pixel lines
separated from one another by first interval distance, for
example, skipping lines or selecting only every second pixel of
every second line was selected.

Ex. 1002 49 92-93. Again, these paragraphs do not address or relate to
generation and output of television signals. Rather, Dr. Mansoorian relies
on the same passages cited in the Petition which, as shown above, relate to

storage of images. See Ex. 1002 94 (quoting Ex. 1003, 5:52-59, 6:4-8).
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And, for the reasons stated previously, we accord no weight to

Dr. Mansoorian’s testimony relating to what would have been obvious
because it relates to the wrong time period.

Thus, Petitioner fails to show Parulski *335 teaches or suggests the
“monitoring” limitation.

For at least these reasons, Petitioner has not shown that there is a
reasonable likelihood that it would prevail with respect to its challenge to
claim 5 in those grounds in which Petitioner relies on Parulski *335 in the
combination of cited references. For these grounds, Petitioner exclusively
relies on Parulski *335 as teaching the “display” limitation and the
“monitoring” limitation. See Pet. 23, 25-27. Petitioner relies on the same
deficient analysis in the grounds for dependent claim 6, so we also determine
that Petitioner has not shown that there is a reasonable likelihood that it
would prevail with respect to its challenge to claim 6. See Pet. 30-33, 45—
48.

C. Ground Based on Parulski "406 and Dunton

Petitioner challenges independent claim 5 as obvious in view of
Parulski 406 and Dunton. Pet. 6. As discussed below, Petitioner has not
shown a reasonable likelihood that this combination of references teaches all
the limitations of claim 5.

The “Display”’ Limitation

Petitioner relies on Parulski *406 as teaching the “display” limitation

limitation should be construed as “[t]he structure of the term should be
‘display screen of a television system’ . . . or other screen compatible with

NTSC or PAL format.” Pet. 13 (citing Ex. 1001, 1:35-36, 3:22-23, 10:19-
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21). Petitioner fails to show Parulski *406 teaches a display screen of a
television system or other screen compatible with the NTSC or PAL format.
See Pet. 36-38. For the same reasons discussed above, Petitioner’s showing
with regard to the “display” limitation violates 37 C.F.R. § 42.104(b)(3) and
(4), and Petitioner has failed to establish a reasonable likelihood of showing
the cited art teaches or suggests “a display unit with a display screen, that
displays an image corresponding to the image signals.”

The “Monitoring” Limitation

Petitioner cites Parulski 406 as teaching the “monitoring” limitation.
Pet. 39-40. Specifically, Petitioner quotes passages relating to the “second
mode” in Parulski *406 as teaching this limitation. Id. at 40 (citing
Ex. 1006, 6:22—45). This mode in Parulski '406 is a “second ‘motion’
mode” or video mode as opposed to the “first ‘still’ mode.” Ex. 1006, 6:22—
29. In the section relating to the “monitoring” limitation, the Mansoorian
Declaration also cites to the “motion preview mode” or the “second mode”
of Parulski ’406. Ex. 1002 9] 116-119. In contrast, the “monitoring”
limitation recites “monitoring the image in the static image mode.” Because
Petitioner’s obviousness analysis cites video modes rather than a “static
image mode” as recited in claim 6, Petitioner fails to demonstrate that
Parulski *406 teaches or suggests the “monitoring™ limitation.

For at least these reasons, Petitioner has not shown that there is a
reasonable likelihood that it would prevail with respect to its challenge to
claim S in the ground in which Petitioner relies on Parulski *406 in the
combination of cited references. For this ground, Petitioner exclusively

relies on Parulski 406 as teaching the “display” limitation and the
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to teach these limitations.

D. Conclusion
We conclude that Petitioner has not demonstrated a reasonable
likelihood that at least one of the challenged claims is unpatentable based on
the asserted grounds. We, therefore, do not institute an inter partes review
on any of the asserted grounds as to any of the challenged claims of U.S.
Patent No. 8,339,493 B2.

III. ORDER
In consideration of the foregoing, it is hereby:

ORDERED that the Petition is denied as to all challenged claims and

all grounds and no trial is instituted.
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

104




Application No. Applicant(s)

. . 12/845,266 NAKANO ET AL.
NOtlce Of AIIOWabIIIty Examiner Art Unit
LUONG T. NGUYEN 2622

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. ] This communication is responsive to Amendment filed on 07/16/12;Terminal Disclaimer filed 08/15/12 and Interview on 08/22/12.

2. [] An election was made by the applicant in response to a restriction requirement set forth during the interview on ;
the restriction requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 1-5,7-11,13-16 (renumbered as 1-14, respectively).

4. [X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)X Al b)[J Some* c)[JNone ofthe:
1. [ Certified copies of the priority documents have been received.
2. [] Cetrtified copies of the priority documents have been received in Application No.
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received:
Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER’S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.
6. [J CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.
(a) [ including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached
1) [ hereto or 2) [] to Paper No./Mail Date _____.
(b) [ including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheei(s) should be labeled as such in the header according to 37 CFR 1.121(d).

7. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’'s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. [J Notice of References Cited (PTO-892) 5. [] Notice of Informal Patent Application
2. [J Notice of Draftperson's Patent Drawing Review (PTO-948) 6. [ Interview Summary (PTO-413),
Paper No./Mail Date .
3. [ Information Disclosure Statements (PTO/SB/08), 7. X] Examiner's Amendment/Comment
Paper No./Mail Date
4. [] Examiner's Comment Regarding Requirement for Deposit 8. X Examiner's Statement of Reasons for Allowance
of Biological Material
9. [ Other .
/LUONG T NGUYEN/
Primary Examiner, Art Unit 2622
U.S. Patent and Trademark Office
PTOL-37 (Rev. 03-11) Notice of Allowability Part of Paper No./Mail Date 20120822
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

I EXAMINER |
20457 7590 08/24/2012

ANTONELLIL, TERRY, STOUT & KRAUS, LLP
1300 NORTH SEVENTEENTH STREET

SUITE 1800 | ART UNIT
ARLINGTON, VA 22209-3873 2022

NGUYEN, LUONG TRUNG

PAPER NUMBER |

DATE MAILED: 08/24/2012

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

12/845.,266 07/28/2010
TITLE OF INVENTION: ELECTRIC CAMERA

Takahiro Nakano 500.38315VC3 9653

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional NO $1740 $300 $0 $2040 11/26/2012
THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown
above.

B. If the status above is to be removed, check box 5b on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required)
and twice the amount of the ISSUE FEE shown above, or

If the SMALL ENTITY is shown as NO:
A. Pay TOTAL FEE(S) DUE shown above, or

B. If applicant claimed SMALL ENTITY status before, or is now
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (f required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

II. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
PTOL-85 (Rev. 02/11)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
apé)ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unlef:ss corrfected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

20457 7590 08/24/2012

ANTONELLI, TERRY, STOUT & KRAUS, LLP
1300 NORTH SEVENTEENTH STREET

SUITE 1800

ARLINGTON, VA 22209-3873

Certificate of Mailing or Transmission
I hereby certify that this Fee(s) Transmittal is being deposited with the United
States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Stop ISSUE FEE address above, or being facsimile
transmitted to the USPTO (571) 273-2885, on the date indicated below.

(Depositor's name)

(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. |  CONFIRMATION NO.
12/845,266 07/28/2010 Takahiro Nakano 500.38315VC3 9653
TITLE OF INVENTION: ELECTRIC CAMERA
I APPLN. TYPE SMALL ENTITY | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUEFEE | TOTAL FEE(S) DUE DATE DUE
nonprovisional NO $1740 $300 $0 $2040 11/26/2012
I EXAMINER | ART UNIT | CLASS-SUBCLASS |
NGUYEN, LUONG TRUNG 2622 348-222100

1. Change of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list
CFR 1.363). . . 1
(1) the names of up to 3 registered patent attorneys
[ Change of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. ; . . 2
(2) the name of a single firm (having as a member a
[ "Fee Address"” indication (or "Fee Address" Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ Individual [ Corporation or other private group entity [ Government

4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
[ A check is enclosed.
| Payment by credit card. Form PTO-2038 is attached.

[ The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any
overpayment, to Deposit Account Number (enclose an extra copy of this form).

4a. The following fee(s) are submitted:
[ Issue Fee
[ Publication Fee (No small entity discount permitted)
[ Advance Order - # of Copies

5. Change in Entity Status (from status indicated above)
. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. e Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submutting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent toage Cﬁief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, AIexand%'ia, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
12/845,266 07/28/2010 Takahiro Nakano 500.38315VC3 9653
20457 7590 081242012 I DXAMINER |
ANTONELLI, TERRY, STOUT & KRAUS, LLP NGUYEN, LUONG TRUNG
1300 NORTH SEVENTEENTH STREET
SUITE 1800 I ART UNIT PAPERNUMBER |
ARLINGTON, VA 22209-3873 2622

DATE MAILED: 08/24/2012

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 136 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 136 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of

Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 3of 3
PTOL-85 (Rev. 02/11)
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Application No. Applicant(s)

, L. , 12/845,266 NAKANO ET AL.
Examiner-Initiated Interview Summary i i
Examiner Art Unit
LUONG T. NGUYEN 2622

All participants (applicant, applicant’s representative, PTO personnel):

(1) LUONG T. NGUYEN. (3) .

(2) AYAL I. SHARON (Reg. No. 55.986). (4) .

Date of Interview: 22 August 2012.

Type: [X Telephonic [ Video Conference
[] Personal [copy given to: [] applicant  [] applicant’s representative]

Exhibit shown or demonstration conducted: [] Yes X No.
If Yes, brief description:

Issues Discussed [J101 [J112 [102 [J103 [X]Others

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed: 1,3,5,7,9,11,13 and 15.

Identification of prior art discussed: N/A.

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Mr. Sharon agrees to the changes as indicated in the Examiner's Amendment.

Applicant recordation instructions: It is not necessary for applicant to provide a separate record of the substance of interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

[ Attachment

/LUONG T NGUYEN/
Primary Examiner, Art Unit 2622

U.S. Patent and Trademark Office
PTOL-413B (Rev. 8/11/2010) Interview Summary Paper No. 20120822
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Application/Control Number: 12/845,266 Page 2
Art Unit: 2622

EXAMINER’S AMENDMENT

1. An examiner’s amendment to the record appears below. Should the changes and/or
additions be unacceptable to applicant, an amendment may be filed as provided by 37 CFR
1.312. To ensure consideration of such an amendment, it MUST be submitted no later than the
payment of the issue fee.

Authorization for this examiner’s amendment was given in a telephone interview with

Mr. Ayal I. Sharon on 08/22/2012.

2. The application has been amended as follows:

CLAIMS

Claim 1 (line 11), “generates image signals” has been changed to --generates the image
signals--.

Claim 1 (line 15), “generates image signals” has been changed to --generates the image
signals--.

Claim 1 (line 19), “generates image signals” has been changed to --generates the image
signals--.

Claim 3 (line 2), “generates image signals” has been changed to --generates the image
signals--.

Claim 5 (line 10), “generates image signals™ has been changed to --generates the image

signals--.

111



Application/Control Number: 12/845,266 Page 3
Art Unit: 2622

Claim 5 (line 13), “an image in a static image mode” has been changed to --the image in
the static image mode --.

Claim 5 (line 14), “generates image signals” has been changed to --generates the image
signals--.

Claim 5 (line 17), “recording an image in a moving video mode” has been changed to --
recording the image in a moving video mode--.

Claim 5 (line 18), “generates image signals™ has been changed to --generates the image
signals--.

Claim 7 (line 5), “generates image signals” has been changed to --generates the image
signals--.

Claim 9 (line 3), “the display screen” has been changed to --the display screen.--.

Claim 11 (line 12), “recoding an image in the static image mode” has been changed to --
recording the image in the static image mode--.

Claim 11 (line 12), “monitoring an image” has been changed to --monitoring the image--.

Claim 11 (line 14), “recoding an image in the static image mode” has been changed to --
recording the image in the static image mode--.

Claim 11 (line 15), “generates image signals” has been changed to --generates the image
signals--.

Claim 11 (line 18), “monitoring an image” has been changed to --monitoring the image--.

Claim 11 (line 19), “generates image signals” has been changed to --generates the image

signals--.
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Application/Control Number: 12/845,266 Page 4
Art Unit: 2622

Claim 11 (line 23), “recoding an image in the moving video mode” has been changed to -
-recording the image in the moving video mode--.

Claim 11 (line 24), “generates image signals” has been changed to --generates the image
signals--.

Claim 13 (line 3), “generates image signals” has been changed to --generates the image
signals--.

Claim 15 (line 3), “a display screen” has been changed to --the display screen--.

REASONS FOR ALLOWANCE
3. Claims 1-5, 7-11, 13-16 are allowed.
The following is an examiner’s statement of reasons for allowance:
Claims 1-5, 7-11, 13-16 are allowed in view of Terminal Disclaimer filed on 08/15/2012.
Any comments considered necessary by applicant must be submitted no later than the
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue
fee. Such submissions should be clearly labeled “Comments on Statement of Reasons for

Allowance.”

4. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to LUONG T. NGUYEN whose telephone number is (571)272-

7315. The examiner can normally be reached on 7:30AM - 5:00PM.
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Application/Control Number: 12/845,266 Page 5
Art Unit: 2622

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, CHIEH M. FAN can be reached on (571) 272-3042. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/LUONG T NGUYEN/
Primary Examiner, Art Unit 2622
08/22/12
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Issue Classification

Application/Control No.

Applicant(s)/Patent Under Reexamination

12845266 NAKANO ET AL.
LUONG T NGUYEN 2622
ORIGINAL INTERNATIONAL CLASSIFICATION
CLASS SUBCLASS CLAIMED NON-CLAIMED
348 204 H|o N 5/335 (2011.01.01)
CROSS REFERENCE(S)
CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
348 322 312 273
O Claims renumbered in the same order as presented by applicant O CPA X T.D. O R147
Final Original Final Original Final Original Final Original Final Original Final Original Final Original Final Original

1 1

2 2

3 3

4 4

5 5

6

6 7

7 8

8 9

9 10

10 11

12

11 13

12 14

13 15

14 16
NONE

Total Claims Allowed:
14

(Assistant Examiner) (Date)
/LUONG T NGUYEN/
Primary Examiner.Art Unit 2622 08/22/2012 O.G. Print Claim(s) O.G. Print Figure
(Primary Examiner) (Date) 1 1

U.S. Patent and Trademark Office
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EAST Search History

EAST Search History
EAST Search History (Prior Art)

Ref {{Hits iSearch Query DBs Default jiPlurals {Time
# Operator Stamp
825 i3 10/660710 US-PGPUB; OR ON 2012/08/22
USPAT; EPO; 16:05
JPO; DERWENT;
IBV_TDB
$26 {2362 §348/294.ccls. US-PGPUB; OR ON 2012/08/22
USPAT; EPO; 16:09
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IBVI_TDB
828 125 §S26 and S27 US-PGPUB; OR ON 2012/08/22
USPAT; EPO; 16:11
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USPAT; EPO; 16:13
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/L.T.N./

08/22/2012 500.38315vVC3

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicants: NAKANO et al.

Application No.: 12/845,266

Filed: 7/28/2010

Title: ELECTRIC CAMERA
Art Unit: 2622

Exr.: Nguyen

CONF. No.: 9653

REQUEST FOR RECONSIDERATION AFTER FINAL REJECTION

MS: AF August 15, 2012
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

This Request for Reconsideration is filed in response to the Final Office Action
dated August 6, 2012.

Accompanying the present response is a terminal disclaimer. No new claims
have been added, no claims have been cancelled, no claims have been amended,
and no new matter has been added. The Applicants submit that this submission
places the application in condition for allowance.

Reconsideration and allowance of this application, as amended, is

respectfully requested.
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500.38315VC3

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: NAKANO et al.
Application No.: 12/845,266

Filed: 7/28/2010

Title: ELECTRIC CAMERA
Art Unit: 2622

Exr.: Nguyen

CONF. No.: 9653

REQUEST FOR RECONSIDERATION AFTER FINAL REJECTION

MS: AF August 15, 2012
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

This Request for Reconsideration is filed in response to the Final Office Action
dated August 6, 2012.

Accompanying the present response is a terminal disclaimer. No new claims
have been added, no claims have been cancelled, no claims have been amended,
and no new matter has been added. The Applicants submit that this submission
places the application in condition for allowance.

Reconsideration and allowance of this application, as amended, is

respectfully requested.
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Application No. 12/845,266 Dkt. 500.38315VC3
Art Unit: 2622 Page 2

EXAMINER INVITED TO TELEPHONE
The Examiner is herein invited to telephone the undersigned attorneys at the
local Washington, D.C. area telephone number of 703/312-6600 for discussing any
Examiner’'s Amendments or other suggested actions for accelerating prosecution

and moving the present application to allowance.

CONCLUSION
Please charge any shortage in fees due in connection with the filing of this
paper, including extension of time fees, to the Antonelli, Terry, Stout & Kraus, LLP
Deposit Account No. 01-2135 (Docket No. 500.38315VC3), and please credit any

excess fees to such deposit account.

Respectfully submitted,
ANTONELLI, TERRY, STOUT & KRAUS, LLP

By {Avyal |. Sharon/
Ayal |. Sharon
Registration No. 55,986

AIS/kmh

1300 North Seventeenth Street, Suite 1800
Arlington, Virginia 22209

Telephone: (703) 312-6600

Facsimile: (703) 312-6666
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PTO/SB/26 (08-03)

Approved for use through 07/31/2006. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING Docket Number (Optional)
REJECTION OVER A PRIOR PATENT 500.38315VC3

In re Application of: T. NAKANO
Application No.: 12/845,266
Filed: 7/28/2010

For: ELECTRIC CAMERA

The owner* Hitachi, Ltd., of 100 percent interest in the instant application hereby disclaims, except as provided
below, the terminal part of the statutory term of any patent granted on the instant application, which would extend beyond the
expiration date of the full statutory term defined in 35 U.S.C. 154 and 173, as presently shortened by any terminal disclaimer,
of prior Patent No. 6,765,616. The owner hereby agrees that any patent so granted on the instant application shall be
enforceable only for and during such period that it and the prior patent are commonly owned. This agreement runs with any
patent granted on the instant application and is binding upon the grantee, its successors or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on the instant
application that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 154 and 173 of the prior
patent, as presently shortened by any terminal disclaimer, in the event that it later: expires for failure to pay a maintenance fee,
is held unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally
disclaimed under 37 CFR 1.321, has all claims canceled by a reexamination certificate, is reissued, or is in any manner
terminated prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer.

Check either box 1 or 2 below, if appropriate.

1. |:| For submissions on behalf of an organization (e.g., corporation, partnership, university, government agency,
etc.), the undersigned is empowered to act on behalf of the organization.

| hereby declare that all statements made herein of my own knowledge are true and that all statements made on
information and belief are believed to be true; and further that these statements were made with the knowledge that willful
false statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the
United States Code and that such willful false statements may jeopardize the validity of the application or any patent issued
thereon.

2. & The undersigned is an attorney or agent of record.

[Melvin Kraus / 08/15/2012
Signature Date

Melvin Kraus Reg. No. 22,466
Typed or printed name

(703) 312-6600
Telephone Number

Terminal disclaimer fee under 37 CFR 1.20(d) is included.

WARNING: Information on this form may become public. Credit card information should not
be included on this form. Provide credit card information and authorization on PTO-2038.

*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this statement. See MPEP § 324.

This collection of information is required by 37 CFR 1.321. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Warnings:
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O.Box 1450
Alexandria, Virginia 22313-1450
WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
12/845,266 07/28/2010 Takahiro Nakano 500.38315VC3 9653
20457 7590 08/06/2012
ANTONELLIL TERRY, STOUT & KRAUS, LLP | EXAMINER
1300 NORTH SEVENTEENTH STREET NGUYEN, LUONG TRUNG
SUITE 1800
ARLINGTON, VA 22209-3873 | ARTUNIT | pamsr~UMBER
2622
| MAIL DATE | DELIVERY MODE
08/06/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
12/845,266 NAKANO ET AL.

Office Action Summary Examiner Art Unit
LUONG T. NGUYEN 2622

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)K Responsive to communication(s) filed on 16 July 2012.
2a)[X] This action is FINAL. 2b)[] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.
4)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.
Disposition of Claims
5)X Claim(s) 1-5,7-11 and 13-16 is/are pending in the application.
ba) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) ____is/are allowed.
7)X Claim(s) 1-5,7-11 and 13-16 is/are rejected.
)
)

)
8)[] Claim(s) _____is/are objected to.
9)[] Claim(s) ____are subject to restriction and/or election requirement.

Application Papers

10)[] The specification is objected to by the Examiner.
11)] The drawing(s) filed on _____is/are: a)[_] accepted or b)[_] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)J Al b)[JSome * ¢)[] None of:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ____
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) D Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)
2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. __
3) [ Information Disclosure Statement(s) (PTO/SB/08) 5) [ Notice of Informal Patent Application
Paper No(s)/Mail Date 6) D Other: _____
U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20120805
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Application/Control Number: 12/845,266 Page 2
Art Unit: 2622

DETAILED ACTION

Response to Arguments
1. Applicant's arguments filed on 07/16/2012 have been fully considered but they are not
persuasive.
The attorney who signed the Terminal Disclaimer, filed on 07/16/2012, is not attorney of
the record, not listed in OATH. The Terminal Disclaimer has not been accepted and has not

been recorded. Therefore, the previous Double Patenting rejection is maintained.

Terminal Disclaimer
2. An attorney or agent, not of record, is not authorized to sign a terminal disclaimer in the
capacity as an attorney or agent acting in a representative capacity as provided by 37 CFR 1.34
(a). See 37 CFR 1.321(b) and/or (c).
The attorney who signed the Terminal Disclaimer, filed on 07/16/2012, does not have
Power of Attorney and thus is not an attorney of the record, the attorney is not listed in OATH.

The Terminal Disclaimer has not been accepted and has not been recorded.

3. The assignee has not established its ownership interest in the application, in order to
support the terminal disclaimer. There is no submission in the record establishing the ownership
interest by either (a) providing documentary evidence of a chain of title from the original
inventor(s) to the assignee and a statement affirming that the documentary evidence of the chain

of title from the original owner to the assignee was, or concurrently is being, submitted for

130



Application/Control Number: 12/845,266 Page 3
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recordation pursuant to 37 CFR 3.11, or (b) specifying (by reel and frame number) where such

documentary evidence is recorded in the Office (37 CFR 3.73(b)).

Double Patenting

4. The nonstatutory double patenting rejection is based on a judicially created doctrine
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or
improper timewise extension of the “right to exclude” granted by a patent and to prevent possible
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection
is appropriate where the conflicting claims are not identical, but at least one examined
application claim is not patentably distinct from the reference claim(s) because the examined
application claim is either anticipated by, or would have been obvious over, the reference
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting
ground provided the conflicting application or patent either is shown to be commonly owned
with this application, or claims an invention made as a result of activities undertaken within the
scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR
3.73(b).

5. Claims 1-5, 7-11, 13-16 are rejected on the ground of nonstatutory obviousness-type
double patenting as being unpatentable over claims 1, 2, 6, 8§, 13, 14, 18, 20 of U.S. Patent No.
6,765,616. Although the conflicting claims are not identical, they are not patentably distinct
from each other because of the following reasons.

Claim 1 of the instant application is anticipated by patent claims 1 and 6 in that patent

claims 1 and 6 contain all the limitations of claim 1 of the instant application. Noted that patent

claims 1 and 6 disclose an electronic camera and displaying images on a display screen in
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moving images mode and still images mode. This indicates that the electronic camera has
function of recording in a moving video mode and static image mode. Claim 1 of the instant
application therefore is not patently distinct from the earlier patent claim and as such is

unpatentable for obvious-type double patenting.

All the limitations of the instant application claim 2 are encompassed by the limitation of

the patent claims 1 and 6.

All the limitations of the instant application claim 3 are encompassed by the limitation of

the patent claims 1 and 6.

All the limitations of the instant application claim 4 are encompassed by the limitation of

the patent claims 1 and 8.

Claim 1 of the instant application is anticipated by patent claims 13 and 18 in that patent
claims 13 and 18 contain all the limitations of claim 1 of the instant application. Noted that
patent claims 13 and 18 disclose an electronic camera and displaying images on a display screen
in moving images mode and still images mode. This indicates that the electronic camera has
function of recording in a moving video mode and static image mode. Claim 1 of the instant
application therefore is not patently distinct from the earlier patent claim and as such is

unpatentable for obvious-type double patenting.
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All the limitations of the instant application claim 2 are encompassed by the limitation of

the patent claims 1 and 18.

All the limitations of the instant application claim 3 are encompassed by the limitation of

the patent claims 1 and 18.

All the limitations of the instant application claim 4 are encompassed by the limitation of

the patent claims 1 and 20.

Regarding application claim 5, application claim 5 is rejected for the same reason given

in application claim 1 as discussed above.

Regarding application claim 7, application claim 7 is rejected for the same reason given

in application claim 4 as discussed above.

Regarding application claim 8, application claim 8 is rejected for the same reason given

in application claim 2 as discussed above.

All the limitations of the instant application claim 9 are encompassed by the limitation of

the patent claims 1 and 2.
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All the limitations of the instant application claim 10 are encompassed by the limitation

of the patent claims 1 and 2.

All the limitations of the instant application claim 9 are encompassed by the limitation of

the patent claims 13 and 14.

All the limitations of the instant application claim 10 are encompassed by the limitation

of the patent claims 13 and 14.

Instant application claims 11, 13-16 are method claims of instant application apparatus
claims 5, 7-10, respectively. Therefore, instant application claims 11, 13-16 are rejected for the

same reason given in instant application apparatus claims 5, 7-10, respectively.

Conclusion
6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO
MONTHS of the mailing date of this final action and the advisory action is not mailed until after
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event,

134



Application/Control Number: 12/845,266 Page 7
Art Unit: 2622

however, will the statutory period for reply expire later than SIX MONTHS from the mailing

date of this final action.

7. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to LUONG T. NGUYEN whose telephone number is (571)272-
7315. The examiner can normally be reached on 7:30AM - 5:00PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, CHIEH M. FAN can be reached on (571) 272-3042. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/LUONG T NGUYEN/
Primary Examiner, Art Unit 2622
08/05/12
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500.38315VC3

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: NAKANO et al.
Application No.: 12/845,266
Filed: 7/28/2010
Title: ELECTRIC CAMERA
Art Unit: 2622
Exr.: Nguyen
CONF. No.: 9653
AMENDMENT
MS: AMENDMENT July 16, 2012
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
Sir:

In response to the Office Action dated March 14, 2012, the period of response
for which extension is requested by the attached Petition for Extension of Time,
please amend the present application as listed below and as set forth on the
following pages:

Amendments to the Claims;

Remarks are included following the amendments.
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AMENDMENTS TO THE CLAIMS

This listing of claims will replace all prior versions, and listings, of claims in the

application.

Listing of Claims:

1. (Currently Amended) An electric camera comprising:

an image sensing device with a light receiving sensor having an array of
pixels arranged vertically and horizontally in a grid pattern, in an N number of
vertically arranged pixel lines, wherein N is equal to or greater than three times a
number of effective scanning lines M of a display screen;

a signal processing unit, that generates image signals by using the output
signals of the image sensing device; and

a display unit with a-the display screen, to display an image corresponding to
the image signals;

wherein during monitoring in a static image mode, the signal processing unit
generates image signals by mixing or culling signal charges accumulated in the N
number of vertically arranged pixel lines to provide pixel lines only at pixel intervals
of K1 pixels;

wherein during recording in a moving video mode, the signal processing unit
generates image signals by mixing or culling signal charges accumulated in the N
number of vertically arranged pixel lines to provide pixel lines only at pixel intervals
of K2 pixels, a value of K1 being different from a value of K2; and

wherein during recording in the static image mode, the signal processing unit
generates image signals by using all signal charges accumulated in the N number of

vertically arranged pixel lines, to provide N pixel lines.
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2. (Original) An electric camera according to the claim 1, wherein the value K1 is

larger than the value K2.

3. (Original) An electric camera according to the claim 1, wherein during the moving
video mode, the signal processing unit generates image signals by using the signal

charges mixed or culled at pixel intervals of K2 pixels.

4. (Currently Amended) An electric camera according to the claim 3, comprising:

an image-instability detector which detects an image-instability of the electric
camera;

wherein the signal processing unit generates image signals by using the part
of signal charges mixed or culled at pixel intervals of K2 pixels, the part being
changed according to an amount of image-instability detected by the instability

detector to correct the image-instability, during a-the moving video mode.

5. (Original) An electric camera comprising:

an image sensing device with a light receiving sensor having an array of
pixels arranged vertically and horizontally in a grid pattern, in an N number of
vertically arranged pixel lines;

a signal processing unit that generates image signals by processing the
output signals of the image sensing device; and

a display unit with a display screen, that displays an image corresponding to

the image signals;
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wherein when recording an image in a static image mode, the signal
processing unit generates image signals by using all signal charges accumulated in
all N number of vertically arranged pixel lines of the image sensing device, to provide
N pixel lines;

wherein when monitoring an image in a static image mode, the signal
processing unit generates image signals by using pixel lines that have been mixed or
culled from the N number of vertically arranged pixel lines to only include pixel lines
separated from one another by intervals of a first distance; and

wherein when recording an image in a moving video mode, the signal
processing unit generates image signals by using a portion of, or the entirety of, pixel
lines which have been mixed or culled from the N number of vertically arranged pixel
lines to only include pixel lines separated from one another by intervals of a second

distance, where the second distance is different from the first distance.

6. (Cancelled)

7. (Original) An electric camera according to the claim 5, further comprising:

an image-instability detector which detects an image-instability of the electric
camera; and

wherein when recording in the moving video mode, in order to correct the
image-instability, the signal processing unit generates image signals by changing the
pixel lines used, and the portion of the pixel lines used, according to an amount of

image-instability detected by the instability detector.
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8. (Original) An electric camera according to the claim 5, wherein a value of the first

distance is larger than a value of the second distance.

9. (Currently Amended) An electric camera according to the claim 5, wherein N is
equal to or greater than a product of a fixed parameter multiplied by a number of

effective scanning lines M of a-the display screen

10. (Original) An electric camera according to the claim 9, wherein the fixed

parameter is equal to three.

11. (Currently Amended) A method for operating an electric camera, wherein the
electric camera includes the features of

an image sensing device with a light receiving surface having an array of
pixels arranged vertically and horizontally in a grid pattern with an N number of
vertically arranged pixel lines,

a signal processing unit that generates image signals by processing the
output signals of the image sensing device, and

a display unit with a display screen that displays an image corresponding to
the image signals, the method comprising:

selecting between the-a static image mode and a moving video mode, and
when in a-the static image mode, selecting an operation from a list including (1)
recording an image in a-the static image mode, and (2) monitoring an image in the
static image mode;

upon selecting the operation of recording an image in the static image mode,

using the signal processing unit to generate image signals by using all signal
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charges accumulated in all N number of vertically arranged pixel lines of the image
sensing device, to provide N pixel lines;

upon selecting the operation of monitoring an image in the static image mode,
using the signal processing unit to generate image signals by using pixel lines which
have been mixed or culled from the N number of vertically arranged pixel lines of the
image sensing device to provide only pixel lines separated from one another by
intervals of a given distance; and

upon selecting the operation of recording an image in the moving video mode,
using the signal processing unit to generate image signals by using a portion of, or
the entirety of, the N number of vertically arranged pixel lines which have been
mixed or culled to provide only pixel lines separated from one another by intervals of
a second distance, wherein a value of the second distance is different from a value

of the first distance.

12. (Cancelled)

13. (Original) A method for operating an electric camera of claim 11,

wherein when recording in the moving video mode, in order to correct image-
instability, the signal processing unit generates image signals by changing the pixel
lines used, and the portion of the pixel lines used, according to an amount of image-
instability detected by a instability detector which detects an image-instability of the

electric camera.

14. (Original) A method for operating an electric camera of claim 11, wherein the

value of the first distance is larger than the value of the second distance.
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15. (Original) A method for operating an electric camera of claim 11, wherein N is
equal to or greater than a product of a fixed parameter multiplied by a number of

effective scanning lines M of a display screen.

16. (Original) A method for operating an electric camera of claim 15, wherein the

fixed parameter is equal to three.
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REMARKS
This Amendment is filed in response to the Office Action dated March 14,

2012. In the office action, claims 1-4, 9, and 11-16 were objected to due to minor

informalities. Claims 6 and 12 were rejected under 35 U.S.C. § 112, first paragraph,

as failing to comply with the enablement requirement. Claims 1-5, 7-11, and 13-16

were rejected on the grounds of non-statutory obviousness-type double patenting

over claims 1, 2, 6, 8, 13, 14, 18, and 20 of U.S. Patent 6,765,616. Claims 6 and 12

were rejected on the grounds of non-statutory obviousness-type double patenting
over claims 1, 6, 8, 13, and 18 of U.S. Patent 6,765,616 in view of Hijishiri et al. (U.S.
6,906,746).

By the present amendment, claims 6 and 12 have been cancelled without
prejudice or disclaimer of the subject matter thereof, without forfeiture of the right to
file the claims in a continuing application, and without comment regarding the
correctness or lack thereof of the rejection of said claims.

In addition, claims 1, 4, 9, and 11 have been amended to correct the minor
informalities identified in the recent Office Action. No new claims have been added,
and no new matter has been added. Also, a terminal disclaimer is being filed with

this response. Therefore, this response places the application in condition for

allowance.
At entry of this paper, claims 1-5, 7-11, and 13-16 will be pending for further

consideration and examination in the application. All rejections are traversed, in so

far as the rejections are applicable to the present claims. Reconsideration and

allowance of this application, as amended, is respectfully requested.
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REJECTIONS UNDER 35 USC §102
In the office action, claims 1-4, 9, and 11-16 were objected to due to minor
informalities. In the present response, claims 1, 4, 9, and 11 have been amended to
correct the minor informalities, in the manner recommended by the Examiner.

Therefore, the objections should be withdrawn.

REJECTIONS UNDER 35 USC §112
In the office action, claims 6 and 12 were rejected under 35 U.S.C. § 112, first
paragraph, as failing to comply with the enablement requirement. By the present
amendment, claims 6 and 12 have been cancelled without prejudice or disclaimer of
the subject matter thereof, without forfeiture of the right to file the claims in a
continuing application, and without comment regarding the correctness or lack

thereof of the rejection of said claims. Therefore, the rejection should be withdrawn.

DOUBLE PATENTING REJECTIONS
Claims 1-5, 7-11, and 13-16 were rejected on the grounds of non-statutory
obviousness-type double patenting over claims 1, 2, 6, 8, 13, 14, 18, and 20 of U.S.
Patent 6,765,616. By the present amendment, a terminal disclaimer is being filed
with this response, without comment regarding the correctness or lack thereof of the
rejection of said claims. Therefore, the rejection should be withdrawn.

Claims 6 and 12 were rejected on the grounds of non-statutory obviousness-

type double patenting over claims 1, 6, 8, 13, and 18 of U.S. Patent 6,765,616 in
view of Hijishiri. By the present amendment, claims 6 and 12 have been cancelled

without prejudice or disclaimer of the subject matter thereof, without forfeiture of the
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right to file the claims in a continuing application, and without comment regarding the
correctness or lack thereof of the rejection of said claims. Therefore, the rejection
should be withdrawn.

In view of the foregoing amendments and remarks, Applicant respectfully
submits that the claims listed above as presently being under consideration in the

application are now in condition for allowance.

EXAMINER INVITED TO TELEPHONE
The Examiner is herein invited to telephone the undersigned attorneys at the
local Washington, D.C. area telephone number of 703/312-6600 for discussing any
Examiner’'s Amendments or other suggested actions for accelerating prosecution

and moving the present application to allowance.

CONCLUSION
In view of the foregoing amendments and remarks, Applicant respectfully
submits that the claims listed above as presently being under consideration in the

application are now in condition for allowance.
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To the extent necessary, Applicants petition for an extension of time under 37
CFR 1.136. Please charge any shortage in fees due in connection with the filing of
this paper, including extension of time fees, to the Antonelli, Terry, Stout & Kraus,
LLP Deposit Account No. 01-2135 (Docket No. 500.38315VC3), and please credit

any excess fees to such deposit account.

Respectfully submitted,
ANTONELLI, TERRY, STOUT & KRAUS, LLP

By [Ayal |. Sharon/
Ayal I. Sharon
Registration No. 55,986

AlS

1300 North Seventeenth Street, Suite 1800
Arlington, Virginia 22209

Telephone: (703) 312-6600

Facsimile: (703) 312-6666
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500.38315VC3
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants:  T. NAKANO

Serial No.: 12/845,266

Filed: July 28, 2010
For: ELECTRIC CAMERA
Group: 2622

Examiner:  Luong Trung Nguyen
Conf. No.: 9653
PETITION FOR EXTENSION OF TIME

Commissioner for Patents

P.O. Box 1450 July 16, 2012
Alexandria, VA 22313-1450

Sir:

In the matter of the above-identified application, Applicants hereby
respectfully petition for an extension of time to permit filing a response within
the first month subsequent to expiration of the shortened statutory period set
in the outstanding Office Action mailed March 14, 2012. A credit card
payment form in the amount of $150.00 to cover the required fee for the
requested extension of time is attached hereto.

It is respectfully requested that any shortage in the fee be charged to
the account of Antonelli, Terry, Stout & Kraus, LLP, Account No. 01-2135
(500.38315VC3) and excess fees credited to account.

Respectfully submitted,
[Avyal |. Sharon /
Ayal I. Sharon

Registration No. 55,986
ANTONELLI, TERRY, STOUT & KRAUS, LLP

AIS/kmh
(703) 312-6600
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING Docket Number (Optional)
REJECTION OVER A PRIOR PATENT 500.38315VC3

In re Application of: T. NAKANO
Application No.: 12/845,266
Filed: 7/28/2010

For: ELECTRIC CAMERA

The owner* Hitachi, Ltd., of 100 percent interest in the instant application hereby disclaims, except as provided
below, the terminal part of the statutory term of any patent granted on the instant application, which would extend beyond the
expiration date of the full statutory term defined in 35 U.S.C. 154 and 173, as presently shortened by any terminal disclaimer,
of prior Patent No. 6,765,616. The owner hereby agrees that any patent so granted on the instant application shall be
enforceable only for and during such period that it and the prior patent are commonly owned. This agreement runs with any
patent granted on the instant application and is binding upon the grantee, its successors or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on the instant
application that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 154 and 173 of the prior
patent, as presently shortened by any terminal disclaimer, in the event that it later: expires for failure to pay a maintenance fee,
is held unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally
disclaimed under 37 CFR 1.321, has all claims canceled by a reexamination certificate, is reissued, or is in any manner
terminated prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer.

Check either box 1 or 2 below, if appropriate.

1. |:| For submissions on behalf of an organization (e.g., corporation, partnership, university, government agency,
etc.), the undersigned is empowered to act on behalf of the organization.

| hereby declare that all statements made herein of my own knowledge are true and that all statements made on
information and belief are believed to be true; and further that these statements were made with the knowledge that willful
false statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the
United States Code and that such willful false statements may jeopardize the validity of the application or any patent issued
thereon.

2. & The undersigned is an attorney or agent of record.

[Paul J. Skwierawski/ 07/16/2012
Signature Date

Paul J. Skwierawski Reg. No. 32,173
Typed or printed name

(703) 312-6600
Telephone Number

Terminal disclaimer fee under 37 CFR 1.20(d) is included.

WARNING: Information on this form may become public. Credit card information should not
be included on this form. Provide credit card information and authorization on PTO-2038.

*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this statement. See MPEP § 324.

This collection of information is required by 37 CFR 1.321. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- |f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IX Responsive to communication(s) filed on 28 July 2010.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
__ ;therestriction requirement and election have been incorporated into this action.
4)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.
Disposition of Claims
5)X Claim(s) 1-16is/are pending in the application.
ba) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) is/are allowed.
7)XI Claim(s) 1-16is/are rejected.
)
)

) 1-16
8)[] Claim(s) _____is/are objected to.
9)[] Claim(s) ____are subject to restriction and/or election requirement.

Application Papers

10)[] The specification is objected to by the Examiner.
11)X] The drawing(s) filed on 28 July 2010 is/are: a)[X] accepted or b)[] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
aX Al b)[J Some * ¢)[] None of:
1.X] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ___
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) x Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)
2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. __
3) X Information Disclosure Statement(s) (PTO/SB/08) 5) [ Notice of Informal Patent Application
Paper No(s)/Mail Date 6) D Other: _____
U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20120310
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DETAILED ACTION

Priority
1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which papers

have been placed of record in the file.

Information Disclosure Statement
2. The information disclosure statement (IDS) submitted on 07/28/2010 is in compliance
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being

considered by the examiner.

Claim Objections
3. Claims 1-4, 9, 11-16 are objected to because of the following informalities:
Claim 1 (line 8), “a display screen” should be changed to --the display screen--.

Claim 4 (line 7), “a moving video mode” should be changed to --the moving video mode-

Claim 9 (line 3), “a display screen” should be changed to --a display screen.--.

Claim 11 (line 10), “the static image mode” should be changed to --a static image mode--

Claim 11 (lines 11, 12), “a static image mode” should be changed to --the static image

mode--.

Claims 2-4 are objected as being dependent from claim 1.
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Claims 12-16 are objected as being dependent from claim 11.

Appropriate correction is required.

Claim Rejections - 35 USC § 112

4. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of making
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode
contemplated by the inventor of carrying out his invention.

5. Claims 6 and 12 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply
with the enablement requirement. The claim(s) contains subject matter which was not described
in the specification in such a way as to enable one skilled in the art to which it pertains, or with
which it is most nearly connected, to make and/or use the invention.

Claim 6 recites limitation “wherein when recording an image in the moving video mode,
the pixel lines do not include one or more pixel lines at a top and/or bottom of the sensor, and the
portion of the pixel lines used does not include one or more pixels at a left extreme and/or right
extreme of the pixel lines,” contains subject matter which was not described in the specification
in such a way as to enable one skilled in the art to which it pertains, or with which it is most

nearly connected, to make and/or use the invention.

Claim 12 recites limitation “wherein when recording an image in the moving video mode,
the pixel lines do not include one or more pixel lines at a top and/or bottom of the sensor, and the
portion of the pixel lines used does not include one or more pixels at a left extreme and/or right

extreme of the pixel lines,” contains subject matter which was not described in the specification
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in such a way as to enable one skilled in the art to which it pertains, or with which it is most

nearly connected, to make and/or use the invention.

Double Patenting

6. The nonstatutory double patenting rejection is based on a judicially created doctrine
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or
improper timewise extension of the “right to exclude” granted by a patent and to prevent possible
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection
is appropriate where the conflicting claims are not identical, but at least one examined
application claim is not patentably distinct from the reference claim(s) because the examined
application claim is either anticipated by, or would have been obvious over, the reference
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting
ground provided the conflicting application or patent either is shown to be commonly owned
with this application, or claims an invention made as a result of activities undertaken within the
scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR
3.73(b).

7. Claims 1-5, 7-11, 13-16 are rejected on the ground of nonstatutory obviousness-type
double patenting as being unpatentable over claims 1, 2, 6, 8, 13, 14, 18, 20 of U.S. Patent No.
6,765,616. Although the conflicting claims are not identical, they are not patentably distinct
from each other because of the following reasons.

Claim 1 of the instant application is anticipated by patent claims 1 and 6 in that patent

claims 1 and 6 contain all the limitations of claim 1 of the instant application. Noted that patent

claims 1 and 6 disclose an electronic camera and displaying images on a display screen in
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moving images mode and still images mode. This indicates that the electronic camera has
function of recording in a moving video mode and static image mode. Claim 1 of the instant
application therefore is not patently distinct from the earlier patent claim and as such is

unpatentable for obvious-type double patenting.

All the limitations of the instant application claim 2 are encompassed by the limitation of

the patent claims 1 and 6.

All the limitations of the instant application claim 3 are encompassed by the limitation of

the patent claims 1 and 6.

All the limitations of the instant application claim 4 are encompassed by the limitation of

the patent claims 1 and 8.

Claim 1 of the instant application is anticipated by patent claims 13 and 18 in that patent
claims 13 and 18 contain all the limitations of claim 1 of the instant application. Noted that
patent claims 13 and 18 disclose an electronic camera and displaying images on a display screen
in moving images mode and still images mode. This indicates that the electronic camera has
function of recording in a moving video mode and static image mode. Claim 1 of the instant
application therefore is not patently distinct from the earlier patent claim and as such is

unpatentable for obvious-type double patenting.
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All the limitations of the instant application claim 2 are encompassed by the limitation of

the patent claims 1 and 18.

All the limitations of the instant application claim 3 are encompassed by the limitation of

the patent claims 1 and 18.

All the limitations of the instant application claim 4 are encompassed by the limitation of

the patent claims 1 and 20.

Regarding application claim 5, application claim 5 is rejected for the same reason given

in application claim 1 as discussed above.

Regarding application claim 7, application claim 7 is rejected for the same reason given

in application claim 4 as discussed above.

Regarding application claim 8, application claim 8 is rejected for the same reason given

in application claim 2 as discussed above.

All the limitations of the instant application claim 9 are encompassed by the limitation of

the patent claims 1 and 2.
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All the limitations of the instant application claim 10 are encompassed by the limitation

of the patent claims 1 and 2.

All the limitations of the instant application claim 9 are encompassed by the limitation of

the patent claims 13 and 14.

All the limitations of the instant application claim 10 are encompassed by the limitation

of the patent claims 13 and 14.

Instant application claims 11, 13-16 are method claims of instant application apparatus
claims 5, 7-10, respectively. Therefore, instant application claims 11, 13-16 are rejected for the

same reason given in instant application apparatus claims 5, 7-10, respectively.

8. Claims 6, 12 are rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable over claims 1, 6, 13, 18 of U.S. Patent No. 6,765,616 in view of
Hijishiri et al. (US 6,906,746).

Regarding instant application claims 6, 12. Patent claims 1 and 6 fail to disclose wherein
when  recording an  image in the moving video mode, the pixel
lines do not include one or more pixel lines at a top and/or bottom of the sensor,
and the portion of the pixel lines used does not include one or more pixels at a

left extreme and/or right extreme of the pixel lines.
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However, Hijishiri et al. discloses a digital camera in which when in a display movie
image (figure 2, step 22), image data in a cropping area as shown in figures 2, 4, step 26) is
stored in image memory, column 6, lines 12-65. Therefore, it would have been obvious to
ordinary skill in the art at the time the invention was made to modify the device in Patent claims

1 and 6 in order to increase the number of image data stored in image memory.

Regarding instant application claims 6, 12. Patent claims 13 and 18 fail to disclose
wherein when recording an image in the moving video mode, the pixel lines do not include one
or more pixel lines at a top and/or bottom of the sensor, and the portion of the pixel lines used
does not include one or more pixels at a left extreme and/or right extreme of the pixel lines.

However, Hijishiri et al. discloses a digital camera in which when in a display movie
image (figure 2, step 22), image data in a cropping area as shown in figures 2, 4, step 26) is
stored in image memory, column 6, lines 12-65. Therefore, it would have been obvious to
ordinary skill in the art at the time the invention was made to modify the device in Patent claims

13 and 18 in order to increase the number of image data stored in image memory.

Conclusion
9. The prior art made of record and not relied upon is considered pertinent to applicant's
disclosure.
Udagawa (US 6,519,000) discloses image pickup apparatus with mode switching
between a still picture mode and a moving picture mode.

lizuka (US 5,847,758) discloses color CCD solid-state image pickup device.
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10. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to LUONG T. NGUYEN whose telephone number is (571)272-
7315. The examiner can normally be reached on 7:30AM - 5:00PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, DAVID L. OMETZ can be reached on (571) 272-7593. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call §00-786-9199 (IN USA OR CANADA) or 571-272-1000.

/LUONG T NGUYEN/
Primary Examiner, Art Unit 2622
03/10/12
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATION FILING or GRP ART
NUMBER I 371(c) DATE UNIT I FIL FEE REC'D I ATTY.DOCKET.NO ITOT CLAH\/[SI IND CLAIMSl
12/845,266 07/28/2010 2624 1090 500.38315VC3 16 3
CONFIRMATION NO. 9653
20457 FILING RECEIPT
ANTONELLI, TERRY, STOUT & KRAUS, LLP
1300 NORTH SEVENTEENTH STREET N AL VAR
SUITE 1800 000000042946162

ARLINGTON, VA 22209-3873
Date Mailed: 08/11/2010

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Takahiro Nakano, Hitachinaka, JAPAN;
Ryuji Nishimura, Yokohama, JAPAN;
Toshiro Kinugasa, Hiratsuka, JAPAN;

Power of Attorney:

David Terry--20178 William Solomon--28565
Donald Antonelli--20296 Ronald Shore--28577
Melvin Kraus--22466 Carl Brundidge--29621
Donald Stout--26422 Alan Schiavelli--32087

Gregory Montone--28141

Domestic Priority data as claimed by applicant
This application is a CON of 10/660,710 09/12/2003
which is a DIV of 09/520,836 03/08/2000 PAT 6,765,616

Foreign Applications
JAPAN 00-006064 01/11/2000

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (PDX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the USPTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/06/2010
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The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 12/845,266

Projected Publication Date: 11/18/2010
Non-Publication Request: No

Early Publication Request: No
Title

ELECTRIC CAMERA
Preliminary Class
382

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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PTO/SB/05 (08-03)

Approved for use through 07/31/2009. OMB 0651-0032

U.S. Patent and Trademark Office. U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Attorney Docket No. 500.38315VC3
UTILITY First I 1 T. NAKANO
s nvenior .
PATENT APPLICATION Title ELECTRIC CAMERA
TRANSMITTAL
(Only for new nonprovisional applications under 37 CFR 1.53(b)) Express Mail Label No.
Ci issi r for Patent
APPLICATION ELEMENTS PO, Bos 1450 ems
SEE MPEP chapter 600 concerning utility patent application contents. ADDRESS TO: Alexandria VA 22313-1450
1. ] Fee Transmittal Form (e.g., PTO/SB/17)
(Submit an original and a duplicate for fee processing) ACCOMPANYING APPLICATION PARTS
2. [J Applicant claims small entity status. 9. [1 Assignment Papers (cover sheet & documents(s))
See 37 CFR 1.27.
3. X Specification [Total Pages 44 ]
Both the claims and abstract must start on a new page 10. [J37 CFR 3.73(b) Statement [ Power of
(For information on the preferred arrangement, see MPEP 608 01(a)) (when there is an assignee) Attorney
4. XI Drawing(s) (35 U.S.C. 113) [Total Sheets 8 ]
&) ( ) 11. [[]English Translation Document (if applicable)
5. Oath or Declaration [Total Sheets 5 ]
[0 Newly executed (original or copy) 12. Information Disclosure Statement prosssros
X Copy from a prior application (37 CFR 1.63 (d)) OR PTO-1449) [_] Copies of Citations attached
(for continuation/divisional with Box 18 completed)
i. [ DELETION OF INVENTOR(S) 13. [JPreliminary Amendment
Signed statement attached deleting inventor(s)
11\1221(?; (‘;‘)t:: d";"gg;)p)pllcat“’“’ see 37 CFR 14. [JReturn Receipt Postcard (MPEP 503)
: ’ (Should be specifically itemized)
6. [] Application Data Sheet. See 37 CFR1.76
15. [] Certified Copy of Priority Document(s
y
(if foreign priority is claimed)
7. [[] CD-ROM or CD-R in duplicate, large table or
Computer Program (Appendix)
i.. [ Landscape Table on CD 16. [[]Nonpublication Request under 35 U.S.C. 122
. . . _— ®)2)(B)().
8. Nucleotide and/or Amino Acid Sequence Submission Applicant must attach form PTO/SB/35 or equivalent.
(if applicable, all necessary)
a. [] Computer Readable Form (CRF) 17 . . o
b. Specification Sequence Listing on: . X Other: _Reaffirmation of Claim for Priority
D CD-ROM or CD-R (2 copies); or
D Paper
¢. [[] Statements verifying identity of above copies

18. 1fa CONTINUING APPLICATION, check appropriate box, and supply the requisite information below and in a preliminary amendment, or in an
Application Data Sheet under 37 CFR 1.76:

B Continuation [T Divisional ] Continuation-in-part (CIP)  of prior application No.: 10/660,710
Prior application information:  Examiner: Luong Trung Nguyven Art Unit:__2622

19. CORRESPONDENCE ADDRESS : THE ADDRESS ASSOCIATED WITH CUSTOMER NUMBER 020457

Signature /Ayal 1. Sharon / | Date JULY 28,2010
Name Ayal I. Sharon Registration No. 55 986
(Print/Type) Y | (Attorney/Agent) >

This collection of information is required by 37 CFR 1.53(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application.
Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to
the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the
Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Patent Application, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

228




Electronic Patent Application Fee Transmittal

Application Number:

Filing Date:

Title of Invention: ELECTRIC CAMERA

First Named Inventor/Applicant Name: Takahiro Nakano

Filer: Ayal I. Sharon/Krista Hargrove
Attorney Docket Number: 500.38315VC3

Filed as Large Entity

Utility under 35 USC 111(a) Filing Fees

Description Fee Code Quantity Amount Suz—;'g(tsa)l in
Basic Filing:
Utility application filing 1011 1 330 330
Utility Search Fee 111 1 540 540
Utility Examination Fee 1311 1 220 220
Pages:
Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:
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Fee Code

Quantity

Amount

Sub-Total in

UsD($)
Post-Allowance-and-Post-Issuance:
Extension-of-Time:
Miscellaneous:
Total in USD ($) 1090
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Electronic Acknowledgement Receipt

EFS ID: 8108247
Application Number: 12845266
International Application Number:
Confirmation Number: 9653

Title of Invention:

ELECTRIC CAMERA

First Named Inventor/Applicant Name:

Takahiro Nakano

Customer Number:

20457

Filer:
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Filer Authorized By: Ayal I. Sharon
Attorney Docket Number: 500.38315VC3
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Filing Date:
Time Stamp: 15:46:10

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

no

File Listing:

Document

Document Description
Number P

File Size(Bytes)/

File Name Message Digest

Multi
Part /.zip

Pages
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1 Abstract

38315vc32010ABSTRACT.pdf
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Warnings:

Information:
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Warnings:

Information:

Total Files Size (in bytes):i 2517405

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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ABSTRACT OF THE DISCLOSURE:

An electric camera includes an image sensing device with a light receiving
surface having N vertically arranged pixels and an arbitrary number of pixels
arranged horizontally, N being equal to or more than three times the number of
effective scanning lines M of a display screen of a television system, a driver to
drive the image sensing device to vertically mix or cull signal charges
accumulated in individual pixels of K pixels to produce, during a vertical effective
scanning period of the television system, a number of lines of output signals
which corresponds to 1/K the number of vertically arranged pixels N of the image
sensing device, K being an integer equal to or less than an integral part of a
quotient of N divided by M, and a signal processing unit having a function of
generating image signals by using the output signals of the image sensing

device.

234



-38-

CLAIMS:
1. An electric camera comprising:

an image sensing device with a light receiving sensor having an array of
pixels arranged vertically and horizontally in a grid pattern, in an N number of
vertically arranged pixel lines, wherein N is equal to or greater than three times a
number of effective scanning lines M of a display screen;

a signal processing unit, that generates image signals by using the output
signals of the image sensing device; and

a display unit with a display screen, to display an image corresponding to
the image signals;

wherein during monitoring in a static image mode, the signal processing
unit generates image signals by mixing or culling signal charges accumulated in
the N number of vertically arranged pixel lines to provide pixel lines only at pixel
intervals of K1 pixels;

wherein during recording in a moving video mode, the signal processing
unit generates image signals by mixing or culling signal charges accumulated in
the N number of vertically arranged pixel lines to provide pixel lines only at pixel
intervals of K2 pixels, a value of K1 being different from a value of K2; and

wherein during recording in the static image mode, the signal processing
unit generates image signals by using all signal charges accumulated in the N

number of vertically arranged pixel lines, to provide N pixel lines.
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2. An electric camera according to the claim 1, wherein the value K1 is larger

than the value K2.

3. An electric camera according to the claim 1, wherein during the moving video
mode, the signal processing unit generates image signals by using the signal

charges mixed or culled at pixel intervals of K2 pixels.

4. An electric camera according to the claim 3, comprising:

an image-instability detector which detects an image-instability of the
electric camera;

wherein the signal processing unit generates image signals by using the
part of signal charges mixed or culled at pixel intervals of K2 pixels, the part
being changed according to an amount of image-instability detected by the

instability detector to correct the image-instability, during a moving video mode.

5. An electric camera comprising:

an image sensing device with a light receiving sensor having an array of
pixels arranged vertically and horizontally in a grid pattern, in an N number of
vertically arranged pixel lines;

a signal processing unit that generates image signals by processing the
output signals of the image sensing device; and

a display unit with a display screen, that displays an image corresponding
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to the image signals;

wherein when recording an image in a static image mode, the signal
processing unit generates image signals by using all signal charges accumulated
in all N number of vertically arranged pixel lines of the image sensing device, to
provide N pixel lines;

wherein when monitoring an image in a static image mode, the signal
processing unit generates image signals by using pixel lines that have been
mixed or culled from the N number of vertically arranged pixel lines to only
include pixel lines separated from one another by intervals of a first distance; and

wherein when recording an image in a moving video mode, the signal
processing unit generates image signals by using a portion of, or the entirety of,
pixel lines which have been mixed or culled from the N number of vertically
arranged pixel lines to only include pixel lines separated from one another by
intervals of a second distance, where the second distance is different from the

first distance.

6. An electric camera according to the claim 5,

wherein when recording an image in the moving video mode, the pixel
lines do not include one or more pixel lines at a top and/or bottom of the sensor,
and the portion of the pixel lines used does not include one or more pixels at a

left extreme and/or right extreme of the pixel lines.
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7. An electric camera according to the claim 5, further comprising:

an image-instability detector which detects an image-instability of the
electric camera; and

wherein when recording in the moving video mode, in order to correct the
image-instability, the signal processing unit generates image signals by changing
the pixel lines used, and the portion of the pixel lines used, according to an

amount of image-instability detected by the instability detector.

8. An electric camera according to the claim 5, wherein a value of the first

distance is larger than a value of the second distance.

9. An electric camera according to the claim 5, wherein N is equal to or greater
than a product of a fixed parameter multiplied by a number of effective scanning

lines M of a display screen

10. An electric camera according to the claim 9, wherein the fixed parameter is

equal to three.

11. A method for operating an electric camera, wherein the electric camera
includes the features of

an image sensing device with a light receiving surface having an array of
pixels arranged vertically and horizontally in a grid pattern with an N number of

vertically arranged pixel lines,
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a signal processing unit that generates image signals by processing the
output signals of the image sensing device, and

a display unit with a display screen that displays an image corresponding
to the image signals, the method comprising:

selecting between the static image mode and a moving video mode, and
when in a static image mode, selecting an operation from a list including (1)
recording an image in a static image mode, and (2) monitoring an image in the
static image mode;

upon selecting the operation of recording an image in the static image
mode, using the signal processing unit to generate image signals by using all
signal charges accumulated in all N number of vertically arranged pixel lines of
the image sensing device, to provide N pixel lines;

upon selecting the operation of monitoring an image in the static image
mode, using the signal processing unit to generate image signals by using pixel
lines which have been mixed or culled from the N number of vertically arranged
pixel lines of the image sensing device to provide only pixel lines separated from
one another by intervals of a given distance; and

upon selecting the operation of recording an image in the moving video
mode, using the signal processing unit to generate image signals by using a
portion of, or the entirety of, the N number of vertically arranged pixel lines which
have been mixed or culled to provide only pixel lines separated from one another
by intervals of a second distance, wherein a value of the second distance is

different from a value of the first distance.
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12. A method for operating an electric camera of claim 11,

wherein when recording an image in the moving video mode, the pixel
lines do not include one or more pixel lines at a top and/or bottom of the sensor,
and the portion of the pixel lines used does not include one or more pixels at a

left extreme and/or right extreme of the pixel lines.

13. A method for operating an electric camera of claim 11,

wherein when recording in the moving video mode, in order to correct
image-instability, the signal processing unit generates image signals by changing
the pixel lines used, and the portion of the pixel lines used, according to an
amount of image-instability detected by a instability detector which detects an

image-instability of the electric camera.

14. A method for operating an electric camera of claim 11, wherein the value of

the first distance is larger than the value of the second distance.
15. A method for operating an electric camera of claim 11, wherein N is equal to
or greater than a product of a fixed parameter muitiplied by a number of effective

scanning lines M of a display screen.

16. A method for operating an electric camera of claim 15, wherein the fixed

parameter is equal to three.
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As a below named inventor, | hereby declare that:

My residence, post office address and citizenship are as stated
‘next to my name.

| believe | am the original, first and sole inventor (if only one
name is listed below) or an original, first and joint inventor (if plural
names are listed below) of the subject matter which is claimed
and for which a patent is sought on the invention entitled

"ELECTRIC CAMERA"

LEEEAOHME (FLEOWMTXEIN DT ANE S,
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The specification of which is attached hereto uniess the following
box is checked:

[j was filed on
as United States Application Number or
PCT International Application Number
and was amended on
(if applicable).

| hereby state that | have reviewed and understand the contents of
the above identified specification, including the claims, as
amended by any amendment referred to above.

I acknowledge the duty to disclose information which is material to
patentability as defined in Title 37, Code of Federal Regulations,
Section 1.56.
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Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on the
amount of time you are required to complete this form shouid be sent to the Chief Information Officer, Patent and Trademark Office, Washington, DC 20231. DO NOT
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner of Patents and Trademarks, Washington, DC 20231.
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Japanese Language Declaration
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FAld, CREREHE3SHE1 1 9% (a) - (d) BXIE36 5%
(b) HICEETRHD. REUNDEODE Eb—HEEEE
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NEI—ITBIET, RLTWS,

BEES)

| hereby claim foreign priority under Title 35, United States Code,
Section 119 (a)-(d) or 365(b) of any foreign application(s) for
patent or inventor’s certificate, or 365(a) of any PCT international
application which designated at least one country other than the
United States, listed below and have also identified below, by
checking the box, any foreign application for patent or inventor's
certificate, or PCT international application having a filing date
before that of the application on which priority is claimed.

Prior Foreign Application(s) Priority Not Claimed
SHETOSITHIEE BREERERL
00-006064 Japan__ 11/January/20Q0 D
(Number) (Country) (Day/Month/Year Filed)
(&) (E8) (HEEFEA B)
(Number) (Country) (Day/Month/Year Filed) D
(#ES) (E &) (HEREEA A)

AL, B3 SMAEEML 1 9% (o) HICEWTTFRONKE
B IR S N MR T DI IR LT

| hereby claim the benefit under Title 35, United States Code,
Section 119(e) of any United States provisional application(s)
listed below.

(Filing Date)
(HHEEH)

(Application No.)
(HHEEES)

. FTROKERMBEISH1 2 0 RIKENTTFROXKE
FrEFHBUCER S NERN. UREEREE L TWBRFEGH
KAI3 655 (o) KET<HMZEIIITEELET, /. &
HEOEHREHONENKREEMEISHL 1 288 118
X HF G RN TRES N FETET T2 RESFHE
KFRENTWARWEY . Z0RTRELESIZE HURE TE
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ERFRROARIIHTIEEZHRICIDOVWTHRES XS
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(Filing Date)
(HEEH)

(Application No.)
(HEEES)

| hereby claim the benefit under Title 35, United States Code,
Section 120 of any United States application(s), or 365(c) of any
PCT international application designating the United States,
listed below and, insofar as the subject matter of each of the
claims of this application is not disclosed in the prior United
States or PCT International application in the manner
provided by the first paragraph of Title 35, United States Code
Section 112, | acknowledge the duty to disclose information
which is material to patentability as defined in Title 37, Code of
Federal Regulations, Section 1.56 which became available
between the filing date of the prior application and the national
or PCT international filing date of application.

(Application No.) (Filing Date) (Status:  Patented, Pending, Abandoned)
(HEEES) (HHEEH) (RO . BEFErATEE. BT, WER)
{(Application No.) (Filing Date) (Status: Patented, Pending, Abandoned)
(HEEER) (HEEH) (BN . Farerals. RED. HER)
ik, BESOABMIE TV TEETEP TRHITFAOIEBE | hereby declare that all statements made herein of my own

MHETHD . POROAFLUERERDIELD L SIE
TLERHNLTHETHBLELTVNDI L, SSITHEICA
SNLEBORARV TN LASEOTSHIIKREIENSE 1 85
100 1RICETE, F&EAIIAR. SLIZTOmMAIC
KDALFIENBI L, TLTEDRIAEICL BEBOEH
EFTRAE, HELE, XIZBICHT S N F OB HIEN %
DRLTEEZRBRL. Lo TIIREBDTELELERRLE
T

knowledge are true and that all statements made on
information and belief are believed to be true; and further that
these statements were made with the knowiedge that willful
false statements and the like so made are punishable by fine
or imprisonment, or both, under Section 1001 of Title 18 of the
United States Code and that such willful false statements may
jeopardize the validity of the application or any patent issued
thereon.
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POWER OF ATTORNEY: As a named inventor, | hereby
appoint the following attorney(s) and/or agent(s) to prosecute this
application and transact all business in the Patent and Trademark
Office connected therewith (list name and registration number)

Donald R. Antonelli, Reg. No. 20,296; David T. Terry, Reg. No.
20,178; Melvin Kraus, Reg. No. 22,466; William I. Solomon, Reg.
No. 28,565; Gregory E. Montone, Reg. No. 28,141; Ronald J.
Shore, Reg. No. 28,577; Donald E. Stout, Reg. No. 26,422; Alan
E. Schiavelli Reg. No. 32,087; James N. Dresser, Reg. No.
22,973 and Carl |. Brundidge, Reg. No. 29,621

FHEME

Send Correspondence to:

Antonelli, Terry, Stout & Kraus, LLP
Suite 1800

1300 North Seventeenth Street
Arlington, Virginia 22209

WIERKT . (RERUVEESS)

Direct Telephone Calls to: (name and telephone numbern

Telephone: (703) 312-6600
Fax: (703) 312-6666

HE—FE3B—REE

Full name of sole or first inventor
Takahiro NAKANO

RFAZDOES 2E0] lnventor’s sngnatur Date
’31@ Ramo— 4 Fel, 2000
{EFF Resndence
Hitachinaka, Japan
e =3 Citizenship
Japan
FhEH Post Office Address

¢/o Hitachi, Ltd., Intellectual Property Group
New Marunouchi Bldg. 5-1, Marunouchi 1-chome,
Chiyoda-ku, Tokyo 100-8220, Japan

(FBLEOH_FIRAHFICOVWTHEHEICERL . B2 52T 2
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(Supply similar information and signature for second and
subsequent joint inventors.)
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B REIFEAE Full name of second joint inventor, if any

Ryuji  NISHIMURA
BoHARFAEDOESL Bt Second inventor's signature Date

2 P e T Feb, deon

e Residence

Yokohama, Japan
Eaf Citizenship

Japan
ER Post Office Address

¢/o Hitachi, Ltd,, Intellectual Property Group
New Marunouchi Bldg. 5-1, Marunouchi 1-chome,
Chiyoda-ku, Tokyo 100-8220, Japan

BEIHEIRAS Full name of third joint inventor, if any

Toshiro KINUGASA
FEZHEIRAFTOEL 84t Third inyentor's signajure Date

77;;2:»‘1 e 9 Fob. 2000

e Residence v

Hiratsuka, Japan
[Eaf=3 Citizenship

Japan
EH Post Office Address

c/o Hitachi, Ltd., Intellectual Property Group
New Marunouchi Bldg. 5-1, Marunouchi 1-chome,
Chiyoda-ku, Tokyo 100-8220, Japan

B E R Full name of fourth joint inventor, if any
FEOILEFRAZFOEL B {s Fourth inventor's signature Date
{ERT Residence
EFEE Citizenship
EHE Post Office Address
BRKFERAE Full name of fifth joint inventor, if any
BHIEERHAZTOESL B+ Fifth inventor's signature Date
{E7T Residence
EfF Citizenship
B Post Office Address
CENLBEOHRBIRAFCOVTHEMEICERL . BL2T3 (Supply similar information and signature for sixth and
Z&) subsequent joint inventors.)
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AR FESEHE Full name of sixth joint inventor, if any
BAHARAZEOEL =Fbs Sixth inventor’s signature Date
=T Residence

EE Citizenship

nEE Post Office Address

FLHRAREE Full name of seventh joint inventor, if any
BEHARAEOES Bt Seventh inventors signature Date
£/ Residence

Eaf23 Citizenship

N 5] Post Office Address

SEAMFREEE Full name of eighth joint inventor, if any
BEALFARPEDOEL Bt Eighth inventors signature Date
fEAr Residence

=& Citizenship

Hh&EE Post Office Address

BASREREE Full name of ninth joint inventor, if any
BNHRARAEOESL Bt Ninth inventor’s signature Date
e Residence

EE Citizenship

BEH Post Office Address

EHUBROFRARAF T OV THABICERL., BL223 2
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subsequent joint inventors.)
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500.38315VC3

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicants: T. NAKANO, ET AL.

Application No: To be assigned

Filed: July 28, 2010

For: ELECTRIC CAMERA

Group AU: 2622 (Expected)

Examiner: Luong Trung Nguyen (Expected)

INFORMATION DISCLOSURE STATEMENT
UNDER 37 CFR 1.97 AND 1.98

Commissioner for Patents

P.O. Box 1450

Alexandria, Virginia 22313-1450 July 28, 2010
SIR:

Pursuant to Applicants’ duty of disclosure, enclosed please find a List, on
Form PTO/SB/08A, of documents cited in connection with a prior application of the
above-identified application, that is, Application No. 10/660,710, filed September 12,
2003.

As all of the documents on the enclosed List were cited in connection with a
prior application, Application No. 10/660,710, being relied upon under 35 USC 120 in
the above-identified application, copies of these listed documents are not enclosed.
See 37 CFR 1.98(d).

This Information Disclosure Statement is being submitted concurrently with
the filing of the above-identified application. Clearly, requirements of 37 CFR 1.97(b)
are satisfied.

To the extent that the documents on the enclosed L.ist are not in English, it is
respectfully submitted that requirements of 37 CFR 1.98(a)(3) are satisfied by

English-language abstracts submitted with the respective non-English language
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Docket No. 500.38315VC3
Serial No. NEW

July 28, 2010

documents, and/or by Search Reports/Official Actions in English or with English
translations thereof.

In view of all the foregoing, it is respectfully submitted that all applicable
requirements of 37 CFR 1.97 and 1.98 have been satisfied, in connection with all of
the documents on the enclosed List. Accordingly, consideration of the listed
documents, upon examination of the above-identified application, is respectfully
requested.

Kindly charge any shortage in fees due in connection with the filing of this
paper to the Deposit Account of Antonelli, Terry, Stout & Kraus, LLP, Deposit
Account No. 01-2135 (case 500.38315VC3), and credit any excess fees to such
deposit account.

Respectfully submitted,
ANTONELLI, TERRY, STOUT & KRAUS, LLP
By [Ayal I. Sharon /

Ayal |. Sharon
Registration No. 55,986

AlIS/kmh

1300 17™ Street N., Suite 1800
Arlington, Virginia 22209

Tel: 703-312-6600

Fax: 703-312-6666
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ELECTRIC CAMERA

CROSS REFERENCE TO RELATED APPLICATION

This application is a continuation of U.S. application serial no. 10/660,710,
and is related to U.S. application serial no. 10/660,711, filed September 12, 2003,
now U.S. Patent No. 7,403,226, issued July 22, 2008, both of which are divisional
applications of U.S. application Serial No. 09/520,836, filed March 8, 2000, now U.S.
Patent No. 6,765,616, issued July 20, 2004, the subject matter of which is
incorporated by reference herein.

BACKGROUND OF THE INVENTION

The present invention relates to a photography related to video cameras,
camcorders, digital still cameras and others using a solid-state image sensing device,
and more particularly to an electric camera using a solid-state image sensing device
with a large number of pixels.

Electric cameras using solid-state image sensors such as CCDs (charge-coupled
devices) include a so-called video camera or camcorder for taking moving images and a
so-called digital still camera for taking still images. In recent years, video cameras
with a still image taking function and digital still cameras with a moving image
taking function have become available.

In a video camera to photograph moving images, it is generally assumed that the
video is viewed on a display such as television monitor and thus the camera is
designed to produce output signals conforming to a television system such as NTSC and
PAL. Therefore, the effective number of vertically arranged pixels or picture elements
on the image sensing device used in such a camera is determined to enable
television signals to be generated. The NTSC system, for example, performs
interlaced scanning on two fields, each of which has an effective scanning

line number of about 240 lines (the number of scanning lines actually
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displayed on the monitor which is equal to the number of
scanning lines in the vertical blanking period subtracted
from the total number of scanning lines in each field). To
realize this, the image sensing device has about 480 pixel
rows as the standard effective number of vertically
arranged pixels. That is, the signals of two vertically
adjoining pixels in each field are mixed together inside or
outside the image sensing device to generate about 240
scanning lines, and the combinations of pixels to be
cyclically mixed together are changed from one field to
another to achieve the interlaced scanning.

Some image sensing devices to take moving images
according to the NTSC system have an area of pixels for
image stabilization added to the area of effective pixel
area, thus bringing the effective number of vertically
arranged pixels to about 480 or more. In this case, an
area beyond 480th pixels is read out at high speed during
the vertical blanking period and therefore the signals thus
read out are not used as effective signals. Therefore, the
video signals can only be generated from those signals
coming from the area of about 480 vertically arranged
pixels. When such a camera is used to photograph a still
image, it is relatively easy to generate a static image
signal conforming to, for example, JPEG (Joint Photographic
Expert Group) from the signals coming from the same pixel
area that is used to take a moving image. A problem
remains, however, that the number of vertically arranged

pixels obtained is limited to around 480, making it
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impossible to produce more detailed static image signals.

In a camera having an image sensing device with
the area of pixels for image stabilization mentioned above,
a method of alleviating this problem may involve using the
entire area of effective pixels including the area of image
stabilization pixels in photographing a still image. Even
when photographing a still image, however, the photographed
image needs to be monitored for check and, for that
purpose, it is necessary to generate signals conforming to
the television system from signals read out from all effec-
tive pixels.

An example of such a conventional camera has been
proposed in JP-A-11-187306. In the camera disclosed in
this publication, signals from all the effective pixels are
read out taking two or more times the field period of the
television system, stored in a memory means such as a field
memory, and then subjected to interpolation processing for
transformation into signals conforming to the field cycle
and horizontal scan cycle of television.

This conventional camera, however, requires a
large processing circuit, such as field memory, fof signal
conversion. Another drawback is that the image sensing
device readout cycle is a plurality of times the field
cycle, degrading the dynamic resolution. Even with the use
of this circuit, the number of pixels obtained as the
static image signals is limited to the number of effective
pixels used for moving videos plus the area of image

stabilization pixels.
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In a digital still camera designed for taking
still images, there has been a trend in recent years toward
an increasing number of pixels used on the moving video
image sensing device in order to obtain higher resolution
static image signals. When taking a moving image or
monitoring the video, it is necessary to generate signals
that conform to the television system. The number of
pixels on such an image sensing device, however, does not
necessarily match the number of scanning lines of the
television system and therefore some form of conversion
means is required.

The conversion means may involve, as in the video
camera with the area of image stabilization pixels, reading
out signals from the image sensing device taking a longer
time than the field cycle and interpolating them to
generate television signals. This method has, in addition
to the problem described above, a drawback that the readout
cycle increases as the number of pixels increases, further
degrading the dynamic resolution.

To mitigate this problem, JP-A-9-270959 discloses
an apparatus which mixes together or culls the pixel
signals inside the image sensing device to reduce the
number of signals to be read and therefore the read cycle.
Although this apparatus alleviates the problem of the
degraded dynamic resolution, it requires a large processing
circuit such as field memory to perform time-axis transfor-
mation to generate signals conforming to the television

system and the image sensing device itself needs to have a
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special structure for performing desired mixing and

culling.

SUMMARY OF THE INVENTION

The present invention relates to a photography of
video cameras, camcorders, digital still cameras and others
using a solid-state image sensing device, and more particu-
larly to an electric camera using a solid-state image
sensing device with a large number of pixels.

The conventional electric cameras, as described
above, have drawbacks that when taking a still picture by
using a video camera, the number of pixels is not suffi-
cient and that when taking a moving image with a still
camera, the associated circuit inevitably increases and the
dynamic image quality deteriorates. Taking both moving and
static images of satisfactory quality with a single camera
is difficult to achieve. 1In addition to solving the above
problems, to obtain good dynamic picture quality by using
an image sensing device having a large number of pixels
intended for still images requires extracting a pixel area
that is used to realize an image stabilizing function. The
conventional art and cameras do not offer a means to
accomplish this function.

An object of the present invention is to provide
an electric camera that solves these problems and which
uses an image sensing device with a sufficient number of
pixels for still images and enables taking of highly

detailed still images and a moving video taking with
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reduced image quality degradation without increasing circuitry
such as field memory. It is also an object of the present
invention to provide an electric camera that can also realize
the image stabilizing function.

According to one aspect of this invention, the
electric camera to realize the above objectives has: an image
sensing device with a light receiving surface having N
vertically arranged pixels and an arbitrary number of pixels
arranged horizontally, N being equal to or more than three times
the number of effective scanning lines M of a display screen of
a television system; a driver to drive the image sensing device
to vertically mix or cull signal charges accumulated in
individual pixels of every K pixels to produce a number of lines
of output signals which corresponds to the number of effective
scanning lines M, K being at least one of integers equal to or
less than an integral part of a quotient of N divided by M (a
number of lines of output signals corresponds to 1/K the number
of vertically arranged pixels N of the image sensing device) ;
and a signal processing unit to generate image signals by using
the output signals of the image sensing device.

As explained above, since this invention eliminates
the limit on the number of vertically arranged pixels, an
electric camera can be provided which enables taking of highly
detailed still images and a satisfactory moving video taking by
using an image sensing device with a large enough pixel number

even for still images.

BRIEF DESCRIPTION OF THE DRAWINGS

Figure 1 is a block diagram showing the configu
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ration of a first embodiment of an electric camera accord-
ing to the present invention.

Figure 2 is a schematic diagram showing the
structure of an image sensing device in the first embodi-
ment of the electric camera of the invention.

Figure 3 is a drive pulse timing diagram in the
first embodiment of the electric camera of the invention.

Figure 4 is a schematic diagram showing a mixing
operation in the first embodiment of the electric camera of
the invention.

Figure 5 is a schematic diagram showing a readout
area in the first embodiment of the electric camera of the
invention.

Figure 6 is a schematic diagram showing a mixing
operation in the first embodiment of the electric camera of
the invention.

Figure 7 is a block diagram showing the configu~
ration of a second embodiment of an electric camera accord-
ing to the present invention.

Figure 8 is a schematic diagram showing a mixing
operation in the second embodiment of the electric camera
of the invention.

Figure 9 is a schematic diagram showing a readout
area in the second embodiment of the electric camera of the
invention.

Figure 10 is a schematic diagram showing the
structure of an image sensing device in a third embodiment

of the electric camera according to the present invention.
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Figure 11 is a drive pulse timing diagram in the
third embodiment of the electric camera of the invention.

Figure 12 is a schematic diagram showing an
interpolation operation in the third embodiment of the
electric camera of the invention.

Figures 13A and 13B are schematic diagrams show-
ing the arrangement of color filters in the image sensing
device in a fourth embodiment of the electric camera

according to the present invention.

DESCRIPTION OF THE EMBODIMENTS

Now embodiments of the present invention will be
described by referring to the accompanying drawings.
Figure 1 is a block diagram showing the configuration of
one embodiment of an electric camera according to the
invention.

In Figure 1, reference number 1 represents a
lens, 2 an aperture, 3 an image sensing device, 4 a drive
circuit, 5 a gain adjust circuit, 6 an analog-digital (A/D)
conversion circuit, 7 a signal processing circuit, 8 a
vertical interpolation circuit to perform interpolation in
a vertical direction, 9 a horizontal interpolation circuit
to perform interpolation in a horizontal direction, 10 a
recording unit including recording media such as magnetic
tape, semiconductor memory and optical disk to record a
video signal, 11 a control circuit to control these
constitutional elements according to the operating state,

12 an encoder circuit to modulate the video signal into a
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standard television signal, 13 a digital-analog (D/A)
conversion circuit, 14 a mode selector switch to change
over the operation mode between the moving video taking and
the still image taking, 15 a record button to start or stop
the recording, 16a and 16b gyro sensors to detect vertical
image-unstability and lateral imaée—unstability, respec-
tively, and 17 an image-unstability decision circuit to
determine the image-instability from signals output from
the gyro sensors.

In the above configuration, light coming from the
lens 1 through the aperture 2 is focused on a light receiv-
ing surface of the image sensing device 3 where it is
converted into an electric signal. In this embodiment the
image sensing device 3 is of a CCD type. Figure 2 shows
the structure of this image sensing device 3. 1In Figure 2,
denoted 30 are pixels each formed of a photodiode, which
are arranged horizontally and vertically in a grid pattern.
On these grid-arrayed pixels three types of color filters
that pass yellow (Ye), green (G) and cyan (Cy), respec-
tively, are arranged in such a way that the combination of
these three colors is repeated horizontally every three
pixels and that the filters of the same colors are lined
vertically in so-called vertical stripes. Although an
arbitrary number of pixels may be used, this embodiment has
an array of 1200 pixels vertically and 1600 pixels horizon-
tally. A vertical transfer unit 32 is a CCD which is
driven by three phase pulses V1, V2, V3. This CCD has a

three-gate structure in which each pixel corresponds to

266



10

15

20

25

- 10 -
three phase pulses and thus can vertically transfer a
signal charge of each pixel independently. Transfer gates
31 for transferring the charge of each pixel to the
vertical transfer unit 32 are commonly connected to a gate
of the vertical transfer unit 32 that corresponds to the V2
pulse. An operation to transfer the charge from each pixel
to the vertical transfer unit 32 in response to a peak
value of the pulse applied to the commonly connected gate
and an operation to transfer the charge vertically are
performed separately. A horizontal transfer unit 33
horizontally transfers the charges supplied from the
vertical transfer units 32 and outputs them successively
through an output amplifier 34 from the output terminal.

Referring back to Figure 1, the operation
performed when the moving video mode is selected by the
mode selector switch 14 will be explained. The number of
vertically arranged pixels on the image sensing device in
this embodiment is 1200, so if the number of effective
scanning lines in the field of the NTSC system is assumed
to be 240 lines, then vertically mixing five pixels (= 1200
pixel rows/240 scanning lines) can match the number of
lines of output signals from the image sensing device to
the number of effective scanning lines.

However, in this embodiment, to realize the image
stabilizing function described later, four vertically
arranged pixels are mixed together during motion image
taking mode. When four vertically arranged pixels are to

be cyclically mixed together, the signals from the area of
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960 pixels (= 240 scanning lines X 4 pixels) out of the
1200 vertically arranged pixels are used as effective
signals and the remaining 240 pixels (= 1200 (all pixels) -
960 (effective pixels)) are not used for image forming.
Figure 3 shows the timing of a vertical drive pulse for the
image sensing device in this operation mode, with v1i, v2
and V3 representing three phase drive pulses applied to
each gate of the CCD or vertical transfer unit 32.

In Figure 3, in a period Tl included in the
vertical blanking period, the drive pulse V2 is held high
to transfer the signal charge accumulated in each pixel to
under the V2 gate of the vertical CCD. Next, in a period
T2, while the V2 pulse is still at middle level, the V3
pulse is raised from low level to middle level; next, while
the V3 pulse is at middle level, the V2 pulse is changed
from middle level to low level, after which the V1 pulse is
changed from low level to middle level; next, while the V1
pulse is at middle level, the V3 pulse is changed from
middle level to low level, after which the V2 pulse is
changed to middle level and finally the V1 pulse is changed
from middle level to low level. With this sequence of
pulse operations, the signal charges under the V2 gate for
one pixel row are transferred and held again under the V2
gate.

By repeating this series of operations, the
signal charges for a desired number of pixel rows can be
transferred. In Fiqure 3, during a period T3 included in

the vertical blanking period before the vertical effective
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scanning period (the vertical scanning period minus the
vertical blanking period which corresponds to the actually
displayed image) and during a period T4 included in the
vertical blanking period after the vertical effective
scanning period, the above transfer operation for one pixel
row is repeated a total of 240 times to transfer the signal
charges of the 240 pixel rows not used for image generation
to the horizontal transfer unit 33 during the vertical
blanking period. For example, if this transfer operation
is performed 120 times during the period T3 and 120 times
during the period T4, the signal charges from upper 120
pixel rows and lower 120 pixel rows on the light receiving
surface are transferred to the horizontal transfer unit 33
during the period T3 and period T4 within the vertical
blanking period. During each of the subsequent periods T5
and T6é in the vertical blanking period, the horizontal
transfer unit 33 is driven for a predetermined period to
output the charges transferred to the horizontal transfer
unit 33 from the output terminal. These charges are not
used as valid signals as they are‘output during the
vertical blanking period.

Next, in the vertical effective scanning period
of Figure 3, the above one-pixel-row transfer operation is
performed four times during each horizontal blanking period
to transfer the signal charges of four pixel rows to the
horizontal transfer unit 33 where they are mixed together.
Then, during a horizontal effective scanning period (the

horizontal scanning period minus the horizontal blanking
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period which corresponds to the actually displayed image),
the horizontal transfer unit 33 is driven to read out the
signal charges from the horizontal transfer unit to produce
an output siénal conforming to the television system. If
the above operation is performed on the A field and if, on
the B field, the number of pixel rows transferred during
the period T3 is set to 122 rows and that during the period
T4 is set to 118 rows, then the combination of four pixel
rows to be cyclically mixed together shifts by two rows
between the two fields, thus allowing the interlaced scan-
ning to be performed as shown in Figure 4. (Figure 4 shows
the light receiving surface of the image sensing device and
its relation to the displayed screen is vertically
inverted.)

Let us return to Figure 1. The output signal
from the image sensing device 3 is adjusted in gain by the
gain adjust circuit 5 and then converted by the A/D conver-
sion circuit 6 into a digital signal. The digital signal
is then processed by the signal processing circuit 7 that
performs color signal processing and luminance signal
processing, such as generation of color signals, gamma
correction, white balance processing and outline enhance-
ment. The image sensing device in this embodiment has an
array of vertical stripes of yellow (Ye), green (G) and
cyan (Cy) color filters, so the color signals for Ye, G and
Cy are obtained as a series of color points from one line
of output signals at all times no matter how many pixels

are vertically combined. From these color signals three
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primary color signals R, G, B can be obtained from the

following calculations.

R = Ye - G
B=Cy -G
G =G

The R, G and B signals undergoes the white
balance processing and gamma correction processing in the
signal processing circuit 7 and are then converted into
color difference signals such as R-Y, B-Y or U and V. The
luminance signals and the color difference signals are then
entered through the vertical interpolation circuit 8 into
the horizontal interpolation circuit 9. In this operation
state the signals just pass through the vertical interpola-
tion circuit 8 without being processed. The horizontal
interpolation circuit 9 performs interpolation on the
signals in the horizontal direction.

Figure 5 shows the light receiving surface of the
image sensing device. As described above, in the operating
state of this embodiment, the signals read out during the
vertical effective scanning period correspond to an area
having 960 of the 1200 vertically arranged pixels and a
horizontal width of 1600 pixels, as shown shaded at A in
Figure 5. If the entire light receiving surface of the
image sensing device has a 4-to-3 (width to height) aspect
ratio, the shaded area A is more laterally elongate than
this aspect ratio. Hence, if the signals of all horizontal
pixels of the light receiving surface are displayed, for

example, on an NTSC standard television monitor with the
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4-to-3 aspect ratio, the image displayed is compressed
horizontally and looks vertically elongate, compared with
the original image. It is therefore necessary to output
during the horizontal effective scanning period only those
signals coming from a pixel area with the horizontal width
conforming to the aspect ratio of the television system, as
shown by a shaded area B. When the television system has
an 4-to-3 aspect ratio, the number of pixels in the
horizontal width of the shaded area B is 1280 (= 960
(vertical effective pixels) X 4/3).

Returning back to Figure 1, the horizontal
interpolation circuit 9 performs interpolation processing
on the signals from the horizontal 1280 pixels to expand
the signals so that they can be output over the entire
horizontal effective scanning period. It also performs
switching among different clocks as required. With the
above operation, an area having 960 pixels in height and
1280 pixels in width is demarcated from the light receiving
surface as signals conforming to the television system.
Then, the luminance signal and the color difference signal
are encoded by the encoder circuit 12 into television
signals, which are then converted by the D/A conversion
circuit 13 into analog signals for output. When the
recording is specified by the record button 15, the signals
are recorded by the recording unit 10. At this time, the
signals may be compressed in the MPEG (Moving Picture
Expert Group) format.

Next, the image stabilizing operation will be
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explained. Image-unstability information obtained by the
gyro sensors l1l6a, 16b that detect vertical and horizontal
image-unstabilities is entered into the image-unstability
decision circuit 17, which checks the received information
for the amount and direction of the image-unstability and
converts them into the number of pixels in vertical and
horizontal directions on the light receiving surface of the
image sensing device. Based on the converted pixel
numbers, the position of an extracted area (effective pixel
area) on the light receiving surface is shifted in a
direction that cancels the image-unstability. This can
correct the image-unstability. The positional shifting of
the extracted area is performed as follows. The shifting
in the vertical direction can be made by changing the
number of pixel rows transferred during the periods T3 and
T4 in Figure 3 and the shifting in the horizontal direction
made by changing the interpolation start position in the
horizontal interpolation circuit 9.

The operation during the moving video mode has
been described above. Next, the operation performed when
the static image mode is selected by the mode selector
switch 14 will be explained.

In the static image mode, too, until the record-
ing is requested by the record button 15, the camera
outputs signals compatible with the television system to
monitor the angle of view. Unlike the moving video photo-
graphing, all of the effective pixels on the image sensing

device are used in this embodiment during the still image
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photographing to produce signals with as high a resolution
as possible. Hence, during the monitoring the television
signals need to be generated from the signals coming from
the entire pixel area.

The image sensing device of this embodiment has
1200 vertically arranged pixels, and the number of lines of
output signals from the image sensing device can be made to
match the number of effective scanning lines of NTSC
system, which is assumed to have 240 scanning lines, by
vertically mixing five pixels (= 1200/240). To make the
image sensing device operate in this manner, the one-pixel-
row transfer operation is performed five times during each
horizontal blanking period in the vertical effective
scanning period shown in the pulse timing diagram of Figure
3. With this operation, the signal charges of five pixel
rows can be mixed by the horizontal transfer unit 33. As
for the transfer operations during the periods T3 and T4 in
the vertical blanking period, because the interlaced scan-
ning is carried out, only two pixel rows are transferred
during the period T3 on the B field, with no transfer
operations performed in other vertical blanking periods (In
this embodiment, 1200/240 = 5 with no remainder produced,
so no further transfer is necessary; if, however, a
remainder occurs, the remaining pixels need only be trans-
ferred during the periods T3 and T4).

The charges mixed by the horizontal transfer unit
33 are read out by driving the horizontal transfer unit 33

during the horizontal effective scanning period. With the
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above operations, the signal charges of all pixels on the
image sensing device can be read out in a manner conforming
to the television system. The output signal from the image
sensing device 3 is, as during the moving image photo-
graphing, adjusted in gain by the gain adjust circuit 5 and
converted by the A/D conversion circuit 6 into a digital
signal, which is then subjected to the color signal
processing and the luminance signal processing in the
signal processing circuit 7 before being entered into the
vertical interpolation circuit 8. During the static image
monitoring, the vertical interpolation circuit 8 performs a
vertical gravity center correction on the received signals.

Figure 6 shows combinations of pixels to be
cyclically mixed on the A field and the B field and also
the vertical position of the gravity center of the mixed
signals. In the interlaced scanning, scanning lines of the
A field and the B field are located at the centers of
adjoining scanning lines on other field. Hence, the signal
samplings in the camera system for the two fields must be
180 degrees out of phase in the vertical direction. 1In the
operating state of this embodiment, however, because five
pixels are mixed together, the gravity centers of the
output signals for the A field and the B field are deviated
36 degrees (= 1/2 pixel or 1/10 the line-to-line distance
on the same field) from the ideal sampling phase difference
of 180 degrees, as shown in Figure 6. To correct this
requires generating a signal from two adjoining output

lines by interpolation. For example, if we let an nth
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output line on a field be Sn and an (n+l)th output line on
the same field be Sn+l, then a signal Sn’ obtained by
calculating Sn’=(Sn X 9/10) + (Sn+l1 X 1/10) is one whose
gravity center is shifted by 1/10 output line from the
gravity center of the nth output line toward the (n+l)th
output line. The above calculation can also be performed
on the signals for the B field to correct the gravity
center deviation of sampling. 1In this embodiment, however,
to equalize the effects of interpolation of the A field and
the B field, the following calculations are performed to
correct the nth output line by 1/20 line toward the (n-1)
line on the A field and by 1/20 line toward the (n+1l)th
line on the B field.

A field: Sn’ = (Sn X 19/20) + (Sn-1 X 1/20)

B field: Sn’ = (Sn X 19/20) + (Sn+l X 1/20)

While this embodiment performs the interpolation
based on the calculation of two adjoining lines of output
signals, a greater number of lines may be used for the
interpolation processing. The output signal of the
vertical interpolation circuit 8 is supplied to the
horizontal interpolation circuit 9, which in this operating
state does nothing but passes the signal. Then, as in the
case of the moving image photographing, the signal is
encoded by the encoder circuit 12 into a television signal,
which is then converted by the D/A conversion circuit 13
into an analog signal for output. As described above, the
television signals can be generated from all of the pixel

area of the image sensing device also during the static
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image mode.

Next, the operation performed when the recording
is requested by the record button 15 will be described.
During the monitoring in the static mode, the signals are
mixed together inside the image sensing device to reduce
the number of signals and thereby generate television
signals. During recording, however, the mixing processing
is not performed and all the pixel signals need to be read
out independently of each other in order to produce high
resolution signals. To realize this, the one-pixel-row
transfer operation is performed only once during each
horizontal blanking period in the vertical effective scan-
ning period shown in the pulse timing diagram of Figure 3.
This causes only the signal charges for one pixel row to be
transferred into the horizontal transfer unit 33, which is
then driven to read out the signal charges for one pixel
row. Repeating this operation the number of times equal to
the number of vertically arranged pixel rows enables the
signal charges of all pixel rows to be read out independ-~
ently of each other. The transfer operation is not done
during the periods T3 and T4 in the vertical blanking
period.

The signal charges thus read out are adjusted in
gain by the gain adjust circuit 5 and converted by the A/D
conversion circuit 6 into digital signals, which are then
subjected to the color signal processing and the luminance
signal processing in the signal processing circuit 7, after

which the signals are supplied through the vertical inter-
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polation circuit 8 and the horizontal interpolation circuit
9 to the recording unit 10 where they are recorded. At
this time, no interpolation processing is performed by the
vertical interpolation circuit 8 or horizontal interpola-
tion circuit 9. The recording unit 10 may compress the
signals in the JPEG (Joint Photographic Expert Group)
format, for example. Because during the static image
recordiné, no television signal can be generated, an image
immediately before starting the recording or a single color
image is output as the television signal for monitoring
purpose. With the above operation, high resolution signals
obtained from all the pixels of the image sensing device
can be recorded. Although in this embodiment the recording
unit is used commonly for the moving video mode and for the
static image mode, dedicated recording units may be
provided separately for these modes.

As explained above, since there is no limit on
the number of vertically arranged pixels in this embodi-
ment, an image sensing device with a large: enough pixel
number even for still images can be used to photograph
highly detailed still images and satisfactory moving
images.

Further, the signal mixing and the vertical
signal transfer during the vertical blanking period allow
the signals from the image sensing device with a large
number of pixels to be read out in.a manner that conforms
to the television system. This in turn can reduce image

quality degradation and realize the moving image photo-

278



10

15

20

25

- 22 -
graphing with an image stabilizing function and the
monitoring during still image photographing.

Only the output signals from that horizontal
segment which virtually corresponds to the television
system’s aspect ratio with respect to the vertical segment
are extracted and output over the entire horizontal
effective scanning period of the television system. This
ensures that the output signals obtained conform to the
television system’s aspect ratio regardless of the
extracted vertical segment position.

Further, the image sensing device is driven in
such a way as to shift the position of the pixels to be
cyclically mixed together every display cycle of the
television system in order to output interlaced signals.
With this arrangement, the interlaced scanning can be
performed even when an image sensing device with a large
number of pixels is used.

Further, the output signals produced by the
mixing are interpolated so that the gravity centers of the
output signals interlaced every display cycle have a phase
difference of 180 degrees in the vertical direction. This
ensures that the interlaced output signals have no devia-
tion from the ideal 180-degree phase difference during
interlacing even when an interlace phase deviation would
normally occur, as when odd numbered pixels are mixed
together.

In this embodiment, the image sensing device has

1200 vertically arranged pixels, and four pixels are mixed
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together during the moving video mode and five pixels
during the static image mode. Because the area of image-
stabilization pixels may or may not be used and set to any
desire size, the number of pixels to be cyclically mixed
together in each mode needs only to be equal to or less
than the integral part of a quotient of the number of
vertically arranged pixels divided by the number of
television system’s effective scanning lines (in the above
example, 5 or less). (The number of vertically arranged
pixels does not need to be divisible and, in the above
example, may be more than 1200).

The number of vertically arranged pixels for
static image photographing needs only to be three or more
times the number of effective scanning lines on each field
of the television system. In this embodiment the verti-
cally adjoining pixels are mixed together to reduce the
number of output lines from the image sensing device during
the vertical effective scanning period. The number of
lines of output signals can also be reduced by a so-called
culling operation, by which only one line of signal charges
of pixels is read out for every predetermined number of
lines.

While in this embodiment the vertical transfer
unit of the image sensing device is formed as a CCD that is
driven by three phase pulses for each pixel, the image
sensing device may have any desired structure as long as it
can realize the mixing or culling of pixels that meets the

above conditions.
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Although this embodiment described the case of NTSC
system, the invention can also be applied to other television
systems, such as PAL standard, with different numbers of
effective scanning lines.

In summary, a variety of constructions essentially
equal in the working principle to this embodiment can be
realized by the use of an image sensing device that has an
arbitrary number of vertically arranged pixels N three or more
times the number of effective scanning lines M of each field of
the television system and which allows the vertical mixing or
culling of that number of pixels which is at least one of
integers equal to or less than the integral part of a quotient
of N divided by M (a number of lines of output signals
corresponds to 1/K the number of vertically arranged pixels N of
the image sensing device).

Next, another embodiment of the present invention will
be described by referring to Figure 7 showing the configuration
of the embodiment. The configuration shown in Figure 7 differs
from that of Figure 1 in that it has a view angle change switch
18. In Figure 7 constitutional elements identical with those
shown in Figure 1 are assigned like reference numbers and
explanations on the constitutional elements performing the same
operations as those in Figure 1 are omitted here.

The operations of the moving video mode, the
monitoring during the static image mode and the static image
recording are similar in normal condition to the operations of
the previous embodiment which was explained with reference to
the configuration diagram of Figure 1. An operation performed

when during the moving video mode a
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request to change the angle of view is made by the view
angle change switch 18 will be described.

In the normal condition of this embodiment, as
explained in the previous embodiment, the mixing of four
vertically arranged pixels, the vertical transfer during
the vertical blanking period and the horizontal interpola-
tion processing are performed to extract an area of 960
pixels in height and 1280 pixels in width from the entire
pixel area to generate television signals. When a view
angle change (which means a zooming function without image
quality degradations in the vertical direction) is
requested by the view angle change switch 18, three
vertically arranged pixels are mixed together and the
signals from the excess vertically arranged pixels are read
out during the vertical blanking periods before and after
the vertical effective scanning period.

In this embodiment, signals of 480 pixels (= 1200
- 240X3) or 160 lines of output signals after mixing
(= 480/3) need to be read out during the vertical blanking
period. This allows the signals of 720 vertically arranged
pixels to be read out as 240 lines of output signals
conforming to the television system. To carry out this
reading requires, in the pulse timing diagram of Figure 3,
transferring the signals of three pixel rows during each
horizontal blanking period in the vertical effective scan-
ning period and also transferring a total of 480 pixel rows
(= 160 lines of output signals) during the T3 and T4

periods in the vertical blanking period. The combinations
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of pixels to be cyclically mixed together are changed from
one field to another to achieve the interlaced scanning.

The output signals of the image sensing device 3
are supplied to the gain adjust circuit 5. Because the
signal level produced as a result of the 3-pixel mixing is
3/4 the signal level of the 4-pixel mixing, the again of
the gain adjust circuit 5 is increased to 4/3 the gain of
the 4-pixel mixing to make the 3- and 4-pixel-mixed input
signal levels to the subsequent circuit equal. Then, the
signals are processed by the A/D conversion circuit 6 and
the signal processing circuit 7 before being supplied to
the vertical interpolation circuit 8. The combinations of
pixels to be cyclically mixed on the A field and the B
field and the vertical positions of the gravity centers of
the mixed signals are shown in Figure 8. As in the static
image monitoring of the previous embodiment, the phase
difference between the two fields is 180 degrees. Because
the sampling phases of the fields are deviated from the
ideal 180-degree phase difference, the vertical position of
the gravity centers are corrected by the vertical inter-
polation circuit 8. The amount of phase deviation in this
operating state is 60 degrees (= 1/2 pixel or 1/6 the line-
to-line distance on the same field). To correct the phase
deviation evenly on the both fields, the following calcula-
tions should be performed.

A field: Sn’ = (Sn X 11/12) + (Sn-1 X 1/12)

B field: Sn’ = (Sn X 11/12) + (Sn+l X 1/12)

As described earlier, the interpolation process-
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ing may use three or more output lines. Next, the
horizontal interpolation circuit 9 horizontally expands the
signals from that horizontal segment which corresponds to
the 4-to-3 aspect ratio with respect to the 720 vertically
arranged pixels (i.e., signals from a horizontal 960~pixel
segment (=1600 X 720/1200) in this operating state) so that
the expanded signals can be output during the entire
horizontal effective scanning period. With the above
operation, an area of 720 pixels in height and 960 pixels
in width can be extracted from the light receiving surface.

Next, when the view angle change is requested
again by the view angle change switch 18, two vertically
arranged pixels are mixed together, an area of 480 verti-
cally arranged pixels is read out during the vertical
effective scanning period, and the horizontal interpolation
circuit 9 expands the signals from the horizontal 640-pixel
segment and outputs the expanded signals during the entire
horizontal effective scanning period to extract an area of
480 pixels in height and 640 pixels in width. (During the
two-pixel mixing, because the interlace phase deviation
does not occur, the gravity center position correction by
the vertical interpolation circuit 8 is not performed.) If
a further view angle change is requested by the view angle
change switch 18, the operation is restored to a normal
state where four vertically arranged pixels are mixed
together.

As a result of the above operation, the area

extracted from the light receiving surface of the image
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sensing device can be changed to three different areas: (A)
960 pixels high by 1280 pixels wide, (B) 720 pixels high by
960 pixels wide and (C) 4880 pixels high by 640 pixels
wide. That is, the angle of view can be changed to three
different angles. With the area A produced by the 4-pixel
mixing taken as a reference, the area B produced by the
3-pixel mixing can provide an image enlarged by 1.33 times
and the area C produced by the 2-pixel mixing can provide
an image enlarged by two times. It should be noted here
that because the three different areas are chosen by
changing the number of pixel to be cyclically mixed
together in order to make the number of the effective
output lines from the imaging device agree with the number
of the effective scanning lines of the television system,
the angle of view can be changed while maintaining a good
image with no image quality degradation in the vertical
direction, when compared with an ordinary so-called digital
zoom which generates effective scanning lines of signals by
interpolating a small number of output lines. During the
monitoring of a static image, too, it is possible to
perform the similar operation of changing the angle of view
by changing the number of pixel rows to be cyclically mixed
together.

As described above, in addition to the advantages
provided by the previous embodiment, this embodiment can
also realize the view angle change with little image
quality degradation even for still images by using an image

sensing device with a large number of pixels and changing
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the number of pixels to be cyclically mixed together.

Further, because changes in signal level caused
when the number of pixels to be cyclically mixed is changed
are absorbed by the gain adjust means, the input signal
level to the subsequent signal processing means can be kept
constant.

While in this embodiment, the view angle change
is performed by the view angle change switch 18, the angle
of view may be changed continuously by a zoom switch. In
this case, when the magnification factor does not reach the
value that is obtained by changing the pixel mixing, the
digital zoom performs the ordinary interpolation process-
ing. In this embodiment, when the magnification factor is
1 or more and less than 1.33, the 4-pixel mixing is
performed; for the factor of 1.33 or more and less than 2,
the 3-pixel mixing is done; and for the factor of 2 or
higher, the 2-pixel mixing is carried out. The mixing
operation may be interlocked with an optical zooming
mechanism.

Regardless of the number of pixels in the image
sensing device, the structure of the image sensing device
or the television system employed, this embodiment, as in
the previous embodiment, may also use an image sensing
device that has an arbitrary number of vertically arranged
pixels N three or more times the number of effective scan-
ning lines M of each field and which allows the vertical
mixing or culling of those numbers of pixels which are at

least two of integers equal to or less than the integral
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part of a quotient of N divided by M. The use of this
image sensing device can form a variety of constructions
essentially equal in the working principle to this
embodiment.

Next, a further embodiment of the present
invention will be described. The overall configuration of
this embodiment is similar to that of Figure 1, except that
the inner structure of the image sensing device 3 is
different. The configuration of the image sensing device
in this embodiment is shown in Figure 10. In Figure 10,
denoted 30 are pixels formed of photodiodes, which are
arranged horizontally and vertically in a grid pattern. On
these grid-arrayed pixels three types of color filters that
pass yellow (Ye), green (G) and cyan (Cy), respectively,
are arranged in so-called vertical stripes.

In this embodiment, the image sensing device has
an array of pixels measuring 864 pixels vertically and 1152
pixels horizontally. A vertical transfer unit 32 is a CCD
which is driven by six phase pulses V1, v2, V3, v4, V5, V6.
This CCD has a two-gate structure in which each pixel
corresponds to two phase pulses and six gates corresponding
to the six phase pulses are repeated for every three
pixels. Transfer gates 31 for transferring the signal

charge of each pixel to the vertical transfer unit 32 are

commonly connected to respective gates of the vertical

transfer unit 32 corresponding to the pulses V1, V3, V5.
An operation to transfer the signal charge from each pixel

to the vertical transfer unit 32 in response to peak values
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of pulses applied to the commonly connected gates and an
operation to transfer the charge vertically are performed
separately.

A horizontal transfer unit 33 horizontally
transfers the charges supplied from the vertical transfer
units 32 and outputs them successively through an output
amplifier 34 from the output terminal. This image sensing
device, unlike the one in the previous embodiment, cannot
vertically transfer all pixels independently of each other,
but can mix together the signal charges of three vertically
adjoining pixels inside the vertical transfer unit 32
before transferring them.

First, the operation performed in this embodiment
during the moving video mode will be explained. 1In the
image sensing device of this embodiment the effective
number of vertically arranged pixels is 864. If three
pixels are vertically mixed, the signals of the 720
(=240X3) of the 864 vertically arranged pixels can be used
as the effective signals and the remaining 144 (= 864 -
720) pixels can be used as the image-unstability correction
pixel area.

Figure 11 shows the timings of vertical drive
pulses for the image sensing device of Figure 10 during
this operation mode, with V1, Vv2, V3, v4, V5, V6 represent-
ing the six phase drive pulses applied to the respective
gates of the CCD or vertical transfer unit 32. In Figure
11, during a period T1 included in the vertical blanking

period, the drive pulses V1, V3 and V5 are held high to
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cause the signal charge of each pixel to be transferred to
under the V1, V3 and V5 gates of the vertical CCD. Then,
the V2 and V4 pulses are changed from low level to middle
level to mix the charges of the adjoining three pixels.
After the mixing, the V5 pulse is changed from middle level
to low level to hold the mixed signal charges under the V1,
V2, V3, V4 gates.

Next, a series of operations performed during a
period T2 (changing the drive pulses from middle level to
low level or from low level to middle level in the order of
vl, V2, V3, V4, V5 and V6) causes one mixed output line (3
pixel rows) to be transferred and held again under the V1,
V2, V3, V4 gate. By repeating this series of operations, a
desired number of output lines of mixed signal charges can
be transferred.

In Figure 11, during a period T3 included in the
vertical blanking period before the vertical effective
scanning period and during a period T4 included in the
vertical blanking period after the vertical effective scan-
ning period, the transfer operation for one output line is
repeated a total of 144 times to transfer 144 output lines
of signal charges not used for image forming to the
horizontal transfer unit 33 at high speed during the
vertical blanking periods. During subsequent periods T5
and T6 in the vertical blanking periods, the horizontal
transfer unit 33 is driven for predetermined periods to
output the signal charges transferred to the horizontal

transfer unit 33 from the output terminal.
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Next, in the vertical effective scanning period
of Figure 11, the one-output-signal-line transfer operation
is performed during each horizontal blanking period. Then,
during the horizontal effective scanning period, the
horizontal transfer unit 33 is driven to read out the
signal charges from the horizontal transfer unit 33. With
this operation the signal charges of three pixels mixed
together can be read out in a way conforming to the
television system. As shown in Figure 11, the signals for
the A field are mixed by changing the V2 and V4 pulses to
middle level after transferring the signals from the pixels
to the vertical transfer unit 32. The signals for the B
field, on the other hand, are mixed by changing the V2 and
V6 pulses to middle level. With this mixing method, the
combinations of pixels to be cyclically mixed together can
be changed from one field to another, thereby realizing the
interlaced scanning. The output signals from the image
sensing device are processed in the similar manner to that
of the previous embodiment. A vertical interpolation
circuit 8 performs the gravity center correction, as in the
3-pixel mixing in the previous embodiment, and a horizontal
interpolation circuit 9 performs interpolation processing
to match the aspect ratio with that of the television
system.

Next, the operation during the monitoring in the
static image mode will be explained. It is assumed that
the still image photographing is done by using all effec-

tive pixels of the image sensing device, as in the previous
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embodiment. The image sensing device of this embodiment
has 864 vertically arranged pixels and, when 3-pixel mixing
is done as in the moving video taking, the number of output
lines is 288 (=864/3), which means that these signal lines
cannot be read out in a manner conforming to the television
system. Hence, during the monitoring in the static image
mode, vertical 6-pixel mixing is performed. The 6~pixel
mixing cah be achieved by transferring to the horizontal
transfer unit 33 in each horizontal blanking period two
output lines of signal charges each of which line has been
generated by vertically mixing three pixels within the
vertical transfer unit 32. The 6-pixel mixing can reduce
the number of output lines from the image sensing device
down to 144 (= 864/6) lines. The output signals of the
image sensing device that were reduced to 144 output lines
are interpolated by the vertical interpolation circuit 8 to
transform the 144 output lines of signals into 240 lines of
signals, which conform to the television system. To
generate 240 lines of signals from the 144 lines requires
interpolation processing that generates five lines from
three lines (144/240 = 3/5).

Figure 12 shows how the interpolation is
performed using two adjoining output lines. Let three
output lines of the image sensing device be n, n+l and n+2.
The five output lines of signals can be generated from the
following calculations.

n’ =n

n’ + 1 =n/2 + (n+l)/2
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n’ + 2 =n+1

n’ + 3 (n+l)/2 + (n+2)/2

n’” + 4 =n+ 2

Three or more output lines of signals may be used
for interpolation processing. With the above operation,
television signals can be generated by using signals of all
pixels of the image sensing device also during the monitor-
ing in the static image mode.

Next, the operation performed when the recording
is requested by the record button 15 will be explained. 1In
the recording process, the mixing processing is not
performed and signals of all pixels need to be read
independently of each other in order to obtain high-
resolution signals. To realize this, the aperture 2 is
first closed and then, during the period T2 in the pulse
timing diagram of Figure 11, only the V1 pulse is raised to
high level to transfer the signal charge of only the pixel
adjacent to the V1 gate to the vertical transfer unit 32.
Then, the vertical transfer unit 32 and the horizontal
transfer unit 33 are successively driven to read out the
signal charges. Similarly, the V3 pulse is raised to high
level to read the signal charge of the pixel adjacent to
the V3 gate, followed by raising the V5 pulse to high level
to read the signal charge of the pixel adjacent to the V5
gate. With the above processing, the signal charges of all
pixels can be read out independently in three successive
operations. The signal charges thus read out are recorded

in the recording unit 10. At this time, they are
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rearranged properly to reconstruct the pixel arrangement on
the light receiving surface of the image sensing device.

As described above, this embodiment offers the
following advantages. If the number of vertically arranged
pixels is not an integral multiple of the number of scan-
ning lines of the television system, the signals conforming
to the television system can be generated from the whole
area of effective pixels by performing the pixel mixing and
the vertical interpolation.

In this embodiment, as in the previous embodi-
ment, regardless of the number of pixels in the image
sensing device, the structure of the image sensing device
or the television system employed, a variety of construc-
tions essentially equal in the working principle to this
embodiment can be realized by using an image sensing device
that has an arbitrary number of vertically arranged pixels
N three or more times the number of effective scanning
lines M of each field and which allows the vertical mixing
or culling of that number of pixels which is greater by at
least one than the integral part of a quotient of N divided
by M.

Next, a further embodiment of the present
invention will be explained. This embodiment differs from
the previous embodiments in that the image sensing device
have different arrangements of color filters. Figures 13A
and 13B show arrangements of color filters in this embodi-
ment. These color filters in both examples are arranged in

vertical stripes and, regardless of the number of pixels to

293



10

15

20

25

- 37 =
be vertically mixed or culled, the R, G, B primary color
signals can be generated from one line of output signals.
Figure 13A shows a color filter arrangement on the image
sensing device in which white filters (W = passing all
colors) are used instead of the green (G) filters used in
the previous embodiment. The R, G, B signals can be
obtained by the following calculations.

R=W-_Cy

G

Ye + Cy - W

B =W - Ye

When this color filter arrangement is used, a
higher sensitivity can be obtained than the color filter
arrangement of the previous embodiment. Figure 13B show a
color filter arrangement that uses, in stead of comple-
mentary colors, color filters that pass the primary colors
R, G, B. This color filter arrangement can directly
produce the primary color signals, R, G, B and can provide
a camera with good color purity and good color S/N.

With the above color filter arrangements, it is
possible to produce color signals corresponding to the
three kinds of color filters from each line of output
signals at all times no matter how many pixels are
vertically mixed or culled. Therefore, color signals
conforming to the television system can be generated

easily.
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This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
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