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I. Introduction

The Petition for inter partes review (“IPR”) of U.S. Pat. No. 7,936,738 (“the
challenged patent”) filed by Petitioners SAP America, Inc. and SAP SE
(“Petitioners™) asserts new art and arguments that prove the obviousness of the
challenged claims. Petitioners’ Sotera stipulation and the subsequently served
expert reports in the parallel litigation, show that, if trial is instituted, there will be
absolutely no overlap of issues between the petition and the unpublished system
prior art grounds that will be pursued in the parallel proceeding that could not be
brought in this petition. The petition is strong, timely, and merits institution under
the factors of the traditional Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11
(P.T.A.B. March 20, 2020) (precedential) analysis and additional factors in the
March 26, 2025, Memorandum titled “Interim Processes for PTAB Workload
Management” (“Interim Process Memo™ or Ex-2001).

II.  Denial under §314 would be improper

Discretionary denial under § 314(a) would be improper because the holistic
analysis of the factors in both Fintiv and the Interim Process Memo favor
institution.

A.  Fintiv factor 1 (stay) is neutral

Fintiv Factor 1 is neutral because no stay pending IPR has been requested.
Patent Owner (“PO”) speculates that, if requested, a stay would not be granted and

that, thus, this factor weighs against institution. Paper 7 at 3-8. PO’s argument



clashes with prior Board decisions. The Board generally “decline[s] to infer . . .
how the District Court would rule should a stay be requested by the parties in the
parallel case” and, accordingly, when no stay has yet been requested “find[s] that
this factor does not weight for or against ... institution.” Hulu, LLC v. SITO
Mobile, Ltd., IPR2021-00298, Paper 11 at 10-11 (P.T.A.B. May 19, 2021) (quoting
Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15 at 12 (P.T.A.B. May 13, 2020)
(informative) (“Fintiv II’)). Nothing supports deviating from this established
approach here.

B.  Fintiv factor 2 (trial date) is flawed, highly speculative, and
outweighed by other factors

This factor is highly speculative and outweighed by other factors. The Court
hearing the parallel proceeding is significantly overburdened, scheduling multiple
cases for jury selection on the same day and rescheduling them as the scheduled
date approaches. As of June 6, 2025, the parallel proceeding is one of six patent
cases currently scheduled for jury selection on September 22, 2025. Ex-1119, 7-9.
But there is no guarantee that any of those six cases will proceed on that date
because (as of June 6, 2025), there are eighteen patent cases scheduled for jury
selection in the sixteen weeks between now and then, any one of which could be
rescheduled to September 22, 2025. Ex-1119, 1-7. This overscheduling issue

persists beyond September 22, 2025, with another 169 cases currently scheduled



for jury selection between September 22, 2025, and the statutory deadline for the
final written decision in this proceeding. Ex-1119, 9-41.

Given this scheduling practice, jury selection dates are often rescheduled,
multiple times. For example, jury selection in Multimedia Techs. PTE Ltd. v. LG
Elecs. Inc., et al. was scheduled at least six times between November 2024 and
May 2025, when trial finally occurred. See 2:22-cv-00494-JRG-RSP, Dkt. 273
(E.D.Tex. Mar. 18, 2025) (“[t]his case has been set for trial five times: November
18, 2024, January 27, 2025, February 7, 2025, March 3, 2025, and March 17,
2025.”); Dkt. 288 (E.D.Tex. May 19, 2025) (minute entry for jury selection on a
date after the other five).

Given these considerations, it is highly likely that the parallel proceeding
commencing trial on September 22, 2025. The Board should disregarded this
speculative factor entirely, however, if it is still considered, the Board should at
least look to general time to trial statistics instead of the specific current schedule.!
Lex Machina’s data show a median time to trial of 657 days for this Judge’s patent

cases and 717 days for all judges in this district. Ex-1120. Based on the January 15,

I'To be clear, time to trial statistics are still inherently speculative, albeit less so.
There is no way to completely remove speculation from this factor, which is why

this factor should never be given much weight.
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2024, filing date of the parallel proceeding, these statistics suggest a trial date
between November 2, 2025, and January 1, 2026. This range precedes the statutory
final written decision deadline by several months. Although this may weigh against
institution, given the other factors here, especially the lack of overlapping issued
discussed below, it does not weigh strongly. But, in any event, both ends of that
calculation are flawed and should not be used by the Board when evaluating this
factor. After correcting for those flaws, as discussed below, the time period
between the end of this IPR proceeding and the end of the parallel proceeding
significantly narrows.

First, the calculation is flawed because it ignores that the Board’s final
written decision date is not solely attributable to Petitioner. That final written
decision deadline is one year from its institution decision. 35 U.S.C. § 316(a)(11).
The institution decision deadline is three months from the Patent Owner
Preliminary Response (“POPR”). 35 U.S.C. § 314(b). The POPR deadline is three
months from the Board’s notice to accord a filing date to the petition—not the
actual filing date. 37 C.F.R. § 42.107(b). In some proceedings, like this one, the
notice to accord a filing date is issued long after the petition’s filing. In this
proceeding, it was fifty-four days later. This gap should be removed from the

analysis of this factor by instead considering an effective final written decision
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deadline, calculated as if the notice to accord issued on the day the petition was
filed. Here, that effective date would be July 15, 2026.

Second, the calculation is flawed because it focuses on the wrong milestone
in the parallel proceeding. In district court patent cases, trial is merely a waypoint,
not the finish line. The final judgment date is what truly matters. After a district
court trial, parties often file a renewed motions for judgment as a matter of law or
motions for a new trial under Fed. R. Civ. P. 50(b). Those motions take time for
the Court to consider. Only after these motions are addressed does the Court enter
final judgment—and only if the motion for new trial is denied. This mirrors the
distinction between an ALJ’s initial determination and the Commission’s final
decision in ITC Investigations. The Director’s current guidance makes clear that
the Board should consider the ITC’s target date (the date the Commission’s final
decision is due)—not the ALJ’s initial determination date—in analyzing this factor
for parallel ITC proceedings. Ex-2001, 2-3. This makes sense because appeals may
only be pursued after the Commission’s final decision, not after the ALJ’s initial
determination. 28 U.S.C. § 1295(a)(6). Similarly, in a district court patent case,
appeal must generally wait for a district court’s “final decision”—not a trial
verdict. 28 U.S.C. § 1295(a)(1); see also Catlin v. United States, 324 U.S. 229, 233
(1945) (a final decision “generally is one which ends the litigation on the merits

and leaves nothing for the court to do but execute the judgment.”) Thus, to align
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with the Board’s analysis of parallel ITC litigation, for district court cases, the
Board should focus on expected final judgment date after trial instead of the
expected trial date.

Statistics for the termination date in this Court make the analysis of this
factor much closer. For the cases in front of Judge Gilstrap that have gone to trial,
the median time to termination is 819 days. Ex-1122.2 Based on the January 15,
2024, filing date of the parallel proceeding, these statistics suggest a likely
termination date of April 13, 2026. This is only three months before the July 15,
2026, effective final written decision deadline. Where, as here, there is no risk of
conflicting decision because there are no overlapping issues (see factor 4
discussion below), this slight time difference is outweighed by other non-
speculative factors favoring institution.

The other arguments in PO’s brief do not change this conclusion.

2 There is a slight discrepancy in Lex Machina’s data because 163 of Judge
Gilstrap’s cases have the “trial” tag, but only 162 cases have actually gone to trial.
The discrepancy seems to be due to one case that is erroneously tagged with the
“trial” tag, even though it never went to trial. Ex-1123. If this case is part of the
median termination statistic, it would skew it mildly shorter because it terminated in

one month. /d.
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First, PO contends that the Petition misstated the district court record by
saying that trial was not set in the parallel proceeding despite jury selection being
slated for September 22, 2025. See Paper 7 12-13. Not so. The Petition did not
claim trial would begin on a different day than jury selection. Instead, it meant that
the current jury selection / trial date of September 22, 2025, was subject to change.

Second, PO asserts that the Board should ignore the motion practice
regarding PO’s lack of standing in the parallel proceeding since the motion was
already denied. Paper 7 at 13-15. But the Petition never said otherwise. Instead, it
accurately pointed out that “reconsideration of [the standing motion] remains
pending.” Petition at 62 (emphasis added). That statement was true then and
remains true now. Petitioners’ reconsideration motion remains pending.

C.  Fintiv factor 3 (parallel investment) favors institution

This factor favors institution because neither the parties nor the District
Court have invested significant resources in invalidity issues in the parallel
proceeding. The District Court has not issued a Markman order. And, anyway,
none of the disputed constructions appears to have any bearing on invalidity issues.
No motions related to infringement or invalidity have been presented. Ex-1124.
And most fact discovery in this case has been directed to issues other than

anticipation or obviousness. For instance, thirty fact depositions have been taken,
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and PO’s brief does not identify a single one that addressed anticipation or
obviousness issues.

PO’s argument that the investment—Ilimited as it is—of the parties and the
District Court is due to Petitioner’s “delay” in filing these petitions (Paper 7 at 18-
19), 1s a non-starter for three reasons.

First, Congress has allotted accused infringers one year to bring IPR
petitions. 35 U.S.C. § 315(b). This petition was indisputably filed before the
statutory deadline.

Second, that statutorily approved year is nothing compared to the delay by
PO and its predecessors-in-interest in asserting infringement.® This patent issued
on May 3, 2011, and the alleged infringement began in 2012. Ex-1125 (“SAP
Cloud Integration was first made available ... in June 2012”). Yet the parallel
lawsuit was not filed until January 15, 2024. Ex-1111. That is over eleven years
after infringement allegedly started. It would be manifestly unfair to allow PO and
its predecessors-in-interest to sit on their rights for so long only to demand that
Petitioners file this petition in a rush.

Third, Petitioners needed the full statutory period due to PO’s obfuscation

on the asserted claims. The complaint ambiguously asserted infringement of ““at

3 PO acquired the patent on August 3, 2021. See Ex-1129 at 1.
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least” one claim from seven patents, making it impossible to pinpoint the asserted
claims. See Ex-1111, 99 33, 40, 44, 52, 59, 63, 71. Two months later, PO’s
infringement contentions asserted 111 claims across the seven patents. But only
recently has PO revealed that it will only pursue a mere 13 claims across four
patents at trial. Ex-1126 at 2. If PO had been transparent from the start, Petitioners
could have been found prior art and filed its petitions sooner.

D.  Fintiv factor 4 (issue overlap) favors institution

This factor weighs strongly in favor of institution.

First, Petitioners have committed to a Sotera stipulation, agreeing that if this
proceeding is instituted, Petitioners will not pursue, in the parallel litigation, any
grounds raised or that could have been raised in the Petition. Ex-1118.

PO argues the stipulation is insufficient because of the Federal Circuit’s later
narrowing of “reasonably could have raised” in the estoppel statute (35 U.S.C. §
315(e)(2)). Paper 7 at 22-26 (citing Ingenico Inc. v. IOENGINE, LLC, __ F.4th
_,2025 WL 1318188, *5-7 (Fed. Cir. May 7, 2025)). But the Board need not
wade into the speculative waters regarding Ingenico’s implications on Petitioners’
stipulation.

This 1s because Petitioners have served an invalidity expert report for the
challenged patent detailing the exact grounds they are pursuing in the parallel

proceeding. What other prior art might have been available is now moot. The
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grounds in this report are the only thing that matters for this factor. And the
grounds in that report show that absolutely no invalidity issues overlap in the two
proceedings.

The expert report in the parallel proceeding analyzes three grounds showing
claims of the challenged patent are anticipated or obvious: 1) Akita, 2) Kaler, and
3) Sun alone or with Kaler. Ex-1127, 2. All three grounds assert 102(a), (b), or (¢)
prior art patents or publications. /d., 2-8. All three grounds could have been raised
in this petition and, per the stipulation, Petitioners will not pursue it in the parallel
proceeding if trial is instituted. Petitioners have thus “ensure[d] that [this] inter
partes review 1s a ‘true alternative’ to the district court proceeding.” Sotera
Wireless v. Masimo Corp., IPR2020-01019, Paper 12 at 18-19 (P.T.A.B. Dec. 1,
2020) (precedential) (quoting Sand Revolution II, LLC v. Cont’l Intermodal Grp. —
Trucking LLC, TPR2019-01393, Paper 24 at 7 (PTAB June 16, 2020)
(informative)).

Second, the petition challenges more claims than are asserted in the parallel
proceeding. The petition targets claims 1-10 and 33 whereas only claims 1, 3, and
33 are asserted in the parallel proceeding. Petition at 2-4; Ex-1126.

E.  Fintiv factor 5 (same parties) is outweighed by other factors

Petitioners are Defendants in the parallel litigation, which should make this

factor neutral, but even if it weighs against institution, other factors tip the scales in
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favor of institution. Fintiv looked only to whether the petitioner is unrelated to a
defendant in a parallel proceeding. See Fintiv at 13-14 (“If a petitioner is unrelated
to a defendant...”, “when a petitioner is unrelated to a defendant...”). Fintiv says
nothing about the parallel Defendant being Petitioner. Id. Despite this, later panels
have found that petitioner being a Defendant in the parallel litigation weighs
against institution, although other factors, such as a lack of overlapping issues
outweigh that. See Sotera Wireless v. Masimo Corp., IPR2020-01019, Paper 12 at
18-21 (P.T.A.B. Dec. 1, 2020) (precedential).

F.  Fintiv factor 6 (other) favors institution
1. Merits

The strong merits of the petition strongly favor instituting trial. See, e.g.,
TCL Electronics Holdings Ltd. v. Maxell, Ltd., IPR2025-00120, Paper 9 at 8-9
(P.T.A.B. May 20, 2025) (“[T]he Petition presents a particularly strong challenge
on the merits, counseling against discretionary denial.”)

PQO’s brief breaks the rules by incorporating its POPR by reference, violating
37 C.F.R. § 42.6(a)(3). Paper 7 at 28. PO points to “Interim Process FAQ No. 25~
to defend this breach. /d. But that FAQ does not abrogate the regulation or
authorize patent owners to incorporate arguments by reference. Instead, it merely
permits patent owners to “direct attention to an anticipated POPR.” Interim Process

FAQ No. 25. Indeed, an agency website could never abrogate an agency rule, like
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37 C.F.R. § 42.6(a)(3), that issued via Federal Register publication. See Perez v.
Mortg. Bankers Ass’n, 575 U.S. 92, 101 (2015) (explaining that the definition of
“rule making” in the APA “mandate([s] that agencies use the same procedures
when they amend or repeal a rule as they used to issue the rule in the first
instance”); 77 FR 48612 (Aug. 14, 2012) (publishing rule 37 C.F.R. 42.6, among
others).

Petitioners believe that PO’s discretionary briefs mark the first time a patent
owner has incorporated its POPR into its discretionary issues brief. This uncharted
territory make it unclear how the Board should respond to PO’s rules violation. But
since PO’s brief hints that its POPR will argue whether the asserted prior art
reference is prior art, Petitioners assume the POPR will assert that Forissier is
excluded from an obviousness challenge under pre-AIA 35 U.S.C. § 103(c)(1). If
that is the only argument offered in the POPR, Petitioners recommend the Director
and Board consider Petitioners’ short response to that expected argument.

For this brief, Petitioners assume—without conceding—that Forissier and
the challenged patent were both eventually owned by HP Development Company,
L.P. (“HPDC”). Even with this assumption, PO must prove either the 738 patent
was owned by HPDC or subject to assignment to HPDC on the invention date. The

invention date is unknown, but must be before July 25, 2003, the European priority
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patent filing date. See Ex-1101. But the assignment records show that the 738

patent was not assigned to HPDC until July 19, 2005, two years later.

Form PTO-1595 RECORDATION FORM COVER SHEET U.S. Department of Commerce
ERev. 6-83) PATENTS ONLY Patent and Trademark Office
To the Honorable Commissioner of Patents and Trademarks: Please record the attached original documents or copy thereof.
1. Name of conveying party(ies): | 2. Name and address of receiving parties:
(1) HP Centre de Compétences France S.A.S. Name: Hewlett-Packard Development Company, L.P.

(2) Sebastien BOUAT
Street Address;___20555 S H. 249

Additional name(s) of conveying parties attached? [] YES [X] NO

City:__Houston State: Texas
Zip:__77070 Country: U.S.A.

Additional name(s) & address(es) attached? JYES [X]JNO

3. Nature ;wf conveyance:

[ ] Assignment [ ] Merger
[ 1 Security Agreement [ ] Change of Name
[X] Other_Assignment by Operation of Law
Execution Date: July 19, 2005

Ex-1128, 1 (highlighting added). So PO fails to prove that the challenged patent
and Forissier were both owned by HPDC on the invention date. Likewise, there is
no evidence that the challenged patent was obligated to be assigned to HPDC. The
file history shows only that HPDC could “claim priority” to the foreign application
filed by “HP Centre de Competences France,” the named inventor’s employer, on

February 1, 2003.

in relation to this international application, Hewlett-Packard Development Company, L.P.
is entitled to claim priority of earlier application No. EP03291852.6 by virtue of the
following:

Hewlett-Packard Development Company, L.P. is entitled by an agreement between it and
the employer of the inventor BOUAT Sebastien, HP Centre de Competences France, 53
Av. Raymond Chanas, 38053 Grenoble Cedex 09 France, dated February 1st, 2003.

20



Ex-1102, 543 (highlighting added). But merely having the right to claim priority
does not prove the inventions claimed in the challenged patent had to be assigned
to HPDC. Moreover, the inventor never signed that declaration anyway.

DECLARATION .
I hereby declare that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States
Code, and that such willful false statements may |eopardize the validity of the application or any
patent issued thereon.

SIGNATURE(S)

'a) Full name of sole or first inventor __ Sebastien BOUAT
Inventor's signature

Date Country of Citizenship France
Rosidencomugzmwg;l
Post Office Address___(same as residence)

Ex-1102, 541 (highlighting added). Further confounding the issue, the inventor
later signed a declaration granting, “Hewlett-Packard Company”—not HPDC—the

power of attorney to prosecute the challenged patent.

A L J J

POWER OF ATTORNEY: .
As a named inventor, | heredy appoint the following attorney(s) and/or agent(s) to prosecute this application and transact all
business in the Patent and Trademark Office connected therewith:

Send Correspondence to: . Direct Telephone Calls to:
- oy Richard P Berg, reg no 28,145
(323) 934 2300
HEWLETT-PACKARD COMPANY
Intellectual Property Administration .
P.O. Box 272400 ’ Even though the att is list
Fort C Co 203527.2400 o ..) Rm cau..d. please associate HP's Customer

Ex-1102, 504. Without further evidence, PO cannot disqualify Forissier as an
obviousness reference against the challenged patent.
Even if the POPR provides more evidence, that will, at most, create a factual

question to be answered, not provide an answer. The only way to answer this
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question and others (such as what date the claimed inventions were actually made)
is to institute trial so that the parties may dig into the facts in discovery. Similar
cases have shown this to be the best approach. See Corning Incorporated v. DSM
IP Assets BV, 2013 WL 8595537, IPR2013-00053, Paper 13 (P.T.A.B May 2,
2013) (“[W]e are not persuaded that for purposes of this opinion, Murphy is
disqualified as prior art against the [challenged] patent under §103. During trial,
[PO] will have an opportunity to provide additional evidence ....”).

G. Interim Process Factors
1. Settled expectations of the parties strongly favor institution

The Interim Process Memo invited parties to brief all relevant
considerations, including “[s]ettled expectations of the parties.” Ex-2001 at 2. PO’s
argument for denying institution due to “settled expectations” before the AIA’s
enactment, Paper 7 at 28-30, should be rejected for two reasons.

First, ¢this PO had no settled expectations when the challenged patent was
filed. That is because this PO did not acquire the challenged patent until 2021,
Ex-1129, long after the AIA’s enactment. PO’s settled expectations in 2021 would
naturally include the possibility of IPR.

Second, PO’s argument ignores Petitioners’ settled expectations, which
strongly favor institution. The challenged patent originated from a Hewlett Packard

(“HP”) entity. Ex-1101 (assignee field). As of 2025, HPE (an HP spin-off) asserts
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that it has been a “collaborative partner” with SAP for “30 years™ (starting before
the challenged patent was even filed), that SAP and HPE “share 25,000 joint
customers,” and that “46% of SAP licenses run on HPE systems.” Ex-1130 at 4. At
no point when HP owned the challenged patent was SAP aware of it or did HP
ever mention it to Petitioners. As discussed above, PO admits that Petitioner’s
allegedly infringing activities began in 2012 even though PO did not file suit until
2024. Ex-1125 at 4. Given HP’s familiarity with SAP and its products, Petitioners
reasonably believed that if HP owned any patents in this field, Petitioners must not
have been infringing them due to the long-standing partnership with HP and lack
of any infringement accusations from HP. Now that PO has disrupted those settled
expectations, it is fair for Petitioners to exercise their statutory right to seek IPR.
Thus, the actual settled expectations of the parties weigh heavily in favor of
institution.

2. Compelling economic interests strongly favor institution

The Interim Process Memo invited parties to brief all relevant
considerations, including “[c]ompelling economic ... interests.” Ex-2001 at 2.
Here, those interests strongly favor institution.

Petitioners are vital to the national economy, providing innovative software
and services that boost efficiency for numerous companies nationwide and

globally. “Founded in 1972, SAP has grown from a small, five-person endeavor to

23



a multinational enterprise ... with more than 105,000 employees worldwide,”
including more than 16,000 in the United States. Ex-1131 at 2; Ex-1132 at 1. SAP
is an innovative company with thousands of patents to its name, earning 523 new
U.S. patents in 2024 alone. Ex-1133 at 9. “SAP established the global standard for
enterprise resource planning (ERP) software. Now, SAP S/4AHANA takes ERP to
the next level ... to support advanced technologies such as artificial intelligence
(AI) and machine learning.” Ex-1131 at 2. SAP’s “integrated applications connect
all parts of a [customer’s] business into an intelligent suite on a fully digital
platform.” Id. “Today, SAP has more than 230 million cloud users, more than 100
solutions covering all business functions, and the largest cloud portfolio of any
provider.” Id. The best interests of the national economy are to allow SAP to
continue focusing on providing its core software and services to its millions of
users at businesses throughout the economy. Allowing SAP to continue to focus on
its vital economic role is best served by providing cost-effective resolution of
patent disputes by expert administrative patent judges. That interest is served by
instituting trial on this meritorious Petition.

Patent Owner, in contrast, is a non-practicing entity that holds and asserts
patents to extract licensing revenue from entities that provide goods and services to
the economy. While enforcement of intellectual property is an important right, and

Petitioners respect those rights, the economy has already obtained the benefit of the
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disclosure of these claimed inventions. The national economy receives no
additional benefits from the activities of this second-hand assignee of the patent.
So PO should not receive a special dispensation of discretionary denial of a
meritorious Petition.

H. Holistic view of the factors favor institution

The analysis under the traditional Fintiv factors here should lead to
institution. For example, the factors here are virtually the same as those in the
recent decision to institute in TCL Electronics Holdings Ltd. v. Maxell, Ltd.,
IPR2025-00120, Paper 9 (P.T.A.B. May 20, 2025). Both cases have parallel
litigation in the Eastern District of Texas that is not stayed, with projected parallel
trial dates months before the final written decision deadline. /d., 3, 6-7. The
parallel investment in 7CL was higher than here because 7CL had a Markman
order. Id., 7-8. The issues overlap slightly less here because even though there was
a Sotera stipulation in both cases, more claims are challenged here than are
asserted in the parallel proceeding, unlike in 7CL where exactly the same claims
were at issue in both proceedings. /d., 8. The petitioner was a defendant in the
parallel proceeding in both cases. /d., 8. And both cases had strong merits. /d., 8-9.
In TCL, Under the holistic analysis of the factors, the Board did not exercise its

discretion to deny institution. /d., 9-10. The Board should reach the same
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conclusion here because every factor in this case is equal to or more strongly in
favor of institution than TCL.

This conclusion is bolstered by examining the additional factors invited by
the Interim Process Memo. Those factors show that the settled expectations of
Petitioners weigh strongly in favor of institution. They also show that there are
compelling economic interests in favor of institution. Thus, when supplementing
the traditional Fintiv analysis with these additional factors, the Board should find
that the holistic analysis favors institution even more strongly.

III. Conclusion

For these reasons, the Board should reject PO’s arguments and not exercise

its discretion to deny institution.
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