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I. Introduction 

The Director should deny institution based on the factors provided in the 

Director’s March 26, 2025 Memorandum, Fintiv, and Advanced Bionics. Patent 

Owner1 sued several of Petitioners’ suppliers for mercury-capture related products 

in 2019. Those suppliers ultimately shut down their operations and agreed to pay a 

license fee for past infringement. Patent Owner then reached out to Petitioners to 

offer Patent Owner’s own products. Petitioners declined, refusing to do business 

with Patent Owner and instead choosing to continue using Patent Owner’s 

technology with support from different suppliers. As a result, in 2024, Patent 

Owner sued Petitioners (except for WEC, who is a co-owner of accused Wisconsin 

Power & Light Co. (“WPL”) power plants) and others for direct infringement and 

moved for a preliminary injunction. 

Overall, Patent Owner has been litigating infringement of patents related to 

the ’225 Patent for almost five years against various companies in eight district 

courts, the Panel on Multi-District Litigation (“MDL”), and the PTAB. During that 

time, Patent Owner successfully resolved its claims with a number of companies, 

obtained a jury verdict of infringement, and secured a JMOL of no invalidity. 

 
1 Patent Owner Birchtech Corp. also operates under the names “Midwest Energy 
Emissions Corp.” and “ME2C.” 
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Given this complex history and the inefficiencies of parallel proceedings, the 

Petition should be discretionarily denied. 

II. Relevant Background 

Patent Owner supplies products and services used to comply with mercury 

capture regulations applicable to coal-fired power plants. See generally 

https://www.birchtech.com/mercury-emission-control. In 2019, Patent Owner filed 

a patent infringement lawsuit asserting direct infringement of U.S. Patent Nos. 

8,168,147 and 10,343,114—which are related to the ’225 Patent—by power plant 

operators Vistra, NRG, Talen, and AEP, and asserting indirect infringement by 

refined coal suppliers to power plants (the “Delaware Litigation”). Ex. 2003. The 

refined coal suppliers included a number of entities affiliated with Chem-Mod LLC 

that supplied refined coal to at least some of the present petitioners. Id.; see 

generally Ex. 2019, Plaintiff ME2C’s Motion for Injunction at 4–5.  

In 2020, the power plant operator defendants in the Delaware Litigation 

(Vistra, NRG, AEP, and Talen) petitioned for Inter Partes Review of the ’114 and 

’147 Patents (IPR2020-00832, IPR2020-00834, IPR2020-00926, IPR 2020-00928, 

IPR2020-01294, IPR2020-01295, IPR2020-01296, and IPR2020-01297, 

collectively “the 2020 IPRs”). Although the refined coal supplier defendants did 

not join in those petitions, they were named as real parties in interest. See, e.g., 

IPR2020-00832, Petition at 2, 4–6. The petitions also named as real parties in 
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interest the co-owners of power plants accused of infringement in the Delaware 

Litigation, including current Petitioner PacifiCorp.2 See IPR2020-00832, Petition 

at 3. All of the 2020 IPR Petitioners agreed to settlement terms with Patent Owner 

by 2021, and the Board dismissed the 2020 IPRs before Patent Owner filed its 

Patent Owner Responses.   

The remaining defendants in the Delaware Litigation included refined coal 

suppliers affiliated with Chem-Mod LLC. Those suppliers shut down their 

operations at the end of 2021, and most agreed to collectively pay Patent Owner 

$27.5M. Ex. 2004, Trial Tr. at 466:19–467:2. Patent Owner proceeded to trial 

against the remaining refined coal suppliers in 2024.3 At trial, the Court issued a 

judgment as a matter of law of no invalidity, and the jury found the patents 

infringed, the infringement to be willful, and awarded Patent Owner’s damages ask 

of approximately $57 million. Ex. 2005. 

 
2 Petitioners identified PacifiCorp as a “potential” real party in interest. Patent Owner 
objected to this designation as improper and requested that the petitions be denied 
for failure to clearly identify all real parties in interested as required by 35 U.S.C. § 
312(a)(2). IPR2020-00832, POPR at 8–9. The Board overruled that objection. 
IPR2020-00832, Paper 17 at 9–10 (PTAB Oct. 26, 2020). Nonetheless, the Board 
specifically ruled that Chem-Mod was a real party in interest, and this background 
indicates that PacifiCorp is a real party in interest with respect to Talen, a Defendant 
named in Patent Owner’s 2019 Delaware Litigation. 
3 Pursuant to a court order requiring reduction of asserted claims for trial, and to 
ensure an efficient trial presentation, ME2C elected to proceed to trial on claims 25 
and 26 of the ’114 Patent and claims 1 and 2 of the ’517 Patent. These claims cover 
subject matter similar to the challenged claims of the ’225 Patent. 
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Following that trial, in 2024, Patent Owner filed several additional lawsuits 

asserting many of the same patents against an additional group of power plant 

operators (the “2024 Defendants”). These power plant operators are not 

incorporated in Delaware and thus could not have been included in the Delaware 

Litigation. Patent Owners’ claims against the 2024 Defendants were consolidated 

by the Panel on Multi-District Litigation for pretrial proceedings in the District 

Court for the Southern District of Iowa (the “MDL Court”). In re Midwest Energy 

Emissions Corp. Pat. Litig., No. MDL 3132, 2024 WL 5114663, at *3 (J.P.M.L. 

Dec. 12, 2024). The MDL Court has set a trial ready date for these cases of 

October 12, 2026. Ex. 2006.  

Petitioners are a subset of the 2024 Defendants. They own or operate coal-

fired power plants in the United States, and they each have an important 

connection to the Delaware Litigation. See Ex. 2007. For example, PacifiCorp co-

owns a power plant that was at issue in the Delaware Litigation, and it contends 

that its co-owner Talen defended against Patent Owner’s infringement assertions 

and obtained a license on its behalf. Ex. 2008 at 94–100. MidAmerican and WPL 

own power plants that were at issue in the Delaware Litigation, and they contend 

that the Chem-Mod-affiliated Defendants defended against Patent Owner’s 

infringement claims and obtained a license on their behalf, at least for some 

periods of time. Ex. 2009 at 91; Ex. 2010 at 107.  
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III. The Interim Guidance Factors Support Discretionary Denial. 

Consistent with the Director’s March 26, 2025 Memorandum on Interim 

Processes for PTAB Workload Management, the Director may consider the 

following factors when determining whether discretionary denial of institution is 

appropriate: 

1. Whether the PTAB or another forum has already adjudicated the validity or 
patentability of the challenged patent claims; 

2. Whether there have been changes in the law or new judicial precedent issued 
since issuance of the claims that may affect patentability; 

3. The strength of the unpatentability challenge; 
4. The extent of the petition’s reliance on expert testimony; 
5. Settled expectations of the parties, such as the length of time the claims have 

been in force; 
6. Compelling economic, public health, or national security interests; and 
7. Any other consideration bearing on the Director’s discretion. 

 
Overall, these factors support discretionary denial. 

1. Whether the PTAB or Another Forum Has Already 
Adjudicated the Validity or Patentability of the Challenged 
Patent Claims; 

This factor strongly supports discretionary denial. Petitioners’ asserted 

invalidity theories have already been considered by the Delaware trial court and 

the Board. In the Delaware Litigation, Defendants asserted that Patent Owner’s 

patents were invalid based on theories nearly identical to those currently asserted 

against the ’225 Patent. Indeed, the current petitions rely on expert testimony from 

Dr. Stephen Niksa regarding Vosteen, Downs-Boiler, Sjostrom, and other inventor 

publications that are largely copied and pasted from his Delaware expert report. 
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Compare Ex. 1002 with Ex. 2011. Patent Owner received a judgment of no 

invalidity with respect to the ’114 Patent and ’517 Patent. Ex. 2005.  

Before that trial, the Board had already rejected invalidity theories based on 

Vosteen. See IPR2020-00834, Paper 18 at 19. Petitioners now propose new 

secondary references to be combined with Vosteen to provide additional support 

for activated carbon limitations, but these “new” grounds are entirely redundant of 

the Vosteen + Nelson ground previously rejected by the Board. See id. at 18, 19, 

28. 

The Board previously instituted review based on Petitioners’ Downs-Boiler 

grounds, but that decision was based on the conclusion that Patent Owner had 

presented insufficient explanation of conception and reduction to practice at the 

institution stage. See IPR2020-00834, Paper 18 at 33. However, Patent Owner 

alleges prior reduction to practice with respect to Downs-Boiler such that evidence 

of conception and diligence is unnecessary. And in any event, the Board reached 

its decision before Patent Owner marshalled the evidence of prior reduction to 

practice presented at trial in Delaware. See Ex. 2004, Trial Tr. at 291:21–300:15 

(inventor John Pavlish’s explanation of reduction to practice and corroborating 

evidence).  

Finally, the Board previously instituted review to consider the same priority 

date issue asserted by Petitioners in IPR2025-00425. See IPR2020-00832, Paper 17 
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at 25. However, Petitioners’ priority date theory and the Board’s prior institution 

decision depend on the assertion that a provisional application cannot be 

incorporated by reference to sustain a priority date. This is incorrect. See, e.g., 

MPEP 608.01(p) (“The limitations on the material which may be incorporated by 

reference in U.S. patent applications which are to issue as U.S. patents do not 

apply to applications relied on only to establish an earlier effective filing date 

under 35 U.S.C. 119 or 35 U.S.C. 120.”); see also Maquet Cardiovascular LLC v. 

Abiomed, Inc., 627 F. Supp. 3d 72, 78–84 (D. Mass. Sept. 12, 2022) (explaining 

that a provisional application can be incorporated by reference to preserve a 

priority date). 

Overall, the priority date issues associated with the grounds previously 

instituted by the Board were presented more fully at trial in the Delaware 

Litigation. See Ex. 2004, Trial Tr. at 291:21–300:15 (inventor John Pavlish 

explanation of conception, reduction to practice, and corroborating evidence); Ex. 

2004, Trial Tr. at 338:14–339:24 (argument regarding priority date issue). The 

Defendants ultimately failed to meet their burden on these issues and the Court 

granted JMOL of no invalidity. Ex. 2004, Trial Tr. at 1119:23–1120:8. There is no 

compelling reason for the Board to reach a different result now.  
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2. Whether There Have Been Changes in the Law or New 
Judicial Precedent Issued Since Issuance of the Claims that 
May Affect Patentability; 

This factor is neutral. Petitioners have not identified any changes in the law 

that support their assertions of unpatentability. 

3. The Strength of the Unpatentability Challenge; 

This factor strongly supports discretionary denial. As explained above, 

Petitioners’ challenges are particularly weak as they rely on theories that failed 

before the Board and/or at trial in Delaware.  

Moreover, Petitioners bear the burden of demonstrating compliance with 35 

U.S.C. § 312(a)(2) and § 315(b). See, e.g., Ventex Co., Ltd. v. Columbia 

Sportswear N. Am., Inc., IPR2017-00651, Paper 152 (PTAB Jan. 24, 2019) 

(precedential) (terminating proceeding where Petition failed to name time-barred 

RPI and privy). They are unlikely to meet this burden.  

According to the Federal Circuit, “[d]etermining whether a non-party is a 

‘real party in interest’ demands a flexible approach that takes into account both 

equitable and practical considerations, with an eye toward determining whether the 

non-party is a clear beneficiary that has a preexisting, established relationship with 

the petitioner.” Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 

1351 (Fed. Cir. 2018) (emphasis added).  The Board follows this approach.  See, 

e.g., Ventex, IPR2017-00651, Paper 152, at 10 (“[T]he Court in AIT invites a 
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‘flexible approach’ in the real party in interest query that focuses on whether a 

‘non-party is a clear beneficiary that has a preexisting, established relationship 

with the petitioner.’”).  In Ventex, the petitioner (Ventex) was a supplier to an 

accused infringer (Seirus) in parallel district court litigation and was obligated to 

indemnify and defend Seirus. Accordingly, the Board found that Seirus was a real 

party in interest with respect to Ventex.  Ventex, IPR2017-00651, Paper 152, at 8. 

Furthermore, privity may be demonstrated by “(1) an agreement between the 

parties to be bound; (2) pre-existing substantive legal relationships between the 

parties; (3) adequate representation by the named party; (4) the non-party’s control 

of the prior litigation; (5) where the non-party acts as a proxy for the named party 

to relitigate the same issues; and (6) where special statutory schemes foreclose 

successive litigation by the non-party (e.g., bankruptcy and probate).”  

Applications in Internet Time, 897 F.3d at 1360 (Reyna, J., concurring) (citing 

Taylor v. Sturgell, 553 U.S. 880, 894–95 (2008)).  Any one factor or “category” 

can support a showing of privity.  Id.  Privity “prevent[s] successive challenges to 

a patent by those who previously have had the opportunity to make such challenges 

in prior litigation.”  Id. (quoting WesternGeco LLC v. ION Geophysical Corp., 889 

F.3d 1308, 1319 (Fed. Cir. 2018)). 

Here, Petitioner PacifiCorp is a co-owner of at least one of the Talen power 

plants accused of infringement in Patent Owner ME2C’s Delaware action, i.e., the 
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Colstrip power plant.  See Ex. 2023 (2020 First Amended Complaint alleging 

infringement of the ’225 Patent by Talen).  As the named operator of that power 

plant, Talen defended the lawsuit and settled the litigation.  Indeed, Talen 

specifically identified PacifiCorp as a real party in interest in its 2020 IPR.4  See 

IPR2020-00832, Petition at 3.  Moreover, in ME2C’s current lawsuit against 

PacifiCorp, PacifiCorp has alleged that Talen negotiated that settlement agreement 

on its behalf and for the benefit of PacifiCorp.5  Because Petitioner PacifiCorp 

failed to identify Talen as a real party in interest in contravention of § 312(a)(2), 

and because Talen is time-barred under § 315, the present petition is time-barred. 

As to the remaining Petitioners Interstate Power & Light Company (“IPL”), 

MidAmerican Energy Company (“MidAmerican”), WEC Energy Group, Inc. 

(“WEC”), and Wisconsin Power & Light Company (“WPL”), they and their-real 

parties-in-interest own power plants that used something called “the Chem-Mod 

Solution” to burn coal.  This process involved the sale of refined coal (coal treated 

 
4 Petitioners identified PacifiCorp as a “potential” real party in interest. Patent Owner 
objected to this designation as improper and requested that the petitions be denied 
for failure to clearly identify all real parties in interested as required by 35 U.S.C. § 
312(a)(2). IPR2020-00832, POPR at 8–9. The Board overruled that objection and 
apparently treated the identified parties as real-parties-in-interest. IPR2020-00832, 
Paper 17 at 9–10 (PTAB Oct. 26, 2020).  
5 ME2C does not dispute that the Talen agreement includes a license covering 
infringing activity at the Colstrip power plant.  ME2C does dispute PacifiCorp’s 
broader claim that its other power plants are licensed. 
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MidAmerican purchased refined coal from Chem-Mod LLC sublicensees 

Louisa Refined Coal LLC, George Neal Refined Coal LLC, George Neal North 

Refined Coal LLC, and Walter Scott Refined Coal LLC for combustion of refined 

coal at its Louisa, George Neal, and Walter Scott power plants.  The agreements 

related to these sales also contain indemnity provisions.  See Exs. 2038–2041.  

Petitioner IPL co-owns the Louisa and George Neal power plants. 

Wisconsin Public Service Corporation, the parent of Petitioner WEC, 

purchased refined coal from Chem-Mod LLC sublicensee Arbor Fuels Company, 

LLC for combustion of refined coal at its Weston power plant.  The agreements 

memorializing this relationship also contain indemnity provisions.  See, e.g., Ex. 

2042. 

Beginning on July 17, 2019, Patent Owner sued and named as defendants 

Chem-Mod, Portage Fuels Company, LLC, Louisa Refined Coal LLC, Walter 

Scott Refined Coal LLC, and Arbor Fuels Company, LLC for infringement of the 

Challenged Patents in the United States District Court for the District of Delaware.  

Ex. 2003.  On July 15, 2020, Patent owner amended its complaint to add as 

Defendants George Neal Refined Coal LLC and George Neal North Refined Coal 

LLC.  Ex. 2023.  

These Petitioners have argued that Chem-Mod and its affiliates defended 

Patent Owner’s infringement claims and negotiated a license on their behalf.  See 
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Ex. 2009 at 91.  Other power plant operators such as Talen, NRG, and Vistra—the 

2020 IPR petitioners—recognized that this relationship made Chem-Mod a real 

party in interest.  See, e.g., IPR2020-00832, Petition at 2.6  For the exact same 

reason, Chem-Mod and its affiliates are real parties in interest with respect to 

Petitioners WPL, MidAmerican, IPL, and WEC. 

Thus, the present petition is likely to be time-barred under 35 U.S.C. § 

315(b) and for failure to identify at least Chem-Mod, Portage Fuels Company, 

LLC, Louisa Refined Coal LLC, George Neal Refined Coal LLC, George Neal 

North Refined Coal LLC, Walter Scott Refined Coal LLC, and Arbor Fuels 

Company, LLC in violation of 35 U.S.C. § 312(a)(2). 

4. The Extent of the Petition’s Reliance on Expert Testimony; 

This factor strongly supports discretionary denial. Petitioners rely 

substantially on expert testimony. They do so for element-by-element mapping 

including interpretation of data presented in the asserted references, Pet. at 81–82, 

obviousness justifications, and comparisons of prior art materials to establish prior 

art dates, e.g., Pet. at 62–63. This includes factual testimony about attendance at 

 
6 Talen and Vistra identified Chem-Mod as a “potential” real party in interest. NRG 
identified Chem-Mod as a real party in interest, and the Board agreed with NRG. 
IPR2020-00832, Paper 17 at 9–10 (PTAB Oct. 26, 2020). 
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conferences, e.g., Pet. at 20. Indeed, Petitioners rely on expert testimony for 

multiple assertions on nearly every page of the petitions.  

5. Settled Expectations of the Parties, Such as the Length of Time 
the Claims Have Been in Force; 

This factor strongly supports discretionary denial. The parties’ expectations 

have been settled for some time, and the ’225 Patent will be expiring in a matter of 

months. Patent Owner has been involved in litigation related to the ’225 Patent 

from less than 4 months after it issued until the present. Patent Owner ultimately 

prevailed in the Delaware Litigation and signed license and/or supply agreements 

with nearly all of the defendants involved. The Petitioners are a subset of power 

plant operators that simply could not be included in the Delaware litigation (none 

are incorporated in Delaware) but nonetheless chose to continue using Patent 

Owner’s technology. Because they include real parties in interest with respect to 

Defendants in the Delaware Litigation, Petitioners should not have expected that 

they would be permitted to file IPRs. 

6. Compelling Economic, Public Health, or National Security 
Interests;  

This factor is neutral or supports discretionary denial. There are no 

compelling economic, public health, or national security interests that would 

support institution. In contrast, there is a compelling reason to not institute where 
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this patent has been involved in five years of litigation that is now nearing 

completion. 

7. Any Other Consideration Bearing on the Director’s Discretion. 

This factor is neutral.   

* * * 

Overall, none of the relevant factors support institution; they are all either 

neutral or weigh against institution.  Accordingly, the circumstances here present a 

particularly strong case for discretionary denial in light of the Board’s Interim 

Guidance and the Acting Director’s subsequent decisions on discretionary denial 

requests.  See, e.g., iRhythm Techs., Inc. v. Allyn, IPR2025-00363, Paper 10 (PTAB 

June 6, 2025) (granting discretionary denial request where only the “settled 

expectations” factor favored discretionary denial, while “[s]everal [other] 

arguments weigh[ed] against discretionary denial”). 

IV. The Fintiv Factors Support Discretionary Denial. 

In addition to the Interim Guidance factors discussed above, Patent Owner 

and Petitioners are currently involved in parallel district court litigation. 

Accordingly, the Director may also consider the following Fintiv factors: 

1. whether the court granted a stay or evidence exists that one may be 
granted if a proceeding is instituted; 

2. proximity of the court’s trial date to the Board’s projected statutory 
deadline for a final written decision; 

3. investment in the parallel proceeding by the court and the parties; 
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4. overlap between issues raised in the petition and in the parallel 
proceeding; 

5. whether the petitioner and the defendant in the parallel proceeding 
are the same party; and  

6. other circumstances that impact the Board’s exercise of discretion, 
including the merits. 

Apple v. Fintiv, IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (precedential). 

Again, these factors support discretionary denial of institution. 

1. Whether the Court Granted a Stay or Evidence Exists That One 
May Be Granted if a Proceeding Is Instituted; 

This factor strongly supports discretionary denial. Patent Owner and 

Petitioners are currently litigating infringement of the challenged patent in a Multi-

District Litigation proceeding pending in the District Court for the Southern 

District of Iowa. That proceeding involves a total of six patents and nine 

Defendants, including Defendants that have not filed IPRs. Accordingly, the 

Director may reasonably conclude that a stay is unlikely.  

First, Petitioners waited almost two months after filing this petition to even 

move for a stay in the MDL proceeding. Even then, only a subset of Defendants 

joined in the motion. In addition, the MDL Court has already decided a number of 

complex issues related to motions to dismiss and transfer. Patent Owner has also 

moved for a preliminary injunction. Thus, the Court and the parties have already 

invested substantial time and effort in the MDL proceeding. Moreover, when the 

MDL Panel consolidated the underlying district court actions, it specifically noted 
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that it was doing so to ensure that a single judge would address claim construction 

for all of these actions:   

Centralization is warranted to eliminate duplicative discovery; prevent 
inconsistent pretrial rulings (particularly with respect to claim 
construction and issues of patent validity); and conserve the resources 
of the parties, their counsel, and the judiciary. . . .The efficiencies to be 
gained, for both the parties and the judicial system, by having a single 
court oversee claim construction and discovery relating to the patents 
are substantial.  
 

In re Midwest Energy Emissions Corp. Pat. Litig., No. MDL 3132, 2024 WL 

5114663, at *1, *2 (J.P.M.L. Dec. 12, 2024). In light of that background, 

Defendants’ motion to stay has been denied by the MDL court. Ex. 2036. Given 

the denial of the motion to stay in the MDL and the unique efficiencies achieved in 

MDL, factor 1 strongly supports discretionary denial.  

2. Proximity of the Court’s Trial Date to the Board’s Projected 
Statutory Deadline for a Final Written Decision; 

This factor supports discretionary denial. The MDL Court has set a trial 

ready date for Iowa Defendants of October 12, 2026. Ex. 2006 at 3. At that time, 

non-Iowa Defendants may choose to remain in Iowa or be transferred to various 

other District Courts for trial in those districts. The statutory deadline for a final 

written decision in this proceeding is September 7, 2026. While Petitioners have 

filed petitions related to the other patents-in-suit, they have only recently filed 

those petitions, and thus the statutory deadlines for most of the patents-in-suit will 
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be very near or after the MDL Court’s trial ready date. In particular, IPR2025-

01117 and IPR2025-01118 of related patents ’517 and ’114 were on filed June 6, 

2025 and have yet to receive a Notice of Filing Date Accorded. Thus, their 

statutory deadlines will be no earlier than December 2026. 

3. Investment in the Parallel Proceeding by the Court and the 
Parties; 

This factor strongly supports discretionary denial. As explained above, the 

parties have already invested substantial resources in the parallel MDL proceeding. 

This includes briefing and deciding multiple rounds of motions to dismiss, briefing 

and deciding MDL consolidation, briefing multiple motions to compel, and 

conducting discovery and briefing Patent Owner’s motion for preliminary 

injunction. That final motion is particularly relevant to this factor as it means that 

the parties have already engaged in substantial discovery and briefing regarding 

infringement and validity related to the patents-in-suit. See Exs. 2019–2021. 

By the statutory deadline for institution, the parties will have exchanged 

infringement and invalidity contentions, made substantial progress in discovery, 

and begun the claim construction process.  

By the statutory deadline for a final written decision, the parties will have 

completed fact discovery, claim construction, expert discovery, and will be on the 

doorstep of trial. Because of the MDL Court’s investment in the proceeding, the 

fact that the present IPR affects only one of the currently asserted patents and only 



Case IPR2025-00424 
Patent 10,589,225 

19 

a subset of the Defendants (e.g., other Defendants may argue that they would not 

be subject to any statutory estoppel), discretionary denial is warranted.  

4. Overlap Between Issues Raised in the Petition and in the 
Parallel Proceeding; 

This factor strongly supports discretionary denial. There is substantial 

overlap between the parallel proceedings and the present proceeding. Indeed, the 

asserted references and core invalidity issues of conception, reduction to practice, 

and priority date have been raised in both proceedings. See Ex. 2021 (Patent 

Owner responding to invalidity theories asserted in preliminary injunction 

briefing). 

Petitioners have filed a Sotera stipulation, but as explained below, this 

stipulation will only apply to a subset of the Defendants in the parallel proceeding. 

Thus, this factor also strongly supports discretionary denial. 

5. Whether the Petitioner and the Defendant in the Parallel 
Proceeding Are the Same Party;   

This factor strongly supports discretionary denial. All of the current 

Petitioners are Defendants in the MDL proceeding except WEC Energy Group Inc. 

WEC is named as a petitioner because it is a co-owner of power plants accused in 

the MDL proceeding. However, not all Defendants in the MDL proceeding have 

joined the present Petition. This presents the worst-case scenario where the 

Board’s work would be duplicative of the parallel MDL proceeding, and it may be 
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further wasteful because the non-Petitioner Defendants may argue that they are not 

bound by statutory estoppel or a Sotera stipulation.  

6. Other Circumstances That Impact the Board’s Exercise of 
Discretion, Including the Merits. 

For the reasons explained above, Petitioners’ asserted grounds are notably 

weak, which further supports discretionary denial. 

Overall, none of the Fintiv factors support institution, and all weigh against 

institution. 

V. The Advanced Bionics Framework Supports Discretionary Denial 

The Board should deny institution under 35 U.S.C. § 325(d) because 

Petitioner presents art (Vosteen and Downs-Boiler) already considered by the 

Office. 

1. Applicable Law 

Section 325(d) provides that the Director may elect not to institute a 

proceeding if the challenge to the patent is based on arguments previously 

presented to the office.  35 U.S.C. § 325(d).  In particular, the Board uses the 

following two-part framework before instituting a petition: (1) it determines 

whether the same or substantially the same art or arguments were previously 

presented to the Office; and (2) if so, then it determines whether the petitioner has 

demonstrated that the Office “erred in a manner material to the patentability of 

challenged claims.”  Advanced Bionics LLC v. MED-EL Elektromedizinische 
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Gerate GmbH, IPR2019-01469, Paper 6 at 8 (Feb. 13, 2020) (precedential).  “If 

reasonable minds can disagree regarding the purported treatment of the art or 

arguments, it cannot be said that the Office erred in a manner material to 

patentability.  At bottom, this framework reflects a commitment to defer to 

previous Office evaluations of the evidence of record unless material error is 

shown.”  Id. 

The Board has identified the following non-exclusive factors in evaluating 

whether to exercise discretion pursuant to § 325(d): 

(a) the similarities and material differences between the asserted art and the 
prior art involved during examination; (b) the cumulative nature of the 
asserted art and the prior art evaluated during examination; (c) the extent to 
which the asserted art was evaluated during examination, including whether 
the prior art was the basis for rejection; (d) the extent of the overlap between 
the arguments made during examination and the manner in which Petitioner 
relies on the prior art or Patent Owner distinguishes the prior art; (e) whether 
Petitioner has pointed out sufficiently how the Examiner erred in its 
evaluation of the asserted prior art; and (f) the extent to which additional 
evidence and facts presented in the Petition warrant reconsideration of the 
prior art or arguments. 

Becton, Dickinson & Co. v. B. Braun Melsungen AG, IPR2017-01586, Paper 8 

(Dec. 15, 2017) (precedential as to § III.C.5, first paragraph) (“Becton 

Dickinson”).  The Board has further explained that, although these factors refer to 

prior examination and previously presented art, they are meant to “more broadly 

provides guidance” as to whether art or arguments were previously presented in 

any proceeding.  Advanced Bionics, Paper 6 at 10.  It has also clarified that factors 
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(a), (b), and (d) relate to the first portion of the framework, and the remaining 

factors relate to the second portion of the framework.  Id.  

As to the first part of the Advanced Bionics framework, Ecto World clarified 

that “[c]hallenging the claims using the same prior art that was previously 

presented on an IDS is sufficient to satisfy the first part of the Advanced Bionics 

framework.” Ecto World, LLC v. RAI Strategic Holdings, Inc., IPR2024-01280, 

Paper 13 at 4 (May 19, 2025). And as to the second part of the Advanced Bionics 

framework, Ecto World clarified that a Petitioner “must provide an analysis even 

when the asserted prior art is on an IDS, but the Examiner did not apply the 

reference.” Ecto World, Paper 13 at 5. In other words, the Petitioner bears the 

burden of showing the Office made a material error as to the patentability of the 

challenged claims. 

2. Analysis 

For part one of Advanced Bionics, both Vosteen and Downs-Boiler have 

been before the Office.  Critically, both Vosteen and Downs-Boiler appear on the 

face of the ’225 Patent. ’225 Patent at 2–3 (citing Vosteen, U.S. Pub. No. 

2004/0013589, and Downs-Boiler U.S. Pub. No. 2008/0107579). Thus, part one of 

Advanced Bionics is satisfied for both primary references.  

For part two of Advanced Bionics, the Petition provides at most a cursory 

treatment of the 35 U.S.C. § 325(d) and fails to identify any material error made by 
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the Office for Vosteen or Downs-Boiler.  As to Vosteen, the Petition does not 

allege any material error by the Office.  See Petition at 88.  As to Downs-Boiler, 

Petition’s allegations are conclusory: “the examiner did not use Downs-Boiler  or 

Vosteen589 in a substantive rejection,” and “the Examiner erred by not citing 

Downs-Boiler during prosecution.”  Petition at 88.  But as the Director recently 

explained, a Petitioner cannot meet their burden merely by noting that a reference 

was cited in the IDS and that “Examiner did not apply the reference.” Ecto World, 

Paper 13 at 5.  Consequently, Petitioner has failed to meet their burden of 

providing an analysis of material error made by the Office. 

For the reasons above, the Board should exercise its discretion to deny 

institution under 35 U.S.C. § 325(d). 

VI. Conclusion 

For the reasons provided above, the Board can avoid duplicative efforts with 

the parallel district court proceeding and save resources by discretionarily denying 

this petition.
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