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As shown in the Petition, every claim of the *217 Patent is unpatentable as ob-
vious. Sterling’s attempt to antedate Dumais is undercutby its own conception evi-
dence. Likewise, Sterling’s narrowing claim constructions run afoul of the intrinsic
record. The Board should reject Sterling’s challenge to Grounds 1-3.

I. The °217 Patent Is Not Entitled to An Earlier Invention Date

Sterling fails to show the *217 Patent’s named inventors conceived of the
claimed invention earlier than Dumais’ June 29, 2005 priority date. POPR, 28. Ster-
ling relies on a declaration and documentation of a named inventor, Mr. Justin Mars-
ton. Butto prove conception, an inventor’s testimony must have corroborating evi-
dence “in addition to [the inventor’s] own statements and documents.” Apator
Miitors ApSv. Kamstrup A/S, 887 F.3d 1293, 1295 (Fed. Cir.2018);! Hahnv. Wong,
892 F.2d 1028, 1033 (Fed. Cir. 1989) (corroborating evidence must be “independent
of information received from the inventor”). Moreover, the “last modified” date of
EX2007-EX2013 confirms each of those exhibits were edited after Dumais. Mr.
Marston states that the “math involved” in the invention is “highly complex,” and
“took significant effort to develop.” EX2003, 911(c). However, the math and “algo-
rithms” sections of the Conception Documents (EX2004; EX2006) state: “INITIAL

MATHS HAS BEEN DRAFTED WITH A MATHEMATICIAN, BUT IS IN

I All emphases added, unless indicated otherwise.



NEED OF SIGNIFICANT CHANGES.” EX2004, 29; EX2006, 53. Documents
recommending “continued work™ are insufficient to demonstrate conception. Dawson v.
Dawson, 710 F.3d 1347, 1353 (Fed. Cir. 2013). The “algorithms” section was rewrit-
ten in August 2005. EX2007, 77; compare EX2006, §9 with EX2007, §9. Similarly,
Sterling’s documents show that the inventors did not possess the calculation for
“cognate relevance values” until Nov. 9, 2005. EX2013, 3; EX2003, q11(g). Since
more than “ordinary skill [was] necessary to reduce the invention to practice,” con-
ception did not occur before June 29, 2005. Dawson, 710 F.3d at 1352-56.

Similarly, where an idea is still in flux, it cannot establish conception. Bur-
roughs Wellcome Co. v. Barr Lab’ys, Inc.,40 F.3d 1223, 1229 (Fed. Cir. 1994) (sub-
sequent experimentation can show “uncertainty” that undermines conception);
Hitzeman v. Rutter, 243 F.3d 1345, 1358-59 (Fed. Cir. 2001) (“[A]n inventor who
failed to appreciate the claimed inventive features of a device at the time of alleged
conception cannot use his later recognition of those features to retroactively cure his
imperfect conception.”). Sterling’s documents show that Mr. Marston revisited ear-
lier drafts, suggesting he did not have a final idea of his invention. Compare EX2005
(last modified May 12, 2005) with EX2006 (created Apr. 18, 2005); compare
EX2010 (last modified Oct. 6, 2005) with EX2011 (created Oct. 3, 2005).

Mr. Marston’s declaration confirms a lack of reasonable diligence. He states:

“Ib]y June 7, 2005, Paul and I had conceived a system with...all features of the



claims.” EX2003, 414. However, Mr. Marston does not indicate when the draft docu-
ments were sent to Sterling’s prosecution counsel—other than before they were filed
onJan. 11,2006. EX2003,912. Mr. Marston also does not explain gaps in the named
inventors’ activities between (1) June 7 and Aug. 16, 2005 (70days) (EX2006, 61;
EX2007,77);(2) Aug. 17 and Sept. 18, 2005 (32 days) (EX2009, 78; EX2010, 95);
(3) October 7,2005 and Nov. 9, 2005 (34 days) (EX2012, 95; EX2013, 3); and
(4) Nov. 9, 2005, and Jan. 11, 2006 (63 days) (EX2013, 3; EX2003, q12). To
antedate a reference, a patent owner must show reasonable diligence throughout the
entire critical period. Perfect Surgical Tech., Inc. v. Olympus Am., Inc., 841 F.3d
1004, 1007 (Fed. Cir. 2016); see also In re Meyer Mfg. Corp., 411 F. App’x 316,
319 (Fed. Cir. 2010) (finding lack of diligence due to an “unexplained gap of just
over two months”). Sterling has failed to show reasonable diligence for nearly 200
days of the critical period, suggesting the inventors were not reasonably diligent.

The metadata associated with Sterling’s conception documents also contradict
Mr. Marston’s declaration. Though Mr. Marston states that he and Paul revised the
Blue Space Mail Relevance document, the native version of EX2010 shows exten-
sive edits by a third individual, Jon Fernyhough, who last saved and edited the doc-
ument. EX2003, 911(f). Mr. Fernyhough’s contributions cannot inure to Mr. Mars-
ton’s benefit because (1) Sterlinghas not established Mr. Fernyhough did so at Mr.

Marston’s direction, (2) Mr. Marston has not demonstrated conception, and (3) Mr.



Fernyhough added substantive material reflected in the claims (e.g., relevance cal-
culations (EX2010, 80-81), calculation of local importance). On June 23, 2025, the
Board advised that “no additional evidence may be submitted” with Meta’s reply.
Should it be helpfulto the Board to considera complete record, Petitioner can sub-
mit: (1) acomplete version of EX2010 and (2) screenshots of its system metadata.

Sterling’s claim chart shouldbe ignored as improper incorporation by refer-
ence. POPR, 28 (citing EX2014); 37 C.F.R. §42.6(a)(3); Practice Guide, 35-36.
II.  Sterling’s Construction of “Recipient” Is Unsupported

Sterling seeks to distinguish Dumais and Rose/Bieganski by importing a

“sender” requirement into the claim term “a recipient.” POPR, 33-36,48-50. Sterling

99 ¢¢

argues that “a recipient” “must be a user that actually received the piece of electronic
content sent from a sender.” POPR, 24. But the plain and ordinary meaning of a
recipient is someone whoreceives the content by any means (e.g., access control).

First, Sterling’s construction contradicts the claim language. Element 1[pre]
recites: “content sent from a sender to a user.” The “identification” limitation (Ele-
ment 1[f]) does not recite a “sender” or “sending.” Because the patentee could have
and chose not to include this additional “sender” limitation, “recipient” in Element
1[f] should carry its broader meaning, i.e., someone who receives. Sterling’s con-

struction also limits “electronic content” in the independent claims to emails and

messages with senders, which is inconsistent with dependent claims 5 and 15 that



confirm the electronic content can be a “document.”

Second, Sterling’s construction improperly limits “recipient” to a single em-
bodiment. The claims of the 217 Patent occur within “an application for man-
aging electronic content.” One example of such an application is an email system—
where content is “sent from a sender.” POPR, 24. But the specification also describes
a “document management system,” such as a “relational mail system,” where each
message is centrally managed according to a “compliance model.” EX1001, 3:46-
48, 3:54-56, 5:28-33. This “compliance model” can be used to determine “who
can access content.” Id. Using “cluster models,” the system “segments users. .. into
categories based on their actions or attributes.” Id., 44:37-39. One example of a
“cluster,” is “allowed readers” (i.e., “users who are allowed to read the mail”).
Id., 9:51-10:8. Sterling’s construction would exclude this embodiment.

None of Sterling’s citations to the specification (POPR, 24-25) describe a “re-
cipient” in the context of identifying cognate users. Instead, each example is a ge-
neric description of an email message. There is no indication that these examples
were intended to limit the meaning of the word “recipient,” especially where other
examples describe identification of users based on access controls.

Finally, the Board need not construethisterm because theprior art of record
satisfies the claim under either party’s construction. See Nidec Motor Corp. v.

Zhongshan Broad Ocean Motor Co. Ltd. Matal, 868 F.3d 1013, 1017 (Fed. Cir.



2017). Dumais identifies a cognate user based on a “personalization component”
using collaborative filtering techniques to build “user models” that analyze ““similar-
ities among...groups of individuals...based on the content and/or usage of items.”
EX1003, 99120, 155; Pet., 31, 42. Dumais teaches monitoring when “data items”
such as “email messages” are “forwarded, replied to, [or] sent to” other users.
EX1003, 9124; Pet. 32; POPR, 31. Likewise, Rose ranks email messages—involving
a sender and recipient—*"according to their likely degree of relevance.” Pet. 49-50,
70; EX-1006, 8:23-40 (“[T]he relevance score of a particular message takes into
account not only on the user’s own interests, but also feedback from the commu-
nity.”). And in Ground 3, Rose’s emails are ranked using Bieganski’s “automated
collaborative filtering” to group users into “affinity groups” or “neighborhoods”
based on “shared interests.” Pet. 68; EX1003, 9996, 237; EX1007, 6:39-7:65.
III. Sterling’s Construction of “Cognate” Is Unsupported

Sterling argues that “cognate users in the 217 Patent are more restricted
than” the prior art and must be based on actions performed on “the piece of electronic
content” while “determining a relevance score.” POPR, 37.

Claim 1 does not require identifying cognateusers by analyzing pastuser actions
or user identification as part of “determining a relevance score.” Sterling 1s import-

ing limitations from Element 1[g][iv] (determining relevance based on actions of the

cognate user) into Element 1[f] (identifying cognate users). Dependent claim 8



requires “identifying’ cognate users by “analyzing historical actions,” suggesting the
independent claim is not limited as Sterling contends.

Sterling’s construction also conflicts with the specification. The specification
explains that identifying a “cognate group” can be determined using “collaborative
filtering.” Pet. 13. Sterling’s argument that the cognate users of the “’217 Patent are
more restricted than the generic collaborative filtering described in Dumais”
is, therefore, inconsistent with the specification. Notably, Sterling does not challenge

that Rose or Bieganski teach this limitation, despite Bieganski—like Dumais—iden-

tifying similar users using “collaborative filtering.” Pet. 74; EX-1007, 6:27-36.
The prior art satisfies the claim under either party’s construction. Nidec, 868
F.3dat 1017. As explained in the Petition, Dumais discloses determining an “ultimate

ranking” (relevance score) of search results based on (1) “considering or weighting

299 (133

from ‘determined activity data as derived from “‘tags’ on dataitems™), and (2) user
model data (e.g., “Rich Client Interactions,” “Other Users,” etc.). Pet. 35-37. Ster-
ling argues that Dumais’s collaborative filtering does not identify a cognate user
because it develops individual or group profiles and “predict[s] likely or possible
profiles for new users of a system.” POPR, 37. However, Dumais develops these
profiles by analyzing “similarities among individuals or groups” and observing user

interactions to identify which users “belong|] to a desired social network of interest.”

Pet. 18, 31 (claims 1[f]/6[d]/7[d]), 42 (claims 8/22); EX1007, 9921, 43-50, 52.
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