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Patent Owner respectfully requests the Court exclude the cross-examination
of its expert regarding passages from the ‘217 Patent that Petitioner contends are
“similar” to passages from the Conception Documents, but that Petitioner’s expert
never saw or addressed in his direct. See Pet. Reply, at 18-19 (citing EX1044, 123-
131:21). Patent Owner’s counsel objected repeatedly to the cited testimony on the
record, citing Federal Rules of Evidence 401,403, and 611. EX1044, 124:1-2, 126:8-
9, 126:19, 128:1. Patent Owner seeks to exclude the testimony on the basis that (1)
the testimony was outside the scope of direct (Fed. R. Evid. 611) and because, when
used in the manner in which Petitioner is using the testimony, (2) the testimony is
not relevant to any issue before the Board (Fed. R. Evid. 401) and (3) any arguable
relevancy is outweighed by unfair prejudice and wasting of the Board’s time (Fed.
R. Evid. 403).

In IPR2025-00299,! during Dr. Khan’s cross-examination, counsel for X
Corp. asked Dr. Khan whether specific passages of the ‘217 Patent disclose the
entirety of the following limitation: ““...identify at least one other of the plurality of
users that is a recipient of the piece of electronic content and that is cognate to the

user....” EX1001, Claims; see also EX1044,114:10-115:15 &123:3-131:21. When

! As the Board knows, there is a second IPR challenging the ‘217 Patent
(IPR2025-00299), which was brought by X Corp. The objected-to testimony at
issue here is testimony from that proceeding, not this proceeding. Patent Owner
moved to exclude the testimony in the [PR2025-00299 on the same grounds raised
here. See IPR2025-00299, Paper 43.
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Dr. Khan testified that some passage in the ‘217 Patent did not disclose the entirety
of the “identify...” limitation, Petitioner in this proceeding then unfairly used this
testimony to argue that allegedly “similar” passages in the Conception Documents
fail to show conception of the “identify...” limitation. Reply, at 18-19 (“But PO’s
own expert testified ...that similar specification passages do not disclose that
[identify...] limitation....”). But the questioner never asked Dr. Khan about the actual
passages from the Conception Documents that show conception of the “identify...”
limitation. Moreover, Petitioner has never identified which passages it contends are
“similar.” For example, Petitioner never identifies some sentence from the 911
Patent that it contends is “similar” to some sentence from the Conception Documents
that Patent Owner has cited as showing conception of the “identify...” limitation.
This cross-examination testimony should be excluded, for numerous reasons.

First, the testimony should be excluded as outside the scope of direct.

Petitioner contends that Dr. Khan’s testimony relates to what the Conception

Documents disclose (Reply, at 18-19), but any questioning about the Conception
Documents is outside the scope of his direct (in both proceedings). See generally

EX2029 (no citation to EX2004, EX2006, or EX2014); IPR2025-00299, EX2029

(same). Indeed, Dr. Khan never reviewed the Marstons’ declarations or the exhibits
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cited within, including the Conception Documents, and he never opined on priority.?
Id.; EX1044, 5:5-7:1 & 11:12-15; EX1040, 19:5-22:1. For all of these reasons, the
cross-examination was outside the scope of Dr. Khan’s direct. See Fed. R. Evid. 611.
Patent Owner objected on this basis (Rule 611) as well as others (Rules 401-403 &
613). See EX1044, 123:23-124:2, 126:8-9, 126:19, 128:1. The cross-examination
should be excluded as outside the scope of direct. Fed. R. Evid. 611; see also 37
C.F.R. § 42.53(d)(5)i1); Eli Lilly and Company v. Teva Pharmaceuticals
International GmbH, No. IPR2018-01710, 2020 WL 1540364, at *67 (P.T.A.B.
Mar. 31, 2020) (granting motion to exclude cross-examination testimony that was
not in expert’s direct/declaration).

Second, the cross-examination should be excluded pursuant to Rules 401 and
403 because the testimony is not relevant for the proposition Petitioner cites it (i.e.,
to show what the Conception Documents disclose) and because Petitioner is using
the testimony in a misleading, ambiguous, and unfairly prejudicial manner, which
wastes the Board’s time. Fed. R. Evid. 401 & 403. In particular, Petitioner argues

(Reply, at 18-19) that the ‘217 Patent passages they questioned Dr. Khan about are

2 His direct also did not address three of the four passages in the ‘217 Patent
that he was questioned about (see generally IPR2025-00299, EX2029 (no citation
to EX1001,8:23-25, 43:30-37, or 12:50-59)) and, with respect to the fourth
passage, Dr. Khan’s direct provided no testimony about the portion that Petitioner
cites it for (i.e., EX1001,14:48-58). See id. 480 (discussing EX1001,14:59-15:11,
but not EX1001,14:45-58).
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“similar” to the cited passages from the Conception Documents. EX2004 &
EX2006; EX2014, at 5. But Dr. Khan did not review the Conception Documents,

and, therefore, his testimony is not relevant to what the Conception Documents

disclose. Fed. R. Evid. 401. Moreover, using Dr. Khan’s testimony in this manner —

1.e., to suggest that he testified that any passage from the Conception Documents

to not show conception of the “identify...” limitation (which they do) — is a waste of
time and unfairly prejudicial, for several reasons.

One reason Petitioner’s use of the testimony unfairly misleads and wastes the
Board’s time is because Dr. Khan was not questioned about any of the seven

passages in_the Conception Documents that show conception of the “identify...”

limitation, and none of the cited Conception Document passages is exactly the same
as any passage from the ‘217 Patent. Although Petitioner ambiguously argues that
the ‘217 Patent passages that counsel asked Dr. Khan about (EX1044,114:10-115:15
&123:3-131:21) are “similar” to some (unspecified) passages in the Conception
Documents, Petitioner’s Reply never actually compares the passages in the ‘217
Patent to the passages in the Conception Documents. Therefore, Patent Owner does
not know (and, therefore, is deprived of the opportunity to respond by showing that
the passages are not actually “similar”), and the Board must waste time trying to
figure out whether any of the ‘911 Patent passages that Dr. Khan was asked about

are actually “similar” to any of the cited Conception Document passages. In addition



Patent Owner’s Motion to Exclude

to wasting the Board’s time, because Dr. Khan was not asked about any of the actual
passages from the Conception Documents, it is unfairly prejudicial to assert that his
testimony about ‘217 Patent passages somehow establishes what the Conception
Documents disclose.

Another reason Petitioner’s use of the testimony wastes time and unfairly
misleads 1s because Patent Owner’s evidence of conception of the “identify...”
limitation includes seven passages from the Conception Documents, but X Corp.’s
counsel cross-examination only questioned Dr. Khan about four passages in the
217 Patent. Compare EX2014, at 5 (citing (1) EX2004, at 15; (2) id., at 4, (3) id.,
at 13; (4) id., at 15-16; (5) EX2006, at 28; (6) id., at 22; and (7) id. at 22) with
Reply, at 18-19 (citing (1) EX1001,8:23-25; (2) id., 43:30-37; (3) id., 12:50-59;
and (4) id., 14:45-67). Moreover, of the four ‘217 Patent passages he was
questioned about, Patent Owner has only been able to identify two that are
arguably “similar” to any of the cited Conception Document passages; there
appears to be no “similar” passage for at least five of the cited Conception
Documents passages. The Board should not be required to waste its time on this
exercise of trying to figure out which passages Petitioner thinks are “similar.” It
was Petitioner’s burden to put in that evidence, but Petitioner did not. In sum, Dr.

Khan only addressed language that is “similar” to, at most, two of the seven
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passages that evidence conception of the “identify...” limitation.? For these
reasons, it is unfairly prejudicial for Petitioner to use the testimony to suggest that

to suggest that Dr. Khan testified that none of passages from the Conception

Documents show conception of the “identify...” limitation. The testimony should
be excluded because it has no relevancy, because Petitioner’s ambiguous citation
to it wastes the Board’s time, and because any arguable probative value is
substantially outweighed by a danger of unfair prejudice and confusing the issues.
Fed. R. Evid. 401 & 403; see also One World Techs., Inc. v. Chamberlain Grp.,
Inc., No. IPR2017-00126, 2018 WL 5310166, at *7 (P.T.A.B. Oct. 24, 2018)
(granting motion to exclude evidence as irrelevant where, among other issues,
expert had not offered any opinion on that factual issue).

For the reasons set forth herein, and pursuant to Rules 401, 403, and 611 of
the Federal Rules of Evidence, Patent Owner respectfully requests the Board exclude
the testimony cited on pages 18-19 of Petitioner’s Reply (EX1044, 123-131:21).
Alternatively, Patent Owner requests that the Board give this cross-examination

testimony no weight. See Rpx Corp. v. Collision Avoidance Techs. Inc., No.

[PR2017-01336, 2018 WL 5960792, at *5 (P.T.A.B. Nov. 13, 2018) (denying

3 For example, disclosures in the Conception Documents discuss the “a

recipient” limitation. E.g., EX2014, at 5 (users that “read a piece of content sent
globally” (quoting EX2004, at 15-16)). But Dr. Khan was never questioned about
those passages (because he did not review the Conception Documents) or any
“similar” passage in the ‘217 Patent.
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motion to exclude but giving the cross-examination “testimony, and all reliance on
it in this proceeding, no probative weight”); Fanduel, Inc. v. Cg Tech. Dev., LLC,
No. IPR2017-00902, 2018 WL 5269266, at *30 (P.T.A.B. Oct. 4, 2018) (“[T]he
Board ... is well positioned to determine and assign appropriate weight to evidence

presented, including giving it no weight.”).

Respectfully submitted,

Dated: April 22, 2026 By: /Devan Padmanabhan/
Devan Padmanabhan
Lead Attorney for Patent Owner
Reg. No. 38,262
PADMANABHAN & DAWSON PLLC
9800 Shelard Parkway, Suite 120
Minneapolis, Minnesota 55441
Telephone: 612-444-3377
Email: devan@paddalawgroup.com

Attorney for Patent Owner
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