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Patent Owner respectfully requests the Board grant its motion to exclude the 

cross-examination testimony at EX1044, 123-131:21.  

Petitioner contends that Patent Owner did not preserve this objection (Opp., 

at 2) but Patent Owner repeatedly objected to this entire line of questioning as 

outside the scope of direct. See EX1044, 123:23-124:2, 126:8-9, 126:19, 128:1; cf. 

Otis v. Demarasse, 399 F. Supp. 3d 759, 768 (E.D. Wis. 2019) (“A continuing 

objection is used to avoid repeated interruptions when a series of questions 

concerning the same arguably inadmissible evidence is anticipated.”).  

In responding to Patent Owner’s outside-the-scope argument (see Mt.,2-3 

(citing Fed.R.Evid. 611)), Petitioner argues that the “testimony did not relate to 

conception” and it is only using the testimony to show Dr. Khan’s “understanding 

of the claims.” Opp.,3-5&8. But that is not what Petitioner is using the testimony 

for; it is using the testimony to argue what the Conception Documents disclose. See 

Reply, at 18-19 (arguing testimony shows passages do not show conception). Indeed, 

on the very next page, Petitioner argues the testimony is “relevant to conception.” 

Opp., at 4. But Dr. Khan did not review the Conception Documents or testify about 

conception on direct; thus, the cited testimony is outside the scope of direct. 

Contradictorily, Petitioner also insists that Dr. Khan’s testimony is relevant to 

“PO’s Conception Evidence.” Opp., at 4. That would be true, however, only if Dr. 

Khan actually addressed “the conception evidence” – i.e., the actual language that 
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is in the seven passages from the Conception Documents. But he did not. Indeed, 

Petitioner only actually compared a single “tree structure” passage (i.e., one of the 

seven passages). Reply, 18-19. Petitioner has never presented a comparison of how 

each passage they asked Dr. Khan about is allegedly “similar” to each of the seven 

passages from the Conception Documents. Instead, Petitioner generically argues that 

the four “specification passages” they asked Dr. Khan about are “similar” to the 

seven Conception Documents passages. Reply, 18-19. As a result, his testimony 

cannot show that the seven passages fail to disclose the “identify” limitation. 

Now, for the first time, Petitioner compares one sentence from the Conception 

Documents to one sentence they asked Dr. Khan about. Opp., at 7 (arguing that a 

Conception Document sentence is “word-for-word” the same as a sentence they 

asked Dr. Khan about). Petitioner acknowledges that it is taking “a closer look at the 

passages in PO’s conception documents” for the first time in response to this 

motion. Opp., at 5-6. But this is not the time for Petitioner to take “a closer look at 

the passages,” and the Board should reject Petitioner’s attempt to do that for the first 

time in response to this evidentiary motion. Nichia Corp. v. Emcore Corp., No. 

IPR2012-00005, 2014 WL 574596, at *33 (P.T.A.B. Feb. 11, 2014) (a motion to 

exclude “is not an opportunity for submitting new arguments”). Moreover, even if 

this belated attorney argument were proper, which it is not, all it does is address a 

single sentence within one passage. This, of course, falls short of analyzing the 
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entirety of all seven passages from the Conception Documents. The passage at 

EX2004, pages 15-16, describes “a recipient,” and the other passages do, as well. 

E.g., EX2004, at 15 (“actions of other users” on “received” content). 

In any event, Petitioner’s belated attempt to compare the two passages does 

not prove what Petitioner contends, for numerous reasons. First, Dr. Khan did not 

testify that the passage has nothing to do with “identify[ing] … a recipient”: he 

testified that the “paragraph talks about the content relevancy” and that the “identify” 

limitation was not the “focus” of the example. EX1044, 126:21-128:12. He was not 

asked, and did not comment upon, whether the sentence discloses “a recipient.”  

Second, Petitioner focuses on a single sentence, but the disclosure from the 

Conception Documents is a longer Section (EX2014, at 5 (citing EX2004, at 15-

16)), and the sentence they asked Dr. Khan about also is part of a longer paragraph 

(EX1001, 12:28-13:4). Despite Petitioner’s arguments that the Conception 

Documents do not “mak[e] sure that the user is also a ‘recipient of the same 

electronic message,’” this Section of EX2004 does do that: it discloses looking to 

see what other “recipients” do with a given piece of content. EX2004, at 15-16. Dr. 

Khan testified that these examples do relate to the “identify … a recipient” limitation:  

The ‘217 Patent discusses why it imposes this “identify …” requirement in 
every claim. First, the ‘217 Patent explains that “identify[ing]” other 
“recipients” is important because the actions of other “recipients” can help 
determine “the relevance of content in a given user’s folders.” EX1001, 12:27-
30. For example, if “most of the recipients reply to the electronic mail object, 
forward the electronic mail object, and/or copy the electronic mail object to 
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custom folders, the electronic mail object is more likely to be generally or 
globally relevant than if the recipients immediately deleted the electronic 
mail object.” EX1001, 12:35-41. In contrast, “if most other recipients of an 
electronic mail object delete it as soon as it arrives in their ‘inbox,’ then the 
recipient in question will probably not find the content particularly relevant.” 
EX1001, 12:41-44. 

EX2029, ¶¶ 72-73. Therefore, there is no basis for Petitioner’s assertion that Dr. 

Khan testified that the examples on Pages 15-16 of EX2004 fail to disclose the 

“identify” limitation and/or fail to “mak[e] sure that the user is also a ‘recipient of 

the same electronic message.’” See Opp., at 6-8.  

Finally, even counsel challenging the ‘217 Patent recognized that disclosures 

relating to “people who work in particular departments” is “describ[ing] various 

clusters to identify cognate groups.” Compare EX1043, 143:1-4 (counsel describing 

the passage from the Patent discussing clusters of users “who work in particular 

departments” as “describ[ing] various clusters to identify cognate groups, 

including people who work in particular departments” (discussing EX1001, 44:45-

50)) with EX2004, at 15-16 (disclosing that “other users’ actions” – including 

whether “the vast majority of users in a given department read a piece of content 

sent globally” – can help determine relevance). Justin Marston, too, agreed with this 

assessment that the Patent’s disclosures regarding users that work in the same 

department describes the “identify” limitation. EX1043, 143:1-5. 

In sum, Patent Owner’s expert, Justin Marston, and opposing counsel all agree 

that the cited Conception Documents’ disclosures relate to the “identify” limitation. 
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Petitioner argues that Patent Owner is moving to exclude this testimony not 

because it is unfairly prejudicial (Fed.R.Evid. 403) but instead because it contradicts 

Patent Owner’s position on conception. Opp., 8 & 9. But there is nothing 

contradictory about Patent Owner’s positions: the seven passages in the Conception 

Documents (which Dr. Khan was not asked about) disclose the “identify” limitation, 

and the prior art references do not. Indeed, the prior art references do not even touch 

upon (1) whether other users received the same content that the first user received; 

or (2) whether other users are “similar”/cognate to the first user for which a 

relevance score is being determined, let alone (3) whether another user falls into both 

categories. See generally Resp. & Sur-Reply. Moreover, Petitioner’s use of the 

testimony is unfairly prejudicial, because (1) Petitioner argues the passages are 

“similar” but has never established that they are, making it impossible for Patent 

Owner to respond1 and (2) Petitioner suggests that it asked Dr. Khan about all seven 

Conception Document passages (and that he testified that none of them disclose the 

“identify” limitation), but, at most, only a couple of the passages are “similar.” On 

the latter point, Petitioner contends that the number of passages is “irrelevant,” but 

it is certainly relevant that Patent Owner cites as evidence seven passages but that 

Petitioner has not addressed any “similar” passage for at least five of them.  

 
1  Patent Owner’s evidence in response to Petitioner’s belated attempt to 
compare a single sentence (supra, at 3-4) shows that Patent Owner could have 
responded had Petitioner attempted to make that timely showing in its Reply. 
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      Respectfully submitted, 

Dated: May 6, 2026             By: /Devan Padmanabhan/ 
      Devan Padmanabhan  

Lead Attorney for Patent Owner 
Reg. No. 38,262 
PADMANABHAN & DAWSON PLLC 
9800 Shelard Parkway, Suite 120 
Minneapolis, Minnesota 55441 
Telephone: 612-444-3377 
Email:  devan@paddalawgroup.com 
 
Attorney for Patent Owner 
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