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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Grounds of Unpatentability

Pet., 2

ReferencesClaimsGround 
(§ 103)

Dumais1-3, 5-9, 13-15, 18-19, 221

Rose1-3, 5-9, 13-15, 18-19, 222

Rose, Bieganski1-3, 5-9, 13-15, 18-19, 223

2



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

U.S. Pat. No. 7,716,217

’217 Patent – Contested limitations 1[d], 1[h], 1[f]

3



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’217 Patent – Contested limitations 1[d], 1[h], 1[f]

EX1001, 47:36-40 

Claim limitation 1[d]

EX1001, 47:43-45 

Claim limitation 1[f]

Claim limitation 1[h]

EX1001, 47:62-67 

4



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

5

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations

• “Module” limitations
• “Cognate to a user”
• “Recipient” does not require content 

sent from a sender 

6



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The “module” limitations are unpatentable regardless of MPF

Reply, 1-2

Pet., 11; see also id. 12-16; Fox ¶73, FoxSupp. ¶8

7



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The prior art teaches the “module” limitations

Pet., 10-16; Reply, 1-2 DI, 20-26
8



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

GROUND 2: Rose art teaches the “module” limitations

Pet., 10-16; Reply, 1-2

DI, 26

9



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“module” of independent claims 1, 6

10
Pet., 10-16; Reply, 1-2

EX1001, 47:33-35 (clm. 1),
48:22-24 (clm. 6)

EX1001, 47:36-40 (clm. 1),
48:25-29 (clm. 6)

EX1001, 47:41-42 (clm. 1),
48:30-34 (clm. 6)

EX1001, 47:62-67 (clm. 1), 48:50-55 (clm. 6)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“monitoring module”

11
Pet., 10-16; Reply, 1-2

EX1001, 47:33-35 (clm. 1), 48:22-24 (clm. 6)

Claims 1, 6 Function

Exemplary Structure

Software and/or algorithms

(a) “client-side integration” relying on a “plug-in” that “monitor[s] end users actions on the mail content,” or

(b) a server-side implementation using a “relational electronic mail server” and/or “relational knowledge 
server” that “tag[s] content with ‘flags’” to track what happens to content during the life cycle of the content

track actions by a plurality of users associated with 
an application for managing electronic content

EX1001, 1:49-52, 6:39-45, 7:16-19, 15:51-58, 16:31-57, 27:11-40; Pet., 12; Fox ¶¶74-75 

EX1001, 47:33-35 (clm. 1), 48:22-24 (clm. 6); Pet., 12



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“first relevance measurement module”

12
Pet., 10-16; Reply, 1-2

EX1001, 47:36-40 (clm. 1), 48:25-29 (clm. 6)

Exemplary Structure

Function
determine a first measure of relevance of the piece 
of electronic content based at least in part on one or 
more actions of the user on the piece of electronic 
content

Claims 1, 6

Software and/or algorithms

algorithms for estimating a user’s “Individual Relevance Component” based on a “plurality of factors,” 
including “dichotomous” (i.e., binary, yes/no) and “cardinal” (i.e., scaled) factors

EX1001, 6:39-48, 25:45-49, 27:12-19, 28:63-29:41; Pet., 12; Fox ¶¶76-77 

EX1001, 47:36-40 (clm. 1), 48:25-29 (clm. 6); Pet., 12



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“second relevance measurement module”

13
Pet., 10-16; Reply, 1-2

EX1001, 47:41-42 (clm. 1), 48:30-34 (clm. 6)

Function
identify at least one other of the plurality of users that is a 
recipient of the piece of electronic content and that is 
cognate to the user, and
determine a second measure of relevance of the piece of 
electronic content [as] based at least in part on one or more 
measures derived from the group consisting of: 
a local importance describing an importance of the sender 
to the user, 
a global importance describing an importance of the sender 
within an organization with which the plurality of users are 
associated, 
a content relevance determined responsive to content of 
the piece of electronic content, and 
one or more actions on the piece of electronic content of 
the at least one other of the plurality of users that is a 
recipient of the piece of electronic content and that is 
cognate to the user;

Claims 1, 6

Exemplary Structure
Routines, software and/or algorithms

Markush group including:
• determinations of local importance
• global importance
• content
• actions by cognate users

EX1001, 6:42-55, 14:45-15:11, 17:4-22, 25:45-49, 25:49-58, 25:65-26:10, 
26:11-17, 26:24-30, 27:12-42, 29:50-31:13, 31:21-34:48, 32:42-57, 33:1-20, 
33:21-33, 34:29-39, 41:7-25, 42:35-36, 43:30-37, 45:13-37; Pet. 12-14; Fox, 
¶¶78-79 

EX1001, 47:41-42 (clm. 1), 48:30-48 (clm. 6); Pet., 12-14 



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“relevance analysis module”

14
Pet., 10-16; Reply, 1-2

EX1001, 47:62-67 (clm. 1), 48:50-55 (clm. 6)

Function

to determine the relevance score of the piece of 
electronic content sent from the sender to the user, 
the relevance score being determined based at least 
in part on the first determined measure of relevance 
and on the second determined measure of 
relevance

Exemplary Structure

Software and/or algorithms

algorithms used to determine the “local relevance value,” which is “a function of the user’s own IRC, the 
global and cognate relevance scores, and the combined importance relating to that mail.”

EX1001, 25:21-26:52, 27:12-19, 29:41-30:35, 35:62-36:6; Pet., 15; Fox ¶80 

Claims 1, 6

EX1001, 47:62-67 (clm. 1), 48:50-55 (clm. 6); Pet., 15



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“module” of dependent claims 2, 3, 13, 14

15
Pet., 10-16; Reply, 1-2

EX1001, 48:1-5 (clm. 2), 50:1-4 (clm. 13)

EX1001, 48:6-8 (clm. 3), 50:7-8 (clm. 14)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“content presentation module”

16
Pet., 10-16; Reply, 1-2

EX1001, 48:1-5 (clm. 2), 50:1-4 (clm. 13)

Function
present the piece of electronic content to the user in 
accordance with the determined relevance score 
and to present to the user a value describing the 
determined relevance score

Exemplary Structure

Software and/or algorithms

The mail presentation module that can be used to generate the various web page interfaces depicted in 
Figures 9- 20.

EX1001, 2:41-3:9, 6:55-60, 7:28-50, 24:30-34, 24:60-62, Figs. 5, 19-20; Pet. 15; Fox, ¶81 

Claims 2, 13

EX1001, 48:1-5 (clm. 2), 50:1-4 (clm. 13); Pet., 15



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“search module”

17
Pet., 10-16; Reply, 1-2

EX1001, 48:6-8 (clm. 3), 50:7-8 (clm. 14)

Function

Search the electronic content in accordance with the 
determined relevance score

Exemplary Structure

Software and/or algorithms

• provide[s] a user with search capabilities in accordance with the relevance and importance scores 
determined by the relevance analysis engine 252

• Search criteria can include “keywords, dates, specific senders
• The claims specify searching electronic content “in accordance with the determined relevance score,” so a 

POSITA would understand “help[ing] rank search results and indicate to the user how likely each piece of 
content is to be of interest” provides the corresponding structure for the “search module.”

EX1001, 6:60-64, 7:32-34, 7:42-48, 8:9-12, 16:10-15; Pet., 15-16; Fox ¶82 

Claims 3, 14

EX1001, 48:6-8 (clm. 3), 50:7-8 (clm. 14); Pet., 15-16



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Cognate to a user”

18
Reply, 1-2

FoxSupp., ¶11

EX1001, 47:43-61 (clm. (1[f]-[g]); Pet., ix

1[f]

1[g]

Institution Decision, 15-16



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Cognate to a user”

19
POR, 17-18; Sur-Reply, 2

PO’s Response Disputed it added 
requirements to “cognate”

PO’s Sur-Reply Then Raised A New 
“Cognate” Construction

POR, 17-18

PO, Sur-Reply, 2



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Cognate to a user”

20
Reply, 1-2; Sur-Reply, 2

EX1001, 14:59-66

Institution Decision, 16

U.S. Pat. No. 7,716,217

EX1001, 43:30-37



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Recipient” does not require content sent from a sender

21
Reply, 1-3; FoxSupp., ¶¶12-16

Instant 
message

SMS 
messageEmail

Document

“electronic content”

Dependent Claim 5

EX1001, 3:46-48, 3:54-56

EX1001, 5:28-33



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Recipient” does not require content sent from a sender

22
Reply, 2-3; FoxSupp., ¶¶12-16

Sequoia Tech., LLC v. Dell, Inc., 66 F.4th 1317, 1327 (Fed. Cir. 2023)

“A claim construction excluding a preferred embodiment is rarely, if ever correct.”

Institution Decision, 14
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Roadmap

23

• Rose predicts a user’s interest in 
electronic content

• PO incorrectly infers Rose’s “predicted” 
and “likely” relevance cannot evaluate 
already user-rated content

• Dr. Fox’s testimony explains a POSITA’s 
understanding of Rose’s benefits

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

U.S. Pat. No. 7,716,217

Rose – Contested limitations 1[d], 1[f], 1[h]

24



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rose teaches limitations 1[d], 1[h]

25

EX1001, 47:36-40 

Claim limitation 1[d] Claim limitation 1[h]

EX1001, 47:62-67 



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

1[d]/1[h]: Rose determines relevance based on a user’s actions

26
Pet., 44-48; Reply, 3-4

DI, 17



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rose determines relevance based on a user’s actions

27Pet., 54-56, 60-61; Fox, ¶¶ 181-84, 194-96; Reply, 3-4; FoxSupp. ¶18, DI, 22

EX1006, 6:54-57

Rose scores documents based on a user’s profile vector… 

EX1006, 4:40-44

. . . for every message.

EX1006, 6:36-40EX1006, Fig. 5B



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO incorrectly infers Rose’s “predicted” and “likely” 
relevance cannot evaluate already user-rated content

28
POR 32-33; Reply, 4-5

POR, 32 POR, 33



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO incorrectly infers Rose’s “predicted” and “likely” 
relevance cannot evaluate already user-rated content

29
Reply, 4-5

POR, 34

POR, 35



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO incorrectly infers Rose’s “predicted” and “likely” 
relevance cannot evaluate already user-rated content

30
Reply, 7 EX1040 (Khan Trans.), 119:2-120:5

POR, 35

Dr. Khan said no benefit to re-rank content . . . . . . but himself identified a benefit

EX2029, ¶177



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Fox explains how a POSITA would understand Rose

31
Reply, 5-6

FoxSupp., ¶24 (combined)
EX1006, Fig. 3, 4:51-53



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Predicted” and “Likely” Simply Describe A Computer’s 
Approximation of Relevance

32
Reply, 6

Dr. Fox explained common usage of 
“predicted” and “likely”. . .

. . . and Dr. Khan agreed.

FoxSupp., ¶25

FoxDecl., ¶25 

Khan Trans., 118:19-23

Khan Trans., 121:1-10



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Fox explains a POSITA’s understanding of Rose’s benefits

33
Reply, 6

Dr. Fox found no contrary Rose disclosure. . . . . . and Dr. Khan agreed.

FoxSupp., ¶26 Khan Trans., 167:15-169:2 (excerpted and combined)

. . .



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Fox explains a POSITA’s understanding of Rose’s benefits

34
Reply, 6

PO Sur-Reply

FoxSupp., ¶26
PO Sur-Reply, 3



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Users want to find content they have already rated positively

35
Reply, 6

EX1006, Fig. 7, 1:33-40, 3:10-11

FoxSupp., ¶26



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Community feedback adds value to user’s own rankings

36

Reply, 6-7

FoxSupp., ¶28 

FoxSupp., ¶27

FoxSupp., ¶27 



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

A user’s rating may be incomplete

37
Pet. 55; Reply, 6-7

FoxSupp., ¶¶29-30 (combined)

EX1006, 6:26-57



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

38

• Rose teaches “at least one” by linguistics 
and law

• PO concedes Rose teaches uses other
user indications for instant user 
correlation-based predictions

• Dr. Khan agrees Rose teaches identifying 
cognate users

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

1[f]: Rose identifies a user that is recipient, cognate

39

EX1001, 47:43-45 

Claim limitation 1[f]

POR does not 
challenge that 
Rose meets 
“recipient” 

portion of 1[f]

POR, 23

Reply, 2



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rose teaches “at least one” by linguistics and law

40
Reply, 8

Rhine v. Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999)

“‘At least one’ means that there could be only one or more than one.”

FoxSupp., ¶32



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO concedes Rose uses other user indications for instant
user correlation-based predictions

41
Reply, 7

POR, 28

POR, 37



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Khan agrees Rose teaches identifying cognate users

42
Petition, 57; Reply, 8

Rose teaches . . . . . . and Dr. Khan .

Reply, 8; EX1006, 5:57-60, 6:61-7:1, 7:43-47

EX1006, 6:61-7:1, 7:43-47

EX1006, 5:57-60



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Khan agrees Rose teaches identifying cognate users

43
Reply, 8-9

Rose teaches . . . . . . and Dr. Khan .

Khan Trans., 193:15-24

EX1004 (Khan Trans.), 193:15-24

EX1004 (Khan Trans.), 194:17-195:2

EX1004 (Khan Trans.), 187:7-14



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

44

• PO bypasses Bieganski teachings and 
only attacks the Rose-Bieganski 
combination

• The Board preliminarily dismissed PO’s 
non-obviousness points

• Dr. Khan’s post-institution testimony bears 
no weight and should not change the 
Board’s findings

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rose-Bieganski teaches limitation 1[f]

45

EX1001, 47:43-45 

Claim limitation 1[f]



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Fox explains Bieganski optimizes Rose

46
Petition, 69-75; Reply, 11-12

v

FoxSupp., ¶42 

FoxSupp., ¶38 
• Contemporaneous Prior Art
• Teach ranking content based on 

relevance
• Discuss examples using movies
• Describe use with search engines
• Base rankings on user actions
• Discuss considering input from 

"community" of users

Motivation to Combine:

Petition, 69-73; FoxDecl., ¶¶232-37



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Fox explains Bieganski optimizes Rose

47
Reply, 11-12

FoxSupp., ¶45

FoxSupp., ¶44 

Ex1007, Fig. 4



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO bypasses Bieganski’s teachings and only attacks the 
Motivation to Combine Rose-Bieganski

48
Reply, 9-10

POR, 43



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Board preliminarily agreed Rose-Bieganski combination was 
obvious

49
Reply, 10

DI, 28-29 (combined)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board preliminarily dismissed PO’s non-obviousness 
points

50
Reply, 10-11

PO’s contested differences . . . . . . were dismissed by the Board at Institution

POR, 43

DI, 29-30POR, 44



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Khan’s testimony erodes PO’s non-obviousness points

51
Reply, 11

PO’s argument against Bieganski . . . . . . was dismissed by Dr. Khan.

Khan Trans., 206:10-15

Khan Trans., 208:11-14

POR, 44



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Khan’s post-institution testimony bears no weight and 
should not change the Board’s findings

52
Reply, 12

Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9, 15 (Aug. 24, 2022) (precedential)

“[T]he cited declaration testimony is conclusory and unsupported, adds little to the conclusory 
assertion for which it is offered to support, and is entitled to little weight.”

EX2029, ¶ 202



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

53

• Dumais is §102(e) prior art
• PO conception evidence lacks 

corroboration
• Attorney argument cannot supplant 

inventor evidence
• Others contributed to ’217 invention 

conception
• PO’s evidence shows conception after 

Dumais
• PO’s early work involved different 

inventions
• PO’s metadata and documents prove 

inadequate diligence prior to Dumais

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dumais is §102(e) prior art

54
EX1001, Cover; EX1005, Cover; Reply, 12

June 29, 2005 January 13, 2006
Critical Period



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s metadata proves inadequate diligence prior to Dumais

55
Reply, 20

Original Conception Evidence



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s documents prove inadequate diligence prior to Dumais

56
Reply, 22

2005 2006

EXS2050-55

May 17

June 7: Alleged ’217 Conception

June 28

June 29: Dumais 102(e) date

Aug. 17   – Nov. 13

EXS2032-39, 
2045-49, 2056-74

Jan. 11: 
’217 Application Filed

50
days

59
days

June 28 – Aug. 16 Nov. 13 – Jan. 11

EXS2041-42 (logged documents)

Conception Evidence Still Has >109 Days Of Gaps



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner Improperly Incorporated Conception Arguments By 
Reference

57
Reply, 13, 20-21; Pet. Reply ISO MTE, 1-2

Gen. Access Sols., Ltd. v. Sprint Spectrum L.P., 811 F. App'x 654, 658 (Fed. Cir. 2020)

GAS had to present a case to establish prior conception of every claim limitation. GAS's 
briefing failed to meet this burden. …

To identify GAS's substantive arguments, the Board was forced to turn to a declaration by 
Struhsaker, and further to delve into a twenty-nine-page claim chart attached as an 
exhibit. This exercise of “playing archaeologist with the record” is precisely what the rule 
against incorporation by reference was intended to prevent, 77 Fed. Reg. 48,617, and the 
Board was within its discretion in excluding the arguments made in the claim chart.

Costar Realty Info., Inc. v. Clantech, Inc., No. IPR2022-00800, 2023 WL 7923899, at *11 (P.T.A.B. Nov. 16, 2023) (citing 
Parus Holdings, Inc. v. Google LLC, 70 F.4th 1365, 1371 (Fed. Cir. 2023)) 

Patent Owner's list of exhibits include approximately one hundred twelve (112) exhibits 
which purportedly relate to its allegation of prior invention relative to Schaefer. See Exs. 
2011–2123. … Despite the volume of exhibits, we are not provided with a definitive 
discussion of why many are relevant to conception or reduction to practice.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner Improperly Incorporated Conception Arguments By 
Reference

58
Reply, 13-14

EX1041 (J. Marston Trans.), 311:9-19

EX2014, Cover

POR, 45



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Justin Marston is not a POSITA

59
Reply, 13-14

Kyocera Senco Indus. Tools Inc. v. 
Int’l Trade Comm’n, 22 F.4th 1369, 
1376-77 (Fed. Cir. 2022)
(“Witnesses offering expert testimony 

from perspective of skilled artisan must 
possess ‘ordinary skill in the art.’”)

EX1041 (J. Marston Trans.), 315:15-316:8



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO conception evidence lacks corroboration

60
Reply, 13; Pet. Reply ISO MTE, 4

Apator Miitors ApS v. Kamstrup A/S, 887 F.3d 1293, 1295 (Fed. Cir. 2018) (internal quotation marks and citation omitted)

To prove conception, there must be corroborating evidence, “in addition to [the inventor’s] 
own statements and documents.”



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s conception evidence lacks corroboration

61
Reply, 13-14

EX2004, Cover

EX2004, 35

EX2006, 61

EX2006, Cover



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s conception evidence lacks corroboration

62
Reply, 13-14; Reply ISO MTE, 4-5 

EX2004, Cover EX2003, Cover
EX2003, ¶6

EX2004, 35



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Others contributed to ’217 invention conception

63
Reply, 14

Dawson v. Dawson, 710 F.3d 1347, 1352 (Fed. Cir. 2013) (emphasis added)

Conception is complete “only when the idea is so clearly defined in the inventor’s mind that 
only ordinary skill would be necessary to reduce the invention to practice.”



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Others contributed to ’217 invention conception

64
Reply, 15-16

Other Contributors to the Invention of the Issued ’217 patent

“Yul and Debs”Tony Morton-JonesRick TurnerTim CouperJon 
Fernyhough

Contributor
Evidence

EX2065, 31, 100EX1001, 32:54-67;
EX2047, 4, 7

EX2048, 2, 4-5EX2050, 1-2EX2030, ¶29;
EX2045, 72;
EX2056-58;
EX2057, 1-5;
EX2071, 1-3

PO’s Evidence

350:7-351:4357:18-358:22315:8-14, 
316:16-319:12

J. Marston 
Testimony
(EX1041)

123:18-125:165:10-20149:10-21, 
82:19-83:12

149:10-21, 
82:19-83:12

37:22-38:13, 
82:19-83:12, 
101:11-102:2;
134:20-136:13

P. Marston 
Testimony
(EX1042)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s conception documents show conception after Dumais

65
Reply, 16-17

EX2004, 28-29 (section 8 excerpts combined)

EX2004 (9/2/2004)

EX2006, 52-53 (section 9 excerpts combined)

EX2006 (6/7/2005)

EX2007 (8/16/2005)

EX2007, 55 EX2022, 1

Dumais (6/29/2005)
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PO’s early work involved different inventions

66
Reply, 17-18

EX2042, 1

EX2042, 16

EX2042, 3



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s conception documents do not disclose 1[f]

67
Reply, 11; Paper 37, 2-3, 7

PO’s mapping . . . . . . was dismissed by Dr. Khan.

EX1044 (X Corp. Khan Trans.), 129:10-23

EX2014, 5



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

68

• PO has not changed the Board’s finding: 
• Dumais teaches identifying a recipient
• Dumais teaches identifying a recipient 

cognate to the user 

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

1[f]: Dumais identifies a user that is recipient, cognate

69

EX1001, 47:43-45 

Claim limitation 1[f]



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dumais teaches identifying a recipient

70
Petition, 31-32; Reply, 23-24

EX1005, ¶52

EX1005, ¶22

EX1005, ¶31



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO has not changed the Board’s finding: Dumais teaches 
identifying a recipient

71
Reply, 23-24

DI, 36 

DI, 36 

DI, 36 



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dumais ranks content based on inputs from similar users

72
Petition, 30-32, 35-38; Reply, 23-24

EX1005, ¶40



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO has not changed the Board’s finding: Dumais teaches 
identifying a recipient cognate to the user

73
Reply, 24-26

DI, 37 

DI, 37 

DI, 37 



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Sur-reply, 18 

PO’s Sur-Reply Ignores Dumais’ Express Teachings

74
Petition, 18, 31; PO Sur-Reply, 18

PO Sur-Reply

EX1005, ¶21

EX1005, ¶52



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Sur-reply, 23 

PO’s Sur-Reply Ignores Dumais’ Express Teachings

75
Petition, 18, 30-32, 35-38; PO Sur-Reply, 18

PO Sur-Reply



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Roadmap

76

• PO fails to show nexus between products 
and ’217 claims

• PO’s ’217 disclosure cannot show 
secondary considerations

• PO’s unauthenticated, irrelevant evidence 
of secondary considerations is 
inadmissible hearsay

Claim Construction

Ground 2: Rose teaches (1[d]/1[h])

Ground 2: Rose teaches 1[f]

Ground 3: Rose-Bieganski

Ground 1: Dumais is Prior Art

Ground 1: Dumais teaches 1[f]

Secondary Considerations



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO fails to show nexus between products and ’217 claims

77
Reply, 27

Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324, 1332 (Fed. Cir. 2019)
(“[T]o be accorded substantial weight in the obviousness analysis, the evidence of 
secondary considerations must have a ‘nexus’ to the claims, i.e., there must be “a 
legally and factually sufficient connection” between the evidence and the patented 
invention.”)

Institut Pasteur & Université Pierre et Marie Curie v. Focarino, 738 F.3d 1337, 
1347–48 (Fed. Cir. 2013)
(“Copying requires duplication of features of the patentee's work based on access to 
that work, lest all infringement be mistakenly treated as copying.”)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO fails to show nexus between products and ’217 claims

78
Reply, 27

POR, 57



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s ’217 disclosure cannot show secondary considerations

79
Reply, 28

Xerox Corp. v. X Corp., No. 2023-1913, 2025 WL 1692962, *7 (Fed. Cir. June 17, 2025)
(“[O]bjective evidence of nonobviousness must be objective factual evidence, and

not merely argument or conclusory statements of the applicant.”).

Novartis AG v. Torrent Pharms. Ltd., 853 F.3d 1316, 1331 (Fed. Cir. 2017)
(“In evaluating whether the requisite nexus exists, the identified objective indicia must be 

directed to what was not known in the prior art.”).



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s unauthenticated, irrelevant evidence of secondary 
considerations is inadmissible hearsay

80
EX2079-2083; Paper 36, 12-13

Paper 36, 12-13 (combined)



Backup SlidesBackup Slides



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s documents prove inadequate diligence prior to Dumais

82
Reply, 22



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Attorney argument cannot supplant inventor evidence

83
Reply, 13-14

Kyocera Senco Indus. Tools Inc. v. Int’l Trade Comm’n, 22 F.4th 1369, 1376-77 (Fed. Cir. 2022)

Witnesses offering expert testimony from perspective of skilled artisan must possess “ordinary skill in the 
art.”



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 1

Deleted per Certificate of Correction, EX1001, p. 50EX1001, 47:25-67



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 6

EX1001, 48:15-55



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 7

EX1001, 48:56-49:20



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 5

EX1001, 48:12-14



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 1[d]

EX1001, 47:36-40



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 1[f]

EX1001, 47:43-45




