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The ‘217 Patent claims recite methods and systems for determining relevance
of a piece of sent electronic content. The ‘217 Patent claims a unique method and
system that determines a relevance score (1) based at least in part on “actions of the
user” (i.e., the first user for which relevance is being determined) on “the piece of
electronic content” (i.e., the item being scored for that first user) and (2) by
“identify[ing]” another “user” (or users) that also “is a recipient” of the piece of
content being scored for the first user and “is cognate to the [first] user.” The prior
art did not teach or suggest this method or system for determining relevance, and the
Board erred when it found that Dumais and Rose do.

I. The Board Erred When It Used Its “Intuition” as Its Basis for Its Finding
That Rose’s Relevance Score Is Based on the First User’s Own Actions.

The first error the Board made was that the Board used its “intuition” to find
that a limitation was obvious. Every claim requires “determinfing] the relevance
score” “based at least in part on the first determined measure of relevance” — 1.e.,
“one or more actions of the user on the piece of electronic content.”” EX1001,
Claims. The reference to “the user” refers to the “user” from the preamble —i.e., the
user for whom a relevance score is being determined. Thus, the first user’s own
actions on the item being scored must be part of the calculation when scoring an
item. Rose, however, teaches “predicting” a score based upon “likely” relevance —
1.e., before the first user interacts with an item (e.g., when an unread email arrives).

EX1006, 2:28-34 & Abstract. This is undisputed. What is disputed is “whether Rose

1
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also re-scores the content after the first user interacts with it.”” Paper 51 (“FWD”),

42. Critically, Petitioner admits that Rose does not expressly disclose re-scoring

an item after the first user provides feedback on that item. Paper 49 (“Tr.”), 10:3-

20. The Board erred when it used common sense or intuition (see FWD, 42) — instead
of any actual disclosure in Rose — to supply the missing claim limitation.

Relevant Background on Rose: Rose ranks items “to be presented to a user”

“according to a prediction of the likely degree of relevance to the user’s interests.”
EX1006, Abstract. The rank of an item is based upon its “score,” which is calculated,
in part, using “attribute-based prediction,” which compares the user’s profile (which
contains information about the user’s interests based upon, e.g., “the user’s
indications ... in previously retrieved documents”) with the item’s profile (which
contains information about, e.g., the content). /d., Cl. 1, 6:36-59 & 7:35-37. Rose
uses the first user’s feedback (1) “to update the user’s profile” and (2) “to rank that

[item] for ... other users.” Id., 5:56-60. Rose does not disclose then using the first

user’s feedback (or profile) to also update the item’s score. EX1006; Tr., 10:3-20.

The Board’s finding: The Board found that (1) the user’s profile — updated

after the first user provides feedback on the item — is a “first measure of relevance”
(limitation 1[d]) (FWD, 33-34) and (2) Rose then “re-scores” each item using that
updated profile (limitation 1[h]). FWD, 38-44. The Board’s second finding was

based upon the logic that it would be “unintuitive” to not re-score items. /d., 42.
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The Board’s errors: Assuming, arguendo, that the Board’s first finding was

correct, the Board’s second finding was erroneous. As Petitioner admits, Rose does
not disclose using the cited “first measure of relevance” — i.e., the user profile, as
updated after the first user provides feedback on the item — to “determin/e] the
relevance score.” Instead of being based upon some disclosure in Rose, Petitioner
arguments about Rose (and the Board’s findings) were based upon common sense.
For example, Petitioner argued that, even though Rose does not disclose re-scoring,
a POSA “would understand that this is how Rose works.” Tr. 10:14-15. The Board
agreed, finding that it would be “unintuitive” to not re-score items. FWD, 42.

The Board erred when it relied upon common sense to supply this missing
limitation. While “common sense” can be considered in the obviousness analysis, it
“is typically invoked to provide a known motivation to combine, not to supply a
missing claim limitation.” Arendi S.A.R.L. v. Apple Inc., 832 F.3d 1355, 1361 (Fed.
Cir. 2016). Common sense should be used to supply a missing limitation only where
the limitation is “unusually simple” and the technology is “straightforward,” and
“common sense” should not be used as a “substitute” for evidentiary support. /d.

Here, Petitioner and the Board used common sense (or “intuition”) to supply
the missing claim limitation, which was improper. The missing claim limitation here
is not “simple” or “straightforward.” To the contrary, the missing claim limitation

requires monitoring the first user’s actions on a piece of content and then using
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complex math to factor those actions into various algorithms for calculating
relevance. EX2029, 99 54, 57, 84-88 (cited in Paper 18 (“Resp.”), 6-7 & 10-13).
The Board erred when it used “common sense” as a substitute for evidentiary

support. Numerous disclosures in Rose suggest that Rose does not re-score items.

First, Rose ranks items “to be presented” to the first user, suggesting that

Rose does not rank items that have already been provided. PO raised this argument

(Resp., 32-34), but neither Petitioner nor the Board ever squarely addressed it. See
Papers 30 & 51. Second, Rose repeatedly states that it “predicts” the relevancy of
content based upon the user’s “likely” interest. Resp., 33-34. Once a user has already
rated an item, there is no longer a need to “predict” whether it is relevant (by re-
calculating its “prediction score”). The Board dismissed this language (FWD, 43),
but there was no basis to ignore that evidence. Third, Rose discloses what the first
user’s feedback is used for: (1) “updat[ing] the user’s profile” (EX1006, 5:21-23);
and (2) to “rank” that item for “other users.” Id. 5:56-60. Rose does not disclose then
using that updated profile to also update the score. The fact that Rose expressly
states, numerous times (id. 5:21-23, 5:58-59, 6:36-43), that the user_profile is
updated after the first user rates an item shows that Rose knew how to express
“updating” but did not to disclose updating the item’s “score.” Thus, substantial
evidence shows that Rose does not re-score items after the first user rates them.

In contrast to this substantial evidence, there is a dearth of evidence supporting
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the Board’s finding that Rose re-scores items. The Board found that the passage
about “all of the messages” suggests re-scoring items after the first user rates them:

Once the user's profile is retrieved, all of the messages to be provided to the
user are ranked on the basis of a predicted degree of relevance to the user. For
example, in an e-mail system, all of the messages addressed to that user are
ranked. Those messages which are particularly pertinent to the user's interests
are highly ranked, whereas junk mail messages are given a low ranking.

FWD, 41 (quoting EX1006, 4:38-42). This passage, however, does not support a
finding that Rose re-scores items. As an initial matter, the passage does not state that

every message must be ranked; instead, it states that “messages to be provided to

the user are ranked.” Id., 4:38-40. This forward-looking language suggests that Rose
only ranks the items “not yet provided” to the user — i.e., the ones for which Rose is
still “predicting” relevancy (e.g., unread e-mails). In any event, even if Rose ranks
and displays all items (e.g., read and unread emails), it can still be true that “all of
the messages” are “ranked” because items can be ranked based upon the “prediction

score” calculated before the first user interacts with the item. The Board was wrong

when it found that the language about “all of the messages” suggests re-rescoring.
The Board found that PO’s reading of Rose was “unintuitive” because, it
found, under PO’s assertion, an “email’s original ranking is fixed.” FWD, 42. But
that is not true, and it is based upon a separate error: conflating “score” with “rank.”
A “score” is the numerical output from the scoring algorithm. EX1006, 5:63-64, 7:9-

39 & 8:38. A “rank” 1s where the item is ordered among a list of items. /d., Abstract.
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Thus, while it is true that an item’s “score” would be fixed (i.e., the initial “prediction
score”), the “ranking” of that item in a list would change as new e-mails (not
previously “provided”) arrive and are scored. Thus, the Board’s finding that new
emails “cannot displace the email’s original ranking” is factually incorrect.

The second disclosure the Board pointed to is Rose’s statement that
“messages which are particularly pertinent to the user's interests are highly ranked,
whereas junk mail messages are given a low ranking.” FWD, 42 (citing EX1006,
4:40-42); see also EX1006, 2:5-9 (Rose’s aim is to avoid “deal[ing] with large
amounts of irrelevant information™). The Board found that re-scoring items would
further this purpose because, “where a user indicates an email message is not of
interest, that email would be given a relatively low ranking.” FWD, 43. But here,
too, the Board is mistaken. The Board’s finding is based upon an assumption that
the email will be scored exclusively based upon the first user’s feedback. But that is
not how Rose scores items. To the contrary, Rose scores an item using (1) the first

user’s input on every item in the system (i.e., the user’s interests generally) and (2)

feedback from the entire community. Thus, if that the Board were correct that Rose

re-scores items (which it is not), if the first user gave a “thumbs down” to an item
that the user disliked (e.g., a movie about dogs), but the community of users ranked
that movie highly, the movie would continue to receive a high score and rank for the

first user. Similarly, the dog movie that the user disliked could continue to receive a
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high score if, for example, the first user liked many other items about dogs, such that
the first user’s profile scores dog items highly. Both of these results are, certainly,
not “intuitive.”! As a result, re-scoring items after the first user ranks them could
frustrate Rose’s purpose, as the user could continue to see the movie she disliked
ranked highly. As the Board explained, ranking an “uninteresting” item highly does
“not comport with Rose’s overall teachings and stated purpose.” FWD, 42. Thus,
even if it were proper to rely upon common sense (which it is not), common sense
supports a finding that Rose does not re-score an item after the first user rates it.
The third passage in Rose that the Board referenced was Rose’s disclosure

that its user profile vector is updated “[e]ach time a user provides a new response.”

FWD, 41 (citing EX1006, 6:38-40). The Board found that, based upon this
disclosure, “it follows that when Rose provides its ranking of all email messages,
that email’s ranking is updated.” FWD, 41. But the Board does not cite anything in
support of this conclusory finding. /d. And, Rose’s disclosure of updating the profile
(to assist in predicting scores for new items) but not disclosing updating the score
suggests the opposite: that Rose does not re-score items. The Board erred when it

relied upon common sense to supply that missing limitation.

' What is more intuitive is that a user would not wish to see a movie that she

watched and disliked displayed in a list of items being ranked. This interpretation
is also supported by the teachings in Rose, which state that items “to be provided
to the user are ranked on the basis of a predicted degree of relevance to the user.”

7
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II. The Board Erred When It Found That Rose “Identiflies]” a Second User
That Is “Cognate to the [First] User.”

The second error the Board made is that the Board found that Rose
“identif[ies]” another user that is “cognate to the [first] user.” FWD, 35-37. This
finding was erroneous because Rose’s considers the feedback from all other users.

Relevant Background on Rose: The only algorithm Rose discloses for

correlating users correlates the feedback of all other users. Paper 18, 37 (citing

EX2029, q9185-188 & EX1006, 7:24). When predicting the interest of the first user
in an item, correlations from all users except the first user are considered, and all
users’ ratings on the same object are factored into the calculation. Id. (citing
EX2029, 9186). The example matrix shows this, too: the feedback of all other users
(here, Users A, B, and D) is considered, even though User D almost always provided
opposite feedback as compared to the first user (User C). EX1006, Fig. 6, Table 42.

Despite the fact that Rose considers all users’ feedback, the Board
nevertheless found that Rose “identiffies]” those users that are “cognate to” (i.e.,
similar to) the first user. The finding was based upon the Board’s erroneous finding
that “consider[ing] the feedback of other users having similar feedback responses”
(along with everyone else’s feedback) is the same as “identify[ing]” another “user”
that is “cognate to the [first] user.” FWD, 36. This was erroneous because Rose does

not “identify” any “users”; Rose simply considers (all) users’ feedback. F.g.,

EX1006, Fig. 6, Table 42. The ‘217 Patent’s rationales for “identify[ing]” “cognate”

8
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users, and the math to do so (see Resp., at 8-13), are entirely missing from Rose.
The passages that the Board cites in support of this finding do not support the
Board’s conclusion that Rose discloses “identify[ing]” a “cognate” user.
First, the Board cited to Rose’s statement that a “factor in the prediction of a
user’s interest in information is based upon a correlation with the indications
provided by other users.” FWD, 35 (citing EX1006, 6:59-61). But this disclosure

relates to the first user’s correlation to all other users (“indications provided by

other users”), not just users similar to the first user. Second, the Board pointed to
Rose’s “correlation matrix.” FWD, 37 (citing EX1006, 6:64-66); id. at 36. As

discussed above, however, the matrix correlates the feedback of all users. Third,

the Board pointed to Rose’s disclosure that one user’s reaction can be used to rank
that item for “other users whose interests in movies are similar or opposed.” FWD,
37 (citing EX1006, 5:55-61). This passage, however, refers only to the fact that one

user’s input on an item will be used to rank that item for all other users, regardless

of whether their interests are “similar” or “opposed.” Finally, the Board emphasized
the words “identify” and “similar” in the following passage:

a weighted sum of scores that are obtained from each of the content and
correlation predictors can be used, to determine a final ranking score. Other
approaches which take into account both the attribute-based information and
user correlation information can be employed. For example, multiple regression
analysis can be utilized to combine the various factors. In this approach,
regression methods are employed to identify the most important attributes that
are used as predictors, e.g., salient terms in a document and users having similar
feedback responses, and how much each one should be weighted.

9
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EX1006, 7:37-47 (as quoted in FWD, 36). This passage, however, does not disclose
“identify[ing]” “users” at all. Instead, the passage describes identifying “attributes.’
For example, if the content predictor (“salient terms in a document”) proves to be a
more important “attribute” (than correlation prediction) in predicting relevancy, that
“attribute” could be given more weight. On the other hand, if correlation predictors
(other users’ feedback) proves to be a more important “attribute” in predicting
relevancy, that “attribute” could be given more weight. The Board focused on the
passage’s mention of “similar feedback responses,” but Rose does not teach or
suggest isolating (or “identify”) “similar feedback responses”: instead, ‘“‘similar
feedback responses™ are part of the overall “correlation-based prediction” used to
rank the relevance in Rose and are considered along with all users’ feedback.

In sum, the Board erred when it found that considering the feedback of all
users (which happens to include users with similar feedback to the first user) is the
same as “identify[ing]” another user (or users) that are “cognate to the [first] user.”

III. The Board’s Decision on Dumais Is Based Upon an Erroneous Claim
Construction That Renders Superfluous the “Cognate” Limitation.

The third legal error the Board made was its implicit adoption of an erroneous
claim construction that collapsed two separate components in the ‘217 Patent,
rendering superfluous the “cognate” limitation present in every challenged claim.
Every claim requires “identify[ing] at least one other of the plurality of users [1]

that is a recipient of the piece of electronic content and [2] that is cognate to the

10
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user.” The claims and specification show that the “cognate” limitation (requiring

that the second user must share some similarity with the first user) is in addition to,

or distinct from, the “recipient” limitation. In other words, the similarity that makes
users “cognate” cannot be solely that they are “a recipient” of the item being scored.
The Board erroneously collapsed the two distinct limitations, finding that interacting
with an item simultaneously makes users both “recipients” and “cognate.”

The Federal Circuit has repeatedly held that claims should not be construed
so as to render any claim term “void, meaningless, or superfluous.” Wasica Fin.
GmbH v. Cont’l Auto. Sys., Inc., 853 F.3d 1272, 1288 n.10 (Fed.Cir.2017). And,
when “[w]here a claim lists elements separately, the clear implication of the claim
language is that those elements are distinct components.” Becton, Dickinson & Co.
v. Tyco Healthcare Group, LP, 616 F.3d 1249, 1254 (Fed.Cir.2010).

Here, as in Becton, the two limitations are connected by the word “and,”
demonstrating that “cognate” is a separate requirement from “recipient.” 616 F.3d
at 1254-55. The Board has recognized this. £.g., [IPR2025-00299, Paper 53, 16:8-11
(“[H]Jow is that not collapsing those two features into one?””). The specification also
shows the distinctness of the two limitations. First, it distinguishes between (1) the
category of all “recipients” and (2) the distinct category of users in a “cognate”
group. E.g., EX1001,25:59-64 & 26:11-15 (distinguishing “global relevance” and

“cognate relevance”). Second, the specification states that the actions of the first

11
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user’s “cognate” group are more helpful than the actions of every “recipient” of

that piece of content. Resp.,10 (quoting EX1001, 14:59-15:11). Third, the
specification states that each user’s “cognate” group considers historical interactions
(plural) over time: “for each user, over time, the system may identify a cognate

99, ¢

group of the n other users regarded as most similar”; “[sJuch a group may be

defined by similar past user actions and assessments” (plural). See id. Thus, to be
“cognate” based upon actions, there must be shared “historical” pattern of behavior,
not just being “a recipient” of the singular piece of content being scored.

The Board found that Dumais’ use of collaborative filtering to create a “user
model” satisfies the “identify...” limitation because Dumais analyzes ‘“‘similarities”
between users, which can be based on “usage of items,” and “items” can be “emails”
(i.e., sent content). FWD,20-21. The Board found that, when “users interacted with
the same email,” “those users are ‘recipient[s]’ of the same email.” Id. at 21. The
Board’s findings are legally erroneous because they render superfluous the
“cognate” requirement present in every claim. Under the Board’s interpretation,
when two users “interact” with the same piece of content, that automatically makes
the two users both “recipients” and “cognate.” But if the Board is correct — i.e., if
shared use/access to the single piece of content being scored alone makes users
“cognate” — then the “cognate” requirement adds nothing beyond the “recipient”

requirement. Every “recipient” of that piece of content would always, and

12
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automatically, be “cognate” to every other “recipient.” The Board’s interpretation

is legally erroneous and not supported by substantial evidence because it (1) renders
the “cognate” limitation superfluous, Wasica, 853 F.3d at 1288 n.10; and (2) fails to
treat separately listed elements as distinct. Becton, 616 F.3d 1249.

IV. The Board Misconstrued the Claims When It Found That Dumais’ “User
Model” Satisfies the “Identify...” Limitation.

The fourth error the Board made was that it ignored that the claims require

“identify[ing]” “a recipient” of a particular piece of content (the content being

scored) and another user that is “cognate” to a particular user (the first user). Thus,

one cannot “identify” the other user until it knows both (1) “the...content” being
scored and (2) “the user” for which the content is being scored. The Board erred
when it found that Dumais’ “user model” meets this limitation because Dumais does
not know “the...content” being scored when it forms a user model.

The Board found that, when Dumais creates a user model, it “identiffies]”
another “recipient” that is also “cognate to the [first] user.” But Dumais creates its
user model before it is known which item needs to be scored. This is because items
in Dumais only need to be scored once search results are returned. EX1005, Abstract;
EX2029, 9100. For example, Dumais states that, after the first user runs a search that
returns initial results, its “user model” can be used to “modify” (or re-score) the list
of search results. EX1005, [0041]. This demonstrates that Dumais’ “user model”

was built before the scoring phase — i.c., before the search is run and, thus, before
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system knows “the” item being scored. The Board erred when it found that creating

a user model in Dumais “identiffies]” other “recipients” of “the piece of electronic

content” being scored because “the piece of ... content” is unknown when Dumais’
user models are formed.

V.  The Board’s Decision Is Not Supported by Substantial Evidence Because
It Arbitrarily & Capriciously Ignored the Cited Evidence of Diligence.

The Board’s fifth error is its finding that PO had not carried its burden of
production on diligence. The Board refused to consider PO’s properly submitted
evidence. PO’s Response had (1) cited EX2003-14 and EX2032-78 as containing
evidence showing diligence during the critical period and (2) explained ‘“the
significance” of the material, explaining that the cited Exhibits “show reasonable
diligence” and “corroborate the inventors’ testimony regarding diligence.” Resp., 5-
6, 45, 49; 37 C.F.R. § 42.22. Although PO did not include “pinpoint citations” to
specific pages from each Exhibit, doing so would not make sense because the entire
Exhibits (along with their metadata) show the inventors worked on the invention on
particular dates of the critical period. Many of the Exhibits are themselves drafts of

the provisional patent application, and the others (in their entirety) show work on

the math for the provisional. Paper 31, 10-11. Thus, the entirety of each Exhibit
shows work on the invention. It was arbitrary and capricious for the Board to refuse
to consider a single one of PO’s 34 Exhibits showing diligence. See Aqua Prods.,

Inc. v. Matal, 872 F.3d 1290, 1325 (Fed.Cir.2017) (FWD “must be based on the
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entirety of the record”; “refusal to consider evidence bearing on the issue before it
is, by definition, arbitrary and capricious” (citing 5 U.S.C. § 706)); Princeton
Vanguard LLC v. Frito-Lay N. Am. Inc., 786 F.3d 960, 970 (Fed.Cir.2015); Netflix,
Inc. v. DivX, LLC, 84 F.4th 1371, 1377 (Fed.Cir.2023); ¢f. PTAB CTPG, I(M).
Given all of this corroborating evidence, including drafts of the provisional, it also
was clear error for the Board to find that PO “does not cite any non-testimonial
evidence corroborating” the Marstons’ testimony that they were “revising the draft
of the provisional patent application.” FWD, at 15. Finally, there was no basis for
the Board to refuse to consider the inventors’ declarations, which describe the
corroborating evidence. PO’s Response cited and described them. Resp., 5, 45, 49
(citing EX2003, EX2015, EX2030-31).

The Board also committed a second error in its diligence analysis when it
refused to consider proper argument and citation in PO’s Sur-Reply. In response to
Petitioner’s argument that PO had not described the evidence “with specificity”
(Reply, 12 & 19), PO’s Sur-Reply provided additional descriptions of the diligence
evidence, explaining which documents were revised when (Sur-Reply, at 14-15);
that the evidence shows the inventors’ time spent on particular documents (id.,17
(citing EX2030,9913-17)); and the activities during an alleged “gap” (id.,15 & 17).
Once again, however, the Board refused to consider the evidence, finding the

descriptions “untimely.” FWD, 15. That finding was erroneous. 37 CFR § 42.23(b).
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Dated: September 2, 2026

Respectfully submitted,

By: /Devan Padmanabhan/

Devan Padmanabhan

Lead Attorney for Patent Owner

Reg. No. 38,262

PADMANABHAN & DAWSON PLLC
9800 Shelard Parkway, Suite 120
Minneapolis, Minnesota 55441
Telephone: 612-444-3377

Email: devan@paddalawgroup.com

Attorney for Patent Owner
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