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plain language of the Fintiv factors is directed to district comt litigation and does not apply to 

parallel U.S. International Trade Commission (ITC) proceedings, as the ITC lacks authority to 

invalidate a patent and the ITC's invalidity rulings are not binding on the Office or on district 

comts. 

Consistent with Sotera Wireless, Inc.,3 the PTAB will not discretionarily deny institution 

in view of parallel district court litigation where a petitioner presents a stipulation not to pursue 

in a parallel proceeding the same grounds or any grounds that could have reasonably been raised 

before the PTAB. Additionally, when considering the proximity of the district comt's trial date 

to the date when the PT AB final written decision will be due, the PT AB will consider the median 

time from filing to disposition of the civil trial for the district in which the parallel litigation 

resides. 4 This memorandum clarifies those practices. 

This memorandum is issued under the Director's authority to issue binding agency 

guidance to govern the PTAB's implementation of various statutory provisions, including 

directions regarding how those statutory provisions will apply to sample fact patterns. See, e.g., 

35 U.S.C. 3(a)(2)(A); PTAB Standard Operating Procedure (SOP) 2 at 1-2. 

Analysis 

Compelling Merits 

In the AIA, Congress established post-grant proceedings, including IPR, PGR, and 

covered business method (CBM) proceedings to improve and ensure patent quality by providing 

"quick and cost-effective alternatives to litigation" for challenging issued patents. H.R. Rep. No. 

112-98, pt. 1, at 48; see also S. Rep. No. 110-259, at 20 (explaining that the "post-grant review

3 Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020) 
(precedential as to§ II.A). 
4 https://www.uscourts.gov/statistics-reports/analysis-reports/federal-court-management-statistics 
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parallel litigation resides 12 for the PTAB's consideration. Where the parties rely on time-to-trial 

statistics, the PT AB will also consider additional supporting factors such as the number of cases 

before the judge in the parallel litigation and the speed and availability of other case dispositions. 

See id; In re Google LLC, No. 2021-178, 2021 WL 5292267 at *3 (Fed. Cir. 2021). 

Conclusion 

In summary, the PTAB will not deny institution of an IPR or PGR under Fintiv (i) when a 

petition presents compelling evidence of unpatentability; (ii) when a request for denial under 

Fintiv is based on a parallel ITC proceeding; or (iii) where a petitioner stipulates not to pursue in 

a parallel district comt proceeding the same grounds as in the petition or any grounds that could 

have reasonably been raised in the petition. Additionally, when the PTAB is applying Fintiv 

factor two, the PT AB will consider the speed with which the district comt case may come to trial 

and be resolved. The PT AB will weigh this factor against exercising discretion to deny 

institution under Fintiv if the median time-to-trial is around the same time or after the projected 

statutory deadline for the PTAB's final written decision. That said, even if the PTAB does not 

deny institution under Fintiv, it retains the right to deny institution for other reasons under 35 

U.S.C. §§ 314(a), 324(a), and 325(d). For example, the PTAB may deny institution if other 

pertinent circumstances are present, such as abuse of process by a petitioner. 

This interim guidance applies to all proceedings pending before the Office. This interim 

guidance will remain in place until fmther notice. The Office expects to replace this interim 

guidance with rules after it has completed formal rulemaking. 

12 

The most recent statistics are available at: https://www.uscourts.gov/statistics/table/na/federal-
court-management-statistics/2022/03/31-1. 
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