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I. INTRODUCTION 

In accordance with the Board’s prior orders, Petitioner Padagis US LLC 

moves to strike the Declarations of Steve Cartt (EX2045), Mark Mitchnick 

(EX2046), and David Hale (EX2047) (collectively, the “Inventor Declarations”) 

from the record in this proceeding. See Paper 38; see also EX3004.  

To ensure the parties are “on a level playing field” and to “streamline[] the 

proceeding,” the Board’s rules require that if a party proffers a witness’s testimony 

via a declaration, that party must make that witness available for cross-examination. 

PTAB Consolidated Trial Practice Guide (Nov. 2019) at 22-23; see also, e.g., 37 

C.F.R. §§ 42.51–42.53. The fundamental purpose of the Board’s rules is to ensure 

that the parties can timely depose the witness before their respective papers are due, 

and so that the Board is not burdened with routine discovery. See, e.g., 37 C.F.R. 

§ 42.53(d)(2); PTAB Consolidated Trial Practice Guide (Nov. 2019) at 22-23. 

Here, Patent Owner1 refused to make the inventor-declarants available for 

cross-examination in a timely manner and rejected Petitioner’s repeated attempts to 

reach a compromise on this issue. Accordingly, the Board should strike the Inventor 

Declarations and expunge them from the record. 

 
1 This brief attributes actions or statements by Patent Owner’s counsel to Patent 

Owner and actions or statements by Petitioner’s counsel to Petitioner. 
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II. PROCEDURAL HISTORY 

Pursuant to the Board’s April 2, 2026 order, Petitioner summarizes timing 

issues related to the depositions of the inventor-declarants. EX3004. On January 5, 

2026, Patent Owner filed its Response to the Petition, in which it relied on the 

Inventor Declarations to support its argument that the Gwozdz2 prior art reference 

does not qualify as prior art. See, e.g., Paper 28 at 22. Specifically, Patent Owner 

relied on the Inventor Declarations to argue that Gwozdz and the ’546 patent were 

developed under a joint research agreement. Id. As Patent Owner explained in its 

Response, a certificate of correction was necessary for Patent Owner to prevail in its 

effort to disqualify Gwozdz as prior art, which Patent Owner had previously sought 

leave from the Board to seek. Paper 28 at 19; see also Paper 26. 

On January 20, 2026, Petitioner requested deposition dates for the inventor-

declarants. EX1090 at 1. On February 2, Patent Owner proposed deposition dates of 

March 4 (Mitchnick and Hale) and March 5 or 6 (Cartt). EX1091 at 1. On February 

4, Petitioner accepted all three of Patent Owner’s proposed deposition dates for the 

inventor-declarants. EX1092 at 1. 

On February 6, the Board denied Patent Owner’s motion for leave to petition 

the Director for a certificate of correction. Paper 36. Shortly thereafter, on February 

10, Patent Owner stated that “we are cancelling … the depositions” of the inventor-

 
2 Gwozdz et al., WO 2009/120933 A2, published Oct. 1, 2009 (EX1009). 
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declarants “[i]n view of the Board’s February 6 order.” EX1093 at 1. Petitioner 

responded on February 12, explaining that “[w]e do not agree to cancel the 

depositions while Patent Owner’s arguments regarding the alleged JRA are still of 

record in the IPRs” and proposed that, as an alternative solution, a joint motion to 

strike the Inventor Declarations would resolve the issue. EX1094 at 1.  

Petitioner did not receive a response from Patent Owner, and followed up on 

February 18 to explain that these depositions “are required as routine discovery 

under 37 CFR §42.51(b)(1)(iii).” EX1095 at 1. On February 19, Patent Owner 

reiterated its position that “we do not see any basis for taking [the] depositions in 

these proceedings in view of the Board’s February 6 Order.” EX1096 at 1. Instead, 

Patent Owner stated that Petitioner could depose the inventor-declarants in the 

parallel district court litigation and that Patent Owner would not object “to Padagis 

using, in the IPR proceedings, those portions of the deposition transcripts of these 

individuals relating to their respective declarations.” Id. However, Patent Owner did 

not offer any deposition dates for the inventor-declarants in either the IPR or district 

court proceedings. Id. And on February 20, Patent Owner requested rehearing of the 

Panel’s Decision denying Patent Owner’s motion to file a petition for a certificate of 

correction. Paper 37.  

Petitioner responded on February 23 and explained that “there is no guarantee 

that any depositions of the declarants in the litigation would occur more than a week 



 

4 

before our reply in the IPR is due” and that “the differing protective orders in place 

in the IPR and the underlying litigation adds potential complications that are avoided 

with separate depositions” for the IPRs. EX1097 at 1. In response, Patent Owner 

maintained its position and refused to make the inventor-declarants available for 

cross-examination in these proceedings. EX1098 at 1.  

On February 26, Petitioner contacted the Board to request authorization to file 

a motion to strike the Inventor Declarations. EX3003. On March 9, the Board issued 

an Order stating that Patent Owner was not required to make the inventor-declarants 

available for deposition while Patent Owner’s rehearing request was pending. Paper 

38 at 3. The Board also stated that the parties were to meet and confer on deposition 

dates within five days of the Board’s decision on Patent Owner’s rehearing request 

and that, if Patent Owner does not make the inventor-declarants available for 

deposition, Petitioner could move to strike the Inventor Declarations. Id.  

On March 20, the Board denied Patent Owner’s rehearing request. Paper 39. 

The parties met and conferred about the deposition dates on March 25, and despite 

being aware that Petitioner’s Reply was due on March 31, Patent Owner offered 

deposition dates of April 29 (Hale), May 5 (Mitchnick), and May 7 (Cartt). EX1099 

at 1. Petitioner explained that those dates were not feasible in view of the Reply 

deadline, but proposed that if the inventor-declarants were made available by April 

10, the dates for Petitioner’s Reply and Patent Owner’s Sur-Reply could be extended 
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without affecting the remaining deadlines. EX1100 at 1. Patent Owner refused to 

make the inventor-declarants available by April 10, and Petitioner filed its Reply on 

March 31 without being afforded an opportunity to cross-examine the inventor-

declarants. EX1101 at 1.   

III. THE BOARD SHOULD STRIKE THE HALE, MITCHNICK, AND 
CARTT DECLARATIONS  

Pursuant to 35 U.S.C. § 316(a)(5), the Director is tasked with “setting forth 

standards and procedures for discovery of relevant evidence, including … the 

deposition of witnesses submitting … declarations.” 35 U.S.C. § 316(a)(5). To that 

end, the Board’s rules define certain discovery as “routine,” which “places the 

parties on a level playing field and streamlines the proceeding.” PTAB Consolidated 

Trial Practice Guide (Nov. 2019) at 22-23; see also 37 C.F.R. § 42.51(b)(1)(ii). Thus, 

as the Board has explained previously, “[a]s a guiding principle of routine discovery, 

as defined by our Rules, if a party proffers a witness’s testimony, that party must 

make that witness available for cross-examination by the other party.” See, e.g., HTC 

Corporation et al. v. NFC Technology, LLC, IPR2014-01198, Paper 41, 3 (PTAB 

Nov. 6, 2015) (citing 37 C.F.R. §§ 42.51–42.53) (second emphasis added). When a 

party refuses to make a declarant available for cross-examination, the Board has 

authority to strike the declaration. See 37 C.F.R. §§ 42.5(a), 42.7(a), 42.20(a), 

42.12(a)-(b); see also IPR2014-01198, Paper 41 at 3-4; New World Medical, Inc. v. 

Microsurgical Technology, Inc., IPR2020-01573, Paper 49, 5-6 (PTAB Nov. 5, 
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2021); Stride Rite Children’s Group, LLC v. Shoes by Firebug LLC, IPR2017-

01809, Paper 64, 20-22 (PTAB Jan. 16, 2019).  

Here, the Board should strike the Inventor Declarations because Patent Owner 

refused to make the inventor-declarants available for cross-examination and 

impeded the very purpose of routine discovery (i.e., “plac[ing] the parties on a level 

playing field and streamlin[ing] the proceeding”). PTAB Consolidated Trial Practice 

Guide (Nov. 2019) at 22-23; see also 37 C.F.R. § 42.51(b)(1)(ii). As explained 

above, despite initially agreeing to make the inventor-declarants available for 

deposition, Patent Owner unilaterally canceled the depositions after the Board 

denied Patent Owner’s certificate of correction motion. EX1093 at 1; EX1096 at 1. 

That was not Patent Owner’s decision to make—the Board’s rules and the PTAB’s 

trial practice guide require that “when a party proffers a witness’s testimony by 

[declaration], that party must make the witness available for cross-examination.” 

IPR2020-01573, Paper 49 at 5 (emphasis added); see also IPR2017-01809, Paper 64 

at 21 (striking declaration of witness not made available for deposition and 

explaining “[t]he right to cross-examine an adversarial witness is a long-standing 

and vital feature of the law in all cases including administrative actions”) (citing 

Greene v McElroy, 360 U.S. 474, 497 (1959)).  

Further, Patent Owner wrongly believed it did not need to comply with the 

Board’s routine discovery rules by suggesting that Petitioner could depose the 
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inventor-declarants in the parallel district court litigation. See, e.g., EX1096 at 1. As 

a threshold issue, Petitioner explained that Patent Owner’s proposal was impractical 

at least because the parallel proceedings involve different deadlines, different 

protective orders, and an additional party is involved with the district court litigation 

that is not under the protective order in the IPRs. EX1097 at 1. Even if those concerns 

could have been addressed such that the inventor-declarants were deposed in both 

the IPR proceedings and the parallel district court litigation, Patent Owner never 

responded to Petitioner’s repeated attempts to schedule deposition dates for the 

inventor-declarants in the parallel district court litigation. Put simply, Patent Owner 

flatly refused to make the inventor-declarants available for cross-examination 

despite Petitioner’s requests.  

Indeed, it was not until March 25, after the Board denied Patent Owner’s 

rehearing request, that Patent Owner finally offered deposition dates, all of which 

were well-past Petitioner’s Reply deadline. EX1099 at 1. But the entire purpose of 

the Board’s rules regarding cross-examination is to ensure that declarants are 

deposed in a timely manner before the deposing party’s response is due so that the 

deposition testimony can be relied on in that response. See, e.g., 37 C.F.R. 

§ 42.53(d)(2). Petitioner advised Patent Owner those dates were not feasible in light 

of the schedule, but offered a compromise that, if the inventor-declarants could be 

made available before April 10, the parties could extend the Reply due date to 
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accommodate the depositions. EX1100 at 1. Patent Owner again refused Petitioner’s 

attempt to find a solution and informed Petitioner that it could not alter the dates it 

offered. EX1101 at 1.  

Thus, Petitioner had no choice but to file its Reply without the benefit of 

deposition testimony taken from the inventor-declarants. The Board’s rules and prior 

decisions show that declarations should be stricken from the record when a party 

must file its response without the opportunity to cross-examine and rely on the 

testimony from those declarants. See 37 C.F.R. §§ 42.5(a), 42.7(a), 42.20(a), 

42.12(a)-(b); see also IPR2020-01573, Paper 49 at 5-6.  

IV. LATE DEPOSITIONS DO NOT CURE PREJUDICE TO PETITIONER 

In its April 2 Order, the Board asked: “given Patent Owner’s apparent offer 

of April 29, May 5, and May 7 as dates for deposition, the parties should address 

how such deposition testimony can be used in the proceeding now that Petitioner’s 

opportunity to take and cite that testimony in its Reply, which has now been filed, 

has expired.” EX3004. Other Board panels that have considered this issue have 

found that later depositions and additional briefing would be prejudicial to the party 

seeking the deposition. Adobe Inc. v. Rah Color Technologies, LLC, IPR2019-

00627, Paper No. 124 at 20-23 (PTAB Aug. 31, 2020); see also Netflix Inc. et al. v. 

DivX, LLC, IPR2020-00646, Paper No. 34 at 5 (PTAB April 26, 2021). Similar 

reasons counsel against permitting this approach in this proceeding as Patent 
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Owner’s refusal to simply make the witnesses available for cross-examination over 

the past three months has resulted in an unnecessarily bloated record that has placed 

a significant burden on the Board and the parties. See IPR2014-01198, Paper 41 at 

5 (granting motion to strike declaration, and noting that “the efforts to obtain the 

deposition of [the witness] resulted in a considerable delay in the schedule for this 

review and placed a significant burden on the panel, as well as the parties, to 

complete the review prior to the statutory deadline”). The PTAB’s trial practice 

guide also explains that routine discovery should be conducted in a manner that 

streamlines the proceeding—Patent Owner’s actions here do the exact opposite, as 

noted above. 

Further, Petitioner’s Reply has already been filed, and Petitioner addressed 

Gwozdz’s prior art status even if Patent Owner obtained a certificate of correction. 

Paper 43 at 10-12. Petitioner explained that Gwozdz would not be disqualified as 

prior art because the ’558 Provisional and the Gwozdz-provisional were subject to 

different ownership under the agreements between Questcor and PSI. Id. at 12. The 

relationship and agreements between Questcor, PSI, and Hale BioPharma Ventures, 

LLC were addressed in the Inventor Declarations, and that was the very issue on 

which Petitioner sought deposition testimony that it could have relied on in its Reply. 

Patent Owner now has the benefit of Petitioner’s Reply on this issue and could 

prepare its declarants for deposition, if the depositions were to proceed. This 
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prejudice cannot be cured—Petitioner will never have a clean slate on which to 

depose the inventor-declarants to properly take their testimony under cross-

examination. IPR2017-01809, Paper 64 at 21. 

Finally, Petitioner is not authorized to file any additional papers in these 

proceedings, and Patent Owner’s Sur-Reply is currently due on May 12, 2026. Paper 

33. Thus, even if the parties were able to agree to the late April and early May 

deposition dates, the earliest Petitioner would be able to file an amended Reply (or 

sur-sur-reply, if authorized) would be mid-to-late May, with Patent Owner’s Sur-

Reply (or sur-sur-sur reply, if authorized) being due sometime even later. Those 

hypothetical deadlines are impractical, if not impossible, in light of the scheduled 

June 16, 2026 Oral Argument (and other intervening deadlines related to motions to 

exclude, demonstratives, etc.).  

V. CONCLUSION 

For the reasons discussed above, Petitioner respectfully requests that the 

Board strike and expunge the Inventor Declarations (Exs. 2045-2047). 
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