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I. INTRODUCTION 

Petitioner reiterates its request that the Board strike and expunge the 

Declarations of Steve Cartt (EX2045), Mark Mitchnick (EX2046), and David Hale 

(EX2047) (collectively, the “Inventor Declarations”). See Paper 38; see also 

EX3004. As discussed below, Patent Owner is wrong on both the facts and law: the 

Inventor Declarations are neither “irrelevant” nor “moot,” and Patent Owner, not 

Petitioner, prevented timely cross-examination of the inventor-declarants. Paper 46 

at 1-2. The prejudice to Petitioner cannot be cured by late depositions. 

II. THE DECLARATIONS AND DEPOSITIONS ARE RELEVANT AND 
THE BOARD SHOULD STRIKE THE DECLARATIONS  

Patent Owner argues that the Inventor Declarations “no longer affect the final 

written decision,” and that Petitioner’s motion should “be denied as moot.” Paper 46 

at 6. Not so. As Petitioner previously explained, the Inventor Declarations and 

arguments regarding Gwozdz’s prior art status remain live issues. Paper 44 at 9-10.  

First, as Patent Owner acknowledges, it “presented multiple independent 

reasons why Gwozdz (EX1009) does not qualify as prior art.” Paper 46 at 6. Indeed, 

Patent Owner argued Gwozdz is disqualified as prior art if the “three conditions” of 

35 U.S.C. §103(c)(2) are met. Paper 28 at 19. Only one of those conditions turns on 

the certificate of correction (i.e., the third condition, requiring the patent “is 

amended”), but the other conditions involve separate issues, for which Patent Owner 

relied on the Inventor Declarations for support. Id. at 21-24. As Petitioner argued on 
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Reply, the Board should separately determine that Patent Owner failed to disqualify 

Gwozdz as prior art under the other conditions of 35 U.S.C. §103(c), including 

whether the invention and Gwozdz were “owned…or subject to an obligation of 

assignment to the same person.” Paper 28 at 19; Paper 43 at 13-14. The Inventor 

Declarations are relevant to that issue, which remains live even if the denial of a 

certificate of correction is dispositive on the third condition of 35 U.S.C. §103(c)(2).  

Second, Patent Owner “reserves the right to pursue [Director review or appeal] 

after the final written decision.” Paper 46 at 7. The fact that Patent Owner reserves 

the right to challenge the Board’s decision on the certificate of correction as part of 

Director review or on appeal shows that the Inventor Declarations and Patent 

Owner’s arguments regarding all conditions of 35 U.S.C. §103(c) remain live issues. 

It also underscores why the Board should address Petitioner’s argument on the other 

conditions, as it provides an independent basis for determining that Gwozdz is prior 

art. Addressing this argument would provide the most complete record to avoid 

piecemeal determinations of the issues, thereby reducing the potential of a remand 

to address the other conditions of 35 U.S.C. §103(c). If the Board does not strike the 

Inventor Declarations, the record will contain testimony of key witnesses that were 

not subject to cross-examination because Patent Owner did not make them available 

prior to Petitioner’s Reply.  

Further, as explained previously, it would be fundamentally unfair and 
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prejudicial to Petitioner to allow the Inventor Declarations to remain in the record 

after Patent Owner refused to allow Petitioner to cross-examine the inventor-

declarants on those issues before its Reply was filed. Paper 44 at 8-10. Patent 

Owner’s dismissal of Adobe, in which the Board looked at a similar circumstance, 

is misplaced because the Inventor Declarations do pertain to live issues, as discussed 

above. Paper 46 at 9, n. 3; see also Adobe Inc. v. Rah Color Technologies, LLC, 

IPR2019- 00627, Paper No. 124 at 20-23 (PTAB Aug. 31, 2020) (determining that 

it would be prejudicial, not curative, to allow late depositions).   

Finally, Patent Owner argues that the Inventor Declarations are not “routine” 

discovery because they “were prepared for purposes of obtaining a certificate of 

correction.” Paper 46 at 8. That is incorrect—Patent Owner filed its certificate of 

correction motion on December 23, 2025 and did not cite or rely on the Inventor 

Declarations in support of its motion. See generally, Paper 26. Rather, the Inventor 

Declarations were filed on January 5, 2026 and relied on by Patent Owner in support 

of its Response, which again underscores the fact that they are still relevant 

notwithstanding the denial of the certificate of correction. Paper 28 at 1. Thus, the 

Inventor Declarations were clearly “prepared for the proceeding” and are subject to 

the Board’s rules for routine discovery. 37 C.F.R. § 42.51(b)(1)(ii). 

III. PARALLEL LITIGATION DOES NOT EXCUSE PATENT OWNER’S 
REFUSAL TO MAKE THE DECLARANTS AVAILABLE  

Petitioner disagrees with Patent Owner’s claims that Petitioner has not 
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followed through on its efforts to depose the inventor-declarants. Paper 46 at 2-4. 

Most importantly, Patent Owner unilaterally cancelled “the agreed on deposition 

dates in this IPR proceeding.” Id. at 3. Patent Owner tries to excuse this action by 

suggesting it “offered Petitioner the ability to cross-use the Delaware depositions … 

in the IPR proceedings” in February. Id. But Patent Owner did not actually offer 

deposition dates at that time, and Petitioner explained in February that Patent 

Owner’s solution was unworkable because of the unknown timing for the parallel 

litigation depositions, which also involves other defendants. Exs. 1096-1097. 

In addition, Patent Owner’s allegations that Petitioner has not followed 

through on its efforts to depose the declarants is wrong. Patent Owner’s discussion 

of 2025 correspondence is irrelevant to the issues here at least because those 

discussions occurred months before the Inventor Declarations and Patent Owner’s 

Response were filed in January 2026—Petitioner could not have deposed the 

declarants on their declarations in 2025. Paper 46 at 2 (citing Exs. 2079-2080). 

Further, Patent Owner failed to explain that the parallel litigation depositions have 

been delayed twice, once in 2025 and again in March of 2026, because Patent Owner 

asserted new patents against Petitioner and filed suits against other defendants, 

which required consolidation and amended case schedules with later fact discovery 

deadlines. Regardless, in both cases, Patent Owner ignored Petitioner’s repeated 

attempts to schedule depositions. See generally, e.g., Exs. 1097, 1100, 1102-1103.    
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Further, Patent Owner’s argument that Petitioner “has still not accepted” the 

late April and May dates exemplifies Patent Owner’s misguided approach. Paper 46 

at 4.1 Patent Owner insists that the depositions cover both the litigation and IPRs, 

but also urges the Board to order late depositions that would only apply to this 

proceeding. Id. at 8-10. Thus, Patent Owner contradicts itself, and in any case 

Petitioner cannot unilaterally accept dates for both the IPRs and parallel litigation 

because its co-defendants in the district court must also participate in the depositions.     

Finally, Patent Owner’s argument that Petitioner should have requested an 

extension of Petitioner’s Reply (Due Date 2) to accommodate depositions through 

May is unreasonable in view of the existing schedule, including the scheduled oral 

argument (June 16) and other intervening deadlines. Id. at 3; Paper 33 at 1; see also 

Paper 44 at 10. Had Petitioner agreed to Patent Owner’s April and May dates, 

Petitioner’s Reply would have required an extension to mid-May, leaving inadequate 

time for Patent Owner’s Sur-Reply and intervening motion deadlines before the 

scheduled oral argument in June. 

IV. CONCLUSION 

For the reasons discussed in Petitioner’s opening and reply briefs, Petitioner 

requests that the Board strike and expunge the Inventor Declarations. 

 
1 Patent Owner stated that it “will release the[se] dates” on April 1 and never 

followed up with Petitioner to extend its offer on those dates. EX1101 at 1. 
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