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Petitioner’s Opposition (Paper 49, “Opp.”) confirms the deficiencies 

identified by Patent Owner (“PO”) in its Motion to Strike (Paper 48, “Mot.”) and 

even concedes that EX1080 should not have been submitted.  Opp. at 1 n.1.  

Petitioner’s improper exhibits and new theories should be given no weight.  

I. LAUNDERING EXHIBITS THROUGH EXPERTS 

Petitioner asserts that it filed exhibits, without citing them, because they were 

used in Dr. Brown’s deposition, cited in Donovan’s Reply declaration, or “provide 

context for the expert’s testimony.”  Opp. at 1-2.  This is not justified. 

Petitioner cites Dr. Brown’s deposition transcript just once in its Reply, for an 

undisputed point and unrelated to EX1074 and EX1080.  Paper 43 at 12.  Petitioner 

relies on Intex, but there the parties “did not object to the evidence during the 

depositions.”  Intex Recreation Corp. v. Team Worldwide Corp., IPR2018-00875, 

Paper 129 at 87-88 (P.T.A.B. Sept. 11, 2019).  Here, PO objected to uncited exhibits 

as lacking foundation.  EX1077 at 160:8-161:9 (EX1074), 171:18-173:9 (EX1075). 

Dr. Donovan’s testimony also does not justify filing uncited exhibits.  Uncited 

exhibits can be used for background knowledge, but not “to meet claim elements or 

to prove [a] prima facie case.”  TwinStrand Biosciences, Inc. v. Guardant Health, 

Inc., IPR2022-01400, Paper 41 at 47 (P.T.A.B. Jan. 26, 2024).  Here, Dr. Donovan 

does not discuss some uncited exhibits (EX1074, EX1080), and she uses others for 

a prima facie case.  See EX1078 ¶18 (EX1079), ¶¶37-38 (EX1073), ¶47 (EX1075). 
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PO does not seek expungement of the exhibits from the record.  Rather, PO 

asks the Board to “not rely on these exhibits” and give them no weight.  Intex, 

IPR2018-00875, Paper 129 at 88.   

II. PETITIONER VIOLATES WORD LIMITS 

Petitioner admits that “Exs. 1073, 1075, and 1079 are not expressly cited in 

the Reply,” but seeks a pass because Dr. Donovan “having reviewed Dr. Brown’s 

deposition testimony, relies on these exhibits as factual evidence.”  Opp. at 2, 4.  

This argument is a pretense and swallows the word limits rule. 

EX1075 was introduced, but Dr. Brown had not reviewed the document 

before.  EX1077 at 171:18-172:5.  And, EX1079 was not even used in Dr. Brown’s 

deposition.  Petitioner’s theory would permit a party to flood the record with 

exhibits, so long as they were introduced at an opposing expert’s deposition or cited 

by its own expert.  The Board would need “to play archeologist with the record” to 

guess at relevance.  See Cisco Sys., Inc. v. C-Cation Techs., LLC, IPR2014-00454, 

Paper 12 at 10 (P.T.A.B. Aug. 29, 2014).  Petitioner’s Reply abutted the word limits, 

improperly “circumvent[ed] the page [word] limits,” and violated 37 C.F.R. § 42.24 

by shoehorning exhibits through Donovan.  See Silicon Labs., Inc. v. Cresta Tech. 

Corp., IPR2015-00615, Paper 64 at 17 & n.11 (P.T.A.B. Aug. 11, 2016).   

III. PETITIONER’S NEW THEORIES AND EVIDENCE IN REPLY 

Petitioner argues that “Petitioner’s Reply merely responds to issues in Patent 
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Owner’s Response.”  Opp. at 5.  But as PO explained, and Petitioner ignores, the 

word “‘Respond,’ in the context of 37 C.F.R. § 42.23(b), does not mean proceed in 

a new direction with a new approach as compared to the positions taken in a prior 

filing.”  Trial Practice Guide § II.I; see Yita LLC v. Macneil IP LLC, 69 F.4th 1356, 

1366 (Fed. Cir. 2023) (“declin[ing] under section 42.23(b) to consider a new theory 

of unpatentability raised for the first time in reply”).  

Petitioner argues that “a party is not barred from elaborating on its arguments 

on issues previously raised.”  Opp. at 5-6 (citing Chamberlain Grp., Inc. v. One 

World Techs., Inc., 944 F.3d 919, 925 (Fed. Cir. 2019)).  But Petitioner ignores the 

facts of its cited cases.  In them, the party “did not introduce new evidence,” but 

instead “merely pointed to different portions of the claim language to clarify its claim 

construction position.”  Chamberlain, 944 F.3d at 925; Apple Inc. v. Gesture Tech. 

Partners, LLC, 127 F.4th 364, 372 (Fed. Cir. 2025) (expert did not cite new exhibits).  

Dr. Donovan introduces new evidence and arguments that were not in the Petition.  

A. Petitioner Improperly Relies on New Evidence 

Petitioner does not dispute that the Petition never uses the terms “linear” or 

“branched,” does not rely on IUPAC, and does not rely on any extrinsic evidence to 

re-interpret Meezan.  Petitioner’s expert did not understand the “n-” prefix in the 

claimed “n-dodecyl-β-D-maltoside” and did not investigate whether the linear 

isomer was disclosed in the prior art.  Mot. at 5-6 (discussing EX2070 at 99:19-21, 
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119:10-120:22, 138:23-141:2, 193:2-25).  Petitioner improperly supplements its 

Petition with new theories and exhibits “to show how certain elements were met by 

the prior art,” unlike the “limited scope” of the declaration in Arista discussing 

public availability of a reference.  See Arista Networks, Inc. v. Cisco Systems, Inc., 

IPR2016-00309, Paper 52 at 16-17 (P.T.A.B. June 1, 2017). 

Petitioner contends it “may introduce new evidence after the petition stage if 

the evidence is a legitimate reply to evidence introduced by the patent owner.”  See 

Opp. at 6 (quoting Apple Inc. v. Andrea Elecs. Corp., 949 F.3d 697 (Fed. Cir. 2020)).  

But Apple also discusses when replies are not “legitimate,” those that: (i) include 

“previously unidentified portions of a prior-art reference to make a meaningfully 

distinct contention”; and (ii) cite “several new non-patent literature references” to 

support obviousness opinions. Apple, 949 F.3d at 706 (quoting Ariosa Diagnostics 

v. Verinata Health, Inc., 805 F.3d 1359, 1367 (Fed. Cir. 2015)).  Petitioner violates 

both conditions by citing new exhibits and new portions of Gwozdz and Meezan.1  

B. Petitioner Improperly Relies on New Embodiments 

Petitioner’s Reply modifies both of its prior art references to backfill holes in 

the Petition.  “[A]n entirely new theory of prima facie obviousness [cannot be raised 

 
1 Petitioner excuses its new theories in reply because the POPR did not dispute the 

Meezan discussion.  Opp. at 7.  Whether a theory in reply is “new” is assessed against 

the Petition, not the POPR, which was not required to present each dispute. 
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in reply] even if the new theory is responsive to the patent owner’s response.” 

Corephotonics, Ltd. v. Apple Inc., 84 F.4th 990, 1008 (Fed. Cir. 2023). 

Petitioner states that it relies on “the exact same Meezan reference” in the 

Reply.  Opp. at 8.  If true, then EX1073, EX1075, and EX1076 can be stricken as 

irrelevant.  If false, these new exhibits should be stricken for presenting a new theory.  

Petitioner further claims that it is a “proper rebuttal” to PO’s arguments about 

Gwozdz’s failure to disclose a non-aqueous solution.  Opp. at 10.  But Petitioner 

oversteps by citing new embodiments of Gwozdz.  See Rembrandt Diagnostics, LP 

v. Alere, Inc., 76 F.4th 1376, 1385 (Fed. Cir. 2023) (petitioner did not “point to any 

new embodiments not previously identified to advance a meaningfully distinct 

contention from what it first asserted in its petition”).   

Petitioner is not presenting background “general knowledge” as a backdrop 

for obviousness.  See July 31, 2005 USPTO memo.2  Petitioner asserts, but does not 

explain why, a POSITA would read the file history of Meezan (EX1075), and then 

jump to the file history of a different patent (EX1076) filed years after the priority 

date.  At bottom, Petitioner uses EX1073, EX1075, and EX1076 in an attempt to 

backfill claim limitations (e.g., the arrangement of the alkyl group and the 

“consisting of” preamble) that it failed to address in the Petition.  

 
2 C.M. Stewart, “Enforcement and Non-Waver of 37 C.F.R. § 42.104(b)(4) and 

Permissible Uses of General Knowledge in Inter Partes Reviews” (July 31, 2025). 
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Date: May 4, 2026 Respectfully submitted, 
 

 /Michael Sitzman/  
Michael Sitzman (Reg. No. 42,150) 
MCDERMOTT WILL & SCHULTE LLP 
415 Mission St Suite 5600  
San Francisco, CA 94105-2616  
Tel: (628) 218-3917 
msitzman@mcdermottlaw.com 

Counsel for Patent Owner 
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The undersigned hereby certifies that the foregoing REPLY BRIEF IN 

SUPPORT OF PATENT OWNER’S MOTION TO STRIKE was served on counsel 

of record for the Petitioner by filing this document through PTAB P-TACTS and by 
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Corey Casey  
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Polsinelli PC  
900 West 48th Place  
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Mark Deming 
Reg. No. 69,263 
Polsinelli PC 
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Dated: May 4, 2026 /Michael Sitzman/  
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Counsel for Patent Owner 
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