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I. INTRODUCTION 

In its Motion to Strike (Paper 44, “Motion” or “Mot.”), Petitioner requests that 

the Board strike the declarations of three third-party inventors: Messrs. Cartt, 

Mitchnick, and Hale (EX2045-EX2047).  Petitioner’s Motion should be denied. 

First, Petitioner is silent on how these third-party inventor depositions are 

even relevant to its Petitioner Reply.  Exhibits 2045-2047 were of narrow scope, 

which Petitioner agrees was limited to supporting Patent Owner’s “argument that 

the Gwozdz prior art reference does not qualify as prior art” under 35 U.S.C. § 

103(c)(2) (pre-AIA).  Mot. at 2; see 37 C.F.R. § 42.53(d)(5)(ii) (limiting deposition 

“to the scope” of the declarations).  Petitioner further states that “the Board denied 

Patent Owner’s rehearing request seeking leave to petition for a certificate of 

correction (‘CoC’) to add the JRA … [s]o Patent Owner’s [§ 103(c)(2)] argument is 

moot.”  Paper 43 at 12.  There is no longer any reason to depose the inventors in this 

IPR proceeding, so the Board should deny Petitioner’s Motion as moot. 

Second, the declarations no longer affect the final written decision, so the 

Board can simply disregard them without expunging them. 

Third, Petitioner has not addressed why the three declarations are subject to 

“routine discovery,” rather than the “additional discovery” provisions of 37 C.F.R. 

§ 42.51(b).  Petitioner has also not explained why it is within the “interests of justice” 
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to take duplicative depositions of third-parties on a moot issue, as Petitioner already 

can depose these third-parties pursuant to its district court subpoena in Delaware. 

Fourth, Patent Owner complied with the Board’s orders and has provided 

deposition dates.  The depositions were scheduled so that Petitioner and its co-

defendants in the Delaware litigation could participate, without burdening the third-

party inventors with duplicative depositions, and with sufficient time to be cross-

used in the IPR proceedings.  See EX1096. 

II. PROCEDURAL HISTORY 

This Opposition is Patent Owner’s first opportunity to substantially respond 

to Petitioner’s contentions on the inventor depositions, as Petitioner has sent two 

emails to the Board on the matter without Patent Owner’s ability to review.  EX3003, 

EX3004.  Accordingly, Patent Owner fills in missing details. 

Petitioner’s request to depose these third-party inventors—without any 

follow-through—is not unprecedented.  In the Delaware litigation, Padagis filed 

subpoenas for Cartt, Mitchnick, and Hale on May 13, 2025. EX2079.  The third-

party inventors accepted service and, on May 27, 2025, responded that they were 

willing “to find a mutually acceptable date to conduct a video deposition.” EX2080.  

Padagis did not follow up on its subpoenas from nearly a year ago, including through 

multiple case consolidations and fact-discovery extensions.  
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After the parties preliminarily agreed on deposition dates in this IPR 

proceeding, Petitioner did not file a notice of deposition.  See 37 C.F.R. § 

42.53(d)(4). Though the March 4-6 offered dates were withdrawn after the Board’s 

February 6 Order, there was no scheduled deposition to formally cancel.  Had 

Petitioner filed a notice of deposition and insisted on duplicative depositions, Patent 

Owner could have filed a motion to quash one of the notices, either in this proceeding 

or Delaware.  See 37 C.F.R. § 42.53(d)(6); Fed. R. Civ. P. 45(d)(3)(A)(iv). 

Patent Owner still attempted to accommodate Petitioner after the Board’s 

February 6 order, to no avail.  On February 19, Patent Owner offered Petitioner the 

ability to cross-use the Delaware depositions of these third-party inventors in the 

IPR proceedings.  EX1096.  This proposal was rejected by Petitioner because “there 

is no guarantee that any depositions of the declarants in the litigation would occur 

more than a week before [Petitioner’s] reply in the IPR is due.”  EX1097.  Petitioner 

did not request an extension of Due Date 2 in a manner that would have 

accommodated the deposition dates.1 

 
1 Patent Owner notes that, when the shoe was on the other foot, Petitioner’s expert 

declarant, Dr. Donovan, was unavailable for deposition prior to Patent Owner’s Due 

Date 1 brief.  Patent Owner worked with Petitioner to move dates to accommodate 

the witness.  See EX2081. 
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As of the day of this filing (April 13, 2026), Petitioner has still not accepted 

the most recently offered deposition dates (April 29, May 5, and May 7).  Petitioner 

instead filed its motion to strike. 

III. THE MOTION TO STRIKE SHOULD BE DENIED AS MOOT 

The declarations at issue (EX2045-EX2047) were exceedingly narrow in 

scope, and the only topic on which the third-party declarants could be deposed 

during this IPR proceeding—whether 35 U.S.C. § 103(c)(2) is available—has been 

foreclosed by the Board.  Petitioner’s Motion should be denied as moot, because the 

declarations no longer affect the outcome of the final written decision. 

A. EVIDENCE THAT DOES NOT AFFECT THE OUTCOME OF THE FINAL 
WRITTEN DECISION SHOULD NOT BE STRICKEN 

Long ago, the Board provided a “Motion to Strike Dos and Don’ts,” in which 

it advised litigants to “Explain why it matters” and to not “[f]ail to explain the 

importance of what you seek to strike.”2  The Board has followed this pragmatic 

approach, routinely denying such motions as “moot” when “th[e] evidence … does 

not affect the outcome of [the] decision.”  See Infineon Techs. AG v. Feinics Amatech 

Teoranta, IPR2022-00235, Paper 41 at 26 n.11 (P.T.A.B. June 12, 2023). 

 
2 “Motions to Exclude and Motions to Strike in AIA Trials” (June 7, 2018): 
 
https://www.uspto.gov/sites/default/files/documents/Boardside_Chat_Motions_to_
Exclude_and_Motions_to_Strike_20180607.pdf. 

https://www.uspto.gov/sites/default/files/documents/Boardside_Chat_Motions_to_Exclude_and_Motions_to_Strike_20180607.pdf
https://www.uspto.gov/sites/default/files/documents/Boardside_Chat_Motions_to_Exclude_and_Motions_to_Strike_20180607.pdf
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For example, a patent owner sought to strike a new prior art reference, but the 

Board “den[ied] this motion to strike as moot because … Petitioner does not 

establish unpatentability by a preponderance of the evidence even if we consider this 

evidence.”  Arashi Vision (U.S.) LLC v. GoPro, Inc., IPR2024-01186, Paper 50 at 

31 (P.T.A.B. Dec. 10, 2025); see Tesla, Inc. v. Autonomous Devices, LLC, IPR2024-

00745, Paper 43 at 47 (P.T.A.B. Oct. 21, 2025) (denying motion to strike petitioner’s 

reply “as moot” because the Board did not find petitioner’s arguments persuasive on 

the merits); Streck, Inc. v. Ravgen, IPR2021-01577, Paper 62 at 89 (P.T.A.B. Apr. 

18, 2023) (denying motion to strike because the Board “do[es] not rely on the 

portions of [the disputed exhibit] or Patent Owner’s arguments about them”). 

In another case, a party sought to introduce new evidence on the disputed 

capabilities of a person of skill.  Because the Board did “not rely on any of the 

disputed evidence in our determination of the capabilities of a person of ordinary 

skill in the art, we deny Petitioner’s Motion to Strike as moot.”  Jiangsu Favored 

Nanotechnology Co. v. P2I Ltd., IPR2024-00380, Paper 28 at 23 n.12, 29 (P.T.A.B. 

Apr. 11, 2025); see Apple Inc. v. Billjco LLC, IPR2022-00131, Paper 37 at 14-15 

(P.T.A.B. May 18, 2023) (denying motion to strike “as moot” because final written 

decision does not rely on the challenged declaration); Intuit Inc. v. Samesurf, Inc., 

IPR2023-00339, Paper 42 at 97-98 (P.T.A.B. June 25, 2024) (denying motion to 

strike district court briefing “as moot” when the Board “ha[s] not relied on [it]”).   
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Petitioner’s Motion should likewise be denied as moot, because as explained 

below, the third-party declarations no longer affect the final written decision.   

B. THE THREE DECLARATIONS ARE LIMITED TO SECTION 103(C) AND 
DO NOT AFFECT THE FINAL WRITTEN DECISION 

Patent Owner presented at least three independent reasons why Gwozdz 

(EX1009) does not qualify as prior art (in addition to substantive non-obviousness).  

Paper 28.  These include inter alia that: (i) the challenged patent can trace priority 

to its earliest provisional, which Gwozdz does not pre-date; (ii) Gwozdz cannot 

obtain priority to its own provisional, so it does not pre-date the challenged patents; 

and (iii) Gwozdz does not qualify as prior art under 35 U.S.C. § 103(c)(2). 

The three inventor declarations are relevant solely to a portion of this last 

argument: support for the existence of a joint research agreement under 35 U.S.C. 

§§ 103(c)(2)(A)-(B) (pre-AIA).  Paper 28 at 31-38.  Thus, any IPR depositions 

would be limited to this narrow scope.  See 37 C.F.R. § 42.53(d)(5)(ii) (“scope of 

the examination is limited to the scope of the direct testimony”).  Since advancing 

this argument, the Board twice has rejected Patent Owner’s attempt to amend the 

specification to comply with 35 U.S.C. § 103(c)(2)(C).  See Papers 36 and 39.  

Petitioner asserts that due to the Board denying Patent Owner’s motion for leave, the 

§ 103(c)(2) “argument is moot.”  Paper 43 at 12.  Thus, the declarations do not affect 

the final written decision to be issued by the Board, so the Motion should be denied 

as moot. 
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IV. THE BOARD SHOULD NOT EXPUNGE THE DECLARATIONS 

In view of the Board’s orders concerning the certificates of correction, the 

Board can simply give the declarations no weight.  The Board should not expunge 

them.  The purpose of a motion to strike is “when a party believes the Board should 

disregard arguments or late-filed evidence in its entirety.”  See Trial Practice Guide 

§ II.K (Dec. 12, 2025).  Similar regulations allow the Board to give “no weight” to 

materials no longer needed for a final written decision.  See, e.g., 37 C.F.R. § 

42.104(b)(5); 37 C.F.R. § 42.65(a). 

Even Petitioner’s cited cases hold that when granting a motion to strike a 

declaration, the appropriate remedy is for the Board to “not consider the affidavit” 

in a final written decision—not to expunge it.  See New World Med., Inc. v. 

Microsurgical Tech., Inc., IPR2020-01573, Paper 49 at 5 & n.3 (P.T.A.B. Nov. 5, 

2021) (“Although Petitioner further requests that we expunge [the declaration], we 

decline to do so in interest of a complete record upon any appeal.”); Stride Rite 

Children’s Grp. LLC v. Shoes by Firebug LLC, IPR2017-01809, Paper 64 at 20-22 

(P.T.A.B. Jan. 16, 2019) (“accord[ing] no weight” to declaration on a live issue 

where the declarant refused to be deposed, but not expunging it from the record).  

Expunging Exhibits 2045-2047 now would only mar the record for later Director 

review or appeal, which Patent Owner reserves the right to pursue after the final 

written decision.  See 3M Co. v. Bay Materials, LLC, IPR2022-01214, Paper 77 at 
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40 (P.T.A.B. Jan. 16, 2024) (“Rather than striking any material from the record, we 

adopt a practical approach that preserves the record for appeal ….”) 

V. BURDENING THE THIRD PARTIES WITH DUPLICATIVE 
DEPOSITIONS IS NOT WITHIN THE INTERESTS OF JUSTICE 

Petitioner focuses its brief on declarants being made available under the 

procedures of “routine” discovery.  See, e.g., Mot. at 5.  But “routine” discovery is 

only available for declarations “prepared for the proceeding.”  37 C.F.R. § 

42.51(b)(1)(ii) (emphasis added).  Here, the inventor declarations were prepared for 

purposes of obtaining a certificate of correction from the Director under 35 U.S.C. 

§ 255 and 37 C.F.R. § 1.71(g), which would necessarily be outside the context of 

this proceeding.  See Honeywell Int’l Inc. v. Arkema Inc., 939 F.3d 1345 (Fed. Cir. 

2019).  For example, Patent Owner emailed the Board for authorization to seek leave 

to file the certificate of correction on December 4, 2025 (EX3002) and filed the 

motion for leave December 23, 2025 (Paper 26).  The inventors signed their 

declarations December 23-24, while Patent Owner was awaiting the Board’s ruling. 

Petitioner did not address how depositions of these third-parties would be in 

the interest of justice.  See 37 C.F.R. § 42.51(b)(2)(i).  As described above, the 

inventor depositions no longer affect the final written decision after the Board denied 

the motion for leave.  It is overly burdensome to require each third-party inventor to 

sit for two depositions—one in district court and one in the IPR proceedings—

particularly when questions concerning their IPR declarations could be covered in 
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the district court deposition.  See generally Garmin Int’l, Inc. v. Cuozzo Speed Techs. 

LLC, IPR2012-00001, Paper 26 at 6-7 (P.T.A.B. Mar. 5, 2013) (precedential).  A 

single deposition for each third-party inventor would reduce the burden on the third 

parties.  The most recently offered (and rejected) dates of April 29, May 5, and May 

7 would have accomplished this goal, allowing co-defendants in the district court to 

participate.  Patent Owner has not outright refused cross examination of these third 

parties, it only sought to limit examination to reasonable means.  EX1098. 

VI. PATENT OWNER PROVIDED DEPOSITION DATES 

Despite the fact that the inventor declarations no longer affect a final written 

decision3, Patent Owner sought to avoid the need for further briefing on this issue 

by balancing schedules—presenting the witnesses for a joint IPR/district court 

deposition so that other defendants could participate, while still being nearly three 

weeks before Due Date 5 and over five weeks before the hearing in this proceeding.  

See Paper 33.  There is still ample time to take the depositions and, if needed, for 

 
3 This contrasts with Petitioner’s cited cases, where declarations pertained to live 

issues for the Board to address.  See Adobe Inc. v. Rah Color Technologies, LLC, 

IPR2019-00627, Paper No. 124 at 20-23 (P.T.A.B. Aug. 31, 2020); Netflix Inc. v. 

DivX, LLC, IPR2020-00646, Paper No. 34 at 5 (P.T.A.B. April 26, 2021). 
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Petitioner to request a supplemental reply brief limited to the § 103(c)(2) issue.4  See 

Trial Practice Guide § II.K (stating that in lieu of a motion to strike, “a party may 

request authorization for further merits briefing … to address the merits of any 

newly-raised … evidence”); Eli Lilly & Co. v. L.A. Biomed. Res. Inst., IPR2014-

00752, Paper 71 at 2 (P.T.A.B. Apr. 12, 2019) (modifying schedule to include 

supplemental petitioner’s reply).  Petitioner still has not accepted the dates. 

Petitioner points to “the differing protective orders in place in the IPR and the 

underlying litigation” (Mot. at 4), but does not explain how this matters. This 

concern is unfounded: the co-defendants in district court have requested and 

received production of the full scope of IPR materials; and Patent Owner offered 

cross-use of the district court depositions in the IPR proceedings.  EX1096. 

VII. CONCLUSION 

For the reasons discussed above, Patent Owner requests that the Board 

outright deny Petitioner’s motion to strike Exhibits 2045-2047 or, in the alternative, 

that the Board at least decline to expunge Exhibits 2045-2047 from the record.  

 
4 Patent Owner would forgo a supplemental sur-reply brief were Petitioner’s 

supplemental reply appropriately limited to the mooted Section 103(c)(2) issues.  
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