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This sur-reply was authorized by the Director. EX3102. PO does not deny 

that there were multiple Examiner errors. PO does not deny that Gupta discloses 

the limitations added by Examiner amendment to place the application in condition 

for allowance. PO does not deny that those limitations added by Examiner 

amendment create two equally possible antecedent bases for “the request.” PO 

does not deny that the Director has found that Examiner error can trump Fintiv

based on the Director’s holistic assessment of the evidence presented. PO does not 

deny that its owners were well-aware that the ’296 patent would be subject to IPR 

when it was recently acquired, and ignores the showing in Petitioner’s Opposition 

that PO’s “patent bargain presumption” argument has been rejected by Supreme 

Court and Federal Circuit precedent. Instead, PO makes legally flawed arguments 

and baseless attacks in furtherance of its desperate plea to avoid IPR. PO’s request 

should be denied for these and other reasons discussed below. 

I. THE DIRECTOR HAS REJECTED PO’S MATERIAL ERROR 
ARGUMENT 

Rather than demonstrate that the examiner did not make a material error, PO 

argues that the Director should ignore the Examiner’s material error in failing to 

recognize that Gupta discloses the very limitations added to overcome a rejection 

over Gupta. Paper 9 (“Reply”), 1-2. That argument has been rejected. Recently, the 

Director rejected a discretionary denial request due to an Examiner error based on 

a Kishi reference that was not the basis of the Petition’s grounds. Compare 
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Western Digital Tech., Inc. v. Godo Kaisha IP Bridge 1, IPR2025-00701, Paper 9 

(Director Aug. 14, 2025), with Western Digital Tech., Inc., Paper 8, 2 (arguing 

examiner error based on Kishi reference). The Director made this denial over PO’s 

objection that Kishi was not a basis for a challenge in the petition. Id., Paper 6, 64 

(“what Kishi allegedly shows is irrelevant to the grounds. The Petition only relies 

on Soukup….”). 

PO’s allegation that petitioner “falsifies the file history” defies 

comprehension and common sense. Reply, 2. The file history (EX1003) plainly 

shows that there was no notice of allowance (“NOA”) before the Examiner’s 

Amendment. Moreover, as anyone who has ever prosecuted a patent application 

would understand, the NOA was conditioned on acceptance of the Examiner’s 

amendments. Compare EX1003 at 44 (PO “solicit[ing]” a NOA after September 

amendments), with id. at 24-25 (Examiner’s “reasons for allowance” predicated on 

newly added elements, e.g., “storing a record….”). In any event, PO’s allegation is 

irrelevant—the Examiner erred by failing to recognize that the limitations added by 

the Examiner were disclosed in Gupta, and that error should be fixed by the Office. 

II. THAT THE PTAB’S IS BETTER EQUIPPED TO EVALUATE 
THESE CONFUSING CLAIMS FAVORS INSTITUTION 

PO does not dispute that the Examiner’s amendment renders these claims 

potentially indefinite as well as confusing and convoluted. Paper 7, 6-10. Instead, 

PO argues that this is not a statutory ground for determining whether a Petitioner 
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may prevail under §314(a) and that “discretionary denial for any basis other than 

as authorized in 35 U.S.C. § 314(a) is unauthorized.” Reply, 2. This argument is 

meritless. While §314(a) may preclude the Director from declining to institute a 

meritorious petition, see Paper 7, 16, nothing in §314(a) precludes the Director 

from declining a request for discretionary denial for any reason. 

The potential indefiniteness of the claims caused by the Examiner’s 

amendment is no bar to institution. The Federal Circuit has held that the PTAB is 

sanctioned to resolve patentability challenges despite (potential) indefiniteness of 

claims. Intel Corp. v Qualcomm Inc., 21 F. 4th 801, 803 (Fed. Cir. 2021). Here, the 

Petition squarely addresses both possible interpretations of “the request” such that 

the PTAB is definitely able to resolve the patentability challenge despite the 

indefiniteness of claims.  

Moreover, the Director has repeatedly declined to discretionarily deny 

petitions due to circumstances that implicate the PTAB’s superior capability to 

evaluate unpatentability challenges. For example, where a PO asserts a large 

number of claims at the district court, the Director has repeatedly declined to 

discretionarily deny a petition because the PTAB is “better suited to review a large 

number of patents involving diverse subject matter.” Tesla, Inc. v. Intellectual 

Ventures II, IPR2025-01076, Paper 9 at 2-3 (Director June 13, 2025); Shenzen 

Tuozhu Tech. Co. v. Stratasys, Inc., IPR2025-00438, Paper 10 at 3 (Director July 
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17, 2025). Here, the PTAB is better suited to review these confusing and 

convoluted claims asserted by the PO, and PO does not contend otherwise. This is 

another sound reason to deny PO’s request for discretionary denial.  

III. THE DIRECTOR HAS DETERMINED THAT MATERIAL ERROR 
TRUMPS FINTIV 

PO does not dispute that the Director has rejected requests for discretionary 

denial when a material error by the examiner has occurred. Microsoft Corp. v. 

Partec Cluster Competence Center GmbH, IPR 2025-00318, Paper 9 (PTAB June 

12, 2025); Skullcandy, Inc. v. Earin AB, IPR2025-00690, Paper 9 (PTAB July 31, 

2025). As discussed above, PO does not dispute that the examiner has made 

multiple material errors here, and those material errors are properly considered 

here. Contrary to PO’s argument (Reply, 3), Petitioner’s broad Sotera-plus

stipulation is a further reason to deny PO’s request for discretionary denial. 

Shenzen, Paper 10 at 3. 

IV. PO’S SETTLED EXPECTATIONS ARGUMENTS FAIL 

PO re-alleges that HD should have somehow known about the patent 

because of a recent prior suit against Samsung that resolved shortly after it was 

filed. Reply, 4-5. PO’s allegation is out of touch with business reality—there is no 

practical way that a suit against Samsung regarding devices Home Depot does not 

sell would reasonably provide notice to Home Depot. Samsung is not considered a 

Home Depot competitor, and PO was unable to point to any evidence to the 
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contrary except attorney argument. Here, PO gave no actual or constructive notice 

of its allegations to Petitioner, and the Director has held that settled expectations 

are intimately tied to “Petitioner’s awareness of Patent Owner’s applications and 

failure to seek early review.” iRhythm Techs., Inc. v. Welch Allyn, Inc., IPR2025-

00363, Paper 10 (Director June 6, 2025). 

PO again raises its “patent bargain presumption against retroactive 

legislation” argument, alleging that the Opposition “evades” it. Reply, 5. But PO 

fails to acknowledge the contrary Calder, Celgene and Genentech Supreme Court 

and Federal Circuit authority cited by Petitioner. Paper 7, 15. Thus, far from 

evading this argument, the Opposition tackles it head-on by demonstrating that 

there is no reasonable basis for it because it is contrary to this precedent. Landgraf 

v. Usi Film Prods., 511 U.S. 244, 268 (1994) (stating presumption against 

retroactive legislation is overcome “where Congress first make[s] its intention 

clear” that legislation applies retroactively) and Leahy-Smith America Invents Act 

§6(c)(2)(A), 125 Stat. at 304 (“The amendments made by subsection (a) … shall 

apply to any patent issued before, on, or after [AIA’s] effective date.” (emphasis 

added)) are further evidence that there is no reasonable basis for this argument. 

V. CONCLUSION 

PO’s request for discretionary denial should be rejected for the reasons 

discussed above and in Petitioner’s Opposition. 
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