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PO seems to propose a distinction between using pre-existing boundaries 

and establishing preexisting boundaries by alleging that “the plain language of 

limitation 1[b]… does not exclude using pre-existing boundaries but does require 

that the method ‘establish[]’ those boundaries as part of the claimed method.” 

EX3001, 2. This unexplained distinction contradicts the claim’s plain language and 

the intrinsic evidence. 

PO’s unexplained distinction is inconsistent with the ’296 patent’s detailed 

description, which explicitly describes that a user can ‘establish’ a plurality of 

perimeters by using pre-existing boundaries. EX1001, 8:46-48 (“The perimeters 

established can be based on map features, such as streets, rivers, landmarks, or any 

of the other various map features.”), 8:62-65 (“Some embodiments employ pre-

defined areas, or allow selection of areas based on predetermined factors, and 

present sponsors a choice from among previously established options.”), 4:27-30 

(“Sponsor A’s reserved geographic area 143 illustrates an embodiment in which a 

perimeter can be defined by streets, county boundaries, city boundaries, landmarks, 

or other features commonly found on maps.”). The POPR’s unexplained 

distinction would improperly exclude these disclosed embodiments. See Cupp 

Computing AS v. Trend Micro Inc., 53 F.4th 1376, 1381 (Fed. Cir. 2022) (“[A] 

claim interpretation that excludes a preferred embodiment from the scope of the 

claim is rarely, if ever, correct.”). Accordingly, the ’296 patent makes clear that the 
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use of pre-existing boundaries satisfies the “establishing” limitation. To the extent 

that PO’s unexplained distinction is temporal, PO fails to provide any reason that 

when those perimeters are established is relevant to limitation 1[b]. 

It is undisputed that the Petition relies on Jacob’s disclosure of the existence 

and use of pre-existing perimeters defining geographic areas (e.g., city, village, 

suburb borders). Paper 8, 30 (“Petitioner also asserts, with reference to Jacob, that 

the ‘outline of City B is a perimeter that defines the geographic area of City B; 

similar reasoning applies for Suburb A and Village C.’ Pet., 22 (citing Jacob, Fig. 

3).”). The Petition therefore correctly maps these disclosures in Jacob to the 

“establishing” limitation 1[b]. 

Moreover, the Petition’s reliance on Jacob’s use of zip codes also satisfies 

limitation 1[b]. As PO concedes, “ZIP codes…are collections of addresses.” Paper 

8, 20 (citing EX2039, 5). The ’296 patent makes clear that “perimeters can also be 

defined by…a physical address.” EX1001, 8:48-51. PO’s own exhibit shows that a 

collection of addresses (i.e., ZIP codes) are perimeters that define geographic 

areas:  
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EX2032, 2. The purple region, for example, corresponds to a first ZIP code, which 

is a collection of addresses with a perimeter—it constitutes a geographic area. PO’s 

other argument—ZIP codes are not perimeters because they are not polygonal or 

contiguous—excludes disclosed embodiments because circles are not polygons and 

some cities have non-contiguous borders (e.g., New York City, NY; Racine, WI). 

See Paper 8, 21; EX1001, 4:31 (geographic area can be “a city . . . an ellipse, 

circle, oval”). Therefore, the Petition also shows, through Jacob’s use of ZIP codes 

to target users with advertisements, that the Elliott-Jacob combination discloses 

limitation 1[b]. 

Accordingly, PO’s attempt to distinguish between “using” and 

“establishing” pre-existing boundaries is an unsupported argument that fails to 

align with the intrinsic evidence. The ’296 patent explicitly discloses embodiments 

that “establish[]” perimeters by selecting pre-existing boundaries. PO’s arguments 

that Jacob’s use of city boundaries and zip codes as geographic areas somehow 

falls short of “establishing” these perimeters not only contradicts its own 

statements but reads out disclosed embodiments for establishing perimeters. 

Therefore, based on the plain language of the claim and the explicit teachings of 

the specification, PO’s implicit attempt to misconstrue “establish” to avoid the 

clear teachings of Jacob must fail. 
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Date: September 15, 2025 /s/ Jennifer Librach Nall   
Jennifer Librach Nall 
Reg. No. 57,053 
DLA Piper LLP (US) 
303 Colorado Street, Suite 3000 
Austin, Texas 78701 
Phone: 512.457.7249 
Fax: 512.721.2249 
jennifer.nall.ptab@dlapiper.com 

Attorney for Petitioner Home Depot 
U.S.A., Inc.
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