From: Daniel Leventhal daniel.leventhal@nortonrosefulbright.com
Subject: RE: Redstone Logics LLC v. NXP USA, Inc., Case No. 7:24-cv-00028-ADA-DG, in the United States District Court for the
Western District of Texas
Date: April 20, 2025 at 3:48 PM
To: Joshua Scheufler jscheufler@raklaw.com, Eric Green eric.green@nortonrosefulbright.com
Cc: jma jma@raklaw.com, mafenster@raklaw.com, nrubin nrubin@raklaw.com, rak_redstone rak_redstone @raklaw.com, cconkle
cconkle@raklaw.com, rmirzaie rmirzaie @raklaw.com, Richard S. Zembek richard.zembek@nortonrosefulbright.com,
Brett McKean brett.mckean@nortonrosefulbright.com, Eagle Robinson eagle.robinson@nortonrosefulbright.com

Josh,

The stipulation is intended to cover the full extent of estoppel that would exist under 35
U.S.C. 315(e)(2) upon entry of a Final Written Decision. The applicability of that statute to
a specific item of system art in view of specific items or printed publication art is fact-
specific, and what you have laid out below is too vague to be workable at this stage.
Defendants commit to follow the standard that Judge Albright set forth in Hafeman v. LG
Electronics, Inc., 2023 U.S. Dist. LEXIS 119846, *3 (W.D. Tex. April 12, 2023) (citing Bos.
Sci. Corp. v. Cook Grp. Inc., No. 117-CV-03448-JRS-MJD, 653 F. Supp. 3d 541, 2023 WL
1452172, at *34 (S.D. Ind. Jan. 31, 2023)) that system art where “there is ‘no substantive
difference’ between” a printed publication and the system art is included in 35 U.S.C.
315(e)(2) estoppel.

Thanks,
Daniel

Daniel Leventhal | Head of IP Disputes, United States
Houston Tel +1 713 651 8360 | Austin Tel +1 512 536 3028 | Cell +1 832 654 8962

NORTON ROSE FULBRIGHT

From: Joshua Scheufler <jscheufler@raklaw.com>

Sent: Monday, March 31, 2025 4:18 PM

To: Eric Green <eric.green@nortonrosefulbright.com>

Cc: jma <jma@raklaw.com>; mafenster@raklaw.com; nrubin <nrubin@raklaw.com>;
rak_redstone <rak_redstone @raklaw.com>; cconkle <cconkle @raklaw.com>; rmirzaie
<rmirzaie @raklaw.com>; Richard S. Zembek <richard.zembek @ nortonrosefulbright.com>;
Brett McKean <brett.mckean@nortonrosefulbright.com>; Eagle Robinson
<eagle.robinson@nortonrosefulbright.com>; Daniel Leventhal
<daniel.leventhal@nortonrosefulbright.com>

Subject: Re: Redstone Logics LLC v. NXP USA, Inc., Case No. 7:24-cv-00028-ADA-DG, in
the United States District Court for the Western District of Texas

Counsel for Qualcomm and NXP,

Could you please clarify your stipulations? In particular, it is not clear to what extent
Qualcomm and NXP's stipulations cover arguments under §§102/103 that would be
cumulative of grounds that could have been brought before the PTAB. For example,
"system" prior art may be described in printed publications. Do Qualcomm and NXP
stipulate that systems described in printed publications will not be presented at trial if the
IPR is instituted?

Joshua Scheufler

Russ, August & Kabat

12424 Wilshire Boulevard, 12th Floor | Los Angeles, California 90025
Main +1 310 826 7474 |

ischaiiflar@raklaw com | www raklaw com
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This communication shall not create, waive or modify any right, obligation or liability, or be
construed to contain or be an electronic signature. This communication may contain information
that is legally privileged, confidential or exempt from disclosure, and is intended only for the
named addressee(s). If you are not the intended recipient, please note that any dissemination,
distribution, or copying of this communication is prohibited.

On Mar 26, 2025, at 3:26 PM, Eric Green
<eric.green@nortonrosefulbright.com> wrote:

Counsel,

Defendant NXP USA, Inc. (“Defendant”) hereby stipulates that if the Patent
Trial and Appeal Board institutes IPR on IPR2025-00485, then Defendant will
not pursue in this case the specific grounds that were raised in the IPR, or on
any other ground that reasonably could have been raised in the IPR (i.e., under
35 U.S.C. §§ 102 or 103 on the basis of prior art patents or printed
publications).

This stipulation is not intended, and should not be construed, to limit
Defendant’s ability to assert invalidity of the asserted claims of the ‘339 Patent
in this case on any other ground (e.g., invalidity under 35 U.S.C. §§ 101, 112),
regardless of whether inter partes review is instituted.

Thanks,
Eric

Eric Green | Partner

Norton Rose Fulbright US LLP

98 San Jacinto Boulevard, Suite 1100, Austin, Texas 78701-4255, United States
Tel +1 512 536 3009 | Fax +1 512 536 4598
eric.green@nortonrosefulbright.com

NORTON ROSE FULBRIGHT

Law around the world
nortonrosefulbright.com

This email message and any attachments are for the sole use of the intended
recipient(s). Any unauthorized review, use, disclosure, copying or distribution is
prohibited. If you are not the intended recipient, please contact the sender by reply
email and destroy all copies of the original message and any attachments.

To reply to our email administrator directly, send an email
to nrfus.postmaster@nortonrosefulbright.com.

Norton Rose Fulbright US LLP, Norton Rose Fulbright LLP, Norton Rose Fulbright
Australia, Norton Rose Fulbright Canada LLP and Norton Rose Fulbright South Africa
Inc are separate legal entities and all of them are members of Norton Rose Fulbright
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Verein, a Swiss verein. Norton Rose Fulbright Verein helps coordinate the activities of
the members but does not itself provide legal services to clients. Details of each entity,
with certain regulatory information, are available at nortonrosefulbright.com.
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