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Pursuant to 37 C.F.R. §§ 42.5(a) and 42.71(a), and the Board’s authorization
received on May 30, 2025, Co-Petitioner NXP USA, Inc. (“NXP”’) moves to dismiss
NXP as a Co-Petitioner in this proceeding. Termination of the entire proceeding
pursuant to 35 U.S.C. §317 and 37 C.F.R. §42.72 is not appropriate because trial has
not yet been instituted and, in any event, Co-Petitioner Qualcomm Incorporated
remains. NXP has reached an agreement in principle, and the NXP Litigation has
been dismissed with prejudice. NXP thus will not be pursuing this [IPR. NXP was
served with the Complaint in the NXP Litigation more than one year ago, so is
precluded by 35 U.S.C. §315 from pursuing a future petition against the *339 Patent.
Dismissal of NXP as Co-Petitioner in this proceeding will conclude the dispute
between Patent Owner and NXP with respect to the 339 Patent.

I. LEGAL STANDARD

“The Board may ... dismiss any petition.” 37 C.F.R. 42.71(a). While that
Rule does not expressly address dismissal of a petitioner, when there are two
petitioners, dismissal of one is merely a subset of the Board’s authority to dismiss
an entire petition. See 37 C.F.R. 42.5(a). Indeed, it 1s well established that the Board
may terminate a party as co-petitioner without terminating the entire proceeding.
See, e.g., BMW of North America, LLC v. Mich. Motor Techs. LLC, IPR2023-01233,

Paper 9 (PTAB Nov. 16, 2023).

298068145.1 -1-



IPR2025-00485
Patent 8,549,339

A proceeding may also be terminated before institution—i.e., during the
preliminary proceeding phase.! See, e.g., Samsung Elecs. Co. v. Telefonaktiebolaget
LM Ericsson, IPR2021-00446, Paper 7 at 5 (PTAB Aug. 3, 2021).

“Less clear is 37 C.F.R. § 42.74, which also addresses settlement.” Samsung,
IPR2021-00446, Paper 7 at 3. Although 35 U.S.C. §317 requires a written settlement
agreement to terminate an instituted proceeding, there is no such statutory
requirement to dismiss a petition or petitioner before institution. See id. at 3
(“Section 317 does not apply to dismissal or termination of a proceeding prior to
institution.”). Nor does 37 C.F.R. 42.74(a) clearly require it:

As such, even though § 42.74(b) uses “proceeding” in the first instance
to require that settlement agreements be in written form even for
proceedings in the preliminary, pre-institution stage, in contrast, the
language requiring parties to file settlement agreements is tied to, and
a prerequisite for, “termination of the trial.” The second requirement is
consistent with § 317. Conversely, to read the language requiring
parties to file settlement agreements to apply to all “proceedings”

would read out the language “before termination of the trial” from the

Rule.

Samsung, IPR2021-00446, Paper 7 at 5.

I “Preliminary Proceeding begins with the filing of a petition ... and ends with a

written decision as to whether a trial will be instituted.” 37 C.F.R. §42.02.

298068145.1 -2-



IPR2025-00485
Patent 8,549,339

After careful analysis of relevant statutes and rules, the enlarged panel of four
judges in Samsung permitted termination without filing a settlement agreement. See
Samsung, IPR2021-00446, Paper 7 at 2-5. That panel did so over a dissent of one
of the four judges who focused on the breadth of the “proceeding” in the first clause
of §42.74(b) and viewed the second clause’s “shall be filed with the Board before
the termination of the trial” as merely a timing requirement. See Samsung, IPR2021-
00446, Paper 7 at 10-11 (Quinn, J. dissenting). At least one other panel subsequently
agreed with that dissent. See Biofrontera Incorporated v. Dusa Pharm., Inc.,
[PR2022-00056, Paper 7 at 3 (PTAB Dec. 28, 2021) (denying, without prejudice, a
motion to dismiss the petition: “We agree with Judge Quinn.”).

Despite the uncertainty, Rule 42.74(b) has not been clarified. Nor has either
decision (or apparently any other on this issue) been designated as precedential or
informative. Thus, neither approach is binding on the panel in this proceeding.

However, NXP notes that after the Board’s respective panels took these
different approaches, the Supreme Court decided Loper Bright Enterprises v.
Raimondo, 603 U.S. 369 (2024). There, the Court’s primary holding was to overturn
the Chevron doctrine but, in doing so, the Court made clear that federal agencies
must find support for any exercise of discretion in statutory text. See, e.g., id. at 391
(noting the APA was enacted specifically to limit the potential for agencies to stray

beyond statutory authority and scope), 411 (noting that even “statutory ambiguity
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... 1s not a reliable indicator of actual delegation of discretionary authority to
agencies.”).

Ultimately, and subject to binding judicial precedent, USPTO rules permit the
Board to “determine a proper course of conduct in a proceeding for any situation not
specifically covered by this part and may enter non-final orders to administer the
proceeding.” 37 C.F.R. §42.5(a). As explained below, the Board should grant this
motion without requiring a written agreement because there is no statutory
authorization for such a requirement in this context.

II. FACTUAL BACKGROUND

On January 26, 2024, Patent Owner sued NXP for alleged infringement of the
’339 Patent in Redstone Logics LLC v. NXP Semiconductors N.V., NXP B.V., and
NXP USA, Inc., Case No. 7:24-cv-00028 (W.D. Tex.) (the “NXP Litigation”).
EX1014.

On January 31, 2024, NXP was served with the complaint. EX1041.

On January 22, 2025, NXP and Co-Petitioner Qualcomm Incorporated
(“Qualcomm”) filed a Petition requesting inter partes review of the *339 Patent. See
Paper 1. The Board has not yet issued an institution decision.

Patent Owner and NXP (but not Qualcomm) have reached an agreement in
principle to settle their dispute, including for NXP to seek withdrawal as

co-petitioner in this proceeding.
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On May 1, 2025, Patent Owner and NXP moved to stay the NXP Litigation
in view of their agreement in principle (see EX 1042), which the court granted on
May 5. See EX1043.

On May 23, 2025, Patent Owner moved to dismiss with prejudice its claims
against NXP (see EX1044), which the Court has now granted. EX1045.

NXP and Patent Owner have not yet executed a written agreement as of the
filing of this motion.

III. ARGUMENT

Dismissal of Co-Petitioner NXP from this proceeding is appropriate because
NXP and Patent Owner have reached an agreement in principle to resolve their
dispute and jointly seek dismissal of NXP. Moreover, Qualcomm Incorporated
remains as a petitioner in this proceeding, and NXP is barred by 35 U.S.C. §315(b)
from pursuing another petition against the *339 Patent, so dismissal of NXP will
have no impact on the Board’s workload now or in the future.

That a co-petitioner may be dismissed or terminated is well settled. See, e.g.,
BMW, IPR2023-01233, Paper 9. So too is the notion that a proceeding may be
terminated before institution. See, e.g., Samsung, IPR2021-00446, Paper 7 at 5.

Whether a co-petitioner must submit a copy of a settlement agreement to be
dismissed as a petitioner pre-institution is, as noted above, less clear. On that issue,

however, NXP submits that Loper Bright counsels in favor of not imposing such a
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requirement because there is no statutory authorization to do so. See, e.g., Loper
Bright, 603 U.S. at 391 (noting the APA was enacted specifically to limit the
potential for agencies to stray beyond statutory authority and scope). Conditioning
termination of an instituted IPR on the filing of a settlement agreement is consistent
with 35 U.S.C. §317. However, conditioning dismissal of a co-petitioner before
institution undoubtedly goes beyond what Congress chose to require. As the
Supreme Court noted in Loper Bright, even “statutory ambiguity ... is not a reliable
indicator of actual delegation of discretionary authority to agencies.” 603 U.S. at
411. Regardless, Section 317 lacks any ambiguity that might open the door to
imposing additional requirements.

More particularly, looking to the statutory text of the AIA, Section 317
explicitly addresses only “[a]n inter partes review instituted under this Chapter....”
35 U.S.C. §317(a). Section 317 was enacted in parallel with Section 311, which
authorizes the filing of “a petition to institute an inter partes review,” and Section
314, which addresses the threshold requirements for institution. 35 U.S.C. §§311,
314(a). Thus, Congress plainly knew that petitions would be filed before an IPR is
instituted and that not all such petitions would result in an instituted IPR. Yet
Congress made the decision to impose the requirements of Section 317 on only
instituted IPRs. The Board should therefore follow Congress’ direction and not

impose an additional requirement pre-institution. This approach “is consistent with
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§317” and can be squared with the text of 37 C.F.R. §42.74(b). Samsung, IPR2021-
00446, Paper 7 at 4 (“[T]o read the language [of §42.74(b)] requiring parties to file
settlement agreements to apply to all ‘proceedings’ would read out the language
‘before termination of the trial” from the Rule.”).

Nor would this approach do any disservice to the anticompetitive concerns
raised in the Samsung dissent. See, e.g., Samsung, IPR2021-00446, Paper 7 at 7-9.
Pre-institution withdrawal does not implicate those concerns. Before institution, the
proceeding has not yet reached a point at which the Board has even indicated a
willingness to reach a final written decision that would invoke Section 315(e).
Moreover, Qualcomm Incorporated remains as a petitioner, such that this proceeding
will continue despite NXP’s withdrawal. Indeed, whatever Congress’ “impetus for
requiring settlement agreements in 1962,” that impetus was also present when
drafting Section 317. See Samsung, IPR2021-00446, Paper 7 at 8. As such, it would
be inappropriate for the Board to impose a pre-institution requirement beyond
Section 317 based on policy considerations that plainly did not motivate Congress
to impose that same pre-institution requirement. /Id.; see also 35 U.S.C. §317
(limited to instituted IPRs).

NXP further submits that a federal agency may not exercise authority “in a

manner that is inconsistent with the administrative structure that Congress enacted

into law.” ETSI Pipeline Project v. Missouri, 484 U.S. 495,517 (1988). Even before
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Loper Bright, the Supreme Court explained in Whitman v. American Trucking
Associations that an administrative agency (there, the EPA) could not consider
certain cost factors where Congress had “expressly granted” the authority to consider
those same factors in other statutory provisions but not in the provision at issue. 531
U.S. 457, 467 (2001); see also Gen. Motors Corp. v. United States, 496 U.S. 530,
541 (1990) (“The fact that Congress explicitly enacted an enforcement bar similar
to the one proposed by petitioner in one section of the statute, but failed to do so in
the section at issue in this case reinforces our refusal to import such a bar here.”);
Russello v. United States, 464 U.S. 16, 23 (1983) (“[W]here Congress includes
particular language in one section of a statute but omits it in another section of the
same Act, it is generally presumed that Congress acts intentionally and purposely in
the disparate inclusion or exclusion.”). Applying that principle here, there is no
statutory authority for the Board to require a written agreement to dismiss a co-
petitioner pre-institution. In Section 317, Congress expressly required such written
agreements only where an IPR has been “instituted.” 35 U.S.C. § 317(a). It would
contravene that clearly-expressed Congressional intent for the Board to impose that
same requirement in an un-instituted proceeding, particularly where, as here,
dismissal of NXP would have no impact on whether the overall proceeding continues

with respect to Qualcomm.
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For the foregoing reasons, dismissal of NXP as a co-petitioner from this
proceeding is appropriate, even in the absence of a filed settlement agreement.

IV. CONCLUSION

For the reasons discussed above, NXP and Patent Owner respectfully request
that the Board grant this joint motion to dismiss NXP as a co-petitioner.

Dated: May 30, 2025 Respectfully submitted,

/Eagle H. Robinson/

Eagle H. Robinson (Reg. No. 61,361)
Lead Counsel for Co-Petitioner NXP
USA, Inc.

Dated: May 30, 2025 Respectfully submitted,

/Reza Mirzaie/

Reza Mirzaie (Reg. No. 69,138)
Lead Counsel for Patent Owner
Redstone Logics LLC.
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies that on May 30,
2025, copies of Co-Petitioner NXP USA, Inc. and Patent Owner Redstone Logics
LLC’s Joint Motion to Dismiss NXP as a Co-Petitioner, and EX1041-EX1045, were
served on Patent Owner via email (by consent) to:

rmirzaie(@raklaw.com

rak_redstone@raklaw.com

nrubin@raklaw.com

cconkle@raklaw.com
ptong@raklaw.com

/Eagle H. Robinson/
Eagle H. Robinson (Reg. No. 61,361)
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