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I.

INTRODUCTION

Rehearing should be denied because Patent Owners have not shown that the
Director misapprehended or overlooked any issue. On July 17, 2025, the Director
correctly held that discretionary denial was unwarranted, as all deadlines in the
parallel district court proceeding remain stayed pending venue discovery and the
resolution of Petitioners’ motion to transfer. Paper 9 (incorporating institution
decision analysis in Advanced Micro Devices, Inc., v. Concurrent Ventures LLC,
IPR2025-00479, Paper 10 at 2 (PTAB July 10, 2025)). There is no dispute the
Director’s finding was correct—the district court case was stayed in June 2025 and
remains stayed today.

Nearly three months after the discretionary denial decision, Patent Owners
seek rehearing based solely on the district court’s September 11, 2025 scheduling
order that merely changed the date of the Markman hearing and a few early
deadlines. Importantly, the stay remains in effect and all subsequent discovery and
trial deadlines are unchanged from the prior schedule considered at the time of
denial. The September scheduling order does not justify reversal—especially not
three months after the discretionary denial decision with the stay still in place and
the motion to transfer unresolved. To hold otherwise would undercut the finality of
discretionary denial decisions and invite endless rehearing requests whenever a

district court changes its schedule. Worse, allowing rehearing requests under these

-1-



circumstances would reward gamesmanship like Patent Owners’ attempt to
manufacture a rehearing basis by soliciting a new scheduling order after the denial,
while the case is stayed. Consistent with PTAB precedent, such attempts have been
properly rejected. See, e.g., Apple Inc. v. Parus Holdings Inc., PTAB-IPR2020-
00687, Paper 12 at 6-8 (PTAB Nov. 18, 2020) (denying rehearing request based on
changes to trial schedule).!

II. PATENT OWNERS FAIL TO SATISFY THE REQUIREMENTS FOR
REHEARING

To request rehearing, a dissatisfied party “must” file within 14 or 30 days
and specifically identify matters “misapprehended or overlooked.” 37 C.F.R. §
42.71. Rehearing is not for adjudicating the existence of “a fact which purportedly
occurred subsequent to when the Board issued its Decision not to institute review.”
Global Tel*Link Corporation v. HLFIP Holding, Inc. d/b/a Smart Communications
IP Holdings, PTAB-IPR2021-00444, Paper 24 at 6 (PTAB Jan. 14, 2022).

Patent Owners do not cite any matters that the Director “misapprehended or
overlooked” in the July 2025 discretionary denial decision. Patent Owners

acknowledge, as the Director found, that the district court case was stayed at the

" Good cause exists for consideration of Exhibits 1062-1063 because they establish
that the district court case remains stayed and the venue transfer motion is still

pending. See CTPG (Nov. 2019) § I1.P.



time of the discretionary denial decision (and remains stayed today). Br. 5. While
Patent Owners cite the September 2025 scheduling order, the Director did not
“misapprehend or overlook™ that order because it did not exist in July 2025. See,

e.g., Global Tel*Link , PTAB-IPR2021-00444, Paper 24 at 8 (PTAB Jan. 14, 2022)

(“We could not have . . . overlooked facts which had not yet occurred.”).

Patent Owners argue that the factors in the discretionary denial decision
would be weighed differently today based on the modified scheduling order. But,
as the Board held in Apple Inc. v. Parus Holdings Inc., a request for rehearing is
“improper and insufficient” when a party “does not argue that [the Board]
misapprehended or overlooked any argument or evidence that it presented
previously” but instead “argues that we should re-evaluate our Decision in light of
‘new facts’ that have arisen in the Texas court after our Decision.” PTAB-
IPR2020-00687, Paper 12 at 4-5 (PTAB Nov. 18, 2020).

Patent Owners’ rehearing request is also improper here because it comes
three months (89 days) after the decision that Patent Owners seek to challenge.
Under 37 C.F.R § 42.71(d), Patent Owners were required to file the request within

30 days of the decision. Id. (“Any request must be filed. . .”).?

2 Patent Owners rely on the Director’s statement in the discretionary denial

decision that “neither party shall file a request for rehearing or Director Review”



I11.

THE FINTIVFACTORS WEIGH AGAINST DISCRETIONARY
DENIAL

Even if the Director were to grant rehearing, the Fintiv factors weigh against
discretionary denial. First, the district court case remains stayed pending resolution
of Petitioners’ motion to transfer venue to the Northern District of California. Ex-
1061 (Dkt. 89); Ex-1062, 14-18. The parties finished briefing the motion in
September and oral argument is set for October 27, 2025.3 Ex-2019 (Paper 8) at 3-
4; Ex-1046 (Dkt. 58), 18; Ex-1063 (Dkt. 116). If the case is transferred—as the
Magistrate Judge previously found proper—trial will occur long after any final
written decision.

Second, even if transfer is denied, trial in June 2026 is unlikely. The
Markman hearing is currently scheduled for October 29, 2025. Given the lengthy

stay (four months and counting), it is not realistic for the parties to complete fact

until a decision on institution. Paper 9. The Director, however, did not have
authority to extend the deadline for a rehearing request absent a showing from
Patent Owners of “good cause.” See 42 C.F.R. § 42.75.

3 Petitioners moved to transfer on August 9, 2024. Ex-1062, 8. Magistrate Judge
Lane issued a Report and Recommendation granting the motion on February 26,
2025. Ex-1046. The case was re-assigned to Judge Alan Albright, who vacated the

decision, stayed the case, and ordered venue discovery. Ex-1061.



IV.

V.

and expert discovery by the original dates (January 21, 2026 and March 18, 2026,
respectively). See Ex-2002 (Dkt. 77); Ex-2017 (Dkt. 106). Judge Albright’s
exemplary schedule calls for trial 52 weeks after the Markman hearing—i.e., in
October 2026, at the earliest. Ex-1047 (Judge Albright’s OGP, March 5, 2025).
Once the stay is lifted and the Markman order is issued, Defendants will seek a
revised schedule that will likely move all deadlines, including trial, further out.
Third, the case remains at an early procedural stage, with minimal party
investment and no substantive activity since institution. See Ex-2019 at 13-16.
Petitioners’ positions on Fintiv Factors 4-6—the overlap of issues, party
identity, and other circumstances—remain unchanged. See Ex-2019 at 16-22.

OTHER FACTORS WEIGH AGAINST DISCRETIONARY DENIAL

Additional factors set forth in the Memorandum on Interim Processes for
PTAB Workload Management (March 26, 2025) do not justify discretionary denial.
See Ex-2019 at 23. The validity of the °753 patent has not been adjudicated
elsewhere, the Petition relies on substantial prior art—not just expert testimony,
and no settled expectations exist. /d.

CONCLUSION

Petitioners respectfully request that rehearing be denied.
Respectfully submitted,

SHEPPARD, MULLIN,



RICHTER & HAMPTON LLP

/Harper Batts/

Harper Batts (Reg. No. 56,160)
Attorneys for Petitioners
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