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I. INTRODUCTION 

Patent Owner will disclaim claims 31-34 of the ’814 patent shortly after the 

filing of this Preliminary Response, leaving claims 1-30 as the only remaining claims 

challenged by this Petition.1 Because the Board may not institute an inter partes 

review based on disclaimed claims,2 institution of this proceeding is appropriate only 

if the Petition can demonstrate a reasonable likelihood of prevailing with respect to 

claim 1, the sole remaining challenged independent claim 

The Petition fails to establish  a reasonable likelihood of prevailing with 

respect to claim 1, and thus fails to establish a reasonable likelihood of prevailing 

with respect to any claim that depends from it. Specifically, claim 1 requires that the 

claimed method be performed “[i]n a system having a plurality of servers with 

operating systems that differ.” The Petition contends that its primary reference 

(“Blaser”) discloses this limitation, but the Petition mischaracterizes Blaser’s 

disclosure. In actuality, Blaser discloses only a system that includes a single 

operating system. 

 
1 Patent Owner does not concede the merits of the Petition’s challenges as to any 

claims; disclaimer of the referenced claims is merely to simplify proceedings. 

2 37 C.F.R. § 42.107(e) (“No inter partes review will be instituted based on 

disclaimed claims.”). 
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To the extent Blaser fails to disclose a system with multiple different operating 

systems, the Petition contends that the secondary reference (“Calder”) discloses a 

system that includes both Windows and non-Windows operating systems. But this 

also fails, because the Petition presents no credible motivation for, or evidence of 

reasonable expectation of success in, modifying Blaser’s layers to be compatible 

with non-Windows operating systems as the Petition alleges would be obvious. 

II. ARGUMENT 

Claim 1 of the ’814 patent requires that the claimed method be performed 

“[i]n a system having a plurality of servers with operating systems that differ.” Ex. 

1001,  17:30-32. The Petition alleges that this limitation is satisfied in its proposed 

Blaser-Calder combination, either because Blaser itself discloses it (Pet. 14), or 

because Calder discloses “a plurality of servers with operating systems that differ by 

OS family (e.g., Windows- and Unix-based servers)” (Pet. 15). Neither of these 

theories succeeds. 

First, the Petition contends that the limitation is disclosed in Blaser because, 

allegedly, “Blaser’s layers are compatible with various ‘Windows operating 

system[s]’ (‘Windows 95, 98, NT, 2000, and XP’ (Blaser, 13:43-57)) and ‘operating 

systems other than Windows (Blaser, 3:28-36).’” Pet. 9-10; Pet. 14-15. 

However, Blaser states that any given layer is “provided of an application 

layering system under a [single] 32-bit Microsoft Windows architecture, such as 
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Windows 95, 98, NT, 2000, and XP” (Ex. 1005 13:43-57); the cited portion of Blaser 

does not teach that a system would involve numerous different architectures, and 

Blaser does not disclose that a specific layer would be compatible with different 

operating systems. Instead, a POSITA would understand that any given layer, if it 

were to be ported between computers having different operating systems, would 

need to be modified, and there is no articulated reason in the Petition to modify the 

layers in this regard. Ex. 2005, ¶¶29-31. Indeed, a POSITA would understand that 

system predictability and stability would be increased if all computers in a 

networked computer system used the same operating system, because then the exact 

same layers could be used across all of the computers in the system. Ex. 2005, ¶31. 

In an apparent attempt to cure this deficiency of Blaser’s disclosure, the 

Petition relies on an equally deficient disclosure elsewhere in Blaser. Specifically, 

the Petition relies on Blaser’s discussion of “operating systems other than Windows” 

in asserting that “Blaser’s layers are compatible with… ‘operating systems other 

than Windows.’” Pet. 14 (quoting Ex. 1005, 13:43-53).  

As explained by Patent Owner’s expert, this disclosure does not teach the 

compatibility of Blaser’s layers with “operating systems other than Windows.” Ex. 

2005, ¶¶32-33. Instead, it teaches (under a discussion titled “General Concepts”) that 

“[t]he meaning of registries and registry settings is therefore extended to future 

Windows operating systems and operating systems other than windows.” Ex. 1005, 
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3:15, 3:28-36. Nothing in this disclosure (or in Blaser more generally) teaches the 

compatibility of layers (much less any individual layer) with operating systems other 

than Windows. Ex. 2005, ¶33. 

The Petition also alleges that Blaser says that ‘multiple versions of a software 

product are [often] installed’ in a network because ‘an older version... supports a 

function desired but not supported in a newer version,” and the Petition and Dr. 

Bhattacharjee contend that “POSAs understood that different ‘versions’ of software 

typically included versions of the same application designed for different OSs.” Pet. 

10; Ex. 1003 ¶83.  

But again, this is a misrepresentation of Blaser’s actual disclosures. Ex. 2005, 

¶¶34-36. This is not a teaching that multiple versions of a software product are 

[often] installed “in a network;” it is a teaching that “multiple versions of a software 

product are installed on a computer.” Ex. 2005, ¶35; Ex. 1005, 13:29-30. And in the 

context of Blaser, each computer has only a single operating system; for example, 

Blaser’s Figure 4 shows only a single “Base OS” that all layers (and the applications 

within them) rely on: 
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Ex. 1005, FIG. 4. 

Accordingly, Blaser’s reference to “multiple versions of a software product” 

clearly does not, as the Petition asserts, relate to versions of a software product 

installed on different computers in a network compatible with different OSs. Ex. 

2005, ¶36. Instead, Blaser’s teaching in this regard is unmistakably a reference to 

multiple versions of a software product installed on a single computer. Id. And as 

Patent Owner’s expert explains, all of these applications would need to be 

compatible with the same operating system in the context of Blaser’s teachings, as 

shown in FIG. 4 of Blaser. Id. 

The Petition also alleges that “Blaser-Calder’s system also has a plurality of 

servers with operating systems that differ by OS family (e.g., Windows- and Unix-
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based servers).” Pet. 15. But the Petition does not explain how Blaser’s layers would 

work outside of the Windows architecture, nor does it explain any modification that 

would reasonably be expected to succeed in this regard. Ex. 2005 ¶37. As noted 

above, the allegation that Blaser’s layers are compatible with “operating systems 

other than Windows” (Pet. 14) is simply a misreading of Blaser, and a POSITA 

would not understand Blaser to teach compatibility of its layers with any non-

Windows operating systems. Ex. 2005, ¶¶32-33. 

Furthermore, the Petition provides no evidence that modifying Blaser’s layers 

to be compatible with non-Windows OSs would be reasonably expected to succeed. 

While the Petition alleges that Calder teaches how to modify applications so that 

they can execute on non-native platforms (Pet. 12), there is no discussion of how 

Blaser’s layers (which contain applications) would be modified to do so. The 

Petition does nothing to articulate how this modification would have been done, 

much less articulate this unexplained modification would have been within the level 

of skill in the art. Without an explanation of how the references would be modified, 

or why those modifications would be within the level of skill in the art, the Petition 

fails to establish a reasonable likelihood of prevailing with respect to any challenged 

claim. And Patent Owner’s expert explains that Petitioner’s failure to articulate the 

necessary modifications is no trivial oversight, because any necessary modifications 
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(to the extent possible) would have been a significant challenge even for individuals 

of greater than ordinary skill in the art. Ex. 2005, ¶38. 

III. CONCLUSION 

For the foregoing reasons, Patent Owner respectfully requests that institution 

be denied. 
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