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Opposition to Patent Owner’s Request for Discretionary Denial
[PR2025-00515 (U.S. Patent 9,183,085)

I. Introduction

Petitioner respectfully requests that the Director decline to exercise her
discretion to deny institution and advance the Petition to a merits panel for
consideration.

Petitioners Western Digital Technologies, Inc. and Sandisk Technologies
Inc. (together “Petitioner”) oppose Patent Owner’s Request for Discretionary
Denial (Paper 9, “PO Brief”). The Fintiv factors and the additional factors set
forth in the Acting Director’s “Interim Processes for PTAB Workload
Management” (“Director Memo™), considered as a whole, do not warrant denial—
the parallel litigation has been stayed at an early stage of the case pending the
resolution of the IPR.

With respect to Fintiv, five of the six Fintiv factors strongly weigh against
denial. Because the parallel litigation has been stayed, this IPR is a “true
alternative” to the parallel litigation in view of Petitioner’s “Sotera’ stipulation.

The additional factors listed in the Director Memo similarly weigh against
denial. Petitioner has a compelling interest in having access to cost-effective PTAB
review when accused of infringement by entities that do not manufacture or
innovate. Patent Owner (Polaris PowerLED) has no compelling interest or
expectation sufficient to avoid PTAB review, because unlike the original owner of

the *085 patent, Patent Owner is an assertion entity who appears to have acquired
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the patent three years ago solely for the purpose of litigation—which changes
everything with respect to settled expectations. Further, the Petition does not rely
on expert testimony for gap-filling any claim elements. Instead, all claim elements
are shown in the printed publication prior art, and the petition relies upon expert
testimony to the extent necessary under Federal Circuit precedent to show how a
POSITA would read and understand these references.

This IPR is one of three IPRs challenging three patents asserted in the stayed
parallel litigation. Ex.1036, 1. These three patents are from different families and
address three distinct and well-established technologies associated with memory
systems respectively: Error Correcting Coding (ECC), redundant array of
independent disks (RAID), and interrupt handling. Therefore, they are better suited
for PTAB review, where the Board’s technical expertise is well-suited to assess the
distinctions and technical details of the asserted claims and the prior art presented
in the obviousness grounds. The District Court in the parallel litigation agrees,
having stayed the litigation so that the PTAB can handle this accordingly.

I1. Discretionary denial under Fintiv is not warranted.

The Fintiv factors, considered as a whole, do not warrant denial. Apple Inc.
v. Fintiv, Inc., IPR2020-00019, Paper 11 (Mar. 20, 2020) (precedential). Every

factor either favors institution or is neutral.
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A.  Factor 1 weighs strongly against denial: A stay was granted.

The parallel Litigation “is still in early stages of litigation” and has been
stayed. EX1036, 4. The Court granted Petitioner’s Motion to Stay Pending IPRs on
June 24, 2025. Id, 1. The stay remains in effect pending resolution of the IPR
proceedings. With the parallel litigation stayed, this IPR is a true alternative to
district court litigation. Thus, this factor strongly weighs against denial.

B. Factor 2 weighs strongly against denial: The parallel litigation was
stayed.

While the scheduling originally indicated a trial date around the same time
as the projected Final Written Decision (“FWD”), this previously scheduled trial
date, together with other scheduled dates, was “VACATED and taken off the
calendar.” Ex.1036, 9. No trial date is scheduled.

Accordingly, Factor 2 weighs strongly against denial in view of the stay in
the parallel litigation.

C. Factor 3 weighs strongly against denial: Minimal relevant investment
and diligent filing.

Factor 3 strongly weighs against discretionary denial because, at institution,
investment by the court and parties will have been minimal as to the activities
pertinent to Fintiv. Patent Owner’s Request for Discretionary Denial includes a
laundry list of activities allegedly showing substantial investment, but very few

relate to invalidity of the 085 patent. See PO Brief, 7-11. Under Fintiv, “[i]f, at the
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time of the institution decision, the district court has not issued orders related to
the patent at issue in the petition, this fact weighs against exercising discretion to
deny institution.” Fintiv, 10. Not only is there no order, no claim construction
briefing had been done. The Court confirms the early stages of parallel litigation:
“the case is in its early stages and there is still more work ahead of the parties and
the Court than behind them.” Ex.1036, 4 (citations omitted, emphasis added).

This factor also weighs against denial because the Petitioner worked
diligently to file the instant petition after receiving Patent Owner’s infringement
contentions and diligently filed the now-grated motion for stay. Fintiv, 11.
Petitioner received Plaintiff’s infringement contentions on October 2, 2024
(Ex.1026), and worked diligently to file three IPR petitions, including the instant
petition, within four months. At the time of the filing, the parallel litigation was in
its early stages and claim construction briefing had yet to begin. The Board has
recently agreed that similar diligence is reasonable and weighs against denial. See
Samsung Elecs. Co., Ltd. v. Mullen Industries LLC, IPR2024-01472, Paper 9 at 10
(Mar. 31, 2025) (“Petitioner’s diligence in filing its Petition (a) less than five
months after receiving Patent Owner’s infringement contentions and (b) prior to
the parties briefing claim construction issues weighs against exercising
discretionary denial.”).

Accordingly, Factor 3 strongly weighs against denial.
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D. Factor 4 weighs strongly against denial: Petitioner’s “Sotera”
stipulation.

Factor 4 weighs strongly against denial. First, the Court, in staying the
parallel litigation, explained the benefits of PTAB review, including simplification
of issues and trial in the parallel litigation. The Court reasoned that there is “a
likelihood that the outcome of the [IPR] could eliminate the need for trial if the
claims are cancelled or, if the claims survive, facilitate trial by providing the court
with expert opinion of the [Patent and Trial Office] and clarifying the scope of the
claims.” EX1036, 6 (citations omitted). And “[i]f the PTAB cancels or narrows a
portion of the asserted claims, the scope of this litigation may be significantly
reduced.” Ex.1036, 5 (citations omitted).

Second, Petitioner has made a Sotera stipulation in district court. See
Ex.1022 (stipulation filed in parallel district court proceeding). Specifically,
Petitioner stipulated that:

[I]f the PTAB institutes an IPR in response to Defendant’s petition
against Plaintiff’s U.S. Patent No. 9,183,085 (IPR2025-00515),
Defendant will not pursue in this litigation against the claims
challenged in IPR2025-00515, (i) the specific grounds raised in
IPR2025-00515, or (ii) any other grounds that could have reasonably
been raised before the PTAB in that instituted proceeding (i.e., any
ground that could have reasonably been raised under §§ 102 or 103 on
the basis of prior art patents or printed publications).

Ex.1022, 1-2.
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Petitioner’s Sotera stipulation was timely under the procedures in place
when the petition was filed. At the time of filing on January 29, 2025, PTAB
precedent provided that the “appropriate time for a petitioner to offer a stipulation
related to the Fintiv factor 4 analysis is prior to the Board’s decision of whether to
institute review.” NXP USA, Inc. v. Impinj, Inc., IPR2021-01556, Paper 13 at 4
(Sept. 7, 2022) (de-designated precedential Apr. 25, 2025); see also Nike, Inc. v.
ADIDAS AG, 955 F.3d 45, 52 (Fed. Cir. 2020) (“In interpreting the APA’s notice
provisions in the context of IPR proceedings, we have cautioned that an agency
may not change theories in midstream without giving respondents reasonable
notice of the change and the opportunity to present argument under the new
theory.”) (citation and quotation marks omitted).

Patent Owner argues that this stipulation is “too late” under the procedures
defined in the FAQs. PO Brief, 13. The FAQs state: “A petitioner should file a
Sotera or Sand stipulation as soon as practicable, so that a patent owner may
address the impact of the stipulation in its discretionary denial brief.” Ex.1024,
FAQ 14. Petitioner filed this Sotera stipulation as soon as practicable on April 28,
2025—three days after the FAQs were issued. In an apparent attempt to preclude
consideration of a stipulation, Patent Owner filed their brief on April 25, 2025—
almost one month before their due date of May 24, 2025. Had Patent Owner filed

on their actual due date, Patent Owner would have had nearly one month to
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consider and brief the Sotera stipulation—provided there is anything to be said.
Patent Owner’s early filing should not preclude consideration of Petitioner’s
Sotera stipulation. And Patent Owner had ample opportunity to brief the expected
Sotera stipulation in their discretionary denial brief or any supplemental briefing
they could have asked for.

This case is distinguishable from the Motorola Solutions case cited by Patent
Owner. PO Brief, 14. In Motorola Solutions, the Director found that the Sotera
stipulation did not outweigh the substantial investment in the district court
proceeding, where “the parties had served extensive infringement and invalidity
contentions, served opening and rebuttal expert reports, filed claim construction
briefs, and conducted several deposition,” and the “court also had held a claim
construction hearing and construed the disputed claim terms,” before the litigation
was stayed after institution. See Motorola Solutions, Inc. v. Stellar, LLC, IPR2024-
01205, Paper 19 at 3-4 (P.T.A.B. Mar. 28, 2025). In contrast and as noted by the
judge, ‘[t]his case is still in early stages of litigation.” Ex.1036, 4. Accordingly,
Petitioner’s Sotera stipulation weighs strongly against denial.

Also strongly weighing against denial under Factor 4 is that Petitioner’s
challenge encompasses a significantly broader range of claims compared to the
litigation. The Petition challenges twenty claims (1-2, 4-7, 14-18, 22-25, and 29-

33), but only six claims (1, 2, 4, 14, 15, 16) are currently asserted against Petitioner
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in the parallel litigation (i.e., 70% of the challenged claims in the IPR are not
asserted in the parallel litigation). And only those six asserted claims (1, 2, 4, 14,
15, 16) are the subject of Petitioner’s invalidity contentions on the parallel
litigation. See Ex.2008, 1 (asserting invalidity “only to the asserted claims
identified by Polaris in its Infringement Contentions.”). Petitioner elected to
challenge additional, unasserted claims for efficiency reasons—for example, to
avoid filing a second IPR in the event Patent Owner asserts additional claims in the
parallel litigation.

These additional challenged (but unasserted) claims differ in claim scope
from the asserted claims, meaning that key issues in the petition will not be
resolved by the district court—further reducing the degree of overlap under Factor
4. See Fintiv, 13 (examining whether the district court will “resolve key issues in
the petition”). In particular, construction of means-plus-function claim terms only
pertain to unasserted claims 24-25, which does not apply to asserted claims. As
such, this key issue of construction of means-plus-function claim terms is specific
to this IPR and will not be resolved by the district court.

Petitioner’s Sotera stipulation also moots Patent Owner’s argument that
“Petitioners appear to have strategically omitted the defendant Western Digital
Corporation—the parent corporation of Western Digital Technologies, Inc.—from

the petition to evade estoppels.” PO Brief, 15. Western Digital Corporation has
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explicitly agreed to be bound by Petitioner’s Sotera stipulation. Ex.1022, 1.
Additionally, Western Digital Corporation has explicitly “agree[d] to be bound by
the estoppel effect of the IPRs” in its Reply for Motion to Stay. Ex.2011, 2
(“Western Digital Corporation agrees to be bound by statutory estoppel to the
same extent as Western Digital Technologies”). Western Digital Corporation’s
agreement to be bound by estoppel effect of the IPR is not conditioned upon the
stay being granted. Western Digital Corporation is thus not “evad[ing] estoppel” as
Patent Owner argues. PO Brief, 15; EX1036, 6.

Accordingly, Factor 4 weighs strongly against denial because of (1)
Petitioner’s Sotera stipulation and (ii) key issues in the Petition that will not be
resolved by the district court.

E.  Factor S is neutral: Petitioner is a defendant in the parallel litigation.

Petitioner Western Digital Technologies, Inc. is a defendant in the parallel
litigation. That is true of most IPR petitioners, making this factor neutral. See HP
Inc. v. Slingshot Printing LLC, IPR2020-01084, Paper 13 at 9 (Jan. 14, 2021); see
also NVIDIA Corp. v. Invensas Corp., IPR2020-00603, Paper 11 at 23 (Sept. 3,
2020) (this factor weighs against discretionary denial where the district court trial
and IPR final written decision are expected “around the same time™).

F.  Factor 6 weighs strongly against denial: The merits of the Petition are
particularly strong.

Factor 6 favors institution because the Petition plainly shows that the
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challenged claims of the *085 patent claims are unpatentable. In its PO Brief,

Patent Owner does not raise any specific merits arguments other than stating that it
will present merits arguments in its Patent Owner Preliminary Response (POPR).
However, as discussed in detail below at III.A, Patent Owner’s merits arguments in
its POPR do not hold up under scrutiny, and indeed, provide admissions supporting
the claimed method’s invalidity at least during one or more “operating period[s]”
of a flash memory device. See POPR, 5. Thus the merits of the Petition are
particularly strong, weighing against denial.

G. The Fintiv factors as a whole weigh strongly against denial.

In summary, each Fintiv factor is either neutral or weighs strongly against

denial:

Factor Weight Reason

5 (same party) Petitioner is defendant

In light of all the Fintiv factors as a whole, the Director should not

10
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discretionarily deny institution under §314(a).

III. The additional factors set forth in the Memorandum favor institution.

The Director Memo invites the parties to “address all relevant [discretionary

denial] considerations” and provides a list of potential factors. Director Memo, 2-3.

Each of the potential factors favors institution:

The unpatentability challenges in the Petition are particularly strong
given that the prior art shows the same error correction coding
techniques that are claimed.

The Petition relies upon expert testimony to the extent necessary
under Federal Circuit precedent, and such expert testimony is
supported by evidence as required under 37 CFR § 42.65 and Xerox.
Patent Owner cannot reasonably allege settled expectations regarding
the 085 patent based on a few years of ownership and the lack of any
post-issuance validity challenge.

Neither the PTAB nor another forum has adjudicated the validity of
the *085 patent.

Patent Owner does not allege that any changes in the law or new
judicial precedent issued since issuance of the claims affects
patentability.

The United States has a compelling economic and national security
interest in ensuring Sandisk and Western Digital, leading domestic
technology innovators, have access to efficient AIA proceedings when

faced with meritless lawsuits by non-practicing entities.

Several of these factors are of particular importance to the Director’s

11
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discretion and are addressed individually below.

A.  The merits of the Petition are particularly strong, and POPR admits
invalidity during at least some operating period(s).

The 085 patent should not have issued because it claims no more than well-
known concepts related to the adaptive error correcting coding, or “ECC”
described and claimed in the *085 patent. See Ex.1001, 48:47. The *085 patent is
thus one of the patents Congress referred to when discussing the purpose of the

America Invents Act—"“improving patent quality and providing a more efficient

system for challenging patents that should not have issued.” House Report

(H.R. Rep. 112-98, 2011), 39-40.
As stated in the Petition, the 085 patent was allowed after amending the
claims to cover the concept in which an adaptive ECC technique is applied to a

region, where “the two or more flash memory pages of a region can be read

simultaneously.” Ex.1001, 61:1-3; Ex.1002, 693-705, 715-719; Petition, 9.

However, it was already known to apply adaptive ECC techniques in this
manner. The Li reference describes “adaptive ECC techniques for flash memory
based data storage.” Ex.1005, Title, [0131]; Pet. 13-14. And the Cideciyan
reference shows that it was known to apply adaptive ECC technique to a region
including a fixed number of pages accessible in parallel. Ex.1006, FIG. 2, 8:53-64,

11:44-46; Pet. 14-15. Such a well-known technique is further confirmed by Frost,

12



Opposition to Patent Owner’s Request for Discretionary Denial
[PR2025-00515 (U.S. Patent 9,183,085)

which describes how data in a particular region accessible in parallel can be read

“at the same time.” Ex.1007, Title, 6:46-67; Pet. 16.

Patent Owner’s merits arguments in its POPR do not hold up under scrutiny,
and indeed, provide admission to support that the claimed method is invalid at least
during some operating period(s) of a flash memory. See POPR, 5. Specifically,
Patent Owner argues that the prior art may perform multiple operation periods, and
one of the operation periods may not teach the claimed method. The petition
showed that a single operating period of the prior art reads on the claims, so even if
this argument were correct! (which is not and contradicts with prior art’s express
disclosure), this is Patent Owner’s admission that the claimed method is invalid
during at least other operating period(s) of a flash memory device. Id. That is, the

Patent Owner admits that the claimed method is invalid at least during some

! Patent Owner’s argument is indeed incorrect, and is conclusory and contradicts
the prior art’s express disclosure that memory pages may operate with the same
cell version (e.g., single-level-cell (SLC)) during the entire life of the flash
memory device. See e.g., Ex.1005, Li, [0107] (“In various embodiments and/or
usage scenarios, under particular circumstances a page is operated as an SLC page

irrespective of error correcting code selection.”).

13
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operating period(s).

Thus, Petitioner respectfully requests that the Director pass this case to a

merits panel and requests that the Board institute trial.

B. The Petition properly relies on expert testimony

The Petition’s compliance with Federal Circuit precedent should not be a
reason for discretionary denial. And Dr. Dolecek’s opinions are fully supported by
the evidence of record.

1. Federal Circuit precedent requires that the Petition rely on expert
testimony.

Petitioner’s reliance on expert testimony as required by Federal Circuit
precedent should not be a reason for discretionary denial. The foundational
decisions upon which patent law is based—Phillips, KSR, etc.—require the
adjudicator to evaluate the patent and prior art from the perspective of a POSITA.
That perspective is established with evidence, often in the form of expert
declarations. Attorney argument is insufficient.

It is well established that patent claims are construed based on the
understanding of a POSITA. Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed.
Cir. 2005) (““We have made clear, moreover, that the ordinary and customary
meaning of a claim term is the meaning that the term would have to a person of

ordinary skill in the art in question at the time of the invention, i.e., as of the

14
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effective filing date of the patent application.”) (citing Innova/Pure Water, Inc. v.

Safari Water Filtration Systems, Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004) (“A
court construing a patent claim seeks to accord a claim the meaning it would have
to a person of ordinary skill in the art at the time of the invention.”)); Home
Diagnostics, Inc. v. LifeScan, Inc., 381 F.3d 1352, 1358 (Fed. Cir. 2004)
(“customary meaning” refers to the “customary meaning in [the] art field”);
Ferguson Beauregard/Logic Controls v. Mega Sys., LLC, 350 F.3d 1327, 1338
(Fed. Cir. 2003) (claim terms “are examined through the viewing glass of a person
skilled in the art™); see also PC Connector Solutions LLC v. SmartDisk Corp., 406
F.3d 1359, 1363 (Fed. Cir. 2005) (meaning of claim “must be interpreted as of
[the] effective filing date” of the patent application); Schering Corp. v. Amgen Inc.,
222 F.3d 1347, 1353 (Fed. Cir. 2000) (same)).

Obviousness grounds are likewise evaluated from the perspective of a
POSITA. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 401 (2007) (“If a person of
ordinary skill can implement a predictable variation, §103 likely bars its
patentability. For the same reason, if a technique has been used to improve one
device, and a person of ordinary skill in the art would recognize that it would
improve similar devices in the same way, using the technique is obvious unless its
actual application is beyond his or her skill.””), 418 (“[I]t can be important to

identify a reason that would have prompted a person of ordinary skill in the

15
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relevant field to combine the elements in the way the claimed new invention
does.”), 421 (“A person of ordinary skill is also a person of ordinary creativity, not
an automaton.”).

The Federal Circuit has also made it clear that attorney argument alone is not
evidence and should be given little weight. Icon Health & Fitness, Inc. v. Strava,
Inc., 849 F.3d 1034, 1043 (Fed. Cir. 2017) (“Attorney argument is not evidence.”)
(citing Gemtron Corp. v. Saint-Gobain Corp., 572 F.3d 1371, 1380 (Fed. Cir.
2009) (“[U]nsworn attorney argument . . . is not evidence and cannot rebut . . .
other admitted evidence . . ..”)); see also Elbit Sys. Of Am., LLC, v. Thales
Visionix, Inc., 881 F.3d 1354, 1359 (Fed. Cir. 2018) (“Elbit fails to present any
evidence supporting this contention beyond attorney argument ... and ‘[a]ttorney
argument is not evidence’ and cannot rebut other admitted evidence.”).

Because attorney argument is not evidence, expert testimony is necessary to
properly support a petition’s claim construction and obviousness positions, which
are evaluated from the perspective of a POSITA. This is precisely how the Petition
presents and uses the testimony of Dr. Dolecek. See generally Petition, 13-84
(relying on testimony of Dr. Dolecek to support obviousness grounds). The
unpatentability grounds set forth in the Petition are fully supported by the
references themselves—Dr. Dolecek’s testimony serves to confirm, support, and

explain the disclosures of the references from the perspective of a POSITA. See

16
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generally Ex.1003. Patent Owner does not dispute that Dr. Dolecek was a POSITA
as of the critical date of the *085 patent. Ex.1003, 96-18.

Further, Dr. Dolecek’s testimony is supported by corroborating evidence in
the form of the disclosure of the references relied upon in the unpatentability
grounds (e.g., Ex.1005, Ex.1006, Ex.1007, Ex.1008) and many tertiary references
(e.g., Ex.1009, Ex.1010, Ex.1011, Ex.1012, Ex.1013, Ex.1014, Ex.1018, Ex.1019,
Ex.1020). See generally, Ex.1003. Further still, Dr. Dolecek repeatedly provides
technical reasoning to support her statements and understandings of the references.
See generally, Ex.1003.

Further, the Federal Circuit has recognized that “when the technology is
complex and ‘beyond the comprehension of laypersons,” expert testimony is
‘sometimes essential.”” Synopsys, Inc. v. Mentor Graphics Corp., 814 F.3d 1309,
1320 (Fed. Cir. 2016) (internal quotations removed); see also Perfect Web Techs.,
Inc. v. InfoUSA, Inc., 587 F.3d 1324, 1330 (Fed. Cir. 2009) (“If the relevant
technology were complex, the court might require expert opinions.”). This is
precisely the situation here. Dr. Dolecek’s expertise is utilized to explain the
technical background of complicated concepts relevant to the 085 patent (see, e.g.,
Ex.1003, 9925-46). Dr. Dolecek also provides detailed explanations regarding how
a POSITA would have understood the technical descriptions found in the 085

patent and the prior art references (see, e.g., Ex.1003, 9947-263). Dr. Dolecek’s

17
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testimony serves these essential purposes and is a strength of the Petition.

2. Patent Owner’s arguments based upon Xerox are misplaced.

Patent Owner argues that “Dr. Dolecek’s declaration merely repeats,
verbatim, conclusory assertions in the petition.” PO Brief, 21 (citing Xerox Corp.
v. Bytemark, Inc., IPR2022-00624, Paper 9 at 15-17 (August 24, 2022)
(precedential)). Xerox, however, does not stand for the proposition that a Petition
and supporting declaration cannot be similar. Xerox instead focuses on whether the
expert testimony cites to “supporting evidence or provide[s] any technical
reasoning.” Xerox, 15. Expert testimony is only afforded less weight if it “adds
little to the conclusory assertion for which it is offered to support.” Id. Here, Dr.
Dolecek’s analysis is fully supported by evidence, and does not rely on improper
gap filling. Accordingly, the Petition’s proper reliance on expert testimony to
support the unpatentability grounds favors institution.

C. No “settled expectations.”

Patent Owner has no compelling interest or expectation sufficient to avoid
PTAB review because they only acquired the 085 patent three years ago and they
appear to have done so solely for the purpose of litigation. The issue date of a
patent should not be a reason for discretionary denial. Patent Owner notes that
“the 085 patent issued on November 10, 2015—over nine years ago.” PO Brief,

27. But as a non-practicing entity, Patent Owner cannot claim it has any settled

18
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expectations arising from practicing the 085 patent. Patent Owner appears to have
acquired the ’346 patent in 2022 solely for the purpose of attempting to monetize it
through litigation, significantly decreasing any potential relevance of this factor.
See Ex.1025, 1 (assignment showing transfer to Polaris in August of 2022).

Moreover, Patent Owner has not made any meaningful attempt at engaging
with Petitioner for licensing discussions. Instead, Patent Owner filed a complaint
asserting the 085 patent against Petitioner only seven days after sending a notice
letter, which predictably triggered this IPR challenge. Ex.1037, 945. The 085
patent is not entitled to immunity from IPR review. And regarding expectations of
validity, no tribunal has ever adjudicated the validity of the 085 patent after it
issued.

Accordingly, the lack of settled expectations weighs strongly against denial.

D. The PTAB has sufficient resources to handle IPR proceedings and ex
parte proceedings.

The Board’s statutorily defined tasks of handling both ex parte appeals and
post-grant proceedings should not be a reason for discretionary denial. Patent
Owner argues that the Board’s “limited resources are better spent on the growing
backlog of ex parte appeals.” PO Brief, 28. Patent Owner further notes that the ex
parte appeal backlog has increased. /d.

But Patent Owner has not provided any evidence to show that the Board

cannot handle both its ex parte appeal docket and its post-grant proceeding docket.
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Nor could they, given that the Board has recently publicly acknowledged that
“Iw]e do have enough staff so we can handle both the appeals and the trials with
the judges and staff on board.” Ex.1040, 1. Accordingly, the existence of an ex
parte appeal docket (increasing or not) is not a reason to discretionarily deny this
specific case.

E. Compelling economic and national security interests favor institution.

Petitioners Western Digital and Sandisk together play a multifaceted role in
bolstering the US economy. As a leading provider of digital storage solutions, the
companies drive significant revenue generation—with billions in annual sales that
not only bolster its own financial health but also support a vast network of
suppliers, service providers, and ancillary industries. Ex.1038, 4 (“Western Digital
is a leading developer, manufacturer and provider of data storage devices and
solutions based on both hard disk drive and NAND flash technologies. With a
differentiated innovation engine driving advancements in storage and
semiconductor technologies, our broad and ever-expanding portfolio delivers
powerful hard disk drives (‘HDD”) and flash-based products (‘Flash’) storage
solutions for everyone from students, gamers and home offices, to the largest
enterprises and public clouds to capture, preserve, access and transform an ever-
increasing diversity of data.”). This economic activity injects substantial funds into

local communities through payrolls, tax revenues, and the multiplier effects that
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come with a robust manufacturing and technology ecosystem.

Moreover, Western Digital’s and Sandisk’s contributions extend to their
impact on job creation and workforce development. With operations that span
manufacturing, research and development, and engineering, the companies create
skilled job opportunities and support local communities by fostering a demand for
specialized talent. In doing so, they energize the broader US technology sector—
promoting innovation in digital storage technologies that underpin critical
infrastructure like data centers, cloud computing services, and enterprise IT
systems. This technological backbone not only facilitates business operations
nationwide but also reinforces American leadership in the rapidly evolving digital
age. This type of advanced domestic engineering capacity is critical to U.S.
economic interests.

The United States thus has a compelling economic and national security
interest in providing Western Digital and Sandisk an opportunity to challenge the
’968 patent under the more efficient IPR framework. As leading American
technology companies, it is critical that Western Digital and Sandisk have the
ability to invest and innovate without being encumbered by invalid patents.
Petitioner’s right to seek review of such patents by the U.S. Patent and Trademark
Office is similarly critical.

It is vital that companies like Western Digital and Sandisk are provided an
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effective and efficient mechanism for challenging invalid patents asserted against
them. Congress created the AIA for this purpose. 77 F. Reg. No. 157, 48612 (Aug.
14, 2012) (“The purpose of the AIA ... is to establish a more efficient and
streamlined patent system that will improve patent quality and limit unnecessary
and counterproductive litigation costs.”); see also General Plastic Industrial Co.,
Ltd. v. Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 at 16-17 (Sept. 6,
2017) (“[W]e recognize that an objective of the AIA is to provide an effective and
efficient alternative to district court litigation.”). AIA proceedings create cost
savings for its participants via “reductions in legal fees incurred and the greater
probability of a settlement or early-stage resolution.” Ex.1041 (study of AIA
economic benefits), 2, 8 (“[T]the total economic benefits of inter partes reviews
resulting in stay of litigation in district court included an increase in US business
activity of $1.87 billion in gross product and 8,530 job-years of employment
....”7; “In situations where an inter partes review was conducted parallel to a
district court proceeding, the economic benefits of [inter partes reviews] include
estimated increases of $135.4 million in US gross product and 617 person-years
of employment ....”).

Petitioners Western Digital and Sandisk are seeking review of the *085
patent consistent with the purpose of AIA post-grant proceedings: an efficient,

technically reliable assessment of validity. And Petitioner’s Sotera stipulation
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demonstrates that it desires a true district court alternative. Denying Petitioners
access to IPR in this scenario would frustrate the purpose of the AIA and deny
Petitioner the specific economic benefits envisioned by Congress.

These economic interests are particularly compelling as Petitioners have
been accused of infringement by a non-practicing entity, Polaris. For these reasons,
compelling economic and national security interests favor institution.

IV. The new Interim Process should not govern the decision to institute.

Petitioner respectfully requests that the USPTO Director maintain the
standards for institution that were in place when this Petition was filed. While the
briefing above addresses the new Interim Process as best understood by Petitioner,
this IPR should be governed by the procedures that were in place when it was filed,
as in the June 21, 2022 Interim Procedure for Discretionary Denials issued by the
Office (the “June 2022 Procedures™).

Since the Petition was filed, the USPTO rescinded the June 2022 Procedures
through a short posting on the USPTO website. The Office then followed up with
the March 24, 2025 Memorandum of Chief Administrative Patent Judge Scott
Boalick (the “Boalick Memo™). Two days later, on March 26, Acting Director
Stewart issued a Memorandum (the “Director Memo™) introducing an entirely new
“interim procedure” that bifurcates institution between “(i) discretionary

considerations and (i1) merits and other non-discretionary statutory
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considerations.” Director Memo, 1. Three weeks after the Director Memo 1ssued
(and after approximately forty patent owners had filed briefs requesting
discretionary denial), the USPTO held an oral webcast setting forth additional
substantive details of the new interim procedure not found in the Director Memo.
Then, eight days after the webcast, the USPTO posted on its website “FAQs for
Interim Processes for PTAB Workload Management” with even more substantive
details. The recission notice, the Boalick Memo, the Director Memo, the oral
webcast, and the FAQs (together, the “Announcements”) fall short of satisfying the
requisite statutory and constitutional obligations of the USPTO.

The Announcements make sweeping changes to PTAB procedures without
going through notice-and-comment rulemaking. This is made more problematic
given that the Office has represented to the public that they intend to make any
further changes to the institution process through notice-and-comment rulemaking.
See 88 Fed. Reg. 24,503 (April 21, 2023). The Announcements violate the notice-
and-comment requirements under the APA and are arbitrary and capricious.

Moreover, the additional discretionary denial considerations proposed in the
director memo are so broad and vague that they fail to set “forth the standards for
the showing of sufficient grounds to institute a review.” 35 U.S.C. § 316(a). For
example, it is unclear as to how the director will consider “[s]ettled expectations,”

99 <6

“reliance on expert testimony,” “workload,” and “[c]Jompelling economic, public
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health, or national security interests.”

The Director’s justification for these announcements similarly falls short of
statutory and constitution obligations. The Supreme Court has held that an
agency’s change in position must be accompanied by sufficient reasons for doing
so. See Food & Drug Admin. v. Wages & White Lion Invs., L.L.C., 145 S. Ct. 898,
906 (2025) (explaining that when an agency changes position, it must “offer ‘good
reasons for the new policy’”); see also F.C.C. v. Fox Television Stations, Inc., 556
U.S. 502 (2009) (agency changing position must show “that the new policy is
permissible under the statute, that there are good reasons for it, and that the agency
believes it to be better, which the conscious change of course adequately
indicates™).

The agency’s purported justifications of “efficiency” and “workload
management” do not hold up under scrutiny. Providing additional discretionary
denial factors increases the Office’s workload by investing their time in
consideration of more issues other than the validity of the patents challenged in
IPR. This additional workload becomes more problematic given that the Office
appears to be voluntarily reducing the number of judges. Ex.1023 (Law 360
article). The Office cannot claim they are resource constrained and at the same
time reducing the number of PTAB judges.

Applying the Announcements retroactively to petitions filed prior to
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issuance of the new policies unduly prejudices petitioners. Petitioner has based
their district court and PTAB proceeding based on previously-in-place procedures
in order to best seek review of the patents Petitioner believes to be invalid. In light
of these and other deficiencies in the Announcements, Petitioner respectfully
requests that the Board and Director consider whether to institute based on the
standards articulated in the June 2022 Procedures until such time as the Board
issues new regulations in accordance with 35 U.S.C. § 316 and the rulemaking
procedures of the APA.

V. Conclusion

For the above reasons, Petitioner respectfully requests that the Director
refrain from exercising her discretion to deny this petition, and instead pass it to a
merits panel for consideration

Respectfully submitted,

Date: June 24, 2025 /David M. O’Dell/
David M. O’Dell
HAYNES AND BOONE, LLP Lead Counsel for Petitioner

2801 N. Harwood Street, Ste 2300  Registration No. 42,044
Dallas, Texas 75201
Customer No. 27683
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