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The Director has held, on a nearly identical record, that discretionary denial 

is appropriate in the -00535 and -00536 IPRs. This brief is necessary only to address 

Petitioners’ new red herring “settled expectations” arguments. 

First, Petitioners’ assertion that PO has no “credibl[e] claim” of settled 

expectations because “PO owned the patent for less than three years” misses the 

mark. R. 1, 15. An “assignee stands in the shoes or in the place of the patentee, and 

represents him.” Wilson v. Rousseau, 45 U.S. 646, 703 (1846). Indeed, in SAP Am., 

Inc., IPR2025-00416, Paper 10, 2 (July 2025), the Director discretionarily denied 

institution, finding “strong settled expectations” despite that “PO acquire[d] the 

challenged patent [in] 2021” (Id., Paper 8, 20).  

Second, Intel Corp., IPR2025-00327, Paper 12, 2-3 (June 2025) (R. 17-19) 

confirms PO’s settled expectations. Petitioners admit they “applied” the ‘801 Patent: 

“Unlike Petitioners, neither PO nor its predecessors ever commercialized or applied 

the claimed technology in any way.” R. 2. Petitioners have known of the Asserted 

Patents family since May 2015, as the ‘5801 patent appears on the face of their U.S. 

Design Patent 753,156 and was cited during its examination. Ex.2049. In iRhythm, 

Inc., IPR2025-00363, Paper 10, 3 (June 2025), “settled expectations favor[ed] denial 

of institution” where petitioner knew of a family patent but delayed seeking review. 

See also Ericsson Inc., IPR2024-01453, Paper 15, 3 (June 2025) (applying iRhythm 

where the challenged patent was “brought to Petitioner’s attention” by Examiner). 
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Third, Petitioners’ claim that “any settled expectations concerning the 

validity” is “questionable” is a red herring. R. 16-17. The original Examiner allowed 

the claims after full examination and Petitioners concede that Neibauer/Cheng “were 

considered by the Examiner.” Pet.70; DD, 13-17. The Examiner also considered the 

‘5801 reexam and its reliance on Neibauer/Cheng. DD, 16-17; Cf. Rode Mics. LLC, 

IPR2025-00557, Paper 11, 2 (July 2025) (finding material error where Examiner 

“did not reference the related [] proceedings that could have impacted the claims”). 

Further, the ‘336 Patent (‘801’s parent) survived Unified Patents’ ex parte reexam, 

based on Neibauer, without amendment or cancellation. Ex.2050, 65; Ex.2051, 43-

44. Petitioners failed to show material error by the original Examiner or the CRU. 

Fourth, the Board’s prior institution of the Meta-IPR does not disturb PO’s 

settled expectations. R. 17-18. The ‘801 Patent’s parent survived ex parte reexam 

with a higher standard than the IPR institution, confirming PO’s settled expectations. 

Also, IPR institution is not evidence of material error by the Examiner. See Vital 

Connect, Inc., IPR2023-00381, Paper 7, 20 (July 2023). Petitioners’ reliance on 

Tesla, IPR2025-00217, Paper 9, 2 is also unavailing. R. 2, 10-12. There, an ancestor 

patent found unpatentable had “similar claims.” Tesla, 2. Here, it is undisputed that 

the ‘801 Patent claims are substantially different from those in the ‘5801 and ‘342 

patents (DD, 15-16 (citing Ex.2009)). Further, unlike Tesla, the ‘336 Patent survived 

an ex parte reexam, and all Asserted Patents spring from the ‘336 Patent. 
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