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There are no settled expectations counseling in favor of discretionary denial. 

First, PO’s patents and their ancestors have already been subject to 

instituted post-grant challenge on no fewer than ten occasions. Nine out of those 

ten challenges ended in unfavorable outcomes for PO. For example, in three 

proceedings, two ancestors to the ’801 patent were found unpatentable, one based 

partly on the same art presented here, with all three decisions summarily affirmed 

on appeal. (Op., 16.) The Board then instituted the Meta-MDT-IPR against the 

’801 patent based on the same art presented here. (Op., 11.) Finally, the Board 

instituted Meta’s IPRs against five related patents, including the ’336 patent, based 

in part on Neibauer and Cheng. IPR2024-00246, -248-251. 

There is no reasoned basis for PO to conclude that the ’801 patent’s validity 

is, or ever has been, “settled.” See Tesla v. Intell. Ventures II, IPR2025-00217, 

Paper 9, 2 (Stewart June 13, 2025). For example, the ’5801 patent was found 

invalid and, like the challenged patent, covered methods and/or systems for sharing 

content amongst multiple users. (EX-1024, 3-4.) Thus, PO’s expectations are 

inherently unsettled. PO’s assertion that the ’336 reexam was “based on Neibauer” 

is false. (POR, 2.) The reexam relied on four unrelated references, and the 

requestor made two passing citations to Neibauer to support motivation to 

combine. (EX-2050, 65.) Regardless, the Examiner erred by not considering 

Neibauer on the merits, and one instance of an ancestor surviving reexam cannot 
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evidence settled expectations in view of nine other instances where the Board 

found at least a reasonable likelihood that the claims were invalid.  

Second, PO argues that Petitioners should have been aware of the ’801 

patent since May 2015 because related patent was cited during prosecution of 

Petitioners’ design patent. (POR, 1 (incorrectly relying on Ericsson where the 

challenged patent was cited, not an ancestor).) But by May 2015, the subject patent 

had already been found unpatentable in reexam. (EX-1024, 1.) At that time, the 

only reasonable conclusion was that the patent posed no risk. Moreover, imposing 

a duty to investigate here would hold Petitioners to an impossible standard. Likely 

at least hundreds of thousands of patents and applications are cited on the face of 

Petitioners’ over 145,000 issued patents. Requiring Petitioners to assess and 

challenge every cited patent and their family members would exact an undue 

burden on innovators like Samsung. 

Third, even accepting PO’s incorrect assertion that it inherited the 

expectations of its predecessor and that those expectations were “settled” (Op. 15-

20), any such expectations do not outweigh Petitioners’ settled expectations of 

non-infringement as articulated in Intel. IPR2025-00327, Paper 12, 2-3 (Stewart 

June 26, 2025). PO fails to address Petitioners’ eight years of undisturbed 

commercialization of the accused technology before PO finally sued Petitioners. 

Thus, settled expectations weigh against discretionary denial. 



U.S. Patent 8,825,801 
IPR2025-00537 

 

Date: July 23, 2025   Respectfully submitted, 

         /Naomi L. Birbach/ 

Naomi L. Birbach (Reg No. 67,113) 
Goodwin Procter LLP 
620 Eighth Avenue 
New York, NY 10018 
Phone: (212) 813-8800 
nbirbach@goodwinlaw.com 

 
Counsel for Petitioners 

 



U.S. Patent 8,825,801 
IPR2025-00537 

 

CERTIFICATE OF SERVICE 

The undersigned certifies that a true copy of Petitioners’ Sur-Reply 

Regarding Discretionary Denial has been served on the Patent Owner via e-mail to 

the following counsel of record: 

Erick S. Robinson (Reg. No. 51,354) 
Patrick M. Dunn (Reg. No. 70,474) 
Jayme Partridge (Reg. No. 39,011) 
Jayne C. Piana (Reg. No. 48,424) 
BROWN RUDNICK LLP  
811 Main Street, Suite 1825  
Houston, TX 77002  
erobinson@brownrudnick.com  
pdunn@brownrudnick.com  
jpartridge@brownrudnick.com 
jpiana@brownrudnick.com 
MDT-Samsung-BR@brownrudnick.com 
Tel: (281) 815-0511  
Fax: (281) 605-5699  
 
Eugene Goryunov (Reg. No. 61,579) 
Homayoon Rafatijo (Reg. No. 80,870) 
BROWN RUDNICK LLP  
601 Thirteenth Street NW Suite 600  
Washington, D.C. 20005 
egoryunov@brownrudnick.com 
hrafatijo@brownrudnick.com  
Tel: (202) 536-1700  
Fax: (202) 536-1701  
 
Ian G. DiBernardo (Reg. No. 40,991) 
BROWN RUDNICK LLP 
Times Square Tower, 47th Fl. 
7 Times Square 
New York, NY 10036 
idibernardo@brownrudnick.com 
Tel: (212) 209-4800 



U.S. Patent 8,825,801 
IPR2025-00537 

 

Fax: (212) 209-4801 
 
Attorneys for Mobile Data Technologies LLC 

Date: July 23, 2025   /Naomi L. Birbach/ 

Naomi L. Birbach 

Counsel for Petitioners 


