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L. INTRODUCTION

Meta Platforms, Inc. (“Petitioner”) filed a Petition for Inter Partes Review
(“IPR”), challenging Claims 1-19, 21, and 22 (the “Challenged Claims”) of U.S.
Patent No. 9,619,578 B2 (the “’578 Patent”). Paper 2 (“Petition”; Pet.). The Board
instituted IPR. Paper 11 (“Decision”).

The Petition fails because it improperly ignores the mobile-centric nature of
the *578 Patent’s technology as claimed. As explained below, the Challenged Claims
are directed to technology that enables content sharing across a “wide range” of
mobile devices. Petitioner’s references — at best — show some of these functions
implemented on conventional personal computers. But even when combined as
proposed, they fail to show that the claimed functionality — including the ability to
receive and send content via a mobile device with limited processing and display
capabilities — would have been obvious.

The Petition also fails because it principally relies on a reference (Neibauer)
that is non-analogous art. The reference — a “how to” guide providing simplified
guidance to laypeople as to how to perform basic computing tasks — would not have
been considered relevant to a POSITA interested in addressing the problems of the
’578 Patent.

For these reasons, and others presented below, the Board should issue a Final

Written Decision affirming the patentability of all the Challenged Claims.



IPR2024-00249
Patent 9,619,578

A.  Overview of Technology in 2002

At the time of the priority date of the *578 Patent (2002) the state of the art of
mobile devices was markedly different from today. Medvidovi¢ Decl. (Ex. 2007)
434-43. Mobile devices could access the internet, but their capabilities (screen,
processing, user input, and navigational) were greatly limited. /d. 941.

In addition, internet usage over mobile devices was essentially one-way. Id.
942. That is, the internet pages that were accessible by mobile devices in 2002 were
specially-modified mobile versions of the full webpage. /d. These mobile versions
were significantly pared down, including limited graphics and were generally
designed to push information to the user. /d. These webpage versions were
essentially one-way communications; they had limited, if any, bi-directional
interaction capabilities. /d.

B. The ’578 Patent

The °578 Patent begins by explaining that the focus of the disclosed
technology is to expand content access via mobile devices:

One of the most rapidly expanding aspects of wireless
networking involves the accessing of information content over
wireless networks via web-enabled mobile devices. Examples of
such devices include mobile telephones, personal digital

assistants (PDAs), palmtop computers, etc.

’578 Patent 1:30-35 (emphasis added). More specifically,
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An important challenge in this context relates to facilitating the
process of creating, publishing, distributing or otherwise
managing information content so as to provide optimal
presentation consistent with the limited display space and

navigational capabilities of typical mobile devices.

1d. 1:40-45 (emphasis added).

That is, the crux of the disclosure of the 578 Patent and its claims are
technologies that enable content sharing on mobile devices with limited technical
capabilities, which were previously incapable of enabling such functionality.

Likewise, the 578 Patent emphasizes that one advantage provided by its
disclosed technology is the ability to “operate independently of the user device
operating system or other user device configuration parameters, such that a given
user may author, create, publish, send, convey, share, receive, respond to, subscribe
to, collaborate with, track, transact, maintain and manage personalized messaging
content from any type of user device running any operating system.” ’578 Patent
18:39-45 (emphasis added).

The 578 Patent exemplifies use of the claimed technology through a “web-
enabled mobile telephone™:

FIG. 18 shows an example mobile device 15-1 suitable for use in
the system of FIG. 1A. The mobile device 15-1 in this example is
in the form of a web-enabled mobile telephone, but as indicated

previously herein, the invention does not require the use of any
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particular type or configuration of mobile device.

’578 Patent 14:54-60 (emphasis added). See also ’578 Patent FIG. 18:

FIG. 18

WINKsite

WINKsite
1 About
2 Directory

As the ’578 Patent describes, implementing the disclosed technology can

enable the “typical mobile device” (like FIG. 18’s “mobile telephone”) to share and

interact with content, notwithstanding its apparent “limited display space and

navigational capabilities.”

Independent Claim 1 of the *578 Patent is representative and recites:

1. A method comprising:

[1a] providing a first interface permitting designation of at least one content

item, via a mobile device, for insertion into an application-based

information channel, the at least one content item comprising media
data captured by the mobile device; and

[1b] integrating the at least one content item and information associated with

at least one wireless networking functionality of the mobile device to

generate at least one integrated content item; and
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[1c] inserting the at least one integrated content item into the application-
based information channel, the application-based information channel
providing a second interface wherein two or more users share access to
a plurality of content items including the at least one integrated content

item.

As explained below, the Petition fails to show how the cited references teach
or suggest various features of Claim 1, including its “application-based information
channel.”

C. Asserted Grounds and Cited References

Petitioner asserts the challenged claims are unpatentable based on the

following grounds under 35 U.S.C. § 103.

Ground | Challenged Claims References
1 1-19,21-22 Neibauer (EX1003), Ausems (EX10006),
Cheng (EX1005), and Squibbs (EX1011)
2 1-19, 21-22 Ground 1 + Harvey (EX1010)
1. Neibauer

“How to Do Everything with Yahoo!” by Alan Neibauer describes aspects of
Yahoo! services available in 2000. Considering Neibauer’s “how-to” format, it does
not teach modifications to the Yahoo! services, but instead merely describes what

existed at the time of publication.
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The Petition principally relies on Neibauer’s Chapter 21 (“Communicating

with Clubs, Message Boards, Personals, and More;” pp. 467-491). That chapter

discusses explains how to use the Yahoo! Clubs feature to collaborate with other

Yahoo! users. Pet. at 10.

The Yahoo! Clubs feature is described and depicted in Neibauer as being

accessed by a personal computer with a “full size” display:

Contacts movie series | know of 19 Scott's Goldeneye Fiesta Either for help or lo celebrale your viclory!

Calendar other than Star Wars Mar8 BOND GIR! S ADDRESS NEEDED FOR AITOGRAPHS -nick_jb0o7

Here there are pictures, DOES ANYONE KNOW ANY BOND GIRLS ADDRESS FOR A

Feb Ihe best of Bond -davidlaw_1975

Hi, | am a new member of the club and | would like to express my

~| The James Bond Movie Series
S | The James Bond place lo talk about the movies.
" Ciubs Tog - Yahoo!
Oiif Pages You are a guest
o Faunder's Message Overview
Chat zantana Ma
Naws JAMES BOND is Recent Messages
Links probably one of the best Mar GOLDENEYE SITE! -scottdaman2000
info, and links to other AUTOGRAPH | REALLY NEED TO K
knowiany piaasa put add Check this oul folks
them
= Home Page comments
Mamber Tools Lasl edited by: shaner303 12
Invite s comments
_-.L_____._I_IJ ChatRoom  enter

Category: James Bond Serig

Messages Online Now (4 memhers)
Photos Click on name to talk now: davidlaw 1975 painiballboy12, bond freak200D

James Bond sites f you . 4 IWINE on video and DVD! - Lawrence 3

Feb  The best of Qend -davidlaw_1975

Eounder’s Fersonal 12 Hi, | am a new member of the club and | would like to express my

FIGURE 21-8 [EIGEETE

Neibauer at 475 (“Club page”).

Neibauer also describes and depicts the Yahoo! Clubs photo album feature,

which allows a user to browse and view existing photos and upload new photos:
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The James Bond Movie Series Category. James Bond Serlg
The Janvas Bond plece to talk about the mavies Club Type Liste
Blueraja’'s BOND GIRL Album Back To: Album List
Created by blueraja3 on 22-Nov-19939
Showing 1 - 12 of 12 photos | View Thumbnails __Add Photo_ |
Photo Name and Caption Contributor Size Posted Edit Delete
®iDenise Richards blueraja3 21KB  22-Nov-
- Stunning Blue Bikini 1999
& Denise Righards blueraja3 22 KB 22-Nov-
- Seductive Stare 1999
& Denise Richards blueraja3 48 KB 22-Nov-
- Sexiest Denise Pic 1999
& Denise Richards blyersja3 13 KB 22-Nowv
- Too Sexyl Too Sexyl 1999
& Famke Janssen blyeraja3 53KB  22-Now
- Modeling Lingerie 1999
] Famke Janssen blueraja3 13 KB 22-Now-
- Sexiest Bond Girl Ever 1999
& Famke Janssen Iy a3 10 KB 22-Nov-

- Qavw Rlarlk | aothor 1999

Sc{U{=-FW M Club photo album

Neibauer at 478 (“Club photo album”).

b. Chapter 7: Yahoo! Mobile

Petitioner also cites another section of Neibauer: Chapter 7 (“Your Yahoo!
Home Away from Home;” pp. 155-180). Neibauer Chapter 7 describes how to use
“Yahoo! Mobile” to access certain Yahoo! services via mobile devices. Pet. at 10.

Considering the state of mobile technology in 2000, when Neibauer was
published, the capabilities of ““Yahoo! Mobile” described in Neibauer are extremely
limited. Ex. 2007 q9101-104. Notably, the only Yahoo! service that Neibauer
describes as being available on mobile phones is “Mobile Alerts,” through which
short alphanumeric messages (e.g., stock prices, weather reports) can be sent to a
cell phone or pager. /d.; Neibauer at 167-168.

Neibauer also describes a “Yahoo! To Go” features used to configure PDAs

to access simplified versions of certain Yahoo! web pages. Id. at 171-172.
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Specifically, Neibauer shows a user selecting from an option of ten checkboxes

(“Address Book,” “Calendar,” “Mail,” etc.) to personalize the content available on

their PDA:

WMDBICE " Welcome, Harbara! Yahoo! - My Yahoo! - Help

Add or Delets content on this page by checking or un-checking
the boxes. Be sure to click Finished when you'e done e O .| med_l

Choose Your Content
F  Address Book F People Search
= Calendar F Ski Repons
F Lodging F Spotts
F Mail F Srock Quotes
P Movie Showtimes P Weather

‘You're Now Ready tc Browse Yahoo! on your PDA!

Click Finished and go to: http:iimobile.yahoo.com/home from your PDA to see
your personalized Yahoo! stan page

Adding content to your PDA Yahoo! menu

Id. at 173-174.

Neibauer describes that the referenced “Yahoo! To Go” features were

available only on a limited number of PDAs. Neibauer at 171. Notably, even on

those compatible devices, the mobile services shown in Neibauer utilized text-only

interfaces, with no images at all:

‘Yahoo!. Mobile Yahoo! Stocks Quotes 1
Emall |

-_‘ﬂ,g_drgss_ Book View your Bank of fimerica

i Calern d—ar__ occounts an Yahoo!

- stack Quotes i

| Movies YHOQ

| Sports Lost Trode 0122178 178

! Wagther Change -3 13/16 -2.10%

 SkiReparts Volume 5,127,300

| People Sea Ticker § I

| People Search ymbol

GO R @ w Het i » Toolt

! TN @ v it v Tool

Yahoo! AMovies
Showtimes
Your location:

[s4028 o i)

{e.g 95051 or Santa Clara, CA)

Kopyright @ 1994-94 Yahoo! Inc Al |
rights reserved, -
UL @ - Hict 1w Tools
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Id.

But Nothing in Neibauer suggests that Yahoo! Clubs — which is depicted as
involving ‘full featured’ webpages including those enabling the browsing and
uploading of photos — was (or even could have been) accessed via Yahoo! Mobile.
Ex. 2007 99107-111. Neibauer explains that Yahoo! services — including Yahoo!
Clubs — are accessible using a personal computer equipped with a dial-up internet
connection. Ex. 1003, 21-22.

Nothing in Neibauer suggests that the features described in Chapter 21
(Yahoo! Clubs) could be performed via mobile devices. Ex. 2007 44107-111. On the
contrary: the limited nature of Yahoo! Mobile (in view of the technical limitations
of mobile devices in 2000) reinforces why Yahoo! Clubs (as described in Neibauer’s
Chapter 7) was not — and could not have been — accessed via Yahoo! Mobile. Ex.
2007 q9/107-111. In addition, nothing in Neibauer suggests that Yahoo! Clubs could
send content via a wireless network separate from the internet. Ex. 2007 4100.

Moreover, even assuming (incorrectly) that Yahoo! Clubs was accessible in
2000 via Yahoo! Mobile, that would, at best provide a mobile user the ability to view
information received from the internet. But nothing in Neibauer suggests that a user
could provide content to Yahoo! Clubs via Yahoo! Mobile. Ex. 2007 9997-100. As
shown above, the limited nature of the Yahoo! Mobile functionality described in

Neibauer reinforces that such a function was not possible. Ex. 2007 997-111.
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2. Ausems

Ausems describes a combination Personal Digital Assistant (“PDA”) and
mobile phone with a digital camera. However, Ausems does not teach any method
for uploading digital images to a web-based shared information channel from a
digital camera of a mobile device. Ex. 2007 §9129-142. Instead, Ausems states that
“PDA/wireless telephone combinations” of that time “are unable to run application
software packages or transmit and receive video data.” Ex. 1006 1:35-37. Ausems
does not explain how to remedy this deficiency because it is mainly concerned with
the physical design of a PDA telephone device, not the specific operation of the
asserted features. See, e.g., Ex. 1006, Figs. 1a-1p.

But nothing in Ausems teaches #ow to transmit images from the PDA. Ex.
2007 99192-193. Indeed, Ausems acknowledges that “PDA/wireless telephone
combinations are unable to run application software packages or transmit and
receive video data.” Ex. 1006 1:35-37 (emphasis added). This explains why
Petitioner cites to Ausems only for the proposition that a mobile device may be
combined with a camera, not how a mobile device like a PDA could upload digital
images to a website (because Ausems provides no disclosure as to how such a feat
would be accomplished).

Therefore, Ausems does not disclose how to transmit digital photographs from

a mobile device to an application-based information channel.

10
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3. Cheng

Cheng describes reformatting a web site and transmitting the transformed
webpage to a mobile device:

A user generates a user request for a web page from a mobile
device to a proxy server. The proxy server forwards the user
request to an origin web server, which returns the requested web
page to the proxy server. A conversion engine within the proxy
server extracts the desired content from the web page, and
reformats the content in accordance with one or more predefined
transform methods associated with the one or more mobile
devices before transmitting the transformed web page with the

desired content to the one or more mobile devices.

Cheng, Abstract (emphasis added).

Cheng contemplates a type of universal website translation service that
operates in the form of a go-between proxy server for one-way conversion of
conventional websites into a format viewable on mobile devices at the time. Ex.
2007 q9119-128.

Cheng’s proxy server purports to operate by receiving (or retrieving a cached
copy of) a website, and then applying a series of transformations to the website
content (“SW-Transforms”) which could be specified on a global basis (for all

recipients) or on a device-specific basis (based on a recipient’s specific mobile

11
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device). Ex. 1005 4:56-5:10; and col. 17-22 (exemplary SW-Transforms); Ex. 2007
99122-125. Cheng’s SW-Transforms include the capability of adding, replacing, or
removing HTML tags and/or text from the source web page in order to attempt to
format it for the destination mobile device. /d.

As shown below, Cheng is limited to the transfer of data one-way, from the
conventional website (web page 104), through the proxy server (110), into a

reformatted web page (122) that is transmitted to the mobile device (108):

FIG. 1
100
PROXY 12 :
SERVER 114
109 106 CACHE 112
( N i ;
CATEWAY | ‘ EXTRACTION
_— CONVERSION INTERNET
A=l ENGI D
— CONVERSION =
| RIS
0 0

w | [ g
oooo SERVER
NCEEED, EH%NM
= CoNTENT

Cheng, FIG. 1; Ex. 2007 9127-128.

But nowhere does Cheng suggest transmission of content from the mobile
device. Id. Instead, Cheng’s disclosure is limited to “dynamically extracting a
portion of content from a web page and reformatting the extracted content for

viewing on a mobile device.” Cheng, 1:14-16. Cheng only describes its mobile

12
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device as receiving information for viewing, not sending such content. Ex. 2007
19127-128.

4. Squibbs

Squibbs describes recording and displaying data (such as photos) along with
the location where the photo was taken. Squibbs, Abstract. In a particular
embodiment, Squibbs describes a digital camera 90 that transmits photo image data
to a cell phone 20, which in turn uploads the image data over a cellular connection
to service system 40 for storage on network store 43. Squibbs, 90101, Fig. 11
(showing transfer 105). Squibbs explains that the cell phone can determine location
information of the image data in a number of ways, including by using “a location
server of the mobile radio infrastructure,” or using “a GPS system built into the cell
phone.” Squibbs, 90098. After determining the location information, the cell phone
may upload the photo image data and transmit the location information to a network
store 43. Squibbs, §0101.

5. Combination of Neibauer and Cheng

The challenged claims recite some variation on “providing a first interface
permitting designation of at least one content item, via a mobile device, for insertion
into an application-based information channel, the at least one content item
comprising media data captured by the mobile device.” Petitioner maps one or more

of the referenced features onto the upstream transfer of pictures from the mobile

13
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device through the Cheng proxy server to the Neibauer web server. Pet. at 12-25;
Ex. 2007 9354. As explained below, Neibauer and Cheng do not satisfy the
limitations of the Challenged Claims (including Claim 1), even if combined in the
manner proposed.

First, Petitioner asserts “it was well-known that conventional laptop
computers provided the same functionality as desktop computers and could run web
browser software and visit web pages on the Internet.” Pet. at 16. Petitioner then
asserts that the Yahoo! Clubs feature “would have been accessible to a user of a
mobile device such as a laptop computer.” Id. But, as explained below, the term
“mobile device” should not be construed as full-capability computer (e.g., laptop)
that uses conventional web pages. Thus, accessibility of full-capability laptops to the
Yahoo! Clubs functionality is irrelevant as to whether mobile devices could provide
content, which is received and integrated into such Yahoo! Clubs functionality.
Instead, the relevant inquiry is whether the cited art teaches that mobile devices (as
properly construed) provide device-captured content for integration into a mobile
version of Yahoo! Clubs site. This is something the cited art, alone or in
combination, does not suggest.

After asserting that the Clubs feature would be accessible to a user of a mobile
device, Petitioner admits (in the next paragraph) that “Neibauer does not expressly

disclose that Yahoo! Clubs was one of the Yahoo! features that could be made

14



IPR2024-00249
Patent 9,619,578

b4

accessible via mobile device.” Pet. at 17. Petitioner understates Neibauer’s
disclosure. Neibauer is a “how-to” guide for Yahoo! functionality. It explicitly
indicates the /imited subset of Yahoo! features available to mobile devices. But none
of these features provide any sort of mobile device-supplied device-captured data to
be integrated into a mobile information channel, let alone into the Yahoo! Clubs
functionality. Nothing in Neibauer suggests any such extension of Yahoo! Clubs
functionality to mobile devices. And such an extension would not have been
obvious, especially in light of the state of the art at the time of the *578 Patent. Ex.
2007 q356.

Adding Cheng’s down-converting mobile site generation to Neibauer would
not render the Challenged Claims obvious. Cheng is designed for one-way data
transfer in response to a request from a mobile client. Ex. 2007 4357. In other words,
the only mobile device-supplied data in Cheng is a website request (106) provided
to a proxy server (110). Like Neibauer, there is no suggestion of any mobile device-
supplied captured data to be integrated into an information channel, as in the claims.
ld.

A POSITA would not find such two-way communication obvious in light of
the teachings of Cheng, even when combined with the (computer-based) Yahoo!

Clubs functionality /d. Such an undertaking would require a new up-conversion

functionality that is simply not taught or suggested by any of the references, alone
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or in combination. /d. Given the state of the art, developing such functionality would
have required significant work and would not have been obvious to a POSITA. /d.
Indeed, Cheng’s down-converting of a full webpage does not instruct or even make
obvious that one would subsequently up-convert data from a mobile device and
provide it back to the webserver (let alone how to perform such a feature). /d.

Additionally, unlike downloading data to a client, uploading data to a server
often implies a persistent connection between the two, which among other things
requires the server to keep track of the client’s state. Ex. 2007 4358. An intermediary
such a proxy server (which, again, presents itself to the content server as and plays
the role of the client) would have to account for issues like persistent connections
with and state tracking of the actual client using the proxy server. Id. But Cheng is
devoid of any such teaching. /d. In fact, Cheng’s disclosure of a cache (which saves
previously-requested web pages locally in the proxy server so that the proxy server
can return that local copy rather than querying the origin web server every time)
would directly interfere with the sort of two-way communication scheme Petitioner
advances. /d.

Thus, contrary to Petitioner’s assertion (Pet. at 20), Cheng could not simply
be a “bolt-on” functionality that affords mobile device upload capabilities. /d. And
even if Cheng was a “bolt-on” to the Yahoo! Club functionality of Neibauer, it would

merely afford an ability to view Yahoo! Clubs on a mobile device, without affording
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any ability to upload content. Extensive modifications to Cheng would be required,
none of which are not taught by Neibauer or Cheng (alone or in combination).
Further, because no guidance as to these modifications is provided by the cited art,
such modifications would require undue experimentation and would also not provide
a reasonable likelihood of success. Ex. 2007 9359.

Again, there is no record evidence of how the upload functionality disclosed
in Neibauer worked and what accommodations would have been required for Cheng
to support it. In any event, Petitioner’s proposed combination involves only an
unmodified Cheng that does not disclose or suggest that it is configured for
supporting client-to-server uploads.

As a result, even were the Board to find sufficient motivation to combine and
reasonable expectation of success for Petitioner’s Neibauer-Cheng combination,
such combination sti// would not disclose all the limitations of the challenged claims.

6. Combination of Neibauer and Squibbs

Likewise, Neibauer in combination with Squibbs does not teach or suggest
content sharing using a mobile device, as in the claims (including limitations [1b]
and [1c]). Petitioner asserts it would be obvious to combine the geographic location
of a photo determined according to Squibbs with the photo sharing feature provided
in Yahoo! Clubs in Neibauer. Pet. at 37. Indeed, Petitioner asserts that the Yahoo!

Clubs photo sharing feature would be adapted to display location information
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associated with uploaded photos via map-based user interfaces similar to the maps
depicted in FIGS. 6-7 of Squibbs and a Yahoo! Maps feature detailed in Neibauer.
See id., 33-38. As shown below, both Squibbs and the Yahoo! Clubs of Neibauer
require a personal computer, not a mobile device. Ex. 2007 q9145-147. But there is
no teaching in any of the references of sharing information from a mobile device
with other users. Id.

Referring first to Squibbs, the map-based user interfaces depicted in FIGS. 6-
7 of Squibbs are generated by an album program 50, which resides on a personal
computer (e.g., PC5). Squibbs 4931-32, 64. After cell phone 20 of Squibbs transmits
the location information to the network store 43, the album program 50 stored in the
PC 5 receives the location data (e.g., location log 100) from network store 45 to
generate the respective maps. Squibbs 113-114; FIG. 12. As such, the map-based
user interfaces generated by the album program 50 and depicted in FIGS. 6-7 of
Squibbs are clearly designed for presentation via a display that is part of a PC and
not a previously established application-based information channel permitting
interaction with a mobile device (e.g., with limited display space and limited
navigational capabilities). Ex. 2007 §146.

Moreover, as shown above, the Yahoo! Clubs feature of Neibauer is a web-
enabled feature that is designed for use via a computing device that is unencumbered

by the limited display space and navigational capabilities of a mobile device. Indeed,
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the Yahoo! Map page includes a Zoom Out and Zoom In bar positioned above the
displayed map to allow the user to navigate to different scales of view in the depicted

map, as shown in the reproduced image below.

ZoomOut 4« 4« 4 4 4« «@» » » Zoomlin

SEOIS B Map zoomed out two levels (compare this to Figure 10-2)

Neibauer, p.225.

The zoom in/out navigation tools provided on the Yahoo! Map feature cannot
be provided on an information channel permitting interaction between mobile device
users due to the limited display space and navigational capabilities of the mobile

devices. Ex. 2007 9147. Moreover, Neibauer never describes that the Yahoo!
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Mobile feature is capable of presenting complex graphics and interactive features
(e.g., zoom) via a mobile device. /d. Instead, Neibauer (like Squibbs) clearly
contemplates accessing the Yahoo! Map via desktop computers because the map is
depicted as a separate object in the browser window that can be saved and annotated
in the Windows Paint program. Neibauer, p.225. Indeed, it would be impossible to
perform the functions provided in Neibauer to save the map image via a mobile
device as detailed in the instructions for doing so in Neibauer. See id., e.g., p.227
(Instructional Navigational Graphic).

In this way, and as will be discussed in detail below, the proposed combination
of Neibauer, Cheng, and Squibbs fails to integrate content and information
associated with a wireless networking functionality (e.g., location data) provided by
a mobile device into an information channel permitting interaction between a user
of the mobile device and other users, as in the claims. Indeed, none of the cited
references provides for the transmission of any information associated with a
wireless networking functionality for integration into an application-based
information channel permitting interactions from a mobile device with a limited
display space and limited navigational capabilities. Ex. 2007 q149.

II. POSITA
For purposes of this proceeding, Patent Owner does not dispute the Petition’s

characterization of the person of ordinary skill (“POSITA”). Pet. at 5-6.
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Patent Owner hereby affirmatively withdraws the expert declaration and C.V.
submitted with Patent Owner’s preliminary response (Ex. 2001, 2002). PTAB
Consolidated Trial Practice Guide, §11(c), p. 51.

III. CLAIM CONSTRUCTION

In an IPR, claims are construed according to Phillips v. AWH Corp., 415 F.3d
1303, 1312-17 (Fed. Cir. 2005). See 37 C.F.R. § 42.100(b). In construing claims,
courts look first to the intrinsic evidence. See Vitronics Corp. v. Conceptronic, Inc.,
90 F.3d 1576, 1582 (Fed. Cir. 1996). Courts may consider extrinsic evidence to
resolve ambiguities that cannot be resolved through intrinsic evidence alone. /d. at
1583.

A.  “Application-Based Information Channel”

The term “application-based information channel,” in independent claims 1,
9,12, 17, 21, 22, and associated dependent claims should be construed consistently
with its plain and ordinary meaning, as well as the intrinsic and extrinsic record, to
mean “a component of a mobile site configured to permit a wide variety of mobile
devices to send and receive content over a wireless network.”

The intrinsic evidence supports this construction. First, the ’578 Patent
explains that the invention improves on the existing technology, in part, due to its
ability to

operate independently of the user device operating system or
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other user device configuration parameters, such that a given user
may author, create, publish, send, convey, share, receive,
respond to, subscribe to, collaborate with, track, transact,
maintain and manage personalized messaging content from any

type of user device running any operating system.

’578 Patent 18:39-45 (emphasis added).
The specification explains that a “wide variety” of devices can use the
technology:

The mobile devices 15 can collectively comprise a wide variety
of different devices configurable for communication over the
network 12. The term “mobile device” as used herein is intended
to include, without limitation, any type of portable information
processing device capable of being configured for
communication over a network. Examples of mobile devices 15
utilizable in system 10 of FIG. 1A include a mobile telephone, a
personal digital assistant (PDA), a palmtop computer, a hand-
held computer, a laptop computer, a tablet computer, a global
positioning system (GPS) receiver or other GPS-based
navigational device, an MP3 player or other type of audio player,
a pager, a watch or other timepiece, a camera, a portable game

player, etc.
’578 Patent 4:28-40 (emphasis added).
According to Claim 1 of the ’578 Patent, “content item[(s)] comprising media

data captured by the mobile device” can be inserted into an ‘“‘application-based
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information channel” and “the application-based information channel” enables “two
or more users [to] share access to a plurality of content items....”

As noted above, the “application-based information channel” must enable
messaging between the “wide variety” of mobile devices disclosed. Such “mobile
devices” include not only “a laptop computer” but also “a mobile telephone” and “a
personal digital assistant (PDA)” (among other devices). 578 Patent 4:28-40.

This construction is reinforced throughout the 578 Patent. For example, the
specification provides the example of using the invention through a “web-enabled
mobile telephone”:

FIG. 18 shows an example mobile device 15-1 suitable for use in
the system of FIG. 1A. The mobile device 15-1 in this example
is in the form of a web-enabled mobile telephone, but as indicated
previously herein, the invention does not require the use of any

particular type or configuration of mobile device.

’578 Patent 14:54-60 (emphasis added); see also >°578 Patent FIG. 18

Petitioner argues that because a ‘“conventional laptop” could “run web
browser software and visit web pages” like the “the Yahoo! website, including the
clubs feature” discussed in Neibauer Chapter 21, this disclosure teaches Claim 1’s
“application-based information channel.” Pet. at 21.

Petitioner’s proposed construction is incorrect. Ex. 2007 99311-322. As

explained above, a “conventional laptop” accessing “the Yahoo! website” does not
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teach the claimed “application-based information channel,” which enables content
sharing between a “wide variety” of mobile devices, including laptops and other,
less-sophisticated devices. Ex. 2007 49311-322.

B. “Mobile Device”

The term “mobile device,” in independent claims 1, 9, 12, 17, 21, 22, and
associated dependent claims should be construed consistently with its plain and
ordinary meaning, as well as the intrinsic and extrinsic record, to mean “a portable
device with limited display space and limited navigational capabilities that connects
to a mobile site and/or application-based information channel via a wireless
network.”

The intrinsic evidence supports this construction. First, the “Background of
the Invention” section of the ’578 Patent explains specific challenges faced by
mobile devices for generating and sharing content as opposed to computer (e.g., PC
and/or a fully-capable laptop) web experience: “conventional techniques such as
web site authoring tools and web logging (“blogging”) are not optimized for using
in the generation of information content for shared access via mobile devices.
because they fail to facilitate the process of “creating, publishing, distributing, or
otherwise managing information content so as to provide optimal presentation
consistent with the limited display space and navigational capabilities of typical

mobile devices.” EX1001, 1:45-58. This section continues:
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These and other conventional techniques suffer from a number
of significant drawbacks, including a failure to provide suitable
integration of messaging, collaboration, location-based services
or other wireless networking functionality with the generation of
shared information content. As a result, it is generally not
possible for different mobile device users to link to and take
further action on a persistent version of a given set of shared

information content.

1d. 1:59-66. The challenges aimed to be solved by the *578 Patent include facilitating
the process of managing information content to provide optimal presentation
consistent with the limited display space and navigational capabilities of typical
mobile devices. /d. 1:45-58.

Second, the *578 Patent is clearly directed to wireless communications via
these mobile devices, noting that the mobile device is a “portable information
processing device capable of being configured for communication over a network.”
See, e.g., Ex. 1001 4:46-48. The specification also characterizes the invention of the
‘578 Patent with respect to integrating information content of multiple mobile
devices over wireless networks. Id. 2:18-33.

Third, the ’578 Patent specifies that the “mobile devices 15 can collectively
comprise a wide variety of different devices configurable for communication over
the network 12.” Id. 4:43-45. This “communication over the network 12 includes

communication for the generation and management of mobile sites, in contrast to
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conventional web sites. The first sentence of the “Summary of the Invention” section
of the 578 Patent establishes that the *578 Patent is directed to “generation and
management of mobile sites.” Id. 2:14-15. For example, the *578 Patent discloses
“users can create one or more personal or business mobile sites with various sets of
features, and then share such sites via the mobile Internet or other wireless network
with friends, family, colleagues, or other groups of any type.” Id. 10:48-52
(emphases added).

Further, the ’578 patent is replete with examples of mobile site generation
and/or use of information channels to overcome the lack of mobile device
functionality of “conventional techniques” used for non-mobile devices. Id. 1:45-
2:5; see also id. 2:6-9 (“a need exists for improved techniques for managing
information content in a manner that overcomes one or more of the drawbacks of the
conventional techniques described above.”). Thus, mobile devices must include the
capability to read a mobile site to access network content. Ex. 2007 q61.

In the context of the ’578 Patent, web experiences of mobile devices clearly
diverge from conventional techniques provided by computers, such as fully-capable
PCs and/or laptops. Ex. 2007 486. While the specification lists “laptop computer”
in a laundry list of items that may be included as “mobile devices,” a POSITA would
understand these laptops to be a subset of laptops having limited capabilities, such

as a laptop running a mobile operating system (e.g., Windows CE) like IBM’s
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WorkPad z50, HP’s Jornada 820, or LG Electronics Phenom. Id.

As such, to the extent that laptops are included as mobile devices, a POSITA
would understand these laptops to be a subset of laptops having limited capabilities,
as described throughout the specification, thus using mobile sites to facilitate
network information sharing. Id. A POSITA would not understand a mobile device
to include the full capabilities of laptops that simply use conventional sites for
information sharing. /d. This is especially true in the context of the ’578 Patent,
which repeatedly demonstrates mobile device connectivity through mobile sites, not
conventional sites. /d.

Because the term “mobile device” is described throughout the *578 Patent in
the context of its display space limitations and navigational limitations, a POSITA
would reasonably interpret a “mobile device” as consistent with the construction
provided above and excluding a traditional laptop computer!, which does not suffer
from the limitations of a mobile device.

Moreover, claim terms must be construed “in light of the surrounding claim

Moreover, a POSITA at the time of the invention would have understood the
specification’s (single) mention of a laptop computer to refer specifically to laptop
computers configured to interact with mobile content through mobile networks (such

as those running Windows CE), not traditional laptops.

27



IPR2024-00249
Patent 9,619,578

language, such that words in a claim are not rendered superfluous.” Dig.-Vending
Servs. Int'l, LLC v. Univ. of Phx., Inc., 672 F.3d 1270, 1275 (Fed. Cir. 2012).
Construing “mobile device” to include a traditional laptop computer would render
the reason for the entire patent moot, as well as the rest of the claims superfluous. In
2002, at the time of filing, the inventive aspect of the 578 Patent was the ability to
activate information channels on a mobile device and interact with those channels
bi-directionally on a mobile device, where a mobile device is understood as a
portable handheld device, which were fairly new and novel technology at the time.
As the Petition acknowledges, there was a “growing popularity of mobile computing
and mobile devices” at the time of filing. Pet. at 21. This clearly refers to portable
handheld devices, not traditional laptop computers, which were not new in 2002.
Ex. 2007 962. Petitioner’s construction of mobile device (to include “conventional
laptop computers;” Pet. at 16) would render moot the main reason for the invention:
creating a system to allow known technology (such as a desktop interface) to be
accessible and interactable on a mobile, portable, handheld device. Id.

Moreover, claims “conform[ing] to the invention as set forth in the remainder
of the specification and the terms and phrases used in the claims” must find “clear
support ... in the description so that the meaning of the terms in the claims may be
ascertainable by reference to the description.” 37 C.F.R. § 1.75(d)(1). In other

words, reading a traditional (i.e., full-capability) laptop computer as a mobile device
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is an inaccurate representation of the term “mobile device” in light of the
specification because performing the claimed methods on a traditional laptop
computer would not solve the “important challenge” of “provid[ing] optimal
presentation consistent with the limited display space and navigational capabilities
of typical mobile devices.” Ex. 1001 1:45-50.

This construction is consistent with the general understanding of the term
“mobile device” at the time of invention, as shown by the prior art references relied
upon by Petitioner. See, e.g., Neibauer at 111 (characterizing mobile devices as
“Pagers, Cell phones, Web phones, Personal digital assistants (PDAs)” and
cautioning users of the Yahoo! Mobile feature that to perform functions using
Yahoo! Mobile, the user will need a PDA that uses a mobile operating system (e.g.,
Palm OS Windows CE); Cheng 5:11-35 (characterizing mobile devices as
handheld/portable devices, such as Palm operating system devices, smart phones that
typically have a small screen and limited memory); Squibbs 108 (describing a
mobile device as “a cellular-radio-based mobile device (phone or e.g., a PDA with
mobile radio capability).”).

The extrinsic record also supports this construction. The definition of “mobile
device” according to the National Institute of Standards and Technology is “[a]
portable computing device that: (i) has a small form factor such that it can easily be

carried by a single individual; (i1) is designed to operate without a physical
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connection (e.g., wirelessly transmit or receive information); (iii) possesses local,
non-removable data storage; and (iv) is powered-on for extended periods of time
with a self-contained power source.” See, e.g.,

https://csrc.nist.gov/glossary/term/mobile_device.

In view of the prior art references cited by the Petitioner and the intrinsic
evidence provided by the specification, a POSITA would agree with the construction
of “mobile device” provided above and also understand this term to exclude
traditional laptop computers.

C. “Wireless Network Functionality of the Mobile Device”

The term “wireless networking functionality of the mobile device,” in
independent claims 1, 9, 12, 17, 21, 22, and associated dependent claims should be
construed consistently with its plain and ordinary meaning, as well as the intrinsic
record, to mean “functionality implementable by the mobile device via the wireless
network independent of the Internet.” Ex. 2007 9977-78.

The intrinsic evidence supports this construction. First, the specification
explains that the term “wireless network” refers to a network that is “coupled to the
Internet 14, a set of mobile devices 15, a set of servers 16 and a set of user terminals

18.” ’578 Patent 3:42-46. FIG. 1A ofthe ’578 Patent also supports this construction:
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As the above figure reflects, mobile devices 15 connect to wireless network
12, which is separate from Internet 14.

Likewise, the specification explains that the term “wireless networking
functionalities” include actions implementable over a wireless network, independent
of Internet. I1d., 5:51-65. In other words, actions that are capable of being performed
over the wireless network, independent of the Internet. The specification describes
example actions as “information specifying at least one messaging action
implementable over the wireless network, information specifying at least one
collaboration action implementable over the wireless network, and information

specifying at least one location-based service action implementable over the wireless
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network.” Id; Ex. 2007 4977-78.
IV. APPLICABLE LEGAL STANDARDS

The ultimate determination of obviousness under 35 U.S.C. §103 is a question
of law based on underlying factual findings. In re Baxter Int’l, Inc., 678 F.3d 1357,
1362 (Fed. Cir. 2012) (citing Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966)).
“To satisfy its burden of proving obviousness, a petitioner cannot employ merely
conclusory statements. The petitioner must instead articulate specific reasoning,
based on evidence of record, to support the legal conclusion of obviousness.” In re
Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 1380-81 (Fed. Cir. 2016).

The “factual inquiry” into the reasons for “combin[ing] references must be
thorough and searching, and the need for specificity pervades.” In re NuVasive, Inc.,
842 F.3d 1376, 1381-82 (Fed. Cir. 2016) (internal quotations and citations omitted).
The specific reasoning must include some rational underpinning to combine the prior
art elements as claimed to support the conclusion of obviousness. See KSR Int’l Co.
v. Teleflex Inc., 550 U.S. 398, 418 (2007).

It i1s Petitioner’s burden to demonstrate a motivation to combine, and a
reasonable expectation of success. See In re Magnum QOil Tools, 829 F.3d at 1381.
Mere conclusory statements are insufficient. /d. at 1380.

“It 1s improper to combine references where the references teach away from

their combination.” MPEP §2145 (subheading X.D.2., entitled “References Cannot
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Be Combined Where Reference Teaches Away from Their Combination” and citing
In re Grasselli, 713 F.2d 731, 743 (Fed. Cir. 1983)).

Petitioner bears the burden to demonstrate unpatentability, and that burden
never shifts to Patent Owner. Dynamic Drinkware, LLC v. Nat’l Graphics, Inc., 800
F.3d 1375, 1378 (Fed Cir. 2015).
V. ARGUMENT

A. Ground 1: The Challenged Claims are Not Obvious Over Neibauer
In View Of Ausems, Cheng, and Squibbs.

Ground 1 principally relies on Niebauer to allegedly teach claim 1°s
“application-based information channel.” Pet. at 12-27. But as explained below, the
Petition misconstrues the term and, in doing so, mischaracterizes the claimed
invention. When properly construed, Claim 1’s “application-based information
channel” — and the claimed technology, more generally — is neither taught nor
suggested by Neibauer (whether alone or in combination with the other cited
references).

1. Neibauer Does Not Teach or Suggest an “Application-Based
Information Channel”

Claim 1’s “application-based information channel” supports content sharing
between a wide variety of devices with significant technical limitations (e.g., early
2000’s era “mobile telephones™) over a wireless network. Neibauer (at best) suggests

using a “conventional laptop computer[]” to “visit web pages on the Internet[]” such
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as “the Yahoo! website[.]” Pet. at 21. This does not (and cannot) disclose or suggest
Claim 1’s “application-based information channel.”

a. The “Application-Based Information Channel” Enables Content
Sharing Across Numerous Device Types

The ’578 Patent emphasizes that one advantage of the disclosed technology is
its ability to “operate independently of the user device operating system or other user
device configuration parameters, such that a given user may author, create, publish,
send, convey, share, receive, respond to, subscribe to, collaborate with, track,
transact, maintain and manage personalized messaging content from any type of user
device running any operating system.” ’578 Patent 18:44-50 (emphasis added).

By definition, the *578 Patent includes a “wide variety” of devices that can
utilize the technology:

The mobile devices 15 can collectively comprise a wide variety
of different devices configurable for communication over the
network 12. The term “mobile device” as used herein 1s intended
to include, without limitation, any type of portable information
processing device capable of being configured for
communication over a network. Examples of mobile devices 15
utilizable in system 10 of FIG. 1A include a mobile telephone, a
personal digital assistant (PDA), a palmtop computer, a hand-
held computer, a laptop computer, a tablet computer, a global
positioning system (GPS) receiver or other GPS-based

navigational device, an MP3 player or other type of audio player,
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a pager, a watch or other timepiece, a camera, a portable game

player, etc.
’578 Patent 4:28-40 (emphasis added).

Claim 1 of the ’578 Patent recites that a “user can share access to content with
a plurality of additional users[]” through its “application-based information
channel.” The claim also recites “inserting content...into the application-based
information channel[,]” “receiving additional content relating to the application-
based information channel... via one or more respective mobile devices[,]” and
“Inserting at least a portion of the additional content into the application-based
information channel[.]”

As noted above, the claimed “application-based information channel,” by
definition, must enable shared access by users using the “wide variety” of mobile
devices disclosed. Such “mobile devices” include not only “a laptop computer” but
also “a mobile telephone” and “a personal digital assistant (PDA)” (among other
devices). 578 Patent 4:28-40.

b. The ’578 Patent is Directed to Challenges Arising in the Context of
“Typical” Mobile Devices With Technical Limitations

The 578 Patent begins by explaining that the focus of the disclosed
technology is to expand content access via mobile devices:

One of the most rapidly expanding aspects of wireless

networking involves the accessing of information content over
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wireless networks via web-enabled mobile devices. Examples of
such devices include mobile telephones, personal digital

assistants (PDAs), palmtop computers, etc.

’578 Patent 1:30-35 (emphasis added). More specifically,

An important challenge in this context relates to facilitating the
process of creating, publishing, distributing or otherwise
managing information content so as to provide optimal
presentation consistent with the limited display space and

navigational capabilities of typical mobile devices.

Id. 1:40-45 (emphasis added).

That is, the crux of the disclosure of the 578 Patent (and its claims) are
technologies that enable content sharing on mobile devices with limited technical
capabilities, which were previously incapable of enabling such functionality. Ex.
2007 99316-317.

This construction is reinforced throughout the 578 Patent. For example, the
patent exemplifies use of the claimed technology through a “web-enabled mobile
telephone”:

FIG. 18 shows an example mobile device 15-1 suitable for use in
the system of FIG. 1A. The mobile device 15-1 in this example is
in the form of a web-enabled mobile telephone, but as indicated
previously herein, the invention does not require the use of any

particular type or configuration of mobile device.

’578 Patent 14:54-60 (emphasis added). See also ’578 Patent FIG. 18:

36



IPR2024-00249
Patent 9,619,578

FIG. 18

WINKsite

WINKsite
1 About

2 Directory
3 Go to.
4 Sign Up

It can be readily appreciated that implementing the technology encompassed by
Claim 1 can enable the “typical mobile device” (like FIG. 18’s “mobile telephone™)
to share and interact with content, notwithstanding its apparent “limited display
space and navigational capabilities.” Ex. 2007 q9318-319.

c. The Petition Misconstrues “Application-Based Information Channel”

Ignoring the mobile-centric nature of the claimed technology, Petitioner
argues that because a “conventional laptop” could “run web browser software and
visit web pages” like the “the Yahoo! website, including the clubs feature” discussed
in Neibauer Chapter 21, this disclosure teaches Claim 1’s “‘application-based
information channel.” Pet. at 16. Not so.

As outlined above, the crux of the claimed invention is to enable content
sharing by “typical mobile devices” with “limited display space and navigational
capabilities.” *578 Patent 1:44-45. Use of a “conventional laptop” (as suggested in

Neibauer) could not be further afield. Even in the early 2000’s, the “conventional
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laptop” referenced in the Petition had “display space” and “navigational capabilities”
comparable to a desktop computer. Ex. 2007 §9321-322. Contrary to the Petition’s
suggestion, merely accessing the internet with a laptop cannot teach or suggest

(13

Claim 1’s “application-based information channel.” /d.

As quoted in the preceding section, the *578 Patent mentions a “laptop” once,
within a laundry list of “mobile devices.” ’578 Patent 4:28-40. Petitioner seizes on
this (Petition at 20) and much of the Petition ultimately hinges on it. That said, there
is no ‘there’ there. The *578 Patent’s inclusion of a “laptop” among many other
devices (mobile telephone, PDA, etc.) merely reflects that a laptop is among the
“wide variety” of devices capable of utilizing the claimed technology to
communicate with one another (i.e., across devices). Ex. 2007 q9321-322.

The Petition’s fallacy is in arguing that access to the internet via a
conventional laptop somehow suggests the claimed “mobile information channel.”
In doing so, the Petition ignores that the crux of the claimed technology is to enable
early 2000’s mobile phones and other “typical mobile devices” to also access
functionality that was previously unattainable in view of the technical and physical
limitations of such devices. /d.

In any event, a “conventional laptop” accessing “the Yahoo! website” does

not teach or suggest the claimed “application-based information channel” which

enable messaging between a “wide variety” of mobile devices, including laptops and
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other, less-sophisticated devices. /d.
d. Incorporating Cheng Does Not Remedy Neibauer’s Deficiencies, The

Proposed Combination Does Not Teach the Claimed “Application-
based information channel”

The Petition also proposes combining Cheng with Neibauer, arguing the
combination renders Claim 1’s “application-based information channel” obvious.
Pet. at 17-22. Not so.

As explained above, though Cheng does disclose transmitting content to a
mobile device, it does not teach anything with respect to receiving content from a
mobile device. Ex. 2007 §9210-212.

As such, the proposed combination of Neibauer and Cheng would, at best,
teach one-way transmission of content o a mobile device. /d. But this falls far short
of “insertion [of at least one content item] into an application-based information
channel [,]” and “the application-based information channel providing a second
interface wherein two or more users share access to a plurality of content items
including the at least one integrated content item[]” as in Claim 1. As noted, Cheng
(which is limited to transmitting reformatted web pages to mobile device) does not
— and cannot — teach these feature(s). /d.

2. Limitation 1[a] is Not Taught By Neibauer Alone, Nor in
Combination With Ausems, Cheng, and/or Squibbs

In view of the above, Neibauer does not teach or suggest limitation 1[a]:
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“providing a first interface permitting designation of at least one content item, via a
mobile device, for insertion into an application-based information channel, the at
least one content item comprising media data captured by the mobile device.” Pet.
at 12-27; Ex. 2007 99326-328.

Claim 1’s application-based information channel supports content sharing
between a “wide variety” of mobile devices. /d. This necessarily includes “typical
mobile devices” with “limited display space and navigational capabilities.” Id.; *578
Patent 1:44-45.

Contrary to the Petition’s argument, Neibauer does not teach or suggest this
feature. At best, Neibauer describes content sharing using a “conventional laptop.”
Ex. 2007 949326-328. As explained above, this does not suggest anything with respect
to Claim 1’s application-based information channel which supports content sharing
between a “wide variety” of devices, including those with technical capabilities far
more limited than a laptop. /d.

To the extent the Petition proposes combining Cheng with Neibauer to teach
the referenced limitation (1[a]; see Pet. at 17-22), that argument also fails. As
explained above, Cheng only discloses transmitting content to a mobile device. But
it teaches nothing with respect to receiving content from a mobile device (which, by
definition, is a necessary aspect of content sharing). Ex. 2007 99333-336.

As such, the Petition fails to show that Neibauer (both alone and in
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combination with Cheng) teaches or suggests Claim 1’s “providing a first interface
permitting designation of at least one content item, via a mobile device, for insertion
into an application-based information channel, the at least one content item
comprising media data captured by the mobile device[.]” /d.

For this reason alone, Ground 1 of the Petition fails as to Claim 1 (as well as
to each of its challenged dependent claims).

3. Limitation 1[b] is Not Taught By Neibauer Alone, Nor in
Combination With Ausems, Cheng, and/or Squibbs

Neibauer also does not teach or suggest limitation 1[b]: “integrating the at
least one content item and information associated with at least one wireless
networking functionality of the mobile device to generate at least one integrated
content item.” Pet. at 28-39.

Claim 1’s application-based information channel supports content sharing
between a “wide variety” of mobile devices. Ex. 2007 99333-336. This necessarily
includes “typical mobile devices” with “limited display space and navigational
capabilities.” Id.; *578 Patent 1:44-45.

Neibauer does not teach or suggest this feature. At best, Neibauer describes
content sharing using a “conventional laptop.” Ex. 2007 99333-336. But, as
explained above, this does not suggest anything with respect to Claim 1’s

application-based information channel which supports content sharing between a
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“wide variety” of devices, including those with technical capabilities far more
limited than a laptop. /d.

To the extent the Petition relies on a proposed combination of Cheng with
Neibauer to teach the referenced limitation, that argument also fails. As explained
above, Cheng only discloses fransmitting content to a mobile device. Ex. 2007
99333-336. But it teaches nothing with respect to receiving content from a mobile
device (which, by definition, is a necessary aspect of content sharing). /d.

As such, the Petition fails to show that Neibauer (both alone and in
combination with Cheng) teaches or suggests Claim 1’s “integrating the at least one
content item and information associated with at least one wireless networking
functionality of the mobile device to generate at least one integrated content item[.]”
ld.

For this reason as well, Ground 1 of the Petition fails as to Claim 1 (as well as
to each of its challenged dependent claims).

4. Limitation 1[c] is Not Taught By Neibauer Alone, Nor in
Combination With Ausems, Cheng, and/or Squibbs

Neibauer also does not teach or suggest limitation 1[c]: “inserting the at least
one integrated content item into the application-based information channel, the
application-based information channel providing a second interface wherein two or

more users share access to a plurality of content items including the at least one
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integrated content item.” Pet. at 30-33. Ex. 2007 94337-342.

Claim 1’s application-based information channel supports content sharing
between a “wide variety” of mobile devices. /d. This necessarily includes “typical
mobile devices” with “limited display space and navigational capabilities.” ’578
Patent 1:44-45.

Neibauer does not teach or suggest this feature. At best, Neibauer describes
content sharing using a “conventional laptop.” Pet. at 16, 39-42 (citing Neibauer’s
Chapter 21). But, as explained above, this does not suggest Claim 1’s application-
based information channel which supports content sharing between a “wide variety”
of devices, including those with technical capabilities far more limited than a laptop.
Ex. 2007 99337-342.

To the extent the Petition relies on a proposed combination of Cheng with
Neibauer to teach the referenced limitation, that argument also fails. As explained
above, Cheng only discloses transmitting content to a mobile device. Ex. 2007
4337-342. But it teaches nothing with respect to inserting content into an
application-based information channel that provides an interface where users can
share content items (which necessarily entails receiving content from a mobile
device). 1d.

As such, the Petition fails to show that Neibauer (both alone and in

(154

combination with Cheng) teaches or suggests Claim 1’s “inserting the at least one
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integrated content item into the application-based information channel, the
application-based information channel providing a second interface wherein two or
more users share access to a plurality of content items including the at least one
integrated content item.” /d.

For this reason as well, Ground 1 of the Petition fails as to Claim 1 (as well as
to each of its challenged dependent claims).

5. Other Challenged Claims
a. The Petition Fails as to Claims 9 and 11

For the same reasons outlined above with respect to Claim 1, the Petition (p.
53-54) fails to show that Claim 9 is obvious in view of the proposed combination of
Neibauer, Ausems, Cheng, and Squibbs. Specifically, the proposed combination
does not teach at least limitations 9[b]-9[e] as identified in the Petition (p. 54). Ex.
2007 99344-345.

Ground 1 of the Petition therefore fails as to Claim 9 (as well as to each of its
challenged dependent claims). The same holds for Claim 11 (which recites “the
apparatus of claim 9.”).

b. The Petition Fails as to Claims 12 and 16

For the same reasons outlined above with respect to Claim 1, the Petition (p.
56) fails to show that Claim 12 is obvious in view of the proposed combination of

Neibauer, Ausems, Cheng, and Squibbs. Specifically, the proposed combination
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does not teach at least limitations 12[a]-12[d] as identified in the Petition (p. 56). Ex.
2007 99346-347.

Ground 1 of the Petition therefore fails as to Claim 12 (as well as to each of
its challenged dependent claims). The same holds for Claim 16 (which recites “a
processing element [that] implements the steps of the method of claim 12.”).

¢. The Petition Fails as to Claim 17

For the same reasons outlined above with respect to Claim 1, the Petition (p.
60-63) fails to show that Claim 17 is obvious in view of the proposed combination
of Neibauer, Ausems, Cheng, and Squibbs. Specifically, the proposed combination
does not teach at least limitations 17[c]-17[g] as identified in the Petition (p. 62). Ex.
2007 99348-349.

Ground 1 of the Petition therefore fails as to Claim 17 (as well as to each of
its challenged dependent claims).

d. The Petition Fails as to Claim 21

For the same reasons outlined above with respect to Claim 1, the Petition (p.
63-64) fails to show that Claim 21 is obvious in view of the proposed combination
of Neibauer, Ausems, Cheng, and Squibbs. Specifically, the proposed combination
does not teach at least limitations 21[a]-21[c] as identified in the Petition (p. 63).

Ground 1 of the Petition therefore fails as to Claim 21.

e. The Petition Fails as to Claim 22
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For the same reasons outlined above with respect to Claim 1, the Petition (p.
64-65) fails to show that Claim 22 is obvious in view of the proposed combination
of Neibauer, Ausems, Cheng, and Squibbs. Specifically, the proposed combination
does not teach at least limitations 22[a]-22[e] as identified in the Petition (p. 64-65).

Ground 1 of the Petition therefore fails as to Claim 22.

B. Ground 2: The Challenged Claims Are Not Obvious Over Ground
1 In View Of Harvey.

Ground 2 is the same as Ground 1 but adds Harvey (Ex. 1010) to account for
a proposed construction of “application-based information channel.” Specifically, in
Ground 2 Petitioner relies on Harvey to teach “the ability to add content to a
community using the community-creation tool, before the community is created.”
Pet. at 65-66.

This proposed combination fails for the same reasons detailed above with
respect to Ground 1: Neibauer in view of Ausems, Cheng, and/or Squibbs does not
render obvious the Challenged Claims. Specifically, the proposed combination of
these references does not teach any of limitations 1[a]-1[c], as outlined above.

Further incorporating Harvey’s (alleged) “key feature” of “the ability of a
community creator to author content for a community before the community is

created and launched” (Pet. at 65-66; emphasis in original) does not cure any of the
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deficiencies in the proposed combination of Neibauer, Ausems, Cheng, and/or
Squibbs outlined above with respect to Ground 1.

Accordingly, for substantially the same reasons detailed above with respect to
Ground 1 (none of which are remedied by Harvey), Ground 2 fails.

C. Grounds 1-2 Additionally Fail Because Neibauer is Nonanalogous
Art.

Grounds 1-2 each fail for another, independent reason: Petitioner’s improper
reliance on Neibauer. As explained below, the reference is nonanalogous art. It
would not have reasonably been considered by a POSITA when attempting to solve
the problem to which the technology of the *578 Patent is directed.

“Art that is ‘too remote’ from the patents being attacked cannot be treated as
prior art.” Corephotonics, Ltd. v. Apple Inc., 84 F.4th 990, 1004 (Fed. Cir. 2023). As
shown above, the Petition relies heavily on Neibauer. But, as demonstrated below,
as a basic “how to” guide for early internet users, Neibauer would have no relevance
to a POSITA and would not have been reasonably combined with the other cited
references (Miller, Ausems, and Squibbs).

Petitioner argues, in a single sentence, that “Neibauer is an analogous
reference in the same field as the ’578 patent of network-based communication

systems for managing information content and would have been reasonably pertinent
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to problems facing the inventors.” Pet. at 21.2

Petitioner’s argument fails because (a) a POSITA would not have looked to
Neibauer to solve any problem and (b) Neibauer is not properly within the field of
endeavor of the ’578 patent. As shown below, Neibauer would not have been
reasonably pertinent to problems facing the inventors of the 578 Patent. It therefore
would not have been obvious to a POSITA to combine it as suggested in the Petition.

a. A POSITA Would Not Have Looked to Neibauer to Solve Any Problem

“This test for analogous art requires the PTO to determine the appropriate
field of endeavor by reference to explanations of the invention’s subject matter in
the patent application, including the embodiments, function, and structure of the
claimed invention.” In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004). Regarding
the Field of Endeavor, “it is necessary to consider °‘the reality of the
circumstances’...—in other words, common sense—in deciding in which fields a

person of ordinary skill would reasonably be expected to look for a solution to the

2 Petitioner’s expert parrots this sentiment without elaboration: “Neibauer and

Miller are analogous references in the same field as the 578 patent, each disclosing
similar functionality for managing information content accessible through the
Internet, through a series of web-based information channels that provide the ability

to exchange messages and collaborate among multiple users.” Ex. 1002 4104.
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problem facing the inventor.” In re Oetiker, 977 F.2d 1443, 1447 (Fed. Cir. 1992).

The Challenged Claims show the *578 Patent to be a technically sophisticated
disclosure of an invention at the cutting edge of technology at the time. For example,
Claim 1 encompasses providing interfaces that enable users to share content and
facilitate interactions across an application-based information channel. See ’578
Patent, Claim 1. This is no mere incremental development to a well-known system.

Notably, Petitioner concedes that a “a person of ordinary skill in the art would
have possessed a bachelor’s degree in electrical engineering, computer science, or
similar field, with two years of experience in developing and implementing network-
based computer systems that interact with mobile devices, such as systems for
storing and retrieving information over the Internet or communicating using the Web
using wireless mobile devices.” Pet. at 5-6.

It would lack common sense for an experienced electrical engineer or
computer scientist to consult a work like Neibauer (“How to do everything with
Yahoo!”). Neibauer is targeted to laypeople with little or no prior computing
experience. The work’s cover reflects that it is intended to assist laypeople learning

to use Yahoo in the early days of the Internet:

49



IPR2024-00249
Patent 9,619,578

Get the most out of
Yahoo!—the Internet's
most popular portal

ke advantage of
+ | of Yahoo!'s
t:ols and free
wices, including
mail, chat,
12ws, and more
arsonalize your
owser, connect
:th people, and
id information

fAlan Neibauer
]

OsBDORNE @

Ex. 1003 at 2. Likewise, Neibauer explains, inter alia, how to “[g]et free e-mail”
(chapter 2); “[m]anage your calendar” (chapter 4); and “[s]earch the Internet”
(chapter 8). EX1003 at 3. The book was not written for — and would have been of
no use to — engineers or computer scientists developing technologies like those
disclosed in the *578 Patent. Ex. 2007 §9155-157.

Notably, Mr. Neibauer himself is no engineer or scientist. He is a “corporate
trainer” and former “high school and college teacher” focused, apparently, on
helping non-users “achieve their presence on the Internet.” EX1003 at 5 (“About the
Author”). Nor does Neibauer discuss software development at all. /d. at 3.

Neibauer was not written for — and would not have been consulted by — an
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electrical engineer or computer scientist developing software like that disclosed in
the ’578 Patent. Far from it. Neibauer is intended to teach laypeople in the early
2000’s how to perform basic computer tasks like signing up for email. /d. No
computer scientist or electrical engineer (i.e., the relevant POSITA) would consult
such a reference when developing technologies to solve the issues addressed by the
’578 Patent’s disclosures. Ex. 2007 q[155-157.

The field of endeavor test “is the narrower of the tests” for analogous art, Ex
Parte Chris Brough, No. 2022-001819, 2022 WL 16861406, at *3 (P.T.A.B. Nov.
10, 2022). So it is improper to construe the field of endeavor relevant to the *578
Patent so broadly as to encompass all software- or internet-related publications. And
that is precisely Petitioner’s error in suggesting (incorrectly) that Neibauer is an
“analogous” reference “in the same field” as the 578 patent. Pet. at 21.

b. Neibauer is Not From the Same “Field of Endeavor” as the "578 Patent

In addition to Neibauer being directed to a layperson (and having no relevance
the POSITA), the Petition also fails to establish that Neibauer is in the same field of
endeavor as the *578 Patent. The mere fact that the *578 Patent and Neibauer both
generally relate to computers and web browsing carries little weight and has been
rejected by the Federal Circuit. See In re Clay, 966 F.2d 656, 659 (Fed. Cir. 1992)
(finding that a reference cannot be considered to be within the disputed patent’s field

of endeavor merely because both generally relate to the same industry).
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This principle has been applied uniformly by other panels. See, e.g., Ex Parte
Malloy, No. 2018-008189, 2019 WL 2369854, at *2 (P.T.A.B. May 28, 2019)
(finding that a reference disclosing a sanitary napkin wrapper with an impervious
barrier and an adhesive fastener was not in the same field of endeavor as an invention
concerning wrappable protective sleeves having a separate fastener, despite both
generally pertaining to wrappers with protective barriers).?

Ex Parte Kulkarni, No. 2011-013039, 2014 WL 262117 (P.T.A.B. Jan. 22,
2014) is particularly instructive. There, both the cited reference and Appellant’s
claimed invention were “broadly directed to computer programming.” Id. at *7. Yet

the Board found the art at issue (Subramanian) was nonanalogous. /d. As the Board

3 See also Ex Parte Lee, No. 2017-005938, 2018 WL 1621804, at *3 (P.T.A.B.
Mar. 28, 2018) (reference disclosing an imaging process using a phase changing ink
not within the same field of endeavor as a method for manufacturing an aluminum
electrode using a solution product, despite both pertaining to a process to provide
for precise pattern coatings™); Ex Parte Ellis, No. 2017-003864, 2018 WL 2059617,
at *3 (P.T.A.B. Apr. 24, 2018) (reference disclosing a tow cable with a high strength
to diameter ratio is not within the field of endeavor as invention directed to a system
for approximating tissue comprising a flexible and resiliency biased cable, despite

both generally pertaining to cables).

52



IPR2024-00249
Patent 9,619,578

explained, the fact that both references generally related to computer programming
was insufficient. Subramanian concerned ‘“combining media types” while the
claimed invention related to “locating websites on the Internet.” Id. Despite
Subramanian and the claimed invention both relating to computer science and
programming, the Board nevertheless found that the reference was not in the same
field of endeavor as the claimed invention.

Here, Neibauer is even less analogous to the *578 Patent than the reference at
issue in Kulkarni. In Kulkarni, both the claimed invention and the prior art were at
least “directed to computer programming.” /d. Here, the only similarity between the
field of Neibauer and the claimed invention is that both generally relate to the
Internet.

For at least the above reasons, Neibauer is not in the same field of endeavor
as the claimed invention. Each of the Petition’s Grounds 1-2 (which rely on
Neibauer) thus fail because a POSITA seeking a solution to the problem faced by
the inventor of the *578 Patent would not have reasonably been expected to look to
a reference (Neibauer) well outside the relevant field of endeavor.

c. Neibauer is Not Reasonably Pertinent to the Problem Addressed by the
578 Patent

This Board must “determine the appropriate field of endeavor by reference to

explanations of the invention’s subject matter.” Bigio, 381 F.3d at 1325. As
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discussed above, doing so reveals that Neibauer is not reasonably pertinent to the
problem addressed by the 578 Patent which explains that:

An important challenge in this context relates to
facilitating the process of creating, publishing, distributing
or otherwise managing information content so as to
provide optimal presentation consistent with the limited
display space and navigational capabilities of typical
mobile devices. Many users, for example, may wish to
make specific personalized information content available
via mobile devices to their friends, colleagues, subscribers
or other entities. However, conventional techniques have
been unable to meet this need in a satisfactory manner. By
way of example, conventional techniques such as web site
authoring tools and web logging (“blogging) are not
optimized for use in the generation of information content
for shared access via mobile devices.

These and other conventional techniques suffer from a
number of significant drawbacks, including a failure to
provide Suitable integration of messaging, collaboration,
location-based services or other wireless networking
functionality with the generation of shared information
content. As a result, it is generally not possible for
different mobile device users to link to and take further
action on a persistent version of a given set of shared
information content. The conventional techniques thus fail
to provide a mechanism that facilitates uniform, action-
driven content access and associated user interaction via
wireless networks.

’578 Patent 1:42-2:2 (emphasis added).
Petitioner never explains how Neibauer solves these problems. And despite
stating that Neibauer “would have been reasonably pertinent to problems facing the

inventors[]” (Pet. at 21), the Petition never identifies any such “problems.” The
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assertion of Petitioner’s expert is likewise conclusory (claiming that Neibauer
“would have been reasonably pertinent to problems facing the inventors including
how to implement a web-based system for managing information content and
making that content available to users over the Internet.””). Ex. 1002 §104; Ex. 2007
19158-160.

First, as explained above, that is not the problem solved by the 578 Patent
(i.e., “it is generally not possible for different mobile device users to link to and take
further action on a persistent version of a given set of shared information content[;]”
’578 Patent 1:61-63). Neibauer, however, is not an invention and is not attempting
to solve any problem. At best, Neibauer’s “problem” could be said to be laypeople’s
general ignorance of basic Internet functions such as sending emails and web
searching.

Additionally, a reference is only considered reasonably pertinent to the
problem addressed by the patent “if a reference disclosure and the claimed invention
have a same purpose....” Ex Parte Van Herpen, No. 2014-009097, 2016 WL
7097661, at *3 (P.T.A.B. Nov. 29, 2016) (citing Clay, 966 F.2d at 658-59).
Neibauer’s purpose is to act as a simplistic reference guide to help laypeople perform
basic computing functions (e.g., accessing web-based email). This is a far different
purpose than that of the 578 Patent, which is distinctly directed to allowing

bidirectional information sharing from mobile device users on a persistent version
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of a given set of shared information content. *578 Patent 1:61-63. Neibauer and the
’578 Patent therefore do not have the same purpose, confirming the reference is not
reasonably pertinent to the problem addressed by the ’578 Patent.

For the above reasons, Neibauer is not reasonably pertinent to the problem
addressed by the ’578 Patent. The reference is therefore nonanalogous art and cannot
be used to render obvious any claims of the *578 Patent. Because each of Grounds
1-2 rely on Neibauer, they fail for this reason as well.

VI. CONCLUSION
For the foregoing reasons, the Board should issue a Final Written Decision

affirming the patentability of all the Challenged Claims.
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