
  

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

 

__________________ 

 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

__________________ 

 

 

 SHENZHEN ROOT TECHNOLOGY CO., LTD., 

Petitioner, 

 

v. 

 

CHIARO TECHNOLOGY LTD., 

Patent Owner. 

 

    

 

 

Case IPR2025-00554 

Patent 11,806,454 

    

 

 

 

PETITIONER’S OPPOSITION TO  

PATENT OWNER’S DISCRETIONARY DENIAL BRIEF 

 



Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

i 

TABLE OF CONTENTS 

I. INTRODUCTION ........................................................................................... 1

II. PATENT OWNER’S BRIEF NEGLECTS CRITICAL ASPECTS OF THE

PROCEDURAL POSTURE OF THE PARALLEL LITIGATION ............... 2 

A. Patent Owner’s harassment through a series of additional infringement

allegations delayed the parallel litigation and dictated the petition filing

sequence it now complains of. .................................................................. 3 

B. Patent Owner’s assertion that Petitioner should be limited to resolving

validity in W.D. Wash. ignores the procedural history and is contrary to

statute. ....................................................................................................... 5 

III. THE FINTIV FACTORS WEIGH IN FAVOR OF INSTITUTION—35

U.S.C. § 314(a) ................................................................................................ 7

A. Factor 1: Whether the court granted a stay or whether evidence exists

that one may be granted if an IPR is instituted ......................................... 8 

B. Factor 2: Proximity of the court’s trial date to the Board’s projected

statutory deadline for a Final Written Decision ......................................11 

C. Factor 3: Investment in the parallel proceeding by the court and the

parties ......................................................................................................13

D. Factor 4: Overlap between issues raised in the petition and in the parallel

proceeding ...............................................................................................13 

E. Factor 5: Whether the petitioner and the defendant in the parallel

proceeding are the same party ................................................................15

F. Factor 6: Other circumstances that impact the Board’s exercise of

discretion, including the merits ...............................................................15

1. The strong merits of the Petition favor institution ........................15

IV. DISCRETIONARY DENIAL UNDER §325(D) IS NOT WARRANTED .16

A.  Factors (a), (b), and (d): The Patent Office did not previously consider                                          
the same or substantially the same art or arguments presented in the

Petition ....................................................................................................17

B. Factors (c), (e), and (f): The Examiner erred in a manner material to the

patentability of the challenged claims ....................................................22

V. ADDITIONAL CONSIDERATIONS IN THE STEWART

MEMORANDUM ALSO COUNSEL AGAINST DISCRETIONARY

DENIAL.........................................................................................................25
A. Prior Adjudication ...................................................................................25
B. Changes in the Law .................................................................................25



Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

ii 

C. Strength of the Challenge .......................................................................25

D. Settled expectations of the parties, such as the length of time the claims

have been in force ...................................................................................26

VI. THE TEXT OF 35 U.S.C. § 314(c) IS CONTRARY TO THE TYPE OF

WRITTEN DECISION THAT PATENT OWNER IS REQUESTING

HERE .............................................................................................................27

VII. CONCLUSION ..............................................................................................28



 Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

 

iii 

EXHIBITS 

EX1001 U.S. Patent No. 11,806,454 to De Becdelievre et al. (“the ’454 

Patent”) 

EX1002 Excerpts from the Prosecution History of the ’454 Patent (“the 

’454 Prosecution History”) 

EX1003 Declaration and Curriculum Vitae of Ryan Bauer 

 

EX1004 U.S. Patent No. 10,149,929 to Furrer et al. (“Furrer”) 

EX1005 U.S. Patent Application Pub. No. 2015/0283311 to Alvarez et 

al. (“Alvarez”) 

EX1006 U.S. Patent Application Pub. No. 2015/0217035 to Pollen et al. 

(“Pollen”) 

EX1007 U.S. Patent Application Pub. No. 2004/0087898 to Weniger 

(“Weniger”) 

EX1008 U.S. Patent Application Pub. No. 2018/0021491 to Rigert et al. 

(“Rigert”) 

EX1009 PCT Application Pub. No. WO2016/186452 to Park 

EX1010 Certified English translation of PCT Application Pub. No. 

WO2016/186452 to Park (“Park”) 

EX1011 U.S. Patent Application Pub. No. 2011/0071466 to Silver et al. 

(“Silver”) 

EX1012 U.S. Patent No. 7,677,423 to Kasting et al. (“Kasting”) 

EX1013 U.S. Patent No. 8,187,227 to Luzbetak et al. (“Luzbetak”) 

EX1014 U.S. Patent No. 10,046,097 to Thompson et al. (“Thompson”) 

EX1015 U.S. Patent Application Pub. No. 2018/0333523 to Chang et al. 

(“Chang”) 



 Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

 

iv 

EX1016 Docket of Shenzhen Root Technology Co., Ltd., v. Chiaro Tech-

nology, Ltd., Case No. 2:23-cv-631-KKE (W.D. Wash.), as of 

August 13, 2024 

 

EX1017 Order on Motion to Continue Pretrial Deadlines and Strike Trial 

Date, Shenzhen Root Technology Co., Ltd., v. Chiaro Technol-

ogy, Ltd., Case No. 2:23-cv-631 (W.D. Wash.), issued June 28, 

2024  

 

EX1018 Momcozy’s Motion to Continue Pre-Trial Deadlines and Strike 

Trial Date, Shenzhen Root Technology Co., Ltd., v. Chiaro 

Technology, Ltd., Case No. 2:23-cv-631 (W.D. Wash.), issued 

June 4, 2024 

 

EX1019 U.S. Patent No. 6,379,327 to Lundy (“Lundy”) 

 

EX1020 PCT Application Pub. No. WO2002/102437 to Myers et al. 

 

EX1021 PTC Application Pub. No. WO2008/137678 to Myers et al. 

 

EX1022 U.S. Patent Application Pub. No. 2016/0082166 to Guthrie et 

al. 

 

EX1023 May 14, 2025 Sotera Stipulation 

 

EX1024 Chiaro Technology Ltd.’s Answer, Defenses, and Counter-

claims to Plaintiff’s Amended Complaint, Shenzhen Root Tech-

nology Co., Ltd., v. Chiaro Technology, Ltd., Case No. 23-cv-

00631 (W.D. Wash.), filed 8/14/2023 

 

EX1025 Chiaro Technology Ltd.’s Amended Counterclaims, Shenzhen 

Root Technology Co., Ltd., v. Chiaro Technology, Ltd., Case 

No. 23-cv-00631 (W.D. Wash.), filed 5/1/2024 

 

EX1026 Docket of Shenzhen Root Technology Co., Ltd., v. Chiaro 

Technology, Ltd., Case No. 23-cv-00631 (W.D. Wash.), as of 

October 02, 2024 

 



 Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

 

v 

EX1027  W.D. Wash. Case, Dkt. No. 157, Patent Owner Chiaro Technol-

ogy Suggestion of Bankruptcy (April 17, 2025) 

 

EX1028 W.D. Wash. Case, Dkt. No. 152, Scheduling Order extending 

particular deadlines (March 12, 2025) 

 

 



 Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

 

1 

 

I. INTRODUCTION 

Institution should be decided on the robust merits, which the Patent Owner 

never contested in any Preliminary Response here.  Patent Owner has never pre-

sented any patentability argument in this IPR.  Nothing.  It is telling. 

The parallel district court litigation is stayed pending resolution of a foreign 

bankruptcy proceeding.  The stay is indefinite.  It was induced by the original 

owner (Chiaro Technology Ltd.), and now utilized to benefit Patent Owner.  Here, 

Patent Owner cites to no evidence or exhibit indicative of when the United 

Kingdom “administration” proceeding will end, when thereafter the U.S. 

Bankruptcy Court for the District of Delaware will eventually lift the stay for U.S. 

actions, and when the District of Washington will then subsequently lift the stay 

for this patent case.  Instead, Patent Owner boldly assumes all of these steps will 

simultaneously occur on the same date and with a rapidity far greater than any 

statistical norm.  Patent Owner assumes too much.    

Given the early timing of the Petition relative to the nascent status of the 

parallel litigation when the litigation was stayed, any prospect of the district court 

trial being close in time with the final written decision is purely imaginative.  At 

this stage, it is unrealistic that the litigation trial would occur any earlier than 2027.  

Not only was the Petition filed within a few months of receiving Patent Owner’s 

infringement contentions for the ’454 patent, it was filed early in the life of the 
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’454 patent—within about 15 months of issuance.  Beyond that, Petitioner submit-

ted a Sotera stipulation here to mitigate any theoretical overlap with the district 

court.  Unsurprisingly, Patent Owner’s briefing never mentioned it. 

Discretionarily denying institution under § 325(d) and Advanced Bionics is 

likewise unwarranted.  During prosecution, the Furrer and Pollen references 

(Grounds 1A-1F) were never cited to the Examiner, and Patent Owner instead re-

casts 325(d) to apply to different patents (having similar drawings and associated 

description to those of Furrer and Pollen) which were cited without comment in 

lengthy IDSs.  Silver was not before the Examiner during prosecution and demon-

strates features believed by the Examiner to be missing from Park.     

Again, critically, the merits of the Petition are robust, uncontested, and un-

derpinned by corroborated expert testimony.  Patent Owner declined to submit a 

Preliminary Response or mention any patentability argument in this proceeding.     

The only “efficient” path for the parties to achieve a resolution of these inva-

lidity issues is timely institution of IPR here, not a discretionary denial, which only 

obliges a lengthy wait for a restart of an indefinitely stayed litigation. 

II. PATENT OWNER’S BRIEF NEGLECTS CRITICAL ASPECTS 

OF THE PROCEDURAL POSTURE OF THE PARALLEL 

LITIGATION  

Patent Owner’s Brief at pages 5-6 identifies the parallel district court litiga-

tion in W.D. Wash., but fails to mention critical facts.  The parallel district court 
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litigation is stayed indefinitely, and remains at a nascent stage prior to claim con-

struction or any meaningful fact discovery.  There is no scheduled trial date, nor 

was a trial date scheduled prior to the stay.  As a result, this is simply not a case in 

which the Board’s final written decision would follow (or even be contemporane-

ous with) District Court trial in the parallel litigation, or where there is overlapping 

effort between the two forums.   

A. Patent Owner’s harassment through a series of additional 

infringement allegations delayed the parallel litigation and 

dictated the petition filing sequence it now complains of.    

Patent Owner’s Brief fails to mention Patent Owner’s overtly litigious tac-

tics that were counter to efficient resolution. Patent Owner sequentially injected 

additional patents into the litigation over the course of more than a year after the 

initial complaint, dictating the sequential filing of IPR petitions it now complains 

of.  Indeed, as detailed below, Patent Owner’s sequence of new patent infringe-

ment allegations introduced so much delay into the litigation that the district court 

had to annul its original schedule and completely remove any jury trial date from 

the schedule altogether.  All of it was induced by Patent Owner’s piecemeal, liti-

gious attacks—not at the behest of Petitioner. 
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The district court docket reveals the truth—that Patent Owner introduced 

the ’380 patent almost four months after the litigation commenced, and later intro-

duced the ’381 (U.S. 11,813,381) and ’454 patents more than a year after litigation 

commenced:       

 

See EX1024, 26; EX1025, 2; see also EX2003, 5 (Dkt. No. 69 (Answer and Coun-

terclaim), 8 (Dkt. No. 114 (Amended Counterclaim), 12 (Dkt. No. 158 (Order 

Staying Pending Delaware Bankruptcy Proceeding). 

 Despite Patent Owner’s litigious conduct, Patent Owner shockingly alleges 

that it was Petitioner who engaged in a “harassment campaign.”  Patent Owner’s 

Brief, 23.  Not so.  As illustrated above, the only “harassment campaign” was by 

Patent Owner.  No IPR petitions would have been filed if Patent Owner did not 

4/28/2023 

Declaratory 

Judgement 

re '893 

Patent

8/14/2023
Patent 
Owner 

asserts '380 
Patent

5/1/2024
Patent Owner 

asserts '381 and 
'454 Patents

3/6/2025

'454 Petition 

filed 

(IPR2025-

00554)

4/21/2025

Stayed 
indefinitely 

pending 
bankruptcy 
proceeding
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partake in its litigious conduct via sequentially-spaced injections of new patents 

into what was originally a single-patent litigation (’893 patent only).     

B. Patent Owner’s assertion that Petitioner should be limited 

to resolving validity in W.D. Wash. ignores the procedural 

history and is contrary to statute.     

Patent Owner alleges that Petitioner picked W.D. Wash. as a “preferred 

forum” for the adjudication of “Patent Owner’s patents,” but this defies reality.  

Patent Owner’s Brief, 22 (emphasis added).  Petitioner selected W.D. Wash. for 

adjudication of the validity of the ’893 patent only.  From there, it was Patent 

Owner alone that sequentially injected all of its other patents into that forum.  

Supra, Section II.A.  All of Patent Owner’s allegations about Petitioner’s 

“preferred forum” ignore this truth.    

And even if W.D. Wash. could be characterized as the “preferred forum” for 

the ’893 patent, there is no dispute that the statutory framework set forth in 

§315(a)(1) was fully honored.  The declaratory judgement action against the ’893 

patent does not weigh in favor of discretionary denial of this petition against the 

subsequently asserted ’454 patent.  Patent Owner’s brief argues otherwise, but this 

ignores the line drawn by Congress.  The “civil action” restriction §315(a)(1) does 

not extend to “related” patents, as contended by Patent Owner’s flawed theory. 

Patent Owner’s Brief, 23 (“a related patent owned by the same defendant”).  

Again, Petitioner did not introduce the ’454 patent (or the ’380 or ’381 patents) 
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into the W.D. Wash. litigation.  It was Patent Owner that injected the ’454 patent 

into the W.D. Wash. litigation more than a year later and as part of a sequence of 

spaced apart counterclaim complaints each adding new patents.  Each time 

Petitioner was faced with these sequenced injections of new patent assertions by 

Patent Owner, Petitioner consistently pursued its preferred forum for those 

patents—the PTAB.  For the ’454 patent, Petitioner promptly prepared and filed 

the Petition at the PTAB within a few months of receiving Patent Owner’s 

infringement contentions for the ’454 patent and within about 15 months of its 

issuance.   There can be no dispute that Petitioner always preferred the PTAB as 

the forum for addressing the ’454 patent.  That is why Petitioner did not fight the 

stay of the district court litigation.  That is why Petitioner filed a Sotera stipulation 

favoring resolution before the PTAB and preventing overlap with the district court.   

To be clear, Patent Owner’s overly litigious tactics had the effect of 

substantially delaying the district court schedule, making efficient resolution in a 

district court impossible.  In view of Patent Owner’s repeated expansion of the 

number of patents in the case, the District Court struck the trial schedule in its 

entirety, and adopted a reset (partial) schedule that set some initial dates through 

claim construction briefing in February 2025 while leaving subsequent dates, 

including a trial date, undefined. EX1017, 3-5; EX1018, 11-12.  That schedule was 

subsequently delayed further, including claim construction briefing dates 
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scheduled in May, and with the claim construction hearing, fact discovery, trial, 

etc., delayed indefinitely.  See EX1028, 1-2.   

Shortly thereafter, on April 17, Patent Owner (Chiaro) filed a Suggestion of 

Bankruptcy, and on April 21, 2025, the Court stayed the litigation indefinitely.  

EX1027.  Throughout Patent Owner’s serial harassment through the staged 

introduction of multiple patents, and a stalled schedule, Petitioner has consistently 

and justifiably sought the only efficient option—adjudication of invalidity at the 

PTAB.   

Discretionary denial requested by Patent Owner would serve only to further 

postpone resolution and increase inefficiencies, improperly rewarding Patent 

Owner’s litigious delay tactics and depriving all parties of Congress’s stated 

purpose of providing a “quick and cost effective alternative.”  H.R. Rep. No. 112-

98, pt. 1, at 48 (2011).   Here, given the indefinite stay of the district court 

litigation and the minimal progress in that case, there is only one path toward a 

“quick and cost effective alternative to litigation.”  Id.  It is institution of IPR on 

the merits, especially where Patent Owner has never even contested those merits.   

III. THE FINTIV FACTORS WEIGH IN FAVOR OF 

INSTITUTION—35 U.S.C. § 314(a)   

Patent Owner does not provide analysis of each Fintiv Factor, presenting 

only isolated arguments directed to a subset of factors, and overlooking critical 
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facts related to the indefinite stay and its own tactics counter to efficient resolution.  

None of the Factors favor discretionary denial, and collectively they weigh heavily 

against discretionary denial.     

A. Factor 1: Whether the court granted a stay or whether evi-

dence exists that one may be granted if an IPR is instituted 

Factor 1 weighs heavily against exercising discretionary denial. As dis-

cussed above, the parallel litigation is stayed, and will remain stayed indefinitely 

pending resolution of a bankruptcy proceeding.  See Apple v. Fintiv, Inc., IPR2020-

00019, Paper 11 at 6–8 (PTAB Mar. 20, 2020) (precedential) (explaining that a 

district court stay “has strongly weighed against exercising the authority to deny 

institution”); Snap, Inc. v. SRK Tech. LLC, IPR2020-00820, Paper 15 at 8–9 

(PTAB Oct. 21, 2020) (precedential) (finding based on a district court stay that 

“the first Fintiv factor weighs strongly against exercising discretion to deny institu-

tion”); Twitch Interactive, Inc. v. Razdot Holdings LLC, IPR2025-00307, Paper 18 

at 2–3 (PTAB May 16, 2025) (the Acting Director denying a patent owner’s re-

quest for discretionary denial based on the likelihood of a post-institution district 

court stay). 

Patent Owner speculates—without citation to any exhibit or evidence—that 

the W.D. Wash case “is likely” to resume “before February 2026.”  Patent Owner’s 

Brief, 26 (mere attorney argument that the parallel litigation will resume “before 
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March 2026 (which is likely)”).  This unsupported guess is not enough for the Di-

rector to decide what an Article III court might do in 2026, especially when the 

District Court of Washington would not act until after final resolution of the for-

eign “administration” proceeding in the United Kingdom.   At a minimum, Patent 

Owner needed to cite to some evidence or exhibit establishing when in 2026 the 

United Kingdom “administration” proceeding will reach a final resolution.  In-

stead, there is only attorney argument.  See Patent Owner’s Brief, 25-26.  It is not 

enough.  And from there, nothing in the record establishes how long it will take the 

U.S. Bankruptcy Court for the District of Delaware will eventually lift the stay for 

U.S. actions, nor how long thereafter it will take the District of Washington to sub-

sequently lift the stay for this patent case.  Instead, Patent Owner apparently as-

sumes in a single sentence on page 26 that all of these steps will contemporane-

ously occur on the same date “before March 2026.”  

Patent Owner assumes too much.   The Board has a tradition of declining to 

engage in such speculation, especially in view of the prejudice to Petitioner that 

would ensue by doing so.  The Director should not adopt unsupported attorney ar-

gument that prematurely assumes a resolution in a foreign tribunal and the counter-

part U.S. bankruptcy proceeding.    

To be clear, Patent Owner’s speculation that “Judge Evanson would seek to 

have trial set within seven months of the lifting of the bankruptcy stay” is likewise 
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unfounded.  See Patent Owner’s Brief, 26.  Patent Owner ignores that the District 

Court schedule itself was entirely reset in June 2024 in the wake of Patent Owner’s 

repeated injections of further patents into the case, leaving all dates after the pro-

posed claim construction briefing—including the jury trial date—purposefully un-

defined.  EX1017, 3-5; EX1018, 11-12.  In other words, even before there was an 

indefinite stay of the litigation, there was no jury trial date scheduled at all.  Now, 

based on attorney argument alone, Patent Owner contends to have prescient 

knowledge of when Judge Evanson will schedule a jury trial in 2026.  It does not. 

Indeed, even the revised schedule was further delayed before the case was 

indefinitely stayed.  In particular, the Due Dates leading up to claim construction 

were further extended in March 2025, again leaving the Markman hearing and sub-

sequent dates, including trial, delayed indefinitely.  EX1028, 1-2.  The investment 

and progress in the W.D. Wash. litigation is little—not even to the stage of claim 

construction briefing and certainly not close to the end of discovery.  Given the sta-

tus at the time of the stay (e.g., no claim construction, no depositions, limited docu-

ment production, etc.), there is no indication of a schedule that could result in trial 

in as little as “seven months” after the indefinite stay is finally lifted.  See Patent 

Owner’s Brief, 26.  Patent Owner assumes too much. 

Finally, even if the foreign tribunal, the U.S. Bankruptcy court, and Judge 

Evanson all work in perfect sequence such that the indefinite stay in the W.D. 
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Wash. case is lifted in 2026, there is no guarantee what motions will be filed in the 

W.D. Wash. case.  For example, should one or both parties request such a stay 

pending the Final Written Decision in this IPR here, there is no indication that 

Judge Evanson will deny a stay pending IPR. Nikon Corp. et al. v. Optimum Imag-

ing Technologies, LLC, IPR2024-01372, Paper 17 at 10-11 (PTAB April 23, 2025) 

(Factor 1 is neutral when no stay has been requested because the Board “will not 

attempt to predict how the court in the parallel district court proceedings would 

proceed if a stay is requested”).1   

Accordingly, Fintiv factor 1 “strongly” favors institution. See IPR2020-

00820, Paper 15 at 8–9 (“strongly” favoring institution). 

B. Factor 2: Proximity of the court’s trial date to the Board’s 

projected statutory deadline for a Final Written Decision 

Factor 2 weighs heavily against exercising discretionary denial.  As dis-

cussed above, the parallel litigation is stayed indefinitely, and thus there is no ex-

pected trial date.  The Board’s decision in this IPR will precede the not-yet-sched-

uled trial in district court.   

Again, as noted above, following Patent Owner’s injection of multiple addi-

tionally patents to the litigation—doubling the number of patents more than a year 

after the lawsuit commenced—the District Court reset the schedule in June 2024, 

 
1 Notably, IPR of the asserted ’380 patent has already been instituted.   
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and again extended particular dates in March 2025.  EX1017, 3-5; EX1018, 11-12; 

EX1028, 1-2.  All dates subsequent to the claim construction briefing, including a 

trial date, were left undefined and remain so.  Patent Owner’s assertions that the 

trial could occur contemporaneous with the Board’s final written decision are pure 

speculation, contrary to the actual factors at play in the parallel court proceedings 

in the U.S. and in foreign tribunals.  See, e.g., Twitch, IPR2025-00307, Paper 18 

(denying PO’s request for discretionary denial noting “there is no currently sched-

uled trial date in the co-pending district court litigation” and even if trial were 

scheduled it would be significantly after the projected final written decision); see 

also Amazon.com v. NLGiken, Inc., IPR2025-00250, Paper 14 (May 16, 2025); Er-

icsson Inc. v. Pegasus Wireless Innovation LLC, IPR2025-00083, Paper  (June 5, 

2025) (declining to exercise discretion and indicating “[c]ontrary to Patent 

Owner’s arguments, the Fintiv factors ‘relate to whether efficiency, fairness, and 

the merits support the exercise of authority to deny institution in view of an earlier 

trial date in the parallel proceeding.’(emphasis in original)).   

Beyond Patent Owner’s unfounded speculation that the parallel litigation is 

likely to resume before February 2026, Patent Owner further fails to present any 

evidence that trial could occur by a final written decision in August 2026, as dis-

cussed above.  Patent Owner fails to account for the delay caused by its late injec-

tion of multiple patents into the proceeding and the resulting nascent status of the 
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litigation at the time of the stay, which prevents resolution “within seven months of 

the lifting of the bankruptcy stay,” even if it were Judge Evanson’s desire to do so.   

C. Factor 3: Investment in the parallel proceeding by the court 

and the parties 

Factor 3 weighs heavily against exercising discretionary denial.  The parallel 

proceeding is stayed indefinitely, and thus there is no overlapping investment in 

the parallel proceeding.  As explained in the Petition, and never disputed by Patent 

Owner, neither party has submitted any Markman briefing, and discovery was in 

its infancy when the case was stayed.  Petitioner diligently filed this petition, 

within a few months after receiving the initial infringement contentions.  Peag LLC 

et al. v. Varta Microbattery GMBH, IPR2020-01212, Paper 8 at 20 (PTAB Jan. 6, 

2021) (“Petitioner’s diligence in filing the Petition also weighs in favor of not exer-

cising discretion to deny institution.”); see also Dish Network LLC v. Broadband 

iTV, Inc., IPR2020-01332, Paper 14 at 28-29 (PTAB Jan. 27, 2021).  As such, the 

investment “in the []lawsuit, particularly as related to any validity issues, has not 

been substantial.” Illumina, Inc. v. Ravgen, Inc., IPR2021-01271, Paper 12, 27 

(January 26, 2022).   

D. Factor 4: Overlap between issues raised in the petition and 

in the parallel proceeding 
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Factor 4 weighs heavily against exercising discretionary denial.  On May 14, 

2025, Petitioner served Patent Owner (and subsequently filed with the Board) a So-

tera stipulation.  Sotera, IPR2020-01019, Paper 12 at 18-19 (designated “preceden-

tial” Dec. 17, 2020).  Specifically, Petitioner’s Sotera stipulation plainly states: 

Shenzhen Root hereby stipulates that, if this stipulation is entered into  

evidence in IPR2025-00554 and the IPR proceeding is instituted, Shen-

zhen Root will not pursue in the above-captioned litigation, against any 

claim of U.S. Patent No. 11,806,454, the same grounds as in IPR2025-

00554 or any grounds that could have reasonably been raised in the 

IPR petition (i.e., any ground that could be raised under § 102 or § 103 

on the basis of prior art patents or printed publications). Sotera Wire-

less, Inc. v. Masimo Corp., IPR2020-01019, Pap. 12 at 13-20 (PTAB 

Dec. 1, 2020) (precedential) (“Sotera”). 

 

EX1023, 1 (emphasis added).   

To be clear, this is not a case in which a further stipulation is necessary to 

avoid overlap with the district court.  First, as discussed above, the district court lit-

igation is stayed indefinitely.  The Sotera stipulation provides an added layer to 

prevent theoretical overlap in the unlikely event litigation resumes before a final 

written decision is rendered, but accounting for such a scenario would be purely 

speculative as it depends on a sequence of determinations not only of multiple Ar-

ticle III judges in Delaware and W.D. Wash, but also a foreign tribunal.  Such 

speculation would be inappropriate, especially in view of the resulting prejudice to 

Petitioner in doing so.   

Second, even if the parallel litigation were to resume (an assumption Patent 
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Owner proffers without support of any evidence), there is no indication there 

would be overlap in the grounds considered.  This is undisputed—Patent Owner 

overlooks the Sotera stipulation in this case, never mentioning it in its request, and 

never identifying any potential for overlap in the prior art grounds between the 

PTAB and District Court view of the Sotera stipulation.   

E. Factor 5: Whether the petitioner and the defendant in the 

parallel proceeding are the same party 

Petitioner is the defendant in the parallel W.D. Wash. proceeding. As such, 

this factor is neutral or weighs in favor of discretionary denial. 

F. Factor 6: Other circumstances that impact the Board’s ex-

ercise of discretion, including the merits 

1. The strong merits of the Petition favor institution 

As noted previously, Patent Owner has not raised any patentability argu-

ments to contest the merits of the IPR grounds in its Discretionary Denial brief.  

Not once.  Patent Owner did not raise any merits arguments in a POPR.  Indeed, no 

POPR was filed at all.  And Patent Owner did not raise any patentability arguments 

to contest the merits in its discretionary denial brief.  Every Ground includes 

printed publication prior art that was not applied during prosecution, and is con-

firmed by the only expert testimony in the record. 
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  Patent Owner alleges (incorrectly, as discussed above) that “the prior art 

and arguments relied [on] by Shenzhen Root are substantially similar to the argu-

ments already considered by the USPTO during prosecution, and often rely on 

combinations of three or more references.”  Patent Owner’s Brief, 28.  That is it.  

Patent Owner’s incorrect assertions are not followed by any argument that the 

Grounds set forth in the Petition are not strong, and Patent Owner does not allege 

even a single weakness on the merits.  More, Patent Owner never challenges the 

reasons in support of the combinations set forth in the Petition, which are con-

firmed by undisputed expert testimony.      

IV. DISCRETIONARY DENIAL UNDER §325(D) IS NOT 

WARRANTED 

The Advanced Bionics factors weigh strongly against discretionary denial.  

Patent Owner acknowledges that the prior art combinations advanced by the Peti-

tion were not before the Examiner, and Patent Owner never addresses the Peti-

tion’s express analysis demonstrating how the Examiner erred during original pros-

ecution.  See Pet.,  99-101.  Moreover, the facts here are simply unlike those ad-

dressed in the Ecto World decision, which set forth analysis and guidance that fur-

ther confirms discretionary denial under § 325(d) is unwarranted and would be un-

duly prejudicial to Petitioner.  The Petition advances non-cumulative grounds not 
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before the Examiner during original prosecution, and remedies plain error by the 

Examiner in allowing the claims in the current form. 

A. Factors (a), (b), and (d): The Patent Office did not previ-

ously consider the same or substantially the same art or ar-

guments presented in the Petition 

Each ground advanced in the Petition incorporates references never 

previously before the Office and that provide materially non-cumulative teachings.  

The Park-Silver combinations render obvious each of the features identified by the 

Examiner as representing allowable subject matter.  Pet. 5-6, 99-101.  Though Park 

was applied by the Examiner in original prosecution, the specific combinations 

advanced in this Petition (Park-Silver and Park-Silver+additional references)) were 

not because Silver was never before the Office.  This is undisputed.  See, e.g., PO’s 

Brief, p. 10 (acknowledging Silver was not cited in an IDS or applied in an Office 

Action).   

Patent Owner cites to Ecto World, but Ecto World in fact highlights that part 

one of Advanced Bionics is not satisfied here.  Patent Owner’s Brief, 11 (citing 

Ecto World at 4).  In Ecto World, the “Petition relie[d] exclusively on prior art 

references that were submitted to the Office in an information disclosure statement 

(‘IDS’).”  Ecto World, 2 (emphasis added).  That is not the case here.  Unlike Ecto 

World, the Park-Silver Grounds of the present Petition all involve an entirely new 

reference (Silver) never before the Examiner.        



 Proceeding No.: IPR2025-00554 

Attorney Docket No.: 58498-0005IP1 

 

18 

 

To be clear, Silver is not cumulative to art cited or applied by the Examiner.  

Patent Owner identifies Rigert as an example of one of “multiple prior art refer-

ences having breast pump systems with front facing diaphragms and diaphragm 

caps substantially similar to FIG. 5 of Silver,” but this is not so.  For example, 

there is no dispute that Silver provides teachings relevant to “a diaphragm cap con-

figured to cover and seal the diaphragm at a front end of the outer shell, the front 

end being opposite to the rear end, the diaphragm cap forms a central region on a 

front surface of the outer shell.”  Moreover, the structure and configuration of Sil-

ver’s “diaphragm 14” and “rear housing 15” are different than the purportedly 

analogous features of Rigert, with these components having a visibly different 

shape, configuration, and relative positioning (e.g., including an arrangement in 

which “diaphragm 4” is opposed to the shape of “cover 24”).  
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Patent Owner’s theory that Rigert is cumulative fails to even mention such 

differences.   

Patent Owner’s brief further mistakenly alleges that the “only modification 

to the Examiner’s rejection provided by Petition is to propose Park be combined 

with Silver for claim limitation [17f].”  Patent Owner’s Brief, 14 (emphasis added).  

This is false.  The Petition identifies multiple additional teachings of Silver perti-

nent to Element [17a], [17b], and [17d], for example.  As set forth in the petition, 

Silver provides teachings relevant to Element [17a] related to “a control unit com-

prising: a battery, and a pump configured to be powered by the battery and to gen-

erate negative air pressure” (pet. 69-70), teachings that are never alleged by Patent 

Owner to be provided by Rigert.  Silver is also relied on for teachings relevant to 

Elements [17b] and [17d], for example.  Pet., 70-76.  Patent Owner’s brief never 

addresses these teachings and never even alleges they are cumulative to the art of 

record.   

Patent Owner’s assertions that Silver is cumulative ignore the actual disclo-

sures of Silver highlighted in the Petition.  Silver includes materially different 

teachings relevant to these elements, and is particularly straightforward in combi-

nation with Park and other references, as set forth in the petition.   
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Notably, the Examiner allowed the claims of the ’454 patent in part on the 

basis that Park-2018/0104396 and the prior art of record did not suggest a “the dia-

phragm cap forms a central region on a front surface of the outer shell, in combina-

tion with the total structure and function as claimed.”  EX1002, 285. Silver pro-

vides straightforward teachings of this claim element, and is thus not cumulative to 

Park, Rigert, or the other prior art of record.    

The Examiner also indicated in the reasons for allowance that issued claim 

28 was allowed because it was believed that Park-2018/0104396 and the other 

prior art of record failed to disclose “at least a part of the diaphragm is arranged 

concentric with the nipple tunnel.” Id., 284.  Here again, the combinations of 

Ground 2 provide this element and address this error during prosecution.     

Beyond the layers of unsupported assumptions in Patent Owner’s theory, the 

disclosures of the references themselves debunk Patent Owner’s speculation.  As 

described above, Silver includes materially different and additional teachings and 

uniquely combines with Park—the Park-Silver combinations of Ground 2 are not 

“merely a regurgitation of the same rejection based on Park provided by the Exam-

iner.”  Patent Owner’s Brief 14.     

Likewise, Grounds 1A-1F include art and teachings never applied by the Ex-

aminer during original prosecution.  Neither Furrer and Pollen, nor the references 
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having the same inventors and similar figures were applied in a rejection during 

prosecution of the ’454 patent.  EX1002, 104, 107.   

Simply put, the Petition relies on additional art not before the Examiner dur-

ing original prosecution that includes material, non-cumulative teachings.  The 

Grounds are ripe for consideration in an instituted proceeding.  Hydrite Chemical 

Co. v. Solenis Techs., L.P., IPR2015-01592, Paper 7 at 9 (PTAB Jan. 27, 2016) 

(declining to exercise discretion under §325(d) even though several asserted refer-

ences were previously considered by the Office because “Petitioner has provided 

additional art, arguments, declaration evidence, and other information not previ-

ously considered by the Patent Office.”); Nvidia Crop. v. Invensas Corp., 

IPR2020-00602, Paper 11 at 17-19 (PTAB Sept. 3, 2020) (granted institution be-

cause new secondary reference was not considered by the Examiner during prose-

cution); Agrofresh Solutions Inc. v. Lytone Enterprise, Inc., IPR2021-00451, Paper 

11 at 12-13 (PTAB July 27, 2021).  Simply put, the same or substantially the same 

arguments were not previously presented to the Office, and the combinations ad-

vanced in this Petition are not cumulative of previously evaluated prior art.  Bec-

ton, Dickenson factors (a), (b), and (d) under the first prong of Advanced Bionics 

are not satisfied, and discretionary denial under 325(d) is inappropriate. 
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B. Factors (c), (e), and (f): The Examiner erred in a manner 

material to the patentability of the challenged claims   

Part 1 of Advanced Bionics is not satisfied because, as discussed above, the 

Petition does not rely on the same or substantially the same art or arguments previ-

ously presented to the Office.  The analysis need not continue to Part 2.  Advanced 

Bionics, 8 (“(2) if either condition of first part of the framework is satisfied . . . “).  

And yet, if assessing Part 2, original examination involved multiple material errors 

in failing to consider relevant disclosures of Park, Silver, Furrer and additional sec-

ondary references (e.g., Pollen, Alvarez, Weniger, Rigert, Kasting).  Such errors 

were specifically identified and explained in the Petition.  See, Pet., 99-101.  Tell-

ingly, Patent Owner ignores it.  See Patent Owner’s Brief, 20-21.  Accordingly, 

Part 2 of the Advanced Bionics framework is likewise not satisfied, further favor-

ing institution.   

For example, as described in the Petition (and ignored in Patent Owner’s 

Brief, see, 20-21), the Examiner erred by failing to identify and apply Silver and 

Park’s pertinent teachings.  Failure to identify and apply the highly pertinent teach-

ings of these references to the allowed claims “was error in the prosecution leading 

to the issuance of” the ’454 patent due to the fact that “the Examiner was simply 

not aware of” these references. Oticon Medical AB v. Cochlear Limited, IPR2019-

00975, Paper 15 at 19-20 (PTAB Oct. 16, 2019) (designated precedential: Mar. 24, 
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2020); Tesla, Inc. v. Charge Fusion Technologies, LLC, IPR2025-00152, Paper 11 

(June 12, 2025) (“Petitioner persuasively argues that the patent examiner over-

looked [[the prior art reference’s]] teachings, thus demonstrating that the Office 

erred in a manner material to the patentability of the claims.”) (citing Ecto World, 

IPR2024-01280, Paper 13 at 5 (PTAB May 19, 2025) (precedential)).  Where, as 

here, “[t]he Petition…presents different prior art than the Office was aware of,” 

this constitutes error by the Office during prosecution. Id. 

 Here again, the Ecto World decision highlights that Part 2 of Advanced Bion-

ics is not satisfied.  Amazingly, after quoting the Ecto World decision, Patent 

Owner never addresses the Petition’s analysis at pages 99-101 that demonstrates 

“how the Examiner erred in overlooking the prior art.”  Patent Owner’s Brief, 20-

21.  Unlike the Petition in Ecto World that lacked the requisite explanation, the Pe-

tition here included it.  Patent Owner ignored it, and is wrong in suggesting that the 

Petition lacked the requisite analysis.  The analysis at pages 99-101 of the Petition 

remains undisputed.    

More, Ecto World identifies three factors as examples of how the Examiner 

erred, all of which are satisfied here: “[1] because the asserted prior art was not a 

basis for rejection during examination, [2] is not substantially the same as prior art 

the Examiner applied, and [3] includes specific teachings that “impact patentability 

of the challenged claims.”  As set forth above and in the Petition, all three are true 
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of Silver, which was not a basis for rejection, is not substantially the same as art 

that was applied, and includes specific teachings that impact patentability.  The 

Petition is fully consistent with Ecto World’s factors that indicate discretionary 

denial is not warranted.  

The same is also true of the Furrer grounds.  There again, [1]Furrer “was not 

a basis for rejection,” [2] is not even alleged to the substantially the same as prior 

art the Examiner supplied, and [3] includes specific teachings that “impact 

patentability” as set forth in the Petition.     

Ecto World also confirms that discretionary denial may be inappropriate 

“based on the volume of the references submitted to the Office.”  Ecto World, 6-7 

(“These facts may demonstrate that discretionary denial under § 325(d) is not 

warranted.”).  More than 250 references were cited in the record of the ’454 Patent.  

Here again, Patent Owner never specifically addresses this factor highlighted by 

Ecto World. 

   Part 2 of the Advanced Bionics framework, and the guidance provided by 

Ecto World, confirm that discretionary denial is inappropriate.  The Grounds ad-

dress material errors of original examination using non-cumulative art.  The chal-

lenged claims are ripe for review.     
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V. ADDITIONAL CONSIDERATIONS IN THE STEWART 

MEMORANDUM ALSO COUNSEL AGAINST 

DISCRETIONARY DENIAL 

None of the additional workload management factors raised by Patent 

Owner favor denial.   

A. Prior Adjudication 

“Prior adjudication” considerations weigh against discretionary denial.  

“[N]o prior forum has adjudicated the validity of the ’454 patent.”  Patent Owner’s 

Brief, 27.  This is expressly acknowledged by Patent Owner and undisputed.     

B. Changes in the Law   

Patent Owner’s assertions that Ecto World favors discretionary denial 

ignores Ecto World’s analysis and the facts of the present proceeding.  Patent 

Owner alleges that Petitioner “failed to provide a sufficient explanation as to how 

the examiner overlooked the prior art.”  Patent Owner’s Brief, 27.  But in doing so, 

Patent Owner conspicuously overlooks analysis in the Petition that does just that.  

As described above (supra, IV.B), Patent Owner never addresses the Petition’s 

analysis at pages 99-101 that demonstrates “how the Examiner erred in 

overlooking the prior art.”  Patent Owner’s Brief, 20.  Likewise, as described in 

Section IV.A, Ecto World in fact highlights reasons why discretionary denial is not 

appropriate.  Patent Owner’s reliance on Ecto World is misplaced.  Id.     

C. Strength of the Challenge 
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As discussed above, Patent Owner has not identified any weaknesses on the 

merits of the Challenge.  Indeed, Patent Owner opted to never raise any 

patentability argument against the merits of the IPR grounds in this proceeding.  

Not one.  This is telling.   

This record reveals that the merits are robust, entirely uncontested, and 

similar to grounds already deemed worthy of institution by the Board in IPR2024-

01296.  The strong and unrebutted merits weigh heavily against discretionary 

denial, especially where denial would deprive Petitioner of timely and efficient 

resolution of validity in view of Patent Owner’s delay and the indefinite stay of the 

W.D. Wash. litigation.   

D. Settled expectations of the parties, such as the length of time 

the claims have been in force 

Patent Owner only tersely mentions “settled expectations,” and for good 

reason.  This Petition was filed within about 15 months of issuance of the ’454 

patent.  Tesla, Inc. v. Charge Fusion Technologies, LLC, IPR2025-00152, Paper 11 

(June 12, 2025) (“Early challenges to patents favor robust, predictable patent rights 

and weigh against discretionary denial.”).  It remains undisputed that there are no 

“settled expectations” of the parties that would favor discretionary denial given the 

limited time the claims “have been in force.”  If anything, the expectations of the 

parties were that the claims are invalid and not infringed.  Only after Patent Owner 
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injected the ’454 into the proceeding did the public and Petitioner become aware of 

Patent Owner’s mistaken viewpoint of its allowed claim scope.  The Petition 

challenging the ’454 Patent is the prompt and direct result of Patent Owner’s very 

recent assertion of a claim scope that reads on the prior art.  The PTAB’s “purpose 

and design,” as reiterated by the Supreme Court, is fulfilled by addressing the 

merits of the prior art here. Thryv, Inc. v. Click-To-Call Techs., LP, 590 U.S. 45, 54 

(2020) (“By providing for inter partes review, Congress, concerned about 

overpatenting and its diminishment of competition, sought to weed out bad patent 

claims efficiently”); Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 279-80 

(2016) (describing the PTAB’s basic “purpose” and the public’s “paramount 

interest in seeing that patent monopolies … are kept within their legitimate 

scope”).   

VI. THE TEXT OF 35 U.S.C. § 314(c) IS CONTRARY TO THE TYPE 

OF WRITTEN DECISION THAT PATENT OWNER IS 

REQUESTING HERE 

To the extent Patent Owner is requesting a written decision that is silent on a 

determination of whether the IPR grounds in the Petition demonstrate a reasonable 

likelihood to prevail on at least one claim, Patent Owner’s request is contrary to the 

text of the statute. There is no dispute that § 314(a) includes the word “may” such 

that the Director has discretion to grant or deny institution of review. See 35 U.S.C. 

§ 314(a).  The statute, however, does not end there, and nor should any written 
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decision in this case. 

The text of § 314(c) includes the term “shall” and offers no discretion on 

what must be included in writing from the Office:  “The Director shall notify the 

petitioner and patent owner, in writing, of the Director’s determination under 

subsection (a).” See 35 U.S.C. § 314(c). Section 314(c) does not provide any 

option for a decision at the institution stage (grant or denial) that is silent on the 

“determination under subsection (a),” and the only “determination” mentioned in 

the text of subsection (a) is the reasonable-likelihood-to-prevail determination 

based on the merits of the prior art grounds.  See 35 U.S.C. § 314(a) and (c). 

The plain text of the statute is straightforward.  Patent Owner’s brief appears 

to request a violation of the “shall” requirement in § 314(c).  It is exacerbated by 

Patent Owner’s failure to muster any Preliminary Response in this case. 

For at least these reasons, the Director should reject Patent Owner’s request. 

VII. CONCLUSION 

For the reasons discussed above, discretionary denial is not warranted.  
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