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I. INTRODUCTION 

This is a case where institution should be decided on the merits because none 

of the Board’s discretionary considerations support denial.  Months before Anthony 

filed its Petition, the parties stipulated to stay the parallel district court litigation 

pending the Board’s institution decision.  The District Court ordered the stay, and 

the stay is indefinite.  A discretionary denial of Anthony’s Petition under § 314(a) 

and Fintiv would be unprecedented and counterproductive.  Denying institution 

under § 325(d) and Advanced Bionics is likewise unwarranted.  There is no dispute 

that Anthony’s Petition raises new prior art grounds, and Patent Owner’s labeling of 

the Petition’s prior art as “cumulative” is easily discredited.  Even less credible is 

the gaggle of arguments Patent Owner compiled at the back of its brief to invoke the 

Acting Director’s workload management memorandum.  There are no relevant 

special considerations here.  This is a case about the merits, and the merits are strong. 

Anthony’s Petition presents obviousness grounds that account for how Patent 

Owner broadly interprets the claims in its infringement allegations and how Patent 

Owner may interpret the claims more narrowly during the IPR.  The only counter-

argument Patent Owner could muster is that one of the references is allegedly non-

analogous art.  And this meager attack fails when measured against the prevailing 

legal standards.  Anthony respectfully asks that a merits panel be assigned to decide 

this analogous art issue and any other substantive issues Patent Owner may raise. 
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II. ARGUMENT 

A. The Fintiv Factors and § 314(a) Support Institution 

This case presents a prime opportunity for the inter partes review process to 

serve in its intended role as a true alternative to the parallel district court litigation, 

which has been stayed for more than six months.  All of the asserted claims (and 

more) are challenged in this IPR involving the ’181 patent and co-pending IPR2025-

00636 involving related U.S. Patent No. 8,421,847.  If the Board finds the asserted 

claims obvious, the parallel litigation will end.  On the other hand, if the Board 

upholds the asserted claims, the statutory § 315(e)(2) estoppel will significantly 

narrow the scope of the parallel litigation by preventing Anthony from asserting “any 

ground that [Anthony] raised or reasonably could have raised during [these] inter 

partes review[s].”  No precedent from the Board supports denial under 

circumstances like these, where none of the Fintiv factors favors denial. 

1. Factor 1 Strongly Favors Institution Because the Parallel 
District Court Litigation Is Stayed 

On November 6, 2024, the parties stipulated to stay the parallel litigation.  See 

EX1038.  The District Court accepted the stipulation and adopted the parties’ 

proposed order that same day.  EX1043.  Per the stipulation and proposed order, “[i]f 

IPR Petitions [against both asserted patents] have been filed by [February 28, 2025], 

the stay shall continue at least through the institution decisions on the Petitions” and 

“until further Order of the Court.”  EX1038 p.2. 
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As the parties jointly told the District Court, Anthony timely filed its Petitions.  

See EX1044 (joint status report dated February 27, 2025).  Thus, the stay remains.  

And because the parallel litigation is stayed indefinitely, Fintiv factor 1 strongly 

favors institution.  See Apple v. Fintiv, Inc., IPR2020-00019, Paper 11 at 6–8 (PTAB 

Mar. 20, 2020) (precedential) (explaining that a district court stay “has strongly 

weighed against exercising the authority to deny institution”); Snap, Inc. v. SRK 

Tech. LLC, IPR2020-00820, Paper 15 at 8–9 (PTAB Oct. 21, 2020) (precedential) 

(finding based on a district court stay that “the first Fintiv factor weighs strongly 

against exercising discretion to deny institution”); Twitch Interactive, Inc. v. Razdot 

Holdings LLC, IPR2025-00307, Paper 18 at 2–3 (PTAB May 16, 2025) (the Acting 

Director denying a patent owner’s request for discretionary denial based on the 

likelihood of a post-institution district court stay). 

Seeking an exception to the Board’s precedent, Patent Owner says the stay 

should be accorded “little to no weight.”  PO Br. at 4–5.  But the circumstances here 

are not exceptional.  Patent Owner was not lured into the stipulated stay under a 

“false pretense,” as it claims.  Id.  Anthony never “promise[d]” to “seek inter partes 

review of both patents by the end of January 2025,” (PO Br. at 5).  Rather, the 

explicit filing deadline set by the parties’ joint stipulation and proposed stay order is 

February 28, 2025, which Anthony met.  See EX1038 p.2 (“If IPR Petitions have 

been filed by this date, the stay shall continue . . .”).  It is irrelevant that Anthony 
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intended to complete both petition filings sooner than the stipulated deadline.  It is 

equally irrelevant that Patent Owner now has buyer’s remorse and “would not have 

agreed to” the stay in hindsight.  PO Br. at 5.  What matters is that the District Court 

entered the stay and that the stay remains until the District Court says otherwise. 

Next, Patent Owner retreats to a fallback position that the stay is merely 

“neutral” in the Fintiv analysis because it “lasts only” until the Board’s institution 

decisions.  PO Br. at 6 (partially quoting EX1038 p.2).  But that’s not what the 

stipulation says.  The stipulation says the stay “is appropriate at least until the PTAB 

renders its decision[s] on IPR institution.”  EX1038 p.2.  At that point, the parties 

will provide their respective “positions on whether the stay should be lifted.”  Id. 

Patent Owner offers no reason to believe the District Court will issue an order 

lifting the stay in the event of institution.  Tellingly, Patent Owner does not even 

state that it intends to seek such relief in that scenario.  What would be the point?  

The parallel litigation was stayed in its infancy, “the pleadings hav[ing] just closed” 

and “neither party hav[ing] conducted any discovery.”  EX1038 p.1.  By the time of 

institution, the litigation will have been stayed for “nearly a year,” (PO Br. at 5), and 

the Board will be well on its way to rendering final written decisions long before the 

District Court could possibly conduct a jury trial (see infra § II.A.2).  Like Anthony, 

Patent Owner agreed that a stay was “appropriate” because “the scope of the 

Litigation may be substantially impacted based on the outcome of the IPR” and 
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because the stay would “preserve the resources of the parties and the Court.”  

EX1038 p.1.  These same reasons will justify maintaining the stay upon institution.  

Accordingly, just like the Board’s precedential Snap decision, Fintiv factor 1 

“strongly” favors institution.  See IPR2020-00820, Paper 15 at 8–9. 

2. Factor 2 Strongly Favors Institution Because the District 
Court Has Not Set a Trial Date or Even a Schedule 

The District Court ordered the stipulated stay before setting a trial date or even 

setting a schedule.  EX1043; EX1038 p.1 (“WHEREAS, the pleadings have just 

closed in the Litigation, such that neither party has conducted any discovery, and no 

schedule has been set[.]”).  The absence of a trial date undeniably favors institution.  

Patent Owner’s unexplained contrary suggestion that this factor is somehow 

“neutral” defies all reason and common sense.  PO Br. at 6–7.  When, as here, a 

district court has not provided a schedule or a trial date, there is no basis to believe 

that the district court might reach a final resolution before the Board.  That means 

the entire premise of the Fintiv factors is moot.  See Fintiv, IPR2020-00019, Paper 

11 at 6 (“These factors relate to whether efficiency, fairness, and the merits support 

the exercise of authority to deny institution in view of an earlier trial date in the 

parallel proceeding.”). 

Moreover, because the parallel litigation is stayed, there are no legitimate 

concerns of unnecessary and counterproductive litigation costs, duplication of work 
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between two tribunals, or any other downsides from litigating similar issues in two 

forums at once.  See Fintiv, IPR2020-00019, Paper 11 at 5 (fn 7).  Even if the District 

Court had not ordered a stay, the parallel litigation would not have progressed to a 

jury trial before early April 2027,1  more than seven months after the Board’s 

projected final written decision date in late August 2026. 

 
1 Patent Owner filed its patent infringement complaint on July 26, 2024.  The District 

of Delaware’s reported timeline statistics suggest a time-to-trial of no less than 32.3 

months.  For example, data compiled by Docket Navigator over a timespan between 

January 1, 2008 and May 4, 2025 shows a median time-to-trial in patent cases of 

35.2 months.  See EX1046 p.2.  Data compiled by LegalMetric for the patent cases 

of all active judges in the District of Delaware as of January 2025 shows an average 

time-to-trial in patent cases of 36.8 months.  See EX1047 p.3.  Data compiled by the 

Administrative Office of the U.S. Courts for all civil cases within a 12-month period 

ending on December 31, 2024 shows a median time-to-trial of 32.3 months.  See 

EX1048 p.14.  Note that Anthony presents district-wide statistics here because the 

Honorable District Judge Jennifer Hall took the bench in January 2024 and has not 

yet presided over a patent case from the pleadings to a jury trial. 
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The stay, the lack of a scheduled trial date, and the lack of any reasonable trial 

date projection preceding the Board’s anticipated final written decision all weigh 

heavily in favor of institution. 

3. Factor 3 Strongly Favors Institution Because the Parties 
and the District Court Have Not Invested Any Resources on 
Patentability 

Patent Owner concedes, as it must, that Fintiv factor 3 favors institution 

because the District Court has not issued any substantive orders related to the ’181 

patent.  See PO Br. at 7; see also Fintiv, IPR2020-00019, Paper 11 at 9–10.  And 

that is only half the story: The procedural posture here is even more favorable than 

in the Board’s precedential Snap decision.  In Snap, the Board favored institution 

when the parties had already exchanged preliminary contentions, were preparing for 

Markman briefing, and were in the midst of discovery.  See IPR2020-00820, Paper 

15 at 9–11.  Here, the District Court ordered the stay following the pleadings phase—

no contentions, no briefing, no discovery.  These facts strongly favor institution. 

4. Factor 4 Favors Institution Because There Are No 
Overlapping Issues Between This Proceeding and the 
District Court Litigation 

There can be no overlapping issues between this IPR and the parallel litigation 

because the District Court stayed the litigation before the parties raised any specific 

validity issues.  See supra, §§ II.A.1–3.  As a result, the concerns raised in Fintiv 



Attorney Docket No. 43789-0259IP1 
Proceeding No. IPR2025-00559 

8 

regarding “inefficiency and the possibility of conflicting decisions” do not exist here.  

IPR2020-00019, Paper 11 at 6–8. 

Unable to change this immutable truth, Patent Owner complains about 

Anthony hypothetically combining some unspecified “system prior art with the prior 

art it presents in its petition” at some unspecified future time when Anthony 

“present[s] invalidity contentions” in the parallel litigation.  PO Br. at 8.  But 

conjecture of this sort has never guided the Board’s Fintiv analysis.  For example, in 

the precedential Snap decision, the Board made a detailed comparison between the 

prior art cited in the petition and the petitioner’s existing district court invalidity 

contentions, ultimately finding “material differences” between them that supported 

institution.  See IPR2020-00820, Paper 15 at 13–16.  Despite reaching a different 

conclusion, the Acting Director similarly compared the petitioner’s petition against 

its existing invalidity contentions in the more recent case of Motorola Solutions, Inc. 

v. Stellar, LLC, IPR2024-01205 (et al.), Paper 19 at 3–4 (PTAB Mar. 28, 2025).  No 

such comparison is possible here because no invalidity contentions exist. 

This fact must favor institution.  To hold otherwise would encourage the 

unreasonable result of discretionary Fintiv denials even in scenarios without parallel 

litigation, all because the petitioner might one day raise a prior art invalidity defense 

if accused of infringement.  Accepting Patent Owner’s unbridled speculation creates 

an unnecessary slippery-slope problem. 
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As for Patent Owner’s complaint that “Petitioner has not offered any 

stipulation,” (PO Br. at 7), the reason for that is clear: The District Court stayed the 

litigation.  There is no need for a stipulation because all signs—the stay, the lack of 

a trial date, the time-trial-statistics, the strength of the merits—are that Anthony will 

be bound by the estoppel provision of § 315(e)(2) before the district court litigation 

makes any headway on validity.  Rather than a needless contingent stipulation, the 

way to ensure duplication of work does not occur is to institute this IPR and reach a 

final written decision on patentability, which would either eliminate the asserted 

claims entirely or invoke the statutory estoppel against Anthony. 

Lastly, though the matter is hardly relevant to Fintiv, Patent Owner’s claim 

that the Petition’s obviousness grounds are “duplicative” is easily and conclusively 

disproven.  PO Br. at 8–9.  For one, the grounds are necessarily not duplicative 

because each ground addresses a unique subset of the Challenged Claims. 

 

Pet. at 1.  More specifically, the Petition explains that the ’181 patent’s independent 

claim 1 is challenged in Grounds 1A, 1B, and 1D based on different claim 

construction positions Patent Owner may adopt during the instituted trial.  See, e.g., 

Pet. at 14 (fn 2), 48 (fn 7).  This case is nothing like the Board’s Adaptics decision 
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that Patent Owner cites.  See PO Br. at 8.  The petition at issue in Adaptics employed 

the grammatical conjunction “and/or” to construct “hundreds of possible 

combinations” without explaining why such a voluminous number of grounds was 

warranted.  See Adaptics Ltd. v. Perfect Co., IPR2018-01596, Paper 20 at 18–24 

(PTAB Mar. 6, 2019) (informative).  By contrast, Anthony’s Petition raises only five 

grounds and identifies the potential claim construction arguments that justify them. 

Because Anthony’s Petition raises sensible obviousness challenges against the 

’181 patent that have not been presented to the District Court, Fintiv factor 4 favors 

institution.  See Fintiv, IPR2020-00019, Paper 11 at 12–13 (“[I]f the petition 

includes materially different grounds, arguments, and/or evidence than those 

presented in the district court, this fact has tended to weigh against exercising 

discretion to deny institution[.]”). 

5. Factor 5 Is Neutral or Favors Institution Because the 
Board’s Final Decision May Moot the District Court 
Litigation and the Statutory Estoppel Will Bind Anthony 

As discussed, the parallel litigation was voluntarily stayed many months ago 

before any discovery, briefing, or substantive orders.  There is no schedule, no trial 

date, and no indication that the District Court could possibly conduct a jury trial 

before the Board reaches a final written decision.  As a result, the conclusion of this 

IPR will invoke the § 315(e)(2) estoppel and prevent Anthony from ever asserting a 

duplicative invalidity ground against the ’181 patent in any district court or ITC 
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proceeding.  Although the Board often finds Fintiv factor 5 in favor of denial when 

the same parties are involved, the unique circumstances here warrant a different 

result.  See, e.g., Snap, IPR2020-00820, Paper 15 at 16 (“[W]e regard the 

consideration of the fifth Fintiv factor as neutral[.]”). 

6. Factor 6 Favors Institution Because the Merits Are Strong 

The strong merits of Anthony’s Petition further support institution.  The 

Petition raises new prior art that the Examiner never considered (infra, § II.B.1), 

preemptively addresses certain narrow constructions Patent Owner may later 

advance (supra, § II.A.4), and relies on corroborated, thorough, and focused expert 

testimony to demonstrate the relevant knowledge and understanding of an ordinarily 

skilled artisan (infra, § II.C.1).  Unable to spot a single flaw in the Petition’s 

motivation to combine, expectation of success, or prior art mapping analyses, Patent 

Owner’s sole critique is that the Carter reference (EX1004) “is not even from the 

same field” and not “directed to the problem addressed by the inventors.”  See PO 

Br. at 9–13.  In effect, Patent Owner suggests Carter is non-analogous art.2  The 

 
2 In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) (“Two separate tests define the 

scope of analogous prior art: (1) whether the art is from the same field of endeavor, 

regardless of the problem addressed and, (2)  . . . whether the reference still is 

reasonably pertinent to the particular problem with which the inventor is involved.”). 
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reality, however, is that Carter shares the same field as the ’181 patent and is also 

reasonably pertinent to the same problems faced by the ’181 patent’s inventors. 

Like the ’181 patent, Carter describes a condensation control apparatus that 

anticipates condensation and activates door/frame heaters based on readings from a 

surface temperature sensor, an ambient air temperature sensor, and a relative 

humidity sensor.  See, e.g., EX1003, ¶¶76–78 (summarizing Carter’s disclosure).  As 

the Petition shows, the structure and function of Carter’s condensation control 

apparatus are commensurate with what the ’181 patent describes and claims, a fact 

Patent Owner does not dispute.  See Pet. at 10–26.  Under the law, that means Carter 

and the ’181 patent share the same technical field.  See In re Deminski, 796 F.2d 

436, 437–42 (Fed. Cir. 1986) (finding prior art pumps to be in the same technical 

field as the patented compressor because they “have essentially the same function 

and structure: they move fluids by means of a double-acting piston, a cylinder, and 

valves”); Bigio, 381 F.3d at 1325–26 (agreeing with the Board that “the structural 

similarities between toothbrushes and small brushes for hair” mean they share the 

same technical field).   

The fact that Carter describes his system in the context of a freezer for 

scientific specimens, while the ’181 applies the same kind of system in the setting 

of refrigerated display cases does not exclude Carter from the corpus of analogous 

art.  This minor distinction between Carter and the ’181 patent is no more 
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pronounced than that of the pumps and compressors in Deminski or the tooth and 

hair brushes in Bigio.  Cf. Unwired Planet, LLC v. Google Inc., 841 F.3d 995, 1001 

(Fed. Cir. 2016) (“The field of endeavor of a patent is not limited to the specific 

point of novelty, the narrowest possible conception of the field, or the particular 

focus within a given field.”).  If anything, the facts here are even more compelling 

because the ’181 patent makes clear that the type of condensation control techniques 

at issue are “utilized in a variety of applications.”  EX1001, 1:41–47. 

Although sharing the same technical field is sufficient to establish that Carter 

is analogous art, (see Bigio, 381 F.3d at 1325), it is worth noting that Patent Owner 

also gets it wrong on the reasonable-pertinence prong of the analogous art test.  Even 

under Patent Owner’s articulation of the inventors’ problem as “addressing 

condensation build-up ‘proactively’ and ‘efficiently,’” (PO Br. at 12)3, Carter is 

reasonably pertinent and, thus, analogous.  As the Petition makes clear, and Patent 

Owner cannot deny, Carter’s system activates its door/frame heater proactively—

i.e., before the surface temperature reaches the dew point temperature—to “prevent 

condensation from forming,” (EX1004, Abstract).  See Pet. at 11–13, 19–21.  The 

Petition also expressly relies on Carter’s teachings to promote efficiency by not 

 
3 Anthony does not adopt Patent Owner’s narrow problem statement.  Anthony 

merely references this statement for the sake of the present argument. 
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running the heater continuously and, instead, only activating the heater when 

condensation is anticipated.  See Pet. at 40–41 (citing EX1004, 1:15–2:32).  Not only 

does Carter share the same structure and function as the ’181 patent, but Carter also 

employs those characteristics for the very same purpose Patent Owner identifies as 

the ’181 patent’s problem.  These “pertinent similarities” mean Carter is analogous.  

Donner Tech., LLC v. Pro Stage Gear, LLC, 979 F.3d 1353, 1361 (Fed. Cir. 2020). 

With Patent Owner’s only critique now debunked, the Petition’s strong merits 

are confirmed and support institution. 

B. The Advanced Bionics Test and § 325(d) Support Institution 

The undisputed facts show why denial under § 325(d) is inappropriate under 

the Board’s two-part Advanced Bionics test. 4   The Examiner did not consider 

obviousness grounds that even remotely resemble those advanced in Anthony’s 

 
4 “[T]he Board uses the following two-part framework: (1) whether the same or 

substantially the same art previously was presented to the Office or whether the same 

or substantially the same arguments previously were presented to the Office; and (2) 

if either condition of first part of the framework is satisfied, whether the petitioner 

has demonstrated that the Office erred in a manner material to the patentability of 

challenged claims.”  Advanced Bionics, LLC v. MED-EL Elektromedizinische 

Geräte GmbH, IPR2019-01469, Paper 6 at 8–9 (PTAB Feb. 13, 2020). 
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Petition, and the Examiner erred materially by failing to evaluate the prior art 

thoroughly.  Had the Examiner done so, he would not have allowed the Challenged 

Claims to issue without a single prior art rejection. 

1. Part 1: The Asserted Prior Art and Arguments Are Not the 
Same or Substantially the Same as Those Considered 
During Prosecution 

Of the five prior art references that make up the obviousness grounds in 

Anthony’s Petition, the Examiner only considered one of them—Beatenbough 

(EX1006).  The four other references—Carter (EX1004), King (EX1005), Gatling 

(EX1007), and Kotani (EX1008)—are all entirely new.  This much is undisputed.  

The only point of contention is Patent Owner’s inaccurate suggestion that Carter is 

“merely cumulative to and redundant of” the considered prior art listed on the face 

of the ’181 patent.  PO Br. at 14–16. 

Carter’s disclosure is not cumulative or redundant of the prosecution prior art.  

As Anthony’s Petition explains—and as Patent Owner does not dispute—Carter is 

strikingly similar prior art in that it provides the same kind of condensation control 

scheme, sensing units, and sensor housing structures that the ’181 patent describes 

and claims.  See Pet. at 10–26.  None of the eleven prosecution prior art references 

provides a comparable combination of disclosures.  The two representative 

references Patent Owner focuses on are illustrative.  See PO Br. at 14–15 (citing 

EX2002 and EX2003).  These references show that condensation control systems 
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were well known, but they employ a materially different approach.  Unlike Carter 

and the ’181 patent, which activate heaters based on a comparison between a door 

or frame temperature and a dew point value, U.S. Patent No. 4,261,179 (EX2002) 

describes a system where heaters are activated to address condensation “when 

condensate begins to form on the surface of [a] sensor.”  EX2002, 6:55–61.  

Similarly distinguishable, U.S. Patent No. 5,778,147 (EX2003) describes a system 

where room air temperature, discharge temperature, and relative humidity values are 

used to regulate heater activation, but not a door or frame temperature like in Carter 

and the ’181 patent.  See EX2003, 4:26–49, FIG. 3. 

Carter’s teachings compel a finding of obviousness against the ’181 patent’s 

claims in a way and to an extent that none of the prosecution prior art does and, for 

that reason, cannot reasonably be considered the same or cumulative.  Moreover, the 

prosecution record cannot be said to have involved arguments overlapping those that 

Anthony raised in the Petition because the Examiner allowed the claims without 

issuing a prior art rejection.  The prior art and arguments presently at issue are new 

in every material way. 

2. Part 2: The Examiner Materially Erred in Granting the 
Challenged Claims 

As the Acting Director recently explained, “a petitioner may argue that it 

satisfies the second part of Advanced Bionics because the asserted prior art was not 
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a basis for rejection during examination, is not substantially the same as prior art the 

Examiner applied, and includes specific teachings that impact patentability of the 

challenged claims.”  Ecto World, LLC, et al. v. RAI Strategic Holdings, Inc., 

IPR2024-01280, Paper 13 at 5 (PTAB May 19, 2025) (precedential) (quotes 

omitted).  That is exactly the case here for all the above reasons regarding Carter.  

See infra § II.B.1.  What’s more, even if Carter’s teachings were merely cumulative 

of the prosecution prior art, that means the Examiner necessarily erred by failing to 

“issue any prior art rejections during examination.”  Ecto World at 5. 

Further still, and deficiencies in the examination process aside, the Examiner 

simply did not have access to all that the Petition brings to bear.  The thorough expert 

testimony and corroborating evidence Anthony submitted with its Petition provide 

insights regarding a skilled artisan’s background knowledge of key enabling 

technologies (EX1003, ¶¶33–55), interpretation of the asserted prior art references 

(e.g., id., ¶¶22–123), and motivations that would have driven such a person to arrive 

at the ’181 patent’s claimed invention (e.g., id., ¶¶150–158).  Anthony’s Petition 

also reveals the broad manner in which Patent Owner is interpreting the ’181 patent’s 

claims in its infringement analysis and explains how such broad interpretations 

affect patentability.  See, e.g., Pet. at 14.  In short, had the Examiner known what the 

Petition shows, the Challenged Claims would not have been granted. 
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C. Patent Owner’s “Additional Reasons” Are Irrelevant 

The Acting Director’s memorandum outlining the Interim Processes for 

PTAB Workload Management (“Memo”) invites parties to address certain 

enumerated considerations beyond Fintiv, General Plastic, and Advanced Bionics 

when they are “relevant” to the Board’s decision on institution.  Memo at 2.  Here, 

those additional considerations are plainly not relevant.  Patent Owner’s attempt to 

shoehorn them into the discretionary analysis fails. 

1. Thorough and Focused Expert Testimony Properly 
Supports the Petition 

Patent Owner’s cursory complaint does not change the fact that Anthony’s 

Petition relies on expert testimony in the ordinary and appropriate way—i.e., to 

establish the knowledge and understanding of a skilled artisan at the time of the 

claimed invention.  See PO Br. at 17.  Regarding the “refrigerated display case” 

language in the preamble of the ’181 patent’s independent claim 1, the cited expert 

testimony details the skilled artisan’s understanding that the kind of condensation 

control apparatus Carter describes in the context of a refrigerator or freezer for 

science specimens would also have a natural application in a retail refrigerated 

display case, as was exceedingly well known in the prior art.  See EX1003, ¶81; see 

also id. ¶¶34–41 (detailing the extensive evidence of using condensation control 

systems in refrigerated display cases).  There is nothing wrong with applying a 

skilled artisan’s background knowledge of the prior art, common sense, and ordinary 
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creativity in an obviousness analysis.  Under KSR,5 the law compels it.  See B/E 

Aero., Inc. v. C&D Zodiac, Inc., 962 F.3d 1373, 1380 (Fed. Cir. 2020) (“After KSR, 

we recognized that courts must consider common sense, common wisdom, and 

common knowledge in analyzing obviousness.”) (quotes omitted). 

The expert testimony here is not “particularly problematic” like the Xerox 

decision Patent Owner cites (but leaves unexplained).  PO Br. at 17 (citing Xerox 

Corp. v. Bymark, Inc., IPR2022-00624, Paper 9 at 15–16 (PTAB Aug. 24, 2022) 

(precedential)).  For one, the expert testimony is not conclusory and does far more 

than merely “offer[] only a verbatim restatement of the assertion being supported” 

in the Petition.  Xerox at 16.  Rather, the testimony expands on the argument in the 

Petition with additional supportive technical reasoning.  See Pet. at 13 (citing See 

EX1003, ¶81; see also id. ¶¶34–41). 

Additionally, unlike the Xerox decision, the claim language in question is 

merely recited in the preamble as an intended use for the “[c]ondensation control 

apparatus” being claimed.  EX1001, 9:29–53.  Even if the “for a refrigerated display 

 
5 Note that the ’181 patent issued on April 24, 2007, six days before the Supreme 

Court’s KSR decision on April 30, 2007.  This material change in the law further 

supports institution. 
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case” preamble language were assumed to be limiting—which it should not be6—

such an intended-use limitation is certainly not “missing” from the prior art, as Patent 

Owner contends.  PO Br. at 17.  The expert testimony establishes that condensation 

control apparatuses like the one Carter teaches “were commonly employed on 

refrigerated display cases.”  EX1003, ¶81; see also id. ¶¶34–41; see Koninklijke 

Philips N.V. v. Google LLC, 948 F.3d 1330, 1337–38 (Fed. Cir. 2020) 

(distinguishing a known prior art technique from a “missing” claim limitation).  The 

’181 patent concedes that condensation control systems were “utilized in a variety 

of different applications” and commonly employed on refrigerated display cases.  

EX1001, 1:14–2:10.  The expert testimony merely confirms this concession, bolsters 

it, and applies it to Carter’s disclosure. 

2. This Inter Partes Review Does Not Disrupt the Parties’ 
Settled Expectations 

The fact that Patent Owner has paid maintenance fees and allegedly marked 

its products is not a legitimate reason to deny institution.  See PO Br. at 18–19.  

Those actions are merely the bare minimum for Patent Owner to file its (misguided) 

complaint for patent infringement.  And to the extent Patent Owner’s expectation “is 

 
6 “Generally, we have said, the preamble does not limit the claims.”  Am. Med. Sys. 

v. Biolitec, Inc., 618 F.3d 1354, 1358 (Fed. Cir. 2010) (quotes omitted). 
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for the ’181 patent claims to be upheld,” it can attempt to achieve that result with 

arguments rebutting the Petition on the merits.  PO Br. at 18.  An expectation that 

an asserted patent is valid should not be confused with an expectation that an asserted 

patent will not be challenged.  That general proposition applies with even more force 

here, where Anthony informed Patent Owner about this IPR in advance and the 

parties jointly stipulated to stay the parallel litigation.  There is nothing unexpected 

about Anthony’s Petition; Patent Owner invited the challenge by filing its complaint 

and agreeing to the stay. 

To the extent the parties’ settled expectations are relevant here, it is Anthony’s 

that have been disrupted, not the other way around.  Anthony is a domestic market 

leader in refrigerated display cases and has employed various condensation control 

systems in its products for decades without incident, right up until Patent Owner 

decided to file a lawsuit demanding damages based on the nearly-expired ’181 

patent.  See, e.g., EX1016 (a 1981 patent assigned to Anthony that describes and 

claims an anti-sweat, condensation control device for a refrigerated display case), 

EX1003, ¶41 (fn3) (discussing Anthony’s 2005 Engineering Change Notice 

(EX1022) identifying an anti-sweat, condensation control system), EX2004, ¶5 
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(Patent Owner’s declarant identifying Anthony as one of the “major providers of 

anti-sweat systems in the United States” for at least “the past twenty years”)7. 

Additionally, the importance of this IPR is not diminished merely because the 

’181 patent will expire before the Board issues a final written decision.  As Patent 

Owner obviously knew when it filed its complaint for patent infringement, expired 

patents can still be asserted in district court for recovering damages on past 

infringement.  See Genetics Inst., LLC v. Novartis Vaccines & Diagnostics, Inc., 655 

F.3d 1291, 1299 (Fed. Cir. 2011) (“For example, an expired patent may form the 

basis of an action for past damages subject to the six-year limitation under 35 U.S.C. 

§ 286.”).  Thus, as in all instituted IPRs, the point of this proceeding is to “resolve 

concrete patent-related disputes among parties” and “protect the public’s paramount 

interest in seeing that patent monopolies are kept within their legitimate scope.”  

Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 279–80 (2016) (cleaned up). 

3. Patent Owner’s Desire for Compensation Is Not a Relevant 
Economic Interest 

There are no economic interests relevant to institution.  Patent Owner’s desire 

to be “compensated,” (PO Br. at 19), is not unique or compelling.  The kind of 

 
7 To be clear, Anthony does not adopt or endorse the testimony of Patent Owner’s 

declarant as true or accurate. 
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monetary compensation Patent Owner seeks is exceedingly common in patent 

infringement lawsuits that routinely lead to instituted IPRs.  See EX1037 p.17.  

Seeking a payday is not a credible basis for discretionary denial, especially here, 

where Patent Owner has been sitting on its (invalid) patent rights for several years.  

Id. p.9 (making infringement accusations based on alleged acts “in 2017”). 

Besides, Patent Owner’s suggestion that it deserves compensation because it 

“laid the groundwork” for the Federal Regulations is dubious.  PO Br. at 20.  The 

Regulations make no mention of the ’181 patent, and Patent Owner does not explain 

how the power draw requirements of 10 C.F.R. § 431.306 have any specific 

connection whatsoever with the ’181 patent.  That the Regulations mention 

“antisweat heat controls” and “relative humidity” does not implicate the ’181 patent.  

After all, the ’181 patent concedes that this basic technology was already well 

known.  See EX1001, 1:14–53. 

4. Patent Owner’s Preference for the District Court Has No 
Bearing on Institution 

Patent Owner’s claim that “[l]itigation disputes between direct 

competitors . . . are best evaluated in a single forum” supports institution, not denial.  

PO Br. at 20.  Indeed, the parties’ patentability dispute would be most efficiently and 

effectively adjudicated by the agency that issued the ’181 and ’847 patents in the 
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first place.  If the ’181 and ’847 patents’ claims are unpatentable—as Anthony’s 

Petitions show—then the entire dispute will be resolved here at the PTAB. 

This is not a case involving “complex, intertwined issues.”  PO Br. at 20.  The 

complaint Patent Owner filed with the District Court is limited to infringement 

allegations regarding the ’181 and ’847 patents that Petitioner challenged in these 

IPRs.  As for the “earlier litigation” that Patent Owner mentions, (PO Br. at 20), that 

case was quickly dismissed “with prejudice” based on a settlement providing broad 

releases on both sides.  EX1045.  The breach-of-contract dispute from that settled 

litigation has no relationship to the current suit involving the ’181 and ’847 patents.  

Nor is it relevant that the Board has different discovery policies than the District 

Court.  PO Br. at 21–22.  As in the Board’s precedential Snap decision, “Patent 

Owner does not meaningfully explain why it would be in the interests of justice for 

discovery regarding secondary considerations to take place before the District Court 

instead of before the PTAB.”  Snap, IPR2020-00820, Paper 15 at 17–18.  And Patent 

Owner cannot complain about lacking access to the District Court’s discovery 

mechanisms when it voluntarily stipulated to stay the parallel litigation. 

III. CONCLUSION 

For all the reasons discussed above, discretionary denial is not warranted. 
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Respectfully submitted, 
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