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This 1s not a case where a petitioner discovered a problematic patent,
disregarded the infringement risk, and sat on its hands waiting to be sued. Indeed,
the facts here distinguish the Director’s iRhythm decision in two important ways.

First, on April 13, 2007, years before the 2009 IDS that Patent Owner relies
on, (PO _Reply, 4), the parties executed a broad settlement and release of all existing
and future causes of action in any way related to their co-development contract
dispute that Patent Owner says produced the “AS-20 model anti-sweat controllers,
which embody the *181 patent’s claimed technology,” (PO _Br., 20). See EX1050,
p.2. Thus, unlike iRAythm, Petitioner had every expectation following the release
and the years of peace afterward that its dealings with Patent Owner were put to
bed—forever. Those settled expectations were disrupted when Patent Owner
breached the settlement agreement and filed an out-of-no-where infringement
complaint on the eve of the 181 patent’s expiration. See, e.g., IPR2025-00225,
Paper 8 at 2 (the Director holding that a patent owner allowing its patent to expire
before filing suit created a “non-enforcement” expectation that precluded denial).

Second, Patent Owner ignores that Petitioner’s actions are fundamentally
different than the petitioner in iRAythm, whose founding engineer was “focused on
patent searches” and “dived...deeply in the analysis of specific [competitor patent]
claims.” IPR2025-00363, Paper 7 at 29-31; iRhythm at 3. For one, given the parties’

amicable separation, mutual comprehensive release, and lack of subsequent business
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dealings, Patent Owner was not on Petitioner’s radar at the time of the IDS in 2009.
See EX1050, p.2. Accordingly, testimony from Petitioner’s Director of New
Product Development from 2008 to 2013 confirms that he had no knowledge of
Patent Owner, Patent Owner’s products, or Patent Owner’s patents throughout his
tenure. EX1049, pp.2-3. Besides, as Patent Owner put it, Anthony did not “change][
its] anti-sweat unit controller to [the accused] design” until eight years after the 2009
IDS—*“in 2017.” EX1037 at 7 (Y24). Simply put, Petitioner had no business reason
to monitor or evaluate Patent Owner’s patents, much less to challenge them.

Finally, iRhythm does not support Patent Owner’s claim that a mere citation
in an IDS means the petitioner was “aware” of the challenged patent. PO Reply, 4.
The duty to disclose requires anyone associated with the application, including
outside counsel, to cite any information material to patentability. 37 C.F.R.
§ 1.56(c)(2). An IDS submitted by outside counsel alone shows nothing more than
compliance with this duty. It does not establish that the applicant/assignee knew
the cited patent was invalid, knew there was a risk the cited patent might be asserted,
or even knew about the cited patent at all. In iRAythm—Dbut not here—there was
additional evidence beyond the IDS indicating that the petitioner’s founder analyzed
“specific claims” in the cited patent. IPR2025-00363, Paper 7 at 29-31.

For all these reasons, it is Patent Owner, not Petitioner, who is acting contrary

to ordinary practice and settled expectations. Thus, the equities support institution.
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Dated: June 17,2025

Respectfully submitted,

/Kenneth Wayne Darby Jr./
Kenneth W. Darby Jr., Reg. No. 65,068
Kenneth Hoover, Reg. No. 68,116
Christopher Dillon, pending admission pro
hac vice
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T: 202-783-5070
F: 877-769-7945

Attorneys for Petitioner
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