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• Challenged claims 1-10, 12-13, 19-20

• All challenged claims are disputed

Case Overview
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Douglas-Mark Grounds
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Douglas-Mark Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The ’774 patent Douglas

Pet. 2 Pet. 2

EX-1047   4
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Douglas-Mark Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The ’774 patent Douglas

Pet. 3, 10

EX-1047   5
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Douglas-Mark Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The ’774 patent Douglas

EX1003, ¶40; Pet. 8

Inst. Dec., 11;

EX1001, 25:33-34, 26:3-7

EX-1047   6



Grounds 1A-1D: Limitations [1.2]-
[1.3]
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Limitations [1.2]-[1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
Pet., 12-13 EX-1047   8
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Limitations [1.2]-[1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Inst. Dec., 13-14

POPR, 12-13

EX-1047   9



fr.com  |  10

Claim 1 (from Interactive Gift):
1. A method for reproducing information in material objects utilizing 

information manufacturing machines located at point of sale 

locations, comprising the steps of:

     providing from a source remotely located with respect to the 

information manufacturing machine the information to be 

reproduced to the information manufacturing machine, each 

information being uniquely identified by a catalog code;

     providing a request reproduction code including a catalog code 

uniquely identifying the information to be reproduced to the 

information manufacturing machine requesting to reproduce certain 

information identified by the catalog code in a material object;

     providing an authorization code at the information manufacturing 

machine authorizing the reproduction of the information identified by 

the catalog code included in the request reproduction code; and

     receiving the request reproduction code and the authorization 

code at the information manufacturing machine and reproducing in 

a material object the information identified by the catalog code 

included in the request reproduction code in response to the 

authorization code authorizing such reproduction. 

“Unless the steps of a method actually recite an order, 

the steps are not ordinarily construed to require one. See 

Loral Fairchild Corp. v. Sony Corp., 181 F.3d 1313, 1322, 

50 U.S.P.Q.2D (BNA) 1865, 1870 (Fed. Cir. 1999) 

(stating that "not every process claim is limited to the 

performance of its steps in the order written"). . . . In this 

case, nothing in the claim or the specification directly or 

implicitly requires such a narrow construction.

Looking at the claim language, there is no reason why 

step one's "providing" of information to the IMM must 

occur before step four's "receiving the request 

reproduction code." . . . Logically, information could be 

sent after a request is made. In the specification, two 

embodiments are disclosed which operate in real-time 

and send information after a request is made.”

Limitations [1.2]-[1.3]

Precedent: Interactive Gift Express, Inc. v. CompuServe Inc.

Inst. Dec., 14

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   10
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“Unless the steps of a method actually recite an order, the 

steps are not ordinarily construed to require one. 

***

Beginning with the claim language, it neither grammatically 

nor logically indicates that the "setting" step must occur in 

a particular order compared to the other steps. 

***

Looking next to the written description, it clearly only 

discusses a single "preferred" embodiment in which the 

"setting" step occurs after the "testing" step and before the 

"booting normally" step. Nowhere, however, is there any 

statement that this order is important, any disclaimer of any 

other order of steps, or any prosecution history indicating a 

surrender of any other order of steps.”

Limitations [1.2]-[1.3]

Precedent: Altiris, Inc. v. Symantec Corp.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Claim 1 (from Altiris):
… the method comprising:

     testing automatically for automation boot sequence data, said 

test including reading a boot selection flag and comparing said boot 

selection flag with a known flag setting;

     transferring control of said computer system to automation code, 

if said testing automatically step indicates an automation boot 

sequence;

     executing a control process for said means for connecting said 

digital computer system to an external source of commands, if said 

testing automatically step indicates an automation boot sequence;

     performing said external commands, if said testing automatically 

step indicates an automation boot sequence;

     setting said boot selection flag; and

     booting normally, if said testing automatically step indicates a 

normal boot sequence. 

Rep., 2

EX-1047   11
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“Even if claim 18 were not invalid for failing to satisfy the 

best mode requirement, we agree with the district court that 

Esquel has not infringed it. Claim 18 of the '779 Patent is a 

method claim depending on claim 1, adding a requirement that 

step (e) of claim 1 is performed before step (c). Generally, 

there is no presumption of order, and so a claim with many 

steps can be infringed by an accused process performing the 

claimed steps in any order. However, we will find that the claim 

requires an ordering of steps when the claim language, as a 

matter of logic or grammar, requires that the steps be 

performed in the order written, or the specification directly or 

implicitly requires such a narrow construction. Altiris, Inc. v. 

Symantec Corp., 318 F.3d 1363, 1369-70 (Fed. Cir. 2003) … 

The district court found that steps (d) and (e) of claim 18 must 

be performed after step (b). ... 

… The district court found that Esquel's method practices 

neither the "placing" limitation of step (b), nor the "folding" 

limitation of step (e). TAL has not challenged these factual 

findings on appeal.”

Limitations [1.2]-[1.3]

Not Precedential: TALtech Ltd. v. Esquel Apparel, Inc.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Claims 1, 17, and 18 (from TALtech):
1. A method of manufacturing a smooth garment seam between first 

and second garment components comprising the steps:

…

(b) placing a bonding element having at least a thermal adhesive 

component along the seam such that a lower surface of the bonding 

element abuts an upper surface of the first garment component;

(c) sewing the first and second garment components and the bonding 

element together by a first set stitch running along the seam;

(d) folding the first garment component over the bonding element such 

that the upper surface of the first garment component is folded over and 

abuts an upper surface of the bonding element;

(e) folding a portion of the second garment component such that a 

lower surface of the second garment component abuts the lower 

surface of the bonding element;

….

17. A method of manufacturing a smooth seam as defined in claim 1 

and further comprising the step of: sewing an additional stitch along the 

seam such that the additional stitch traverses through the bonding 

element ….

18. A method of manufacturing a smooth seam as defined in claim 17 

wherein: step (e) is performed prior to step (c) and the first and the 

additional stitch are sewn simultaneously.POR, 14; Rep., 2

EX-1047   12
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Limitations [1.2]-[1.3]

Limitations [1.2] and [1.3] are not required to be performed in order

EX1001, 19:1-14; Inst. Dec., 14-15; Rep., 1

POR, 5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   13
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Limitations [1.2]-[1.3]

Limitations [1.2] and [1.3] are not required to be performed in order

EX1001, 19:1-14; Inst. Dec., 14-15; Rep., 1

POR, 14

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

We normally do not interpret claim terms in a way that excludes 

embodiments disclosed in the specification. E.g., Verizon Servs. 

Corp. v. Vonage Holdings Corp., 503 F.3d 1295, 1305 (Fed. Cir. 2007) 

(rejecting proposed claim interpretation that would exclude disclosed 

examples in the specification); Invitrogen Corp. v. Biocrest Mfg., L.P., 

327 F.3d 1364, 1369 (Fed. Cir. 2003) (finding district court's claim 

construction erroneously excluded an embodiment described in an 

example in the specification, where the prosecution history showed no 

such disavowal of claim scope) ….

     There is no issue in this case of disclaimer or estoppel during 

prosecution …. At least where claims can reasonably to interpreted to 

include a specific embodiment, it is incorrect to construe the claims to 

exclude that embodiment, absent probative evidence on the contrary.

Precedent: Oatey Co. v. IPS Corp.

Rep., 1-2

EX-1047   14
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Limitations [1.2]-[1.3]

Limitations [1.2] and [1.3] are not required to be performed in order

EX1001, 18:42-67; Rep., 5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 14

EX1001, 35:1-16

EX-1047   15



fr.com  |  16

Limitations [1.2]-[1.3]

The POR cites to Douglas [0074], which is an “aspect” of what “may” occur

EX1001, 19:1-14; Inst. Dec., 14-15; Rep., 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1005, [0074]; Inst. Dec., 13, POR, 15-16, Rep. 4 

EX-1047   16
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Limitations [1.2]-[1.3]

Even if limitations [1.2]-[1.3] must be performed in order, the Petition cited to 

examples in Douglas that provide such an order of steps

EX1005, [0030], [0038], [0040], Pet., 11-14; EX1003, ¶¶ 48-51

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 11-13

EX-1047   17
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Limitations [1.2]-[1.3]

EX1005, [0030], [0043], [0073], Pet., 11-14; EX1003, ¶¶ 48-51

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Even if limitations [1.2]-[1.3] must be performed in order, the Petition cited to 

examples in Douglas that provide such an order of steps

EX-1047   18
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Limitations [1.2]-[1.3]

Patent Owner argued that the request cannot identify the target printer

POR, 16

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1001, 18:42-67; Rep., 5

EX1003, ¶49; Pet., 12

Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 

1373, 1379 1379-81 (Fed. Cir. 2023) (“a person of 

ordinary creativity, not an automaton”)

EX-1047   19



Grounds 1A-1D: Limitation [1.4]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   20
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Limitation [1.4]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   21
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Limitation [1.4]

The ’774 patent broadly uses the term “dictionary”

EX1001, 21:24-39, 22:37-55; Inst. Dec., 15-17; EX1003, ¶52; Pet., 14-15

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   22
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Limitation [1.4]

Douglas’ data tag stores printer properties and provides a “dictionary”

EX1005, [0063]-[0064, [0072], [0085], 

[0094]; EX1003, ¶53; Pet. 14-15, Rep., 9

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   23
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SuperGuide Corp. v. DirecTV Enterprises, Inc., 358 F.3d 870, 874-875 (Fed. Cir. 

2004) (“The written description, however, is not a substitute for, nor can it be used 

to rewrite, the chosen claim language. ‘Specifications teach. Claims claim.’”).

POR, 18-19, EX2015, 21:3-12

Limitation [1.4]

Nowhere does claim 1 recite that the dictionary must be transmitted 

according to a particular “format”/“organization”

EX1001, 22:37-48; Rep. 7

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   24



Grounds 1A-1D: Limitation [1.5]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   25
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Limitation [1.5]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   26
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Limitation [1.5]

Douglas discloses or suggests a fabrication profile

EX1003, ¶55; Pet. 16

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1005, [0074]; EX1003, ¶54; Pet. 15-16; Rep. 11

Inst. Dec., 19

EX1001, 23:32-41

EX-1047   27
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Limitation [1.5]

Douglas discloses or suggests a fabrication profile

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003, ¶56; Pet. 17-18

Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373, 1379-80 (Fed Cir. 

2023) (“motivations known in a particular field to improve technology 

provide a motivation to combine prior art references even absent any hint 

of suggestion in the references themselves”).

Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1386 and 1381 

(Fed. Cir. 2023) (affirming the Board’s decision that relied upon “credible 

expert testimony” for the articulated reasoning to combine)).
Reply, 11

POR, 21

EX-1047   28
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Limitation [1.5]

The Douglas-Mark combination provides a fabrication profile

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003, ¶59; Pet. 18-19

Allied Erecting & Dismantling Co. v. Genesis Attachments, LLC, 

825 F.3d 1373, 1381 (Fed Cir. 2016) (“The test for obviousness is 

not whether the features of a secondary reference may be bodily 

incorporated,” and refuting a flawed “teaching away” theory).

POPR, 18

POR, 22

Inst. Dec., 19

Rep., 11

EX-1047   29
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Limitation [1.5]

Patent Owner misinterprets the Douglas-Mark combination

POR, 22

EX1003, ¶40; Pet. 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1005, [0074]-[0075]; Rep. 11, Pet. 15-16, 36

EX-1047   30



Hamilton-Evans Grounds
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Evans and KISSlicer are Prior Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   32
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Evans and KISSlicer are Prior Art

Prior to Institution, the Petition provided notice and evidence

Petition, 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Petition, iii-iv

EX-1047   33
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Evans and KISSlicer are Prior Art

Prior to Institution, the Petition provided notice and evidence

Petition, 59

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Petition, 43-44

EX1011, 308; Paper 9, 38; Inst. Dec. 23

Hulu, LLC, v. Sound View Innovations, LLC, IPR2018-01039, Paper 29, 18 

(PTAB Dec. 20, 2019) (precedential) (“when the evidence relied on in a petition 

provides strong indicia that an asserted reference was publicly accessible”).

Edwards Lifesciences Corporation et al. v. Aortic Innovations, LLC, IPR2022-

00193, Paper 15, 33-35, 55-59 (PTAB Apr. 25, 2022) (rejecting argument that 

indica must be “identified, with particularity, in the Petition.”)

EX-1047   34
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Evans and KISSlicer are Prior Art

Prior to Institution, the Petition provided notice and evidence

Paper 9, 38

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POPR, 22

POPR, 24

Hulu, LLC, v. Sound View Innovations, LLC, IPR2018-01039, Paper 29, 18-21 (PTAB 

Dec. 20, 2019) (precedential) (“if the patent owner challenges a reference’s status as a 

printed publication, a petitioner may submit a supporting declaration with its reply to 

further support its argument that a reference qualifies as a printed publication.  See 37 

C.F.R. §§ 42.2 (affidavit), 42.23.  Or, if a patent owner does not challenge the 

reference’s status as a printed publication, the petitioner may move to submit the 

declaration through the supplemental information process.  37 C.F.R. § 42.123…”)

EX-1047   35
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Key holdings (refer to VidStream, 981 F.3d 1065-66):

• “When there is an established publisher there is a 

presumption of public accessibility as of the publication 

date,” and citing to “Kyocera Wireless Corp. v. Int'l Trade 

Comm'n, 545 F.3d 1340, 1351 (Fed. Cir. 2008) (finding 

public accessibility when the reference was contained in 

a book sold to the public).”

• The Federal Circuit affirmed that Board should, after the 

PTAB trial, consider all evidence “as a whole” to assess 

indicia of publication.

Procedural posture (refer to VidStream, 981 F.3d 1062-65):

1. Petition – Twitter “filed two petitions for IPR” and “cited Bradford as 

the primary reference.”  The “Bradford book” included a “copyright 

page which contains the legend: Copyright © 2011” and “also states 

the ISBN information.”

2. POR – “VidStream, in its patent owner's response, stated that 

Bradford is not an available reference because it was published 

December 13, 2015.”

3. Reply – “Twitter filed replies with additional documents” (e.g., 

“obtained from the Copyright Office a copy of Bradford's Certificate of 

Registration”). Twitter further filed a “Declaration of ‘an expert on 

library cataloging and classification.’”

4. Sur-reply – “VidStream filed a sur-reply challenging the timeliness 

and the probative value of the supplemental information submitted by 

Twitter.”

5. Motion – VidStream filed a “motion to exclude.”

Evans and KISSlicer are Prior Art

The Vidstream precedent and 35 U.S.C. § 316(e) dictate what happens after 

trial is “instituted”

Rep., 25

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

In re Magnum Oil Tools Int'l, Ltd., 829 F.3d, 1364, 1377 

(Fed. Cir. 2016):

“The petitioner continues to bear the burden of 

proving unpatentability after institution, and must 

do so by a preponderance of the evidence at trial. 

See 35 U.S.C. § 316(e). And, the Board has an 

obligation to assess the question anew after 

trial based on the totality of the record.”

EX-1047   36
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Evans and KISSlicer are Prior Art

The Board invited a trial; Patent Owner declined to develop the record

POR, 35POPR, 21

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner declined to depose Ms. Munford

EX-1047   37
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Evans and KISSlicer are Prior Art

The Board invited a trial; Patent Owner declined to develop the record

POR, 37

Patent Owner declined to depose Mr. Dummer
POPR, 23

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   38
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Evans and KISSlicer are Prior Art

There is no dispute Evans has indica of public availability

EX1011, 308; Paper 9, 38; Inst. Dec. 23; Rep. 25-26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Evans

Petition, 43-44

Munford testimony

EX1016, ¶9; Paper 9, 38; 

Inst. Dec., 23, Rep., 25

EX-1047   39
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Evans and KISSlicer are Prior Art

There is no dispute KISSlicer has indica of public availability

EX1015, ¶2; Pet., 59 (citing EX1015); Inst. Dec. 23, Rep. 26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Petition, iii

Dummer testimony

EX-1047   40
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Evans and KISSlicer are Prior Art

Consistent with VidStream, Petitioner cited additional evidence in the Reply
Evans

EX1042, 1; Rep. 25-26

KISSlicer

EX1044, 1; EX1045, 1; EX1046, 1; Rep. 26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1384 (Fed. Cir. 2023):

“In fact, the introduction of new evidence in the course of the trial is to be expected in [IPR] trial proceedings 

and permissible as long as the opposing party is given notice of the evidence and an opportunity to respond to it.”

(internal quotations omitted, and citing to Apple Inc. v. Andrea Electronics Corp., 949 F.3d 697, 706 (Fed. Cir. 2020)).
Rep., 11

EX-1047   41



Grounds 2A-2E: Limitation [1.1]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   42
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Limitation [1.1]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   43
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Limitation [1.1]

Hamilton provides a “three-dimensional model”

EX1003, ¶117; Pet. 51-52

EX1001, 18:17-23; EX1003, ¶¶116-117; Pet. 51-52

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1010, [0019]-[0021]; Pet. 51-52

Alivecor, Inc. v. Apple Inc., 130 F.4th 1006, 1015 (Fed. Cir. 

2025) (“To restrict each reference’s teachings to the particular 

way … would improperly fail to read these references for all 

that they disclose”).

EX-1047   44
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Limitation [1.1]

Hamilton provides a “three-dimensional model”

EX1003, ¶117; Pet. 51-52

EX2015, pp. 51-53; POR, 40

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner deposed Dr. 

Hickner on this issue, and 

he testified why the G-code 

is not generated until after 

“the printer is known.”

EX-1047   45
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Limitation [1.1]

Hamilton provides a “three-dimensional model”

EX1003, ¶117; Pet. 51-52

EX1043, p. 62; Rep., 12

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner’s 

expert: typical 3D 

printing assumes the 

use of a CAD 

“model” and a slicer 

software compatible 

with “that” printer

EX-1047   46
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Limitation [1.1]

Hamilton provides a “three-dimensional model”

EX1043, p. 62; Rep., 12

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Consistent with Dr. 

Hickner’s original 

testimony for the 

Hamilton-Evans 

combination

EX1003, ¶106; Pet. 44-45; Rep., 19

EX-1047   47
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Limitation [1.1]

Hamilton provides a “three-dimensional model”

EX1043, p. 62; Rep., 12

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Consistent with Dr. 

Hickner’s deposition 

testimony

EX1010, [0024]

EX2015, 46-47

EX-1047   48



Grounds 2A-2E: Limitations [1.2]-
[1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   49
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Limitations [1.2]-[1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 43

EX-1047   50
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Limitations [1.2]-[1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003, 93; EX-1010, FIG. 3; Pet. 55

EX-1047   51



fr.com  |  52

Limitations [1.2]-[1.3]

Hamilton provides limitations [1.2]-[1.3]

EX1001, 18:42-46; Rep. 4-5, 19-20

EX1003, ¶¶118-119; Pet. 54-55

EX1010, [0020], [0021]; EX1003, ¶¶118-119; Pet. 54-55

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   52
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Limitations [1.2]-[1.3]

Patent Owner improperly imports features into the claims

POR, 44-45

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1001, 18:42-46; Rep. 4-5, 19-20

EX-1047   53



Grounds 2A-2E: Limitation [1.4]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   54
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Limitation [1.4]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 45

EX-1047   55
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Limitation [1.4]

Hamilton-Evans provides limitation [1.4]

EX1003, ¶¶120, 122; Pet. 56-57

EX1010, [0021]; EX1003, ¶120; Pet. 56

EX1011, 44; EX1003, ¶¶120, 122; Pet. 56-57

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Evans

EX-1047   56
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Limitation [1.4]

Patent Owner attempts to import features into the claims 

and attacks Evans in isolation

POR, 46-47

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1001, 22:37-48; Rep. 7

EX-1047   57



Grounds 2A-2E: Limitation [1.5]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   58
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Limitation [1.5]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 48

EX-1047   59
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Limitation [1.5]

Hamilton-Evans provides limitation [1.5]

EX1003, ¶124; Pet. 56-57 EX1011, 43; EX1003, ¶126; Pet. 60-61

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Evans

EX-1011, 34, 43, FIG. 2-1; EX1003, 99-100; Pet. 60-61

EX-1047   60
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Limitation [1.5]
Patent Owner’s combination arguments ignore that slicers were traditionally 

used to generate g-code

POR, 48

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003, ¶¶106-107; Pet. 44-45

In re Mouttet, 686 F.3d 1322, 1332 (Fed. Cir., 2012): “[A] determination of 

obviousness based on teachings from multiple references does not require an 

actual, physical substitution of elements.” (citing In re Etter, 756 F.2d 852, 859 

(Fed. Cir. 1985) (en banc)).

DI, 19-20

EX-1047   61
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Limitation [1.5]
Patent Owner’s declarant corroborates that slicers were traditionally used to 

generate machine-ready code

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1043, 59:6-13; Rep. 12

EX-1047   62
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Limitation [1.5]
Patent Owner’s arguments are non-responsive to the combination of 

Hamilton-Evans-KISSlicer

POR, 49

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003, ¶124; Pet. 59

KISSlicer

EX1012, 2; EX1003, ¶124; Pet. 59

EX-1047   63



Grounds 2A-2E: Limitation [1.6]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   64
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Limitation [1.6]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 49
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Limitation [1.6]

Hamilton-Evans provides limitation [1.6]

EX1003, ¶126; Pet. 60-61 EX1011, 34; EX1003, ¶126; Pet. 60-61

EX1011, 43; EX1003, ¶126; Pet. 60-61

EX1003, ¶113; Pet. 48

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Evans
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Limitation [1.6]

Dr. Cormier’s testimony to the contrary is conclusory 

EX2014, ¶135
POR, 49-50
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Dependent Claims
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Ground 2A-2E: Dependent Claims
Patent Owner does not raise specific arguments for 

most dependent claims in Grounds 2A-2E

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 50
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Claim 6
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Claim 6

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   71
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Douglas-Mark-Dahlin Renders Claim 6 Obvious

The prior art discloses automatically detecting hardware reconfigurations

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1001, 19:46-55; EX1003, ¶84; Pet. 32-33

EX1005, [0062]-[0063], [0094]; EX1003, ¶85; Pet. 4, 30-31; Rep. 14

EX1008, [0007], [0023]; EX1003, ¶85; Pet. 32-33; Rep. 15-16
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Douglas-Mark-Dahlin Renders Claim 6 Obvious

Patent Owner’s strawman attack sidesteps the resulting combination

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 27

EX1003, ¶80; Pet. 30

Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 

1373, 1379 1379-81 (Fed. Cir. 2023) (“a person of 

ordinary creativity, not an automaton”)
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Douglas-Mark-Dahlin Renders Claim 6 Obvious

Patent Owner’s strawman is premised upon a restricted view of Dahlin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 27-28

Allied Erecting & Dismantling Co. v. Genesis Attachments, LLC, 

825 F.3d 1373, 1381 (Fed Cir. 2016) (“The test for obviousness is 

not whether the features of a secondary reference may be bodily 

incorporated [],but rather whether a skilled artisan would have 

been motivated to combine the teachings of the prior art 

references” (internal citations omitted)).

Rep., 11

Alivecor, Inc. v. Apple Inc., 130 F.4th 1006, 1015 (Fed. Cir. 2025) 

(“To restrict each reference’s teachings to the particular way … 

would improperly fail to read these references for all that they 

disclose”).
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Douglas-Mark-Dahlin Renders Claim 6 Obvious

Patent Owner’s strawman imports new requirements into claim 6

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 27

Rep., 11-12
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Claim 7
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Claim 7

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   77
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Douglas-Mark-Dahlin Renders Claim 7 Obvious

The prior art discloses manually specified hardware reconfigurations

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1008, [0022]; EX1003, ¶86; Pet. 33-34; Rep. 16-17

EX1003, ¶¶78-79; Pet. 30-31

EX2015, 64:16-22
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Claim 8
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Claim 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   80
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Douglas-Mark-Batchelder Renders Claim 8 Obvious

Batchelder suggests transmitting firmware information

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1007, [0010], [0054]; EX1003, ¶96; Pet. 37; Rep. 17EX1005, [0094], [0097]; EX1003, ¶90; Pet. 36

EX1003, ¶90; Pet. 36
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Douglas-Mark-Batchelder Renders Claim 8 Obvious

Petitioner articulated three predictable benefits; Patent Owner never disputed

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003, ¶¶90-92; Pet. 35-37
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Douglas-Mark-Batchelder Renders Claim 8 Obvious

Dr. Hickner explained what a POSITA would have recognized from Batchelder

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX2015, pp.66-68; POR, 31-32 

Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373, 1379 1379-81 

(Fed. Cir. 2023) (“a person of ordinary creativity, not an automaton”)
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Hamilton-Evans-Batchelder Renders Claim 8 Obvious

A POSITA would have known that firmware was critical

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1011, 41; EX1003, ¶171; Pet. 82-83

EX1003, ¶171; Pet. 82-83

Evans
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Claims 9-10
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Claims 9-10

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   86
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Douglas-Mark Renders Claims 9-10 Obvious

The ’774 patent recites similar examples to Douglas

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1001, 21:1-13; Rep. 12-13
EX1005, [0077]; EX1003, ¶¶71-72; Pet., 26-27
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Douglas-Mark-Dahlin Renders Claims 9-10 Obvious

Patent Owner did not present arguments specific to Dahlin

POR, 30-31

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   88



Claim 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   89
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Claim 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE EX-1047   90
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Douglas-Mark-Pax Renders Claim 19 Obvious

The combination of Douglas-Mark-Pax renders obvious generating 

descriptive metadata…

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1005, [0041]; EX1003, ¶98; Pet. 37

EX1003, ¶98; Pet. 39-40
EX1013, [0097]; EX1003, ¶103; Pet. 40-41
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Offices
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Silicon Valley

Washington, D.C.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Thank

You
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