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I. INTRODUCTION 

Petitioners T-Mobile USA, Inc. (“T-Mobile”), AT&T Mobility LLC 

(“AT&T”), Cellco Partnership d/b/a Verizon Wireless (“Verizon”), Ericsson Inc. 

(“Ericsson”) and Nokia of America Corporation (“Nokia”) (collectively, 

“Petitioners”) hereby oppose Patent Owner Smart RF Inc.’s (“PO”) Request for 

Discretionary Denial (“Request,” Paper 10) of Petitioners’ Petition for Inter Partes 

Review of U.S. Patent No. 8,078,561 (“Petition,” Paper 6).  PO bases its request on 

the Fintiv factors and other considerations outlined in the Director’s March 26, 2025 

Memorandum titled “Interim Process for PTAB Workload Management” 

(“Workload Memo”), but PO improperly mischaracterizes several material facts 

while ignoring others in seeking discretionary relief. 

Petitioners acknowledge that trial are currently scheduled in the related 

district court litigations1 to occur before an expected final written decision in this 

proceeding.  (Request at 7.)  PTAB case law supports institution of this Petition, 

however, notwithstanding the tentative trial schedule in the Related Litigations.  

 
1 Smart RF Inc. v. AT&T Mobility LLC, No. 2:24-cv-00195-JRG-RSP (E.D. Tex.); 

Smart RF Inc. v. Verizon Wireless et al., No. 2:24-cv-00196-JRG-RSP (E.D. Tex.); 

and Smart RF Inc. v. T-Mobile US, Inc. et al., No. 2:24-cv-00197-JRG-RSP (E.D. 

Tex.) (“Related Litigations”) 
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PO’s recent infringement expert report in the Related Litigations indicates that not 

all claims will be pursued.  This fact, together with Petitioners’ Sotera stipulation, 

render the PTAB the most efficient forum for adjudicating invalidity issues. 

Moreover, PO’s Request demonstrates the strength of Petitioners’ 

unpatentability challenges because it resorts to criticizing the form of the Petition’s 

grounds instead of its merits.  Specifically, PO notes the number and type of grounds 

as reasons for denial, both of which are irrelevant to the Petition’s merits.  PO’s 

attack on the Institute of Electrical and Electronics Engineers’ (“IEEE”) declaration, 

which is that organization’s standard declaration to verify publication dates for 

references, also fails.   

In fact, the alleged inventors themselves authored the Petition’s primary 

reference, Deembedding Static Nonlinearities and Identifying and Modeling 

Memory Effects in Wide-Band RF Transmitters (“Liu,” Ex. 1004).  Liu discloses 

what is later claimed.  Therefore, it would be unjust for the Director to exercise 

discretionary denial in this case, where the alleged inventors waited too long to file 

the ’561 Patent after Liu’s publication and then failed to inform the Patent Office of 

Liu’s existence during the ’561 Patent’s prosecution. 

A full analysis of the Fintiv factors and other considerations, particularly in 

view of Petitioners’ Sotera stipulation and the strength of the grounds set forth in the 

Petition, dictates that discretionary denial is not warranted and that PO’s Request 
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should be denied in the interest of efficiency, fairness and patent quality. 

Accordingly, Petitioners hereby respectfully request that the Director deny 

PO’s Request and grant the Petition to institute inter partes review of U.S. Patent 

No. 8,078,561 (the “’561 Patent”). 

II. BACKGROUND 

In November 2005, the IEEE published Liu in IEEE Transactions on 

Microwave Theory and Techniques, Volume 53, Issue 11.  (Exs. 1004, 1006.)  The 

paper’s authors are Taijun Liu, Slim Boumaiza and Fadhel M. Ghannouchi.  (Id.) 

Over a year later, on December 1, 2006, Liu’s authors filed U.S. Provisional 

Patent Application No. 60/872,132.  (Ex. 1003.)  On December 3, 2007, Liu’s 

authors then filed U.S. Application No. 11/999,264, claiming priority to the 

provisional application.  (Ex. 1002.)  This patent application went on to issue as the 

’561 Patent on December 13, 2011, and was assigned to UTI Limited Partnership.  

(Ex. 1001.)  On September 12, 2013, the ’561 Patent was cited in a Notice of 

Allowance for Ericsson’s U.S. Patent No. 8,633,769.  (Ex. 1027 at 4.)  The ’561 

Patent was not assigned to PO until May 31, 2023 according to the assignment 

document that was publicly recorded on May 6, 2024.  (Ex. 1028 at 1.)   

On March 19, 2024, PO brought the Related Litigations in the Eastern District 

of Texas against T-Mobile, AT&T and Verizon, alleging infringement of five 

patents: U.S. Patent Nos. 7,035,345 (the “’345 Patent”), 8,767,857 (the “’857 
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Patent), 9,641,204 (the “’204 Patent”), 10,958,296 (the “’296 Patent) and the ’561 

Patent (collectively, “Asserted Patents”).  (Ex. 1029 at 1; Ex. 1030 at 1; Ex. 1031 at 

1.)  On August 8, 2024, Ericsson and Nokia (together with T-Mobile, AT&T and 

Verizon, “Defendants”) intervened as designers and manufacturers of some of the 

accused products.  (Exs. 1025, 1026.)   

In the Related Litigations, Defendants served their Invalidity Contentions and 

then supplemented those contentions on July 31, 2024 and March 31, 2025, 

respectively.  (Ex. 1023 at 6.)  The Court held the Markman Hearing on June 12, 

2025.  (Ex. 1032.)  Defendants served their Invalidity Expert Report on July 8, 2025.  

(Ex. 1023 at 4; Ex. 1041 at 1.)  According to the Docket Control Order, the trials in 

the Related Litigations are all tentatively scheduled to occur on November 17, 2025.  

(Ex. 1023 at 2.) 

Meanwhile, Petitioners proceeded to file IPR petitions against the ’345, ’204, 

’296 and ’561 Patents within the year prescribed by statute.  35 U.S.C. § 315(b).  

Petitioners filed the Petition for the ’561 Patent on February 14, 2025, and filed the 

petitions for the ’345, ’204 and ’296 Patents on March 18, 2025.  (Petition; Exs. 

1033-1035.)  PTAB entered a Notice of Filing Date Accorded for the Petition on 

April 14, 2025 (two months after the Petition was filed), thereby setting the deadlines 

for an institution decision and a final written decision in this proceeding on October 

14, 2025 and October 14, 2026, respectively.  (Paper 9 at 1.)  PTAB entered a Notice 
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of Filing Date Accorded for each of the petitions corresponding to the ’345, ’204 

and ’296 Patents on April 16, 2025 (one month after the petitions were filed), thereby 

setting the deadlines for institution decisions and final written decisions in those 

proceedings on October 16, 2025 and October 16, 2026, respectively.  (Ex. 1036 at 

1; Ex. 1037 at 1; Ex. 1038 at 1.)   

The Petition for the ’561 Patent asserts three grounds of invalidity.  (Petition 

at 3.)  All three are obviousness grounds under 35 U.S.C. § 103 and rely on Liu as 

the primary reference.  (Id.) 

III. STIPULATION 

Petitioners entered a Sotera stipulation by a letter sent to PO on March 18, 

2025 (“the Stipulation Letter,” Ex. 1039).  Petitioners’ stipulation reads:  

if the Patent Trial and Appeal Board (“PTAB”) authorizes Defendants 

to enter this stipulation into evidence and institutes an IPR in response 

to Defendants’ petitions against Smart RF Inc.’s U.S. Patent Nos. 

7,035,345, 8,078,561, 9,641,204 or 10,958,296 (the “Petitions”), then 

Defendants will not pursue the grounds raised, or grounds that could 

have reasonably been raised, in the instituted Petition before the PTAB 

in the Litigations.  See Sotera Wireless, Inc. v. Masimo Corp., IPR2020-

01019, Pap. 12 at 13-20 (PTAB Dec. 1, 2020) (precedential) (“Sotera”).  

(Ex. 1039.) 

IV. ANALYSIS 

Discretionary denial under the Fintiv factors and other considerations is not 
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warranted.  Fintiv identifies six factors for the PTAB to balance in determining 

whether to exercise discretionary denial when there is a parallel district court 

proceeding: likelihood of a stay; the timing of trial; investment in the parallel 

proceeding; overlap of issues; overlap of parties; and other factors.  Apple Inc. v. 

Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (Mar. 20, 2020) (precedential).  Of the 

Fintiv factors, two are neutral and four weigh against discretionary denial in this 

proceeding.  In particular, Factors 4 (overlap of issues) and 6 (other factors) 

substantially weigh in Petitioners’ favor in view of Petitioners’ Sotera stipulation 

and the strong merits of the Petition.   

As of March 26, 2025, the Director includes other considerations in the 

holistic assessment alongside the Fintiv factors: whether the PTAB or another forum 

has already adjudicated the invalidity of the challenged claims; the strength of the 

unpatentability challenge; the extent of the petition’s reliance on expert testimony; 

settled expectations of the parties; and any other considerations bearing on the 

Director’s discretion.  Workload Memo at 2-3.  All of these other considerations 

weigh in Petitioners’ favor. 

Accordingly, Petitioners respectfully request the Director deny PO’s Request 

for discretionary denial after balancing all of the Fintiv factors and other 

considerations.  
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A. Factor 1 – Likelihood of a Stay 

No party has requested a stay, and the District Court has not indicated whether 

a stay would be granted in the Related Litigations.  Therefore, this factor is neutral.  

See, e.g., Hulu, LLC v. SITO Mobile, Ltd., IPR2021-00298, Paper 11 at 10-11 (PTAB 

May 19, 2021).   

PO devotes nearly five full pages of the Request to speculate as to how a 

hypothetical motion to stay would be resolved.  The Director should decline PO’s 

invitation to do the same because the Board has repeatedly and consistently 

explained that it will not engage in such speculation before a motion to stay is filed.  

See Google, LLC v. Parus Holdings Inc., IPR2020-00847, Paper 9 at 12 (PTAB Oct. 

21, 2020); Fintiv, IPR2020-00019, Paper 15 at 12 (PTAB May 13, 2020) (same); 

SAP America, Inc. v. Cyandia, Inc., IPR2024-01496, Paper 13 at 5 (PTAB April 7, 

2025) (same).      

B. Factor 2 – Timing of Trials 

Petitioners acknowledge that trials are currently scheduled in the Related 

Litigations before a final written decision will issue in this proceeding, but the 

scheduled dates are unlikely to remain in place.  In particular, all three trials are 

tentatively scheduled on the same date and thus, even if one case proceeds to trial 

on the scheduled date, the other two trials must be rescheduled because they will not 

proceed in parallel.  These considerations dictate that this factor is neutral or, at most, 
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only slightly favors discretionary denial.  Recent PTAB cases also support institution 

of this Petition notwithstanding the trial schedule in the Related Litigations.  See, 

e.g., Google LLC v. Mullen Industries LLC, IPR2025-00019, Paper 14 at 13 (PTAB 

May 12, 2025) (“Although the earlier trial date weighs in favor of discretionary 

denial, the remaining factors are either neutral or weight against discretionary denial. 

Accordingly, we decline to exercise discretion to deny institution.”).   

Here, the eleven-month gap between the currently scheduled trials on 

November 17, 2025 (Ex. 1023 at 2) and the statutory deadline for a final written 

decision on October 14, 2026 is highly likely to shrink.  For example, PO notes that 

the Docket Control Order designates the trial date as a “‘deadline that cannot be 

changed without an acceptable showing of good cause.’”  (Request at 19 (quoting 

Ex. 1023 at 6).)  PO infers from this standard language, which is included in Judge 

Gilstrap’s Model Docket Control For Patent Cases, that a trial deadline is essentially 

set in stone, but this is not the case.  The District Court routinely finds good cause 

to reschedule trials, sometimes even more than once.  See, e.g., Multimedia Techs. 

PTE Ltd. v. LG Elecs. Inc., et al., 2:22-cv-00494-JRG-RSP, Dkt. 273 (E.D. Tex. 

Mar. 18, 2025) (noting that “[t]his case has been set for trial five times: November 

18, 2024, January 27, 2025, February 7, 2025, March 3, 2025, and March 17, 

2025.”).   

Rescheduled dates are common practice for the District Court.  In fact, in the 
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Related Litigations, a date that the Docket Control Order indicated as a “deadline 

that cannot be changed without an acceptable showing of good cause” has already 

been rescheduled.  (Compare Ex. 1023 at 5 (Markman Hearing scheduled for May 

30, 2025) with Ex. 1032 (Markman Hearing rescheduled for June 12, 2025).)  It 

would be unsurprising then, or even likely, for the District Court to take a similar 

approach with respect to the trial dates. 

As another example, PO argues inaccurately that “[t]he Court’s November 17, 

2025, trial setting (just under 20 months from filing) is consistent with the Court’s 

median time-to-trial date of 21.6 months.”  (Request at 19.)  PO’s data is outdated.  

The most recent Federal Court Management Statistics report from March 2025 

indicates that the median time to trial in civil cases for the Eastern District of Texas 

is not 21.6 months but rather 25.9 months.  (Ex. 1040 at 35.)  The data shows that 

trial schedules are being extended.  See Whirlpool Corp. et al. v. Shenzhen Sanlida 

Elec. Tech. Co., No. 2:22-CV-00027 (E.D. Tex. Mar. 25, 2025) (1092 days to trial); 

Force Mos Tech., Co. v. ASUSTek Computer Inc., No. 2:22-CV-00460 (E.D. Tex. 

Jan. 22, 2025) (802 days to trial); Touchstream Techs., Inc. v. Charter 

Communications Inc., No. 2:23-CV-00059 (E.D. Tex. Feb. 17, 2025) (746 days to 

trial).  This too gives credence to the likelihood that the trials in the Related 

Litigations will be rescheduled. 
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Moreover, PO downplays the fact that there are multiple trials at play.2  They 

will not proceed in parallel and will stretch out in time given the number of patents 

that span distinct technologies and claims at issue.  Other factors such as post-trial 

motions in other cases and the Court’s busy schedule may exacerbate the problem.  

Consequently, while the Related Litigations may go to trial before a final written 

decision issues, it is no guarantee that any or all will go to trial before such time, and 

it is unlikely that any final judgments related to invalidity will issue before the final 

written decision.3 

C. Factor 3 – Investment in Parallel Proceedings 

PO’s Response misleads as to the amount of the investment that will be made 

 
2 While not related to timing, PO does not address the significant risk of inconsistent 

jury verdicts on invalidity (given that there will be three separate trials), which 

further favors resolving invalidity in a single proceeding at the PTAB. 

3 Because final judgment, not trial, triggers the timing for appeal, final judgment 

may be a better point of comparison than trial for discretionary denial purposes.  

Even if invalidity is resolved at trial, final judgment may not immediately follow 

and may be entered months later.  See, e.g., Netlist, Inc. v. Samsung Elecs. Co., No. 

2:21-CV-00463-JRG, Docket No. 551 (E.D. Tex. August 11, 2024) (entering final 

judgment around four months after the jury trial).   
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by the District Court in the Related Litigations at the time of the expected institution 

date, October 16, 2025.  Viewed in the proper light, this factor favors institution. 

As held by the Board in Fintiv, “[i]f, at the time of the institution decision, the 

district court has not issued orders related to the patent at issue in the petition, this 

fact weighs against exercising discretion to deny institution under NHK.”  Fintiv, 

10.  Here, the District Court has not issued any orders nor is it expected to issue any 

orders related to the ’561 Patent before the statutory deadline for institution.  (See 

Ex. 1023 at 2-6.)  Although the District Court has held a Markman hearing and is 

expected to issue a Markman order before the deadline, the parties raised no claim 

construction issues regarding the ’561 Patent. 

D. Factor 4 – Overlap of Issues 

This factor strongly weighs against discretionary denial for several principal 

reasons.  First, Petitioners entered a Sotera stipulation,4 which moots PO’s 

 
4 PO does not cite to any case law to support its belief that “it is now too late to do 

so.”  (Request at 25, n.3.)  PO has at least been on notice that Petitioners intend to 

enter a Sotera stipulation since Petitioners’ March 18, 2025 Stipulation Letter.  In 

any event, Petitioners’ Sotera stipulation is appropriately being entered before the 

PTAB’s decision on institution.  See NXP USA, Inc. v. lmpinj, Inc., IPR2021-01556, 

Paper 13 (Sept. 7, 2022) (precedential) (holding that the only appropriate time for a 
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arguments stating otherwise.  (Request at 25-28.)  Second, all of the ’561 Patent’s 

claims are challenged here, whereas only a subset are asserted in the Related 

Litigations.  Third, the case law that PO cites to support the idea that Petitioners’ 

Sotera stipulation does not make this proceeding a “true alternative” are inapposite. 

First, to mitigate any duplication concerns, if the Petition is instituted, 

Defendants will not pursue in the Related Litigations the grounds raised, or any 

grounds that could have reasonably been raised, in the instituted Petition.  See Sotera 

Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020) 

(precedential); BMW of No. Am., LLC v. Northstar Systems LLC, IPR2023-01017, 

Paper 12, at 10 (PTAB Dec. 8, 2023).  While not dispositive, this fact is still highly 

relevant.  See “Guidance on USPTO’s recission of ‘Interim Procedure for 

Discretionary Denials in AIA Post- Grant Proceedings with Parallel District Court 

Litigation,’” March 24, 2025 at 2-3. 

Second, the Board may determine the invalidity or non-invalidity of all of the 

’561 Patent’s claims in this proceeding because all twenty-two claims are 

challenged.  (Petition at Section III.B.)  The District Court will not have the same 

opportunity because PO’s infringement expert report in the Related Litigations 

indicates that PO will only pursue a minority of the ’561 Patent’s total claims.  (Ex. 

 
petitioner to offer a stipulation is prior to the Board’s decision on institution). 
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1043 at 129 (asserting claims 1-3, 5-7, 9, 11 and 15).)  Thus, this single proceeding 

is more efficient than the Related Litigations. 

Third, PO improperly relies on Motorola Solutions, Inc. v. Stellar, LLC, 

IPR2024-01205, Paper 19 (PTAB March 28, 2025) and Samsung Electronics Co., 

Ltd. v. Sionyx, LLC, IPR2025-00064, Paper 15 (PTAB June 6, 2025) to support its 

proposition that this factor weighs in favor of denial.  PO’s theory is that because a 

handful of system art is listed in Defendants’ Invalidity Contentions, this proceeding 

would not be a “true alternative” to the Related Litigations.  The particular 

circumstances of Motorola and Samsung, however, are not present in this case. 

In Motorola, the Director vacated an institution decision, in part because the 

Director determined that petitioner’s Sotera stipulation did not ensure that the IPR 

proceeding would be a “true alternative” to the district court proceeding.  Motorola, 

Paper 19 at 3-4.  The Director found that “Petitioner’s invalidity arguments in the 

district court are more expansive and include combinations of the prior art asserted 

in these proceedings with unpublished system prior art, which Petitioner’s 

stipulation is not likely to moot.”  Id. at 4.  What is not detailed in the decision, 

however, is the extent of the petitioner’s combinations of the asserted prior art with 

the system art.  The patent owner provided those details in its request for director 

review.  See Motorola, Paper 15 at 8-9.  There, the patent owner argued that the 

Motorola petitioner “ha[d] offered a 1200-page invalidity expert report in the district 
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court case, the majority of which will not be mooted by Petitioner’s Sotera 

stipulation despite clear overlap in subject matter because of obviousness assertions 

combining art asserted in this IPR with unpublished ‘systems prior art’ theories.”  

Defendants’ invalidity expert report here is easily distinguishable.  None of the 

grounds in Defendants’ invalidity expert report rely on combinations with system 

prior art, including the grounds with respect to the ’561 Patent.  (Ex. 1041 at Section 

4 (Summary of Opinions & Materials Considered), Sections 8.3, 9.3, 10.3, 12.1 and 

13.1 (Overview of the Prior Art).)  Accordingly, Petitioners’ Sotera stipulation 

would completely address the duplication concerns as to those grounds if the Petition 

were instituted.  In these circumstances, this proceeding is much more of a “true 

alternative” as compared to Motorola. 

In Samsung, the Board similarly denied institution, in part because it 

determined that the petitioner’s Sotera stipulation did not ensure that the IPR 

proceeding would be a “true alternative” to the district court litigation.  Samsung, 

Paper 15 at 13.  The difference between Samsung and Motorola is that the defendant 

in the Samsung district court litigation had not yet served its invalidity expert report 

at the time of the Board’s discretionary denial decision.  (Compare id. at 1 (April 23, 

2025 decision date) with Ex. 1042 at 4 (November 17, 2025 deadline to serve expert 

disclosures).)  The Board therefore could only consider how the presence of system 

prior art in the defendant’s invalidity contentions impacted the effect of the 
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petitioner’s Sotera stipulation.  Samsung, Paper 15 at 13.  For this reason, Samsung 

is also easily distinguishable.  Here, the Director has the benefit of Defendants’ 

invalidity expert report that shows, as noted above, none of the grounds in the report 

rely on combinations with system prior art, including the grounds with respect to the 

’561 Patent.  (Ex. 1041 at Section 4 (Summary of Opinions & Materials Considered), 

Sections 8.3, 9.3, 10.3, 12.1 and 13.1 (Overview of the Prior Art).)  Accordingly, 

Petitioners’ Sotera stipulation addresses duplication concerns and this proceeding 

represents more of a “true alternative” than Samsung.  Significantly, even under the 

circumstances in Samsung, the Board still found that this factor weighed slightly 

against exercising its discretion to deny institution.  Samsung, Paper 15 at 14.  With 

more sure circumstances here, the Director should find that this factor strongly 

weighs against discretionary denial. 

E. Factor 5 – Overlap of Parties 

This factor weighs against discretionary denial because not all Petitioners are 

similarly situated.  Petitioners AT&T, T-Mobile and Verizon are defendants in the 

Related Litigations, so this factor is neutral as to those petitioners.  See, e.g., HP Inc. 

v. Slingshot Printing LLC, IPR2020-01084, Paper 13 at 9 (having the “same parties 

as parallel proceeding” makes factor 5 “neutral”)).  It is “far from an unusual 

circumstance that a petitioner in inter partes review and a defendant in a parallel 

district court proceeding are the same.”  Sand Revolution II LLC v. Continental 
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Intermodal Group-Trucking LLC, IPR2019-01393, Paper 24 at 12-13 (PTAB June 

16, 2020). 

However, Petitioners Ericsson and Nokia are intervenor-defendants in the 

Related Litigations.  They are designers and manufacturers for some of the accused 

products and, as such, they have an interest in challenging the validity of the ’561 

Patent that extends beyond the Related Litigations.  This IPR proceeding provides 

Ericsson and Nokia the opportunity to challenge the validity of all of the ’561 

Patent’s claims.  Thus, this factor weighs against discretionary denial as to Ericsson 

and Nokia.  

F. Factor 6 – Other Factors 

The Petition presents compelling evidence of invalidity, and it would be 

unjust for the Director to exercise discretionary denial.  Put simply, the alleged 

inventors waited too long to file their patent application following their public 

disclosure of Liu, and then failed to inform the Patent Office during the ’561 Patent’s 

prosecution that they had publicly disclosed the alleged invention in Liu before the 

’561 Patent’s priority date.5  The ’561 Patent should have never issued because the 

alleged inventors dedicated its subject matter to the public by acquiescence.  On the 

 
5 The alleged inventors had a duty to disclose Liu to the Patent Office, but did not 

do so.  (37 CFR § 1.56.) 
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other hand, PO’s arguments with respect to the form of the Petition are particularly 

weak and must be rejected.  Juxtaposing the parties’ arguments, it is clear that the 

merits of the Petition strongly weigh against discretionary denial.   

1. The Petition’s Merits Are Strong   

PO is silent on the Petition’s merits.  (Request at 28-30.)  For that reason alone, 

this factor should weigh against discretionary denial.  Samsung Electronics Co., Ltd. 

v. Clear Imaging Research, LLC, IPR2020-01401, Paper 12 at 23 (PTAB Feb. 17, 

2021) (encouraging parties to “point out, as part of the factor-based analysis, 

particular ‘strengths or weaknesses’ to aid the Board in deciding whether the merits 

tip the balance one way or another.”).  But considering the Petition’s merits, this 

factor strongly weighs against discretionary denial.  In particular, Petitioners are 

likely to prevail because Liu discloses what was later claimed, using nearly identical 

language as the ’561 Patent, and is relied upon in each of the three grounds of 

unpatentability set forth in the Petition.  (Id. at Sections VIII.A, IX.)  These grounds 

plainly demonstrate the unpatentability of the challenged claims. 

Moreover, none of the prior art or grounds asserted in the Petition were 

previously considered by either the Patent Office or any court, although the alleged 

inventors were aware of Liu’s publication during the prosecution of the ’561 Patent.  

(Petition at Section X.A.)  In such cases, this factor weighs against discretionary 

denial.  Comcast Cable Commn’s, LLC v. Rovi Guides, Inc., IPR2019-00231, Paper 
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14 at 11 (PTAB May 20, 2019) (obviousness challenges not “previously considered 

by the Office or any court” weigh in favor of not exercising discretion to deny 

institution).   

2. The Petition Has Proper Form    

PO first challenges the quantity and bases of the Petition’s grounds, stating 

that “Petitioners assert only three grounds (and only one for any given claim), none 

of which are anticipation grounds. Petitioners’ failure to identify any anticipatory art 

serves as an initial indication of the weaknesses of the Petition’s merits.”  (Request 

at 28.)  The number of grounds that a petition presents is not, of course, the standard 

for institution.  See 35 U.S.C. § 314(a). (“The Director may not authorize an inter 

partes review to be instituted unless . . . there is a reasonable likelihood that the 

petitioner would prevail with respect to at least 1 of the claims challenged in the 

petition.”)  Furthermore, institution may be based on either anticipation or 

obviousness grounds.  (35 U.S.C. § 311(b) (“A petitioner in an inter partes review 

may request to cancel as unpatentable 1 or more claims of a patent only on a ground 

that could be raised under section 102 or 103[.]) (emphasis added).)  It has never 

been established or even suggested that an anticipation ground is inherently stronger 

than an obviousness ground, and PO cites no cases to the contrary. 

PO next challenges Petitioners’ key reference, Liu—not the merits of the 

reference, but rather its priority date.  PO alleges that Petitioners fail to verify that 
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Liu, an IEEE publication, qualifies as prior art to the ’561 Patent under 35 U.S.C. §§ 

102(a) and 102(b) (pre-AIA), but this is incorrect.  (Request at 28.)    

Petitioners obtained a declaration from the IEEE’s Director Board 

Governance & Policy Development, Gordon MacPherson, to establish Liu’s 

authenticity and November 2005 publication.  (Ex. 1006.)  November 2005 is earlier 

than the pre-AIA 102(b) date of December 2005,6 so Liu is prior art to the ’561 

Patent.  MacPherson’s declaration states, in the relevant part, that (1) Liu is “attached 

as Exhibit A to this declaration”; (2) he “obtained a copy of Exhibit A through IEEE 

Xplore, where it is maintained in the ordinary course of IEEE’s business” and that 

“Exhibit A is a true and correct copy of the Exhibit, as it existed on or about 

December 10, 2024;” (3) Liu “was published in IEEE Transactions on Microwave 

Theory and Techniques (Volume: 53, Issue: 11, November 2005);” and (4) “[t]he 

article and abstracts from IEEE Xplore show the date of publication.  (Id.)  IEEE 

Xplore populates this information using the metadata associated with the 

publication.”  (Id. at 1, ¶¶8-10.) 

PO takes issue with this language but contradicts itself while attempting to 

 
6 The earliest priority date on the face of the ’561 Patent is December 1, 2006, 

making the pre-AIA 102(b) date December 1, 2005.  (Ex. 1001 at 1; 35 U.SC. 102(b) 

(pre-AIA).) 
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articulate why.  PO alleges that MacPherson “does not state that Liu, the publication 

itself, was made or published on the date the publication claims[.]” (Request at 29.)  

Yet PO also writes that “the Declaration states that Liu, but not Ex. A, ‘was 

published in IEEE Transactions on Microwave Theory and Techniques (Volume: 

53, Issue: 11, November 2005).’”  (Id.)   

Perhaps more important, however, PO overlooks the fact that the declaration’s 

language is entirely consistent with what the Board has found in the past as 

establishing the IEEE’s publication dates.  For example, in Intel Corporation v. FG 

SRC LLC, IPR2020-01449, the identical declarant, MacPherson, used nearly 

identical language in a declaration.  (Compare Ex. 1006 at 1, ¶¶8-107, with Intel, 

Ex. 1027 at 1, ¶¶8-13.)  The Board took no issue with the declaration and was 

satisfied with MacPherson’s supporting testimony. (See Intel, Paper 53 at 29, 32-33, 

36).  Additionally, in Hamamatsu Photonics K.K, v. Semicaps PTE LTD, IPR2017-

02112, another IEEE representative used nearly identical language as MacPherson’s 

declaration here.  (Compare Ex. 1006 at 1, ¶¶8-10, with Hamamatsu, Ex. 1016 at 1, 

¶¶8-11.)  The Board similarly found that the article in question was published as of 

the date shown on IEEE Xplore.  (See Hamamatsu, Paper 33 at 37-38).   

Here, Liu’s publication date on its face is November 2005.  (Ex. 1004 at 1.)  

 
7 MacPherson’s declaration contains two paragraphs numbered “9.” 
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Liu’s publication date shown on IEEE Xplore is also November 2005.8  (Ex. 1006 

 
8 If there are any lingering questions regarding metadata, MacPherson clarified the 

nature of IEEE’s use of metadata in an earlier deposition:  

MacPherson: Metadata is information about information. So the key 

pieces of metadata for a publication -- whether it's a journal or a 

conference proceedings -- typically for a conference. It would be the 

name of the conference,  the date it occurred. You could also include 

the location, a number of other things. And then that's the entire 

publication. And we refer to that as a conference proceedings. It's a 

record of all the research that was presented at the conference. Down to 

the article level, your metadata would be more granular. The author's 

name, the title of the paper, the affiliations of the author, the abstract, 

keywords. Those are typically the pieces of metadata you'd associate 

with an individual article. 

Q. Can you describe for me how the metadata be created for an 

article? 

MacPherson: There's a device called the packing list generator that's 

used by IEEE conferences. It's sort of a -- well, we call it a packing list 

because  it accompanies the content. After the conference closes, the 

organizer  of the conference or the publication chair of the  conference 

will deliver it to IEEE. In these days,  there's typically a CD-ROM. It 

might be a printed book. But they would deliver the -- they would  

deliver the proceedings to us, and this packing list  would include the 

key metadata. And it accompanies the bundle of PDFs which we would 

end up loading onto Xplore and displaying as the conference 



 

22 
 

at 14-15.)  Similarly to the Intel and Hamamatsu declarations, MacPherson’s 

declaration properly verifies Liu’s November 2005 publication date, at least because 

 
proceedings. So through that device, we collect the metadata from the 

conference itself. The conference  organizer provides that metadata at 

the publication  level. And we then in turn apply that publication date 

for the entire conference to each individual  article. 

Q. The metadata comes from the conference organizers. Is that 

correct?  

MacPherson: That's correct.  

Q. And does IEEE -- strike that. The metadata isn't created by 

IEEE employees insofar as they are not a conference organizer. Is 

that right? 

MacPherson: That's correct. 

Q. Does IEEE ever edit or alter the metadata that's received from 

the conference organizers?  

MacPherson: If there are errors, for instance, if we're contacted by the 

conference organizer and alerted to an error, we can correct the error.  

Q. Are there any instances in which IEEE would edit or alter the 

metadata outside of a direct request from the organizers?  

MacPherson: It's unlikely. I can't say that it's ever happened, and I don't 

-- wouldn't know the reason specifically. But it's unlikely for that to 

have happened, unless there was a very good reason for it. And the good 

reason would generally be correcting a mistake that someone pointed 

out. 

 
Qualcomm v. Network System Technologies, IPR2024-00343, Ex. 2069 at 13-14.   
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the declaration fits within the exceptions of Federal Rules of Evidence 803(6) and 

902(11).   

G. Reliance on Expert testimony 

Petitioners’ reliance on expert evidence is entirely compliant with Federal 

Circuit precedent.  Both Phillips and KSR, which form the foundation for claim 

construction and obviousness, require one to evaluate a patent and prior art from the 

perspective of a POSITA.  Moreover, the Federal Circuit has made clear that attorney 

argument alone is insufficient.  As such, PO’s criticism of the Petition vis-à-vis 

James Proctor, Jr.’s expert declaration (Ex. 1020) is misplaced.  This consideration 

weighs against discretionary denial. 

It is well established that patent claims are construed based on the 

understanding of a POSITA.  Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 

2005) (“We have made clear, moreover, that the ordinary and customary meaning 

of a claim term is the meaning that the term would have to a person of ordinary skill 

in the art[.]”) (emphasis added).  In accordance with Federal Circuit precedent, 

Proctor provides his perspective on the construction of the ’561 Patent’s claims with 

testimony supported by the required disclosure of references in accordance with 37 

CFR § 42.65(a) and Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 (Aug. 

24, 2022) (precedential).  (See Ex. 1020, Section 7 (Claim Construction).)  

Obviousness grounds are likewise evaluated from the perspective of a 
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POSITA.  KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007) (“If a person of 

ordinary skill can implement a predictable variation, §103 likely bars its 

patentability.”) (emphasis added), 418 (“[I]t can be important to identify a reason 

that would have prompted a person of ordinary skill in the relevant field to combine 

the elements in the way the claimed new invention does.”) (emphasis added).  Here, 

again in accordance with Federal Circuit precedent, Proctor provides his perspective 

on the obviousness of certain features claimed by the ’561 Patent and the 

obviousness of the combination of certain references, with testimony supported by 

the required disclosure of references in accordance with 37 CFR § 42.65(a) and 

Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 (Aug. 24, 2022) 

(precedential).  (See Ex. 1020, Section 9 (Grounds of Unpatentability).)  PO’s 

assertion that the Petition somehow detrimentally “relies upon [Proctor’s] testimony, 

including attempting to plug holds by arguing that certain features not disclosed in 

the relied-on references would have been obvious” does not comport.  (Request at 

31.) 

Moreover, the Federal Circuit has made it clear that attorney argument is not 

evidence.  Icon Health & Fitness, Inc. v. Strava, Inc., 849 F.3d 1034, 1043 (Fed. Cir. 

2017) (“Attorney argument is not evidence.”) (citing Gemtron Corp. v. Saint-Gobain 

Corp., 572 F.3d 1371, 1380 (Fed. Cir. 2009) (“[U]nsworn attorney argument . . . is 

not evidence and cannot rebut . . . other admitted evidence . . ..”)).  See also Elbit 
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Sys. Of Am., LLC, v. Thales Visionix, Inc., 881 F.3d 1354, 1359 (Fed. Cir. 2018) 

(“Elbit fails to present any evidence supporting this contention beyond attorney 

argument … and ‘[a]ttorney argument is not evidence’ and cannot rebut other 

admitted evidence.”).  The Board recently confirmed this: “It is well settled that mere 

attorney argument unsupported by factual evidence is entitled no probative value.” 

PLR Worldwide Sales LTD. v. Flip Phone Games, Inc., IPR2024-00209, Paper 28 at 

32 (April 24, 2025).  Because attorney argument is not evidence, expert testimony, 

such as Proctor’s declaration with citations to underlying factual support underlying 

the opinions therein, is essential to properly support IPR claim construction and 

obviousness positions.  Proctor’s declaration is appropriately utilized to explain 

complicated subject matter and provide detail regarding how a POSITA would have 

understood the technical disclosures of the ’561 Patent and the prior art references.   

The Request also asserts that “Mr. Proctor’s declaration contains much of the 

same language as the Petition” and therefore the Board should be skeptical.  (Request 

at 26.)  However, the cases that PO cites do not support its argument.  In Kinetic 

Techs., Inc. v. Skyworks Solutions, Inc., the Board cited the relevant law that 

“[E]xpert testimony that does not disclose the underlying facts or data on which the 

opinion is based is entitled to little or no weight.  37 C.F.R. § 42.65(a)” and denied 

institution after finding that “Dr. Mohapatra’s Declaration does not provide any 

factual basis for its assertions.”  IPR2014-00529, Paper 8, 14-15 (PTAB Sept. 23, 
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2014).  Likewise, in Xerox Corp. v. Bytemark, Inc., the Board found that “[w]e have 

reviewed this excerpt from Dr. Jones’ declaration and note that it merely repeats, 

verbatim, the conclusory assertion for which it is offered to support” and therefore 

denied institution because “Dr. Jones does not cite to any additional supporting 

evidence or provide any technical reasoning to support his statement.”  IPR2022-

00624, Paper 9, at 15. (PTAB Aug. 24, 2022).  Here, PO does not assert that 

Proctor’s opinions are conclusory or not factually supported, nor can it due to the 

extensive pin cites to evidentiary support for his declaration. 

H. Settled expectations 

This consideration weights against discretionary denial because Petitioners’ 

settled expectations are greater than PO’s settled expectations, if any. 

1. PO does not have any settled expectations, or at least no 
reasonable ones.   

PO argues that it has settled expectations because Petitioners did not challenge 

the ’561 Patent when it issued in December 2011 or when “Petitioners Ericsson and 

Nokia [became] collectively aware of the Asserted patents (either directly or through 

their families) at least by 2013.”  (Request at 32-34.)  As a threshold matter, there 

are many practical problems with a de facto requirement for petitioners to challenge 

patents as they issue or are cited.  These problems are detailed in the following 

section.  Nevertheless, PO has not adequately supported that it has settled 

expectations because the case that it cites is inapposite. 
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In IRhythm, a single petitioner challenged four patents in five separate IPRs.  

IRhythm Techs., Inc. v. Welch Allyn, Inc., IPR2025-00363, Paper 10 at 2 (PTAB 

June 6, 2025).  The four patents belong to a family.  IRhythm, Paper 11 at 5.  Since 

their issuance, the four patents have only ever been assigned to the patent owner.  Id.  

The patent owner argued that the petitioner’s founder was “particularly focused on 

patent searches.”  IRhythm, Paper 7 at 30.  The petitioner’s founder is quoted as 

saying, “‘[T]o figure out if people had done this before[,] we conducted IP searches. 

Our focus was on patents that had already been issued as well as pending patent 

applications.’”  Id. (quoting Ex. 1044 at 232).  The petitioner’s founder even stated 

that he “‘revisited the team’s early IP assessment’” and “‘dived much more deeply 

in the analysis of specific claims.’”  Id. (quoting Ex. 1044 at 233).  The Director 

discretionarily denied review of the five IPRs because the application that ultimately 

issued as the oldest patent in the family was cited in an information disclosure 

statement for one of the petitioner’s patent applications.  IRhythm, Paper 10 at 3. 

IRhythm is distinguishable because (1) there are five petitioners here instead 

of a single petitioner, (2) PO did not purportedly acquire the ’561 Patent until just 

before filing the Related Litigations; (3) Ericsson did not have the same focus on the 

patent landscape at the time that the ’561 Patent was identified by the examiner; and 

(4) the ’561 Patent does not relate to the other asserted patents in the Related 

Litigations.   
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First, having multiple Petitioners here is significant because whatever 

knowledge attributable to one of the Petitioners may not be fairly inferred for the 

others.  Even if knowledge of the ’561 Patent is attributable to Ericsson through 

identification in a Notice of Allowance, which Petitioners contest, that knowledge 

may not be inferred for Nokia, AT&T, T-Mobile and Verizon.  Therefore, PO could 

have no settled expectations with respect to the other Petitioners regarding the ’561 

Patent.   

Second, PO did not acquire ownership of the ’561 Patent until ten months 

before filing the Related Litigations, and did not publicly disclose that it had done 

so until two months after filing the Related Litigations.  (Ex. 1028 at 1 (confirmatory 

assignment from UTI Limited Partnership (“UTI”) to PO, effective May 2023 and 

recorded May 2024).)  In these circumstances, PO could not have begun developing 

any expectations until May 2023 at the earliest, and arguably not until March 2024 

when the Related Litigations were filed.  Thus, PO can have no settled expectations 

as to the non-invalidity of the ’561 Patent. 

Third, at the time that the ’561 Patent was identified in the Ericsson patent 

application, UTI was the owner of the ’561 Patent, not PO.  (Request at 32; Ex. 1001 

at 1.)  Unlike in IRhythm, PO does not allege that Ericsson had any particular focus 
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on UTI’s patents at the time.9  Further, the examiner identified the ’561 Patent but 

did not apply or discuss the ’561 Patent.  (Ex. 1027 at 4.) 

Fourth, the fact that the ’561 Patent does not relate to the other asserted patents 

in the Related Litigations should be noted because PO attempts to aggregate the 

patents.  (See Request at 32-34.)  Whether or not the ’204 and ’345 Patents were 

cited for Ericsson’s or Nokia’s patent applications has no bearing on Petitioners’ 

knowledge, if any, of the ’561 Patent.  

2. Petitioners’ settled expectations carry greater weight.   

While PO cannot demonstrate that it has settled expectations, Petitioners can.  

Specifically, not only has the ’561 Patent lay dormant for its entire life until the 

Related Litigations, but patent law permits IPRs to be filed many years after a patent 

issues. 

The ’561 Patent may have issued in December 2011, yet it has never been 

commercialized, asserted, marked, licensed or otherwise applied in Petitioners’ 

technology space before the Related Litigations.  Petitioners then fairly came to 

expect that the ’561 Patent would continue in the same manner.  The Director 

 
9  UTI Limited Partnership is associated with the University of Calgary, and the PO 

does not assert that UTI commercialized, asserted, marked, licensed the ’561 Patent 

or otherwise was a competitor in Petitioners’ technology space. 
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recently clarified that these are “considerations that weigh against a patent owner’s 

claim of settled expectations and bears on the Director’s discretion.”  Intel 

Corporation v. Proxence LLC, IPR2025-00327, Paper 12 at 2-3 (PTAB June 26, 

2025).  The fact that the ’561 Patent was asserted for the first time in the Related 

Litigations is not due to allegedly infringing products having only recently come to 

market.  Products accused of infringing the ’561 Patent in the Related Litigations 

were sold to customers for at least eleven years before the Related Litigations were 

filed.    

Also, it is a plain fact that the AIA does not restrict IPRs to “newer” patents; 

any patent over the age of nine months may be challenged.  35 U.S.C. § 311; see 

also NHK Spring Co., Ltd. v. Intri-Plex Techs., Inc., No. IPR2018-00752, Paper 8 at 

19 (PTAB Sept. 12, 2018) (precedential) (“Patent Owner argues that Petitioner knew 

about the ’841 patent for more than 10 years, yet provides no explanation for why it 

waited so long to file the Petition. . . . We are not persuaded that this lapse in time 

favors denying review.”).  Petitioners thus have settled expectations that IPRs can 

be brought in accordance with the AIA, and PO can have no expectation of avoiding 

an IPR during the lifetime of the ’561 Patent (and beyond). 

I. Practical Considerations 

An additional consideration that the Director should consider is a practical 

one.  The current application of “settled expectations” may unintentionally increase 
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the PTAB’s workload and decrease patent quality, all of which contradicts the stated 

purpose of the Workload Memo.  Workload Memo at 3 (“These processes aim to 

improve PTAB efficiency, maintain PTAB capacity to conduct AIA proceedings, 

reduce pendency in ex parte appeals, and promote consistent application of 

discretionary considerations in the institution off AIA proceedings.”)  Thus, this 

consideration weighs against discretionary denial. 

When expectations begin accruing upon patent issuance or the subject patent 

is cited as a reference for a petitioner’s patent application (see, e.g., Dabico Airport 

Solutions Inc. v. AXA Power APS, IPR2025-00408, Paper 21 at 3 (PTAB June 18, 

2025); IRhythm, Paper 10 at 3)10, stakeholders are incentivized to monitor all issued 

patents and potentially launch IPRs indiscriminarntly.  This can be impractical and 

inefficient as costs will substantially increase for the public in monitoring and 

 
10 It is unclear how a patent owner’s expectation of non-invalidity may “settle” after 

its patent issues when patents carry a presumption of validity immediately upon 

issuance.  35 U.S.C. § 282(a) (“A patent shall be presumed valid. Each claim of a 

patent (whether in independent, dependent, or multiple dependent form) shall be 

presumed valid independently of the validity of other claims; dependent or multiple 

dependent claims shall be presumed valid even though dependent upon an invalid 

claim.”) 
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policing, for patent owners in defending, and for the PTAB in processing the 

increased case load.  Patents that were not likely to be challenged under the old 

system because they would not be enforced may come under fire because of the 

public proactively filing IPRs.  The public may also be incentivised not to perform 

prior art searches, thereby also impacting patent quality.  In this case, where the 

merits of the Petition are particularly strong and Petitioners’ settled expectations 

carry greater weight, the Director should apply the “settled expectations” 

consideration more narrowly so as to avoid these potential unintended consequences. 

J. APA Considerations 

Notwithstanding the foregoing, the Workload Memo should not apply to the 

present Petition because that would violate the Administrative Procedure Act 

(“APA”).  5 U.S.C. §§ 551–559.  First, the Director lacks authority to “promulgate 

retroactive rules.” Tafas v. Dudas, 511 F. Supp. 2d 652, 666 (E.D. Va. 2007).  

Second, “general statements of policy” can only be applied prospectively.  Lincoln 

v. Vigil, 508 U.S. 182, 197 (1993); 5 U.S.C. § 552(a)(2)(D)(ii).  Third, the APA 

requires agencies to inform parties of the matters of “law asserted.” 5 U.S.C. § 

554(b)(3).  These violations are merely some examples that the Director should 

consider.  Petitioners reserve the right to challenge the Workload Memo on other 

grounds including because it was adopted without notice-and-comment rulemaking. 
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V. CONCLUSION 

For the foregoing reasons, the Director should deny PO’s request for 

discretionary denial of institution. 
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