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Rule 14 LLC (“Rule 14” or “Patent Owner”) respectfully submits this Brief In 

Support of Its Request for Discretionary Denial of Institution (“Discretionary Denial 

Brief”) of Inter Partes Review (“IPR”) of U.S. Patent No. 10,108,679 (“the ’679 

patent”) by UiPath, Inc. (“UI” or Petitioner). 

I. THE DIRECTOR SHOULD DISCRETIONARILY DENY THE PETITION 
BECAUSE A DISTRICT COURT HAS ALREADY FOUND THE 
CHALLENGED PATENT CLAIMS INVALID 

 
The Director and the Board should exercise discretion under 35 U.S.C. 

§ 314(a), consistent with the Director’s informative decision in Hulu, LLC v. 

Pirhana Media Distribution LLC,  IPR2024-01252, Paper 27 (USPTO Director 

April 17, 2025) (“Hulu”), to deny institution for a straightforward reason—the 

challenged patent has already been found invalid by a district court.  

In Hulu, the Director addressed a situation in which a district court granted a 

motion to dismiss under Rule 12(b)(6) that alleged that the claims of the patent 

challenged in the IPR petition were “invalid as reciting ineligible subject matter 

under § 101.” Hulu, 2. The Director reasoned that “[b]ecause the patent claims 

already stand invalid, it is unnecessary to institute another proceeding to review them 

for patentability under other grounds.” Id. Notably, the Director acknowledged that 

the district court decision might be reversed on appeal, but noted that even if that 

occurred, the Petitioner could raise the invalidity arguments set forth in the Petition 

“in the district court on remand.” Id., 2-3. Ultimately, the Director held that “where 

a district court already has found the challenged claims invalid, the efficiency and 

https://portal.unifiedpatents.com/ptab/case/IPR2024-01252
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integrity of the patent system is best served by denying institution.” Id., 3. 

Here, the facts are substantively identical to those in Hulu in material respects. 

Specifically, in Rule 14 LLC v. UiPath, Inc. No. 2-23-cv-00627 (E.D. Tex. 2023), 

Magistrate Judge Payne found that the term “[generating/generate], by an entity,” 

which is present in every independent claim of the ’679 patent, was invalid as 

indefinite under 35 U.S.C. § 112(f) on the ground that the term is a means-plus-

function term without sufficient structural support in the specification. EX2001, 18. 

District court Judge Rodney Gilstrap subsequently issued an order stating that “the 

Court agrees with the conclusions reached within the Order” and expressly adopted 

Magistrate Judge Payne’s Order. EX2002. While Patent Owner disagrees with the 

district court’s decision and reserves all rights to challenge it on appeal or otherwise, 

that is no different from Hulu, which recognized the possibility of a reversal on 

appeal. The fact remains that “a district court already has found the challenged 

claims invalid”—precisely the factual circumstance that the Director found 

counseled in favor of discretionary denial in Hulu.1 The result should be no different 

here. 

II. CONCLUSION 

For the foregoing reasons, the Director and the Board should exercise its 

 
1 While no formal judgment of invalidity has issued in the district court case, the 
Director’s decision in Hulu did not hinge on the formality of a judgment—it focused on 
the inefficiency of diverting PTAB resources to evaluate the patentability of claims that a 
court has already found invalid. 
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discretion to deny institution under 35 U.S.C. § 314(a) and Hulu based the district 

court’s finding that the claims of the challenged patent are invalid. 

Dated: June 16, 2025 By: /s/Michael Matulewicz-Crowley  
Michael Matulewicz-Crowley  
PTO Reg. No. 72,220 

 
Counsel for Patent Owner Rule 14 
LLC
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