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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

• Challenged Claims: 1-20

• Claims 1, 8, and 14 are independent
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The ’847 Patent: An Obvious Collection of Known Elements

EX1001, 1:48-60

EX1001, 5:26-29

EX1001, 5:16-20

EX1001, 8:52-61
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The ’847 Patent: An Obvious Collection of Known Elements

• Professor in the Building Systems Engineering Program 

at the University of Colorado, focusing on thermal 

engineering, mechanical systems design, and control of 

automated systems

• PhD in Civil Engineering (Building Systems), 

• MS in Mechanical Engineering

• Member, award winner, and distinguished fellow of the 

American Society of Heating, Refrigerating and Air-

Conditioning Engineers (ASHRAE)

Dr. Gregor Henze
Petitioner’s Technical Expert

Henze Dec. (EX1003)

Henze Supp. Dec. 
(EX1061)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The ’847 Patent: An Obvious Collection of Known Elements

EX1039 EX1016 EX1024 EX1021

EX1003 Paras. 33-55

EX1020 EX1021

EX1021 EX1015

Dr. Gregor Henze
Petitioner’s Technical Expert Henze Dec. (EX1003) Henze Supp. Dec. (EX1061)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B Ground 1B
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Grounds 1A-1B: Element [8.pre], Element [1.pre], Element [14.pre]

The ’847 Patent’s Condensation Anticipating Features 
Are Obvious in View of Carter’s Control Logic

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation

Pet. 6-7, 12-17, 36-37, 47-48; Reply 1-5



’847 Patent (EX1001)’847 Patent (EX1001)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter Anticipates Condensation Based on Dew 
Point, Just Like the ’847 Patent

Pet. 6-7, 12-17, 36-37, 47-48; Reply 1-5

Carter (EX1004)

EX1001, 1:23-27

EX1001, 8:51-52
EX1004, 2:48-54

EX1004, 1:22-31

EX1004, 5:49-54

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation



11

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter Activates and Deactivates the Heater “Responsive” 
to Anticipating Condensation

Pet. 12-17, 36-37, 47-48; Reply 1-5

Pet. 14-15

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter’s Heater Deactivation Is “Responsive” to 
Anticipated Condensation

Pet. 12-17, 36-37, 47-48; Reply 1-5

Reply 2

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter Deactivates When Condensation 
Is No Longer Anticipated

Pet. 12-17, 36-37, 47-48; Reply 1-5

Henze Supp. Dec. (EX1061)

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter Deactivates When Condensation 
Is No Longer Anticipated

Pet. 12-17, 36-37, 47-48; Reply 1-5

Henze Supp. Dec. (EX1061)

EX1024, 25

EX1024, 153

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 1-3Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter makes no use of the dew point reference at shut-off.” POR at 21.

No Independent 
Claim Recites Dew-
Point-Based Heater 

Deactivation

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 15-17; Reply 3-5

Carter Renders Obvious 
Dew-Point-Based Heater 

Deactivation

Carter Algorithm

’847 Patent Algorithm

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter makes no use of the dew point reference at shut-off.” POR at 21.

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Dew-Point-Based Deactivation Was a Beneficial and 
Predictable Variation of Carter

Pet. 15-17; Reply 3-5Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter makes no use of the dew point reference at shut-off.” POR at 21.

Henze Dec. (EX1003)

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1003 Para. 94

Henze Dec. (EX1003)

Pet. 15-17; Reply 3-5Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter makes no use of the dew point reference at shut-off.” POR at 21.

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation

Dew-Point-Based Deactivation Was a Beneficial and 
Predictable Variation of Carter
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Definition of Obviousness: Applying Carter’s Setpoint Teaching 
for Both Heater Activation and Deactivation

Reply 5Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Here, common sense is being used to fill in a missing limitation.  That invocation fails…” Sur-Reply at 13.

Pet. Reply (Paper 24)

Reply 5

EX1004, 5:21–54, Figure 3; see also 2:4–32, 3:40–53

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Illusion of a Distinction: Patent 
Owner’s Cherry-Picked Charts

Reply 3-4

EX1061, Paras. 48-51
Rebuttal

 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter deactivates late[r] in lower humidity as compared to the ’847 Patent.” POR at 21-25.

POR 23; EX2037, Para. 38

Henze Supp. Dec. (EX1061)

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Illusion of a Distinction: Patent 
Owner’s Cherry-Picked Charts

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter deactivates late[r] in lower humidity as compared to the ’847 Patent.” POR at 21-25.

Reply 3-4

EX1061, Paras. 48-51

POR 23; EX2037, Para. 38

Henze Supp. Dec. (EX1061)

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Illusion of a Distinction: Patent 
Owner’s Cherry-Picked Charts

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter deactivates late[r] in lower humidity as compared to the ’847 Patent.” POR at 21-25.

Pollock Depo. (EX1062)

EX1062, 267:13-25

EX1062, 268:8-24

Reply 3-4

EX1061, Paras. 48-51

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation



Henze Supp. Dec. (EX1061)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Illusion of a Distinction: Patent 
Owner’s Cherry-Picked Charts

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter deactivates late[r] in lower humidity as compared to the ’847 Patent.” POR at 21-25.

EX1061, Para. 53

Reply 3-4

EX1061, Paras. 52-53

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Illusion of a Distinction: Patent Owner’s Cherry-Picked Charts

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Carter deactivates late[r] in lower humidity as compared to the ’847 Patent.” POR at 25.

Reply 3-4

EX1061, Paras. 52-53

Pollock Depo. (EX1062)

EX1062, 250:8-22

Grounds 1A-1B ([8.c], [1.c], [14.c]-[14.d]): Anticipating Condensation
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Carter Alone or With Bunch Renders Obvious the 
Recited Refrigerated Display Case Components

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A-1B: Element [8.pre], Element [1.pre], Element [14.pre]
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 8-10, 26-33, 43, 46

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Like Carter and the ’847 Patent, Bunch Teaches Energy 
Efficient Condensation Prevention on a Display Case

Pet. 8-10, 26-33, 43, 46

Bunch (EX1006)

EX1006, 1:41-43

EX1006, 2:8-10

EX1006, 1:5-23

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 28-31

Carter (EX1004)Bunch (EX1006)

A POSITA Would Have Been Motivated 
to Incorporate Carter’s Heater Control 
Technique With Bunch’s Display Case

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter-Bunch: A Predictable Improvement
Pet. 26-31

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter-Bunch: A Predictable Improvement
Pet. 26-31

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case



Reply 6

31
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Carter and Bunch Share a Common Operating Principle

Reply 6-7Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to:

“Replacing Bunch’s time schedules with Carter’s ambient algorithm…is 

a wholesale change in Bunch’s principle of operation.” POR at 37.

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Bunch Does Not Disparage or Discourage Carter’s Approach

Reply 7Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to: “Bunch teaches away from ambient triggered path the Petition suggests.” POR at 41.

Reply 7

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Carter-Bunch Combination Was
Within a POSITA’s Technical Grasp

Reply 7Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to:

“The proposed combination…requires substantial reengineering rather 

than mere substitution.” POR at 41.

EX1061 Para. 57 EX1061 Para. 57

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Sensor Positioning: Known, Routine, and Ubiquitous Technology

Reply 8-9

EX1003 Paras. 34-41

EX1061 Paras. 59-62

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to:

“[The Petition] never explains how Carter’s preferred mounting 

translates to a supermarket display case.” POR at 49.

EX1061 Paras. 60-61
EX1003 Para. 119

Henze Dec. (EX1003)

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 8-9

EX1003 Paras. 34-41

EX1061 Paras. 59-62

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to:

“[The Petition] never explains how Carter’s preferred mounting 

translates to a supermarket display case.” POR at 49.

EX1003 Para. 119

Henze Dec. (EX1003)

EX1006, 3:15-18

Sensor Positioning: Known, Routine, and Ubiquitous Technology

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 8-9

EX1003 Paras. 34-41

EX1061 Paras. 59-62

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to:

“[The Petition] never explains how Carter’s preferred mounting 

translates to a supermarket display case.” POR at 49.

Reply 7-8

EX1061 Paras. 60-61

Sensor Positioning: Known, Routine, and Ubiquitous Technology

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Have Applied Carter’s 
Teachings to a Refrigerated Display Case

Pet. 9-10

EX1003 Para. 67

Pet. 10

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Only Difference Between Carter’s Case and 
the Claimed “Display Case” Is a Glass Door

Pet. 9-10

Reply 9-10

Pollock Depo. (EX1062)

EX1062, 195:21-196:12

Grounds 1A-1B (Elements [8.pre], [1.pre], [14.pre]): Display Case
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Level of Ordinary Skill in the Art

Patent Owner’s Overly Narrow Skill Level 
Definition Is Ends-Oriented and Unjustifiable

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art

The Parties’ Respective Skill Level Definitions

Pet. 4-5; POR 14

Petitioner Patent Owner

The qualifications for a POSITA would have included 
a bachelor’s degree in mechanical engineering, 
electrical engineering, or a comparable field and at 
least three to five years of experience related to 
heating, ventilating, air conditioning, and 
refrigeration (HVAC&R) systems. EX1003, ¶¶31–32. 
Additional experience could substitute for a formal 
degree or training (and vice versa).  Id.

A POSITA would have a bachelor’s degree in 
mechanical engineering, electrical engineering, or a 
related field, and at least two years’ professional 
experience working with refrigerated display cases. 
EX.2037, ¶10.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art

Patent Owner’s Unduly Narrow Skill Level 
Definition Targets Dr. Henze

POR 15-18

Pollock Depo. (EX1062)
EX1062, 206:5-23
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art

Patent Owner’s Unduly Narrow Skill Level 
Definition Targets Dr. Henze

POR 15-18

Pollock Depo. (EX1062)

EX1062, 208:14-19
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art
Pet. 4-5, 52-53; Reply 16

EX1003 Paras. 26-30, 162-163; EX1061 Paras. 16-24

The Petition Correctly Identifies the “Art” as HVAC&R

Henze Depo. (EX2019)

EX2019 at 155:2-4

Henze Dec. (EX1003)

EX1003 Para. 162
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art
Pet. 4-5, 52-53; Reply 16; EX1003 Paras. 26-30, 162-163; EX1061 Paras. 16-24

The Petition Correctly Identifies the “Art” as HVAC&R

EX1003

Para. 163

EX1001, 

1:48-67
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art

The Petition Correctly Identifies the “Art” as HVAC&R

Pet. 4-5, 52-53; Reply 16

EX1003 Paras. 26-30, 162-163; EX1061 Paras. 16-24

Henze Supp. Dec. (EX1061)



Pollock Depo. (EX1062)

EX1062, 80:1-18

EX1062, 89:3-16
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Level of Ordinary Skill in the Art

The Petition Correctly Identifies the “Art” as HVAC&R

Pet. 4-5, 52-53; Reply 16-18

EX1003 Paras. 26-30, 162-163; EX1061 Paras. 16-24
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

No Credible Evidence Supports Confining the 
“Art” to Display Cases 

Reply 16-18

Level of Ordinary Skill in the Art

• Title is not specific to display cases

• Field of invention identifies “remediat[ing] 

condensation build-up” as the problem, 

and “refrigerated display cases” as merely 

the application environment

• Claims focus on “A method for 

condensation control,” with basic display 

case components to show an intended use

EX1001, 1:1-18

EX1001, 10:1-3
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Dr. Henze Has Ample Refrigeration & Display Case Experience

Level of Ordinary Skill in the Art
Pet. 4-5; Reply 18

EX1003 Para. 14

EX1003 Para. 12

EX1061 Para. 30

EX1039, 1, 4, 31, 34, 38
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Objective Indicia

Patent Owner Provides No Legally Relevant 
Evidence of Success, Praise, Need, or Copying

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 19-25

944 F.3d 1366, 1373-74 (Fed. Cir. 2019)

Objective Indicia—No Presumption of Nexus to AS-20
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Cited evidence does not refer to AS-20 Controller

Ex. 1001 (’847 Patent):

POR 68

Ex. 2037 (Pollock Dec):

Ex. 2037 ¶¶ 65-66

Objective Indicia—No Presumption of Nexus to AS-20
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Presumption of Nexus to AS-20
Reply 19-20

EX1062, 67:17-25

Pollock Depo. (EX1062)

Patent Owner’s expert did not opine that (or evaluate whether) the AS-20 
Controller practices the ’847 patent
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Nexus-in-Fact
Reply 19-25

944 F.3d 1366, 1373-74 (Fed. Cir. 2019)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Nexus-in-Fact

POR 68-69

EX1061 ¶ 76

EX2029 (Conference Presentation) at 1, 18 

Cited evidence does not refer to any “unique characteristics of the claimed 
invention”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Nexus-in-Fact

“Cycling via case dew point” is not a “novel” or “unique” characteristic

Henze Supp. Dec. (EX1061)

“Where the offered secondary consideration actually results from 
something other than what is both claimed and novel in the claim, 

there is no nexus to the merits of the claimed invention.”  In re 

Huai-Hung Kao, 639 F.3d 1057, 1068 (Fed. Cir. 2011).

EX1021 at 1, 3; see also EX1003 at 39 n. 3 (explaining “the Altech AASC controller described in EX1021 was 

available to the refrigeration industry before or contemporaneous with the filing date of the ’847 patent in 2005”)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Nexus to Commercial Success

The evidence shows a diverse, saturated market

Reply 21Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.Rebuttal to:

“In a market dominated by two capable suppliers, persistent commercial success attributable to the claimed design 

establishes non-obviousness.” POR at 70.

EX1065 at 1, 3

EX1064 at 1

EX1067 at 83

EX1068 at 1, 17

EX1021 at 1, 3

EX1066 at 1

56
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Industry Praise

A test performed on one case in one store—not “rapid adoption” or praise
Reply 22

EX2030 at 1, 5, 6

POR 71-72
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Long-Felt Need

Patent Owner’s expert never considered long-felt need
Reply 22

POR 72

EX2037 ¶ 65

EX2037 (Pollock Dec):

Market needs already met:



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Copying

Anthony explained dew point-based control schemes to Patent Owner in 2004, 
not the other way around

EX2034 at 1

POR 70-71

59



60

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Copying

No need to copy—there were already “similar products in the market place”

EX1071 at 6

EX1021 at 1, 3, 5
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Copying

POR 64-65, 70

DOE Notice was unrelated to control method of anti-sweat controller

EX2027 at 1, 2
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Copying

POR 64-65, 70

DOE Notice did not “mandate” modification of an anti-sweat controller

EX2027 at 1, 4
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Objective Indicia—No Copying

POR 64-65, 70

Cited evidence does not show “modifi[cation]” of any Anthony controller
EX2028 (Installation Instructions) EX2035 (Hill Phoenix Patent) 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Anthony Is Not Subject to Assignor Estoppel

Minerva Surgical, Inc. v. Hologic, Inc., 594 U.S. 559, 576 (2021)

(emphasis added) 

EX2026 at 1, 2, 3, 6-7

.

Still, our endorsement of assignor estoppel comes with limits—true 

to the doctrine’s reason for being.… When an assignor warrants that 

a patent is valid, his later denial of validity breaches norms of 

equitable dealing…. But when the assignor has made neither explicit 

nor implicit representations in conflict with an invalidity defense, 

then there is no unfairness in its assertion. And so there is no ground 

for applying assignor estoppel.

One example of non-contradiction is when the assignment occurs 

before an inventor can possibly make a warranty of validity 

as to specific patent claims. Consider a common employment 

arrangement. An employee assigns to his employer patent rights in 

any future inventions he develops during his employment; the 

employer then decides which, if any, of those inventions to 

patent. In that scenario, the assignment contains no representation 

that a patent is valid. How could it? The invention itself has not 

come into being. See Lemley, Rethinking Assignor Estoppel, 54 

Houston L. Rev. 513, 525–527 (2016). And so the employee’s transfer 

of rights cannot estop him from alleging a patent’s invalidity in later 

litigation.

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=0454970743&pubNum=0001161&originatingDoc=I36f3ee75d83e11eb89bcad1f1e4bcabb&refType=LR&fi=co_pp_sp_1161_525&originationContext=document&transitionType=DocumentItem&ppcid=58c2354881a84eacb5b0267755df35e9&contextData=(sc.Search)#co_pp_sp_1161_525
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=0454970743&pubNum=0001161&originatingDoc=I36f3ee75d83e11eb89bcad1f1e4bcabb&refType=LR&fi=co_pp_sp_1161_525&originationContext=document&transitionType=DocumentItem&ppcid=58c2354881a84eacb5b0267755df35e9&contextData=(sc.Search)#co_pp_sp_1161_525
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