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2011 File History for U.S. Patent Application No. 16/464,350
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2013 International Search Report for International Application No.
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2015 Certified English translation of Letter from Kolon Industries,
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Patent Owner submits this authorized reply (Ex.3101) in support of its Brief
on Discretionary Denial (“DDBrief,” Paper 7), addressing Petitioner’s arguments
about the Korean High Court’s Judgment (Ex.1049)!' regarding the Korean
counterpart of Patent Owner’s U.S. Patent 9,789,731 (*’731 patent”). Pet’r’s Resp.
to Pat. Owner’s Req. for Discretionary Denial (“Pet.Opp.,” Paper 9), 24. Petitioner’s
arguments do not disturb the conclusion that the Director should exercise discretion
to deny institution of inter partes review (“IPR”), finding that Patent Owner
possesses strong settled expectations as to the 765 patent’s validity.

The *765 patent issued over six years ago (Ex.1001), and although Patent
Owner specifically notified Petitioner about this patent and its Korean counterpart?
over four years ago (Ex.2015, 2 rows 10, 19), Petitioner never challenged the *765
patent or any foreign counterpart before filing its Petition here. Petitioner admits
that, after receiving Patent Owner’s notice letter in 2021, “Petitioner filed a

challenge in 2022 against the Korean counterpart of Patent Owner’s 731 patent.”

P'Ex.1049 does not comply with 37 C.F.R. § 42.63(b) because Petitioner did not
submit an affidavit attesting to the accuracy of the translation.

2 The *765 patent’s Korean counterpart, KR 16026035, issued from KR Application
No. 10-2015-0092016, identified in Patent Owner’s notice letter (Ex.2015, 2 row

10) and on the face of the 765 patent (Ex.1001, Cover (30)).
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Pet.Opp. 24. Petitioner argues that its “successful challenge” to the Korean
counterpart “to the *731 patent shows a lack of settled expectations as to the validity
of the >765 patent.”® Id. But the opposite is true.

Petitioner’s deliberate choice not to challenge the *765 patent or any foreign
counterpart and instead only to challenge the *731 patent’s Korean counterpart
reinforced Petitioner’s settled expectations as to the 765 patent’s validity. Indeed,
Petitioner knew of the 765 patent and its Korean counterpart years before receiving
Patent Owner’s 2021 notice letter that evidently prompted Petitioner to challenge
the 731 patent’s Korean counterpart. In March 2018, seven years before filing its
Petition here, the *765 patent’s application and Korean counterpart were included in
an international search report for one of Petitioner’s PCT applications. Ex.2013, 2.

Petitioner also concedes that back in 2022 it knew of the Fritsch reference
Petitioner relies on for key limitations in all grounds in its Petition here because

Petitioner relied on it in challenging the *731 patent’s Korean counterpart. Pet.Opp.

3 Petitioner’s success against the ’731 patent’s Korean counterpart before an
intermediate Korean court under Korean law, which differs from U.S. law, does not
bear on the validity of the 731 patent—Iet alone the 765 patent, whose claims have
other requirements. If Petitioner expected success against the *765 patent, it would

have challenged the *765 patent (or at least a foreign counterpart) long ago.
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24. But Petitioner chose not to challenge the *765 patent or any foreign counterpart
using this reference until it filed its Petition here.

Thus, by the time Petitioner filed at the statutory deadline, Patent Owner had
developed strong settled expectations in the 765 patent’s validity because: (1)
Petitioner learned of the *765 patent’s application and its Korean counterpart at least
about seven years ago; (2) the 765 patent was over six years old; (3) Petitioner was
specifically informed about the *765 patent and its Korean counterpart in Patent
Owner’s notice letter four years ago; and (4) Petitioner specifically chose not to
challenge them, instead only challenging an unrelated patent three years ago based
on a reference that Petitioner asserts against the 765 patent here. See iRhythm
Techs., Inc. v. Welch Allyn, Inc., IPR2025-00363, -00374, -00376-78Paper 10 at 3
(PTAB June 6, 2025) (denying institution because “Petitioner’s awareness of Patent
Owner’s applications and failure to seek early review of the patents favors denial
and outweighs [other] considerations”); see also Amgen Inc. v. Bristol-Myers Squibb
Co., IPR2025-00601, -00602, -00603, Paper 9 at 2-3 (PTAB July 24, 2025) (denying
IPR institution of patents in force for “seven and six years ... creating strong settled
expectations for Patent Owner”).

Because Petitioner’s calculated choice not to challenge the *765 patent or any
foreign counterpart strengthens the settled expectations in its validity, and for the

reasons set forth in Patent Owner’s DDBrief, institution should be denied.
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Dated: July 28, 2025
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Respectfully submitted,

By: / Charles H. Sanders /

Charles H. Sanders (Reg. No. 47,053)
charles.sanders@lw.com

Latham & Watkins LLP

200 Clarendon Street

Boston, MA 02116

Telephone: 617.948.6000

Fax: 617.948.6001

Counsel for Patent Owner
Kolon Industries, Inc.
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(e), I certify that on this 28th day of July, 2025, a
true and correct copy of the foregoing Patent Owner’s Reply to Petitioner’s
Response to Patent Owner’s Request for Discretionary Denial of Institution was
served by electronic mail on Petitioner’s lead and backup counsel at the following

email addresses:

James M. Glass (Reg. No. 46,729)
jimglass@quinnemanuel.com

QUINN EMANUEL URQUHART & SULLIVAN, LLP
51 Madison Avenue, 22nd Floor

New York, NY 10010

Tel: (212) 849-7000

Quincy Lu (Reg. No. 76,954)
quincylu@quinnemanuel.com

QUINN EMANUEL URQUHART & SULLIVAN, LLP
1109 First Avenue, Suite 210

Seattle, WA 98101

Tel: (206) 905-7000

Fax: (206) 905-7100

By: / Charles H. Sanders /

Charles H. Sanders (Reg. No. 47,053)
charles.sanders@lw.com

Latham & Watkins LLP

200 Clarendon Street

Boston, MA 02116

Telephone: 617.948.6000

Fax: 617.948.6001

Counsel for Patent Owner
Kolon Industries, Inc.



