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AICP insisted it needed a Reply to address allegedly new points TSMC raised
in its Opposition. But its Reply fails to address the merits of TSMC’s Opposition.
Instead, AICP effectively asks the Board to ignore evidence that disfavors AICP.

(1) AICP’s Reply begins by invoking alleged “due process rights” to seek
foreign discovery because ‘“‘earlier invention date evidence could eliminate all
grounds” for the petition. (Paper 14, at 1.) That is not true. These IPR invalidity
grounds rely solely on references, including Hsu823 (Ex-1006, published Oct. 11,
2007), published more than a year before the earliest U.S. filing date (Feb. 13, 2009).
(Ex-1001, at (63).) Under pre-AIA §102(b), these references, including Hsu823,
cannot be overcome by a swear-behind or foreign priority claim. (MPEP §2133.02.)
No amount of discovery will help AICP eliminate the IPR references as prior art.

Moreover, AICP has done nothing to gather “invention date” evidence,
despite ample opportunity. The original assignment requires the inventors to
cooperate “in every way possible in obtaining and producing evidence ... for any and
all litigations regarding ... this application ... or Letters Patent(s) therefore.”
(Ex-1151, at 2.) This applies to Panasonic and all “heirs, successors, ... and assigns.”
(1d.). AICP could have requested this information when it purchased the *686 Patent,
intending to enforce it, or it could have done so in district court. But AICP did not.
Raising this issue solely in a discretionary denial request betrays AICP’s sincerity.

(2) AICP does not deny that TSMC’s and UMC’s broad and reciprocal
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stipulations, which eliminate all 102/103 defenses in district court, remove all risk
of duplicative litigation. Unable to rebut that fact, AICP asks that the stipulations be
set aside entirely. (Paper 14, at 1-2.) But the rules of discretionary denial have been
rapidly evolving since TSMC filed its petition, including recent cases granting
discretionary denial requests despite a Sotera stipulation. (Compare Shenzen Tuozhu
Tech. Co. v. Stratasys, Inc., IPR2025-00438, Paper 10, at 3 (July 17, 2025) (referring
to the Board, in part due to “a broad stipulation” that went well beyond a Sotera
stipulation), with Shenzen Tuozhu Tech. Co. v. Stratasys, Inc., IPR2025-00354,
Paper 11, at 2-3 (June 12, 2025) (denying institution despite a Sotera stipulation).)
TSMC moved quickly to meet the Office’s expectations and offered AICP an
opportunity to respond. Moreover, TSMC does not control UMC and could not have
stipulated on UMC’s behalf. AICP’s suggestion of bad faith is simply not true.
AICP also speculates that TSMC’s and UMC’s stipulations might not apply
to “future litigation involving the *686 patent.” (Paper 14, at 2.) But AICP’s
hypothetical future litigation would either be combined with the existing litigation
or barred by claim preclusion. (See, e.g., In re PersonalWeb Techs. LLC, 961 F.3d
1365, 1374 (Fed. Cir. 2020) (“[ A] judgment on the merits in a prior suit bars a second
suit involving the same parties or their privies based on the same cause of action.”
(quoted source omitted)).) AICP’s professed fear of future litigation is groundless.

(3) AICP’s third argument criticizes TSMC for presenting average, instead of
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median, time-to-trial data. (Paper 14, at 2-3.) The median (25.5 months) is actually
longer than the average (25.4 months). (Ex-1152, at 3-4). AICP’s data—37 cases it
alleges “went to trial between 2024-07-01 and 2025-07-01"—is wrong. (Ex-2035,
at 1.) For 31 of those 37 cases, AICP’s median calculation uses canceled trial dates,
not actual or even rescheduled trial dates. Of AICP’s 37 cases, 21 did not even hold
trial during the specified time (more than half settled, 1 stayed for IPR, and 6 still
delayed). (Ex-1152, at 1-2.) Of the 16 cases that actually held trial, 4 are non-patent
cases, and 10 appear in TSMC’s Ex-1056. Moreover, AICP’s data is underinclusive,
missing two cases from Ex-1056. The true time-to-trial data accords with TSMC’s
opposition. After including two patent cases that Docket Navigator missed (and even
the 4 non-patent cases), the median time-to-trial is 25.5 months, with 3- to 4-month
delays or more being the norm. (Ex-1152, at 3-4; Paper 10, at 17-20.) The median is
not 22 months, as AICP alleges. (See Paper 14, at 3.) The fact remains: the Board’s
FWD will issue before the district court’s final judgment, likely before trial.

(4) Contrary to AICP’s argument, TSMC identified material error: the
examiner discussed one embodiment of Aoyama but overlooked another that
discloses all structural limitations of claim 25, including the claimed silicon nitride
film. TSMC cited 14 references to show that the examiner overlooked a basic fact:
using silicon nitride film to apply stress to the channel was well-known. Failing to

appreciate such a well-known feature was also material error. (Paper 10, at 47-49;
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see Anthony, IPR2025-00559, Paper 12, at 2.) AICP even tacitly acknowledged such
errors by disclaiming 24 claims. (Paper 14, at 4.) But that is no reason to ignore these
material errors, as AICP contends. (/d.). The error was not limited to disclaimed
claims. (Paper 10, at 3-4.) As demonstrated by the Petition’s analysis, which AICP
ignores, a POSITA would have been motivated to apply this well-known technique
to the embodiment of Aoyama the examiner overlooked. (See id. at 47-49.)

(5) AICP’s argument regarding “settled expectations” (Paper 14, at 4-5)
primarily relies on a misreading of Intel Corp. v. Proxsense LLC, IPR2025-00327,
Paper 12 (June 26, 2025). First, the accused TSMC technology does not infringe the
’686 patent. And AICP has not proffered any evidence of commercialization by
patent owners. AICP thus fabricates a theory that commercialization of the 686
Patent can be shown by others’ technology based solely on AICP’s self-serving
allegations that have not been verified in any legal proceeding. If a mere allegation
were enough, every patent ever asserted has been “commercialized”—an absurd
result. AICP also contends that TSMC has argued AICP’s business model should
deny it “the benefit of its predecessors’ settled expectations.” TSMC’s argument is
different: inaction by the patent’s prior owners as to the accused TSMC technology,
which has existed throughout the entire life of the 686 patent, led to the settled
expectations of TSMC and others. (Paper 10, at 37-41.) AICP, which did not even

exist until June 2024, purchased the ’686 patent subject to all equitable
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considerations—including the settled expectation that TSMC’s technology would
not be accused of infringement—that had accrued under the prior owners. (/d. at 38.)

(6) AICP attacks TSMC’s public interest arguments as irrelevant because it
allegedly will not seek injunctive relief. (Paper 14, at 5.) But that position contradicts
AICP’s complaint, which requests an injunction. (Ex-2001, at 51.) AICP then argues
TSMC’s position is irrelevant to the accused 28nm technologies. But the public,
including TSMC, has important interests in those technologies. (Paper 10, at 58-61.)
Multiple customers use them in widespread national security/defense applications,
including defense-grade Stratix V FPGA chips from Intel for aerospace and military
applications. (See Ex-1153, at 5.) AICP asserts the *686 patent against such chips.
Such public interests underly TSMC’s massive investments in the United States and
its manifest importance to the United States’ economy, high-tech sector, and national
security. (Paper 10, at 55-61.) And it is important to maintain a competitive edge
over China in such technology. (See Ex-1154, at 4; Ex-1155, at 2, 5.) AICP also
asserts U.S. Pat. No. 8,796,779 (co-pending IPR2025-00832) against TSMC'’s
technologies ranging from 28nm down to 4nm and 3nm (like the ones used in
TSMC’s Arizona facilities), which enable cutting-edge Al applications on which
U.S. customers, like NVIDIA, rely. (See Paper 10, at 55-61.)

For these reasons and those in TSMC’s Opposition (Paper 10), TSMC’s

Petition should be referred to the Board panel to consider the merits.
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